
 

 

IN THE UNITED STATES DISTRICT COURT 
FOR THE EASTERN DISTRICT OF TEXAS 

TYLER DIVISION 
 
SFA SYSTEMS, LLC, 
 
   Plaintiff, 
 
v. 
 
1-800-FLOWERS.COM, INC., et al, 
 
   Defendants. 

§ 
§ 
§ 
§ 
§ 
§ 
§ 
§ 
§ 

 
 
 

CASE NO. 6:09-cv-340 
PATENT CASE 

   
SFA SYSTEMS, LLC, 
 
   Plaintiff, 
 
v. 
 
BIGMACHINES, INC., et al, 
 
   Defendants. 
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CASE NO. 6:10-cv-300 
PATENT CASE 

 
 
 

JOINT SUBMISSION RE CLAIM TERMS OF U.S. PATENT NO. 6,067,525 
THAT HAVE BEEN PREVIOUSLY CONSTRUED 
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Pursuant to the Court's Order dated February 11, 2011 in the above-captioned cases 

(“Current Cases”), SFA Systems, LLC (“SFA”), and Defendants, Barnes & Noble, Inc., 

Barnesandnoble.com, LLC, GameStop, Corp., GameStop, Inc., GameStop.com, Inc., Gander 

Mountain Company, Overton’s, Inc., J&R Electronics, Inc., Newegg, Inc., Newegg.com, Inc., 

The Timberland Company, BigMachines, Inc., Enterasys Networks, Inc., Ricoh Americas 

Corporation, Hyundai Motor America, Inc., and Carestream Health, Inc. (collectively, 

“Defendants”) have met and conferred and hereby jointly make the following submission 

regarding claim terms that this Court has previously construed. 

I. PREVIOUSLY CONSTRUED CLAIM TERMS IN DISPUTE 

The Court previously construed certain terms of U.S. Patent No. 6,067,525 (the “’525 

Patent”) in SFA Systems, LLC v. Infor Global Solutions (Michigan), Inc., et al., Case No. 6:07-

cv-67 (the “Infor Case”).  None of the Defendants in the Current Cases were party to the prior 

Infor Case.  The Court issued its claim construction opinion in the Infor Case on February 23, 

2009.  SFA and the Defendants in the Current Cases have met and conferred and determined that 

the Court has previously construed the following claim terms:1 

1. “changes in state characteristic of an event” 

2.  “inferring” 

3. “inferring occurrence of an event” 

4. “inferring . . . a context” 

5. “subsystem” 

6. “event manager” 

 

                                                
1 The Court’s claim construction opinion also includes a construction for “context,” to which the parties to the Infor 
Case agreed during claim construction. 

Case 6:10-cv-00300-LED   Document 104    Filed 02/23/11   Page 2 of 16



 

  Page 3 of 3 

The Court’s claim construction opinion also includes a construction for “context,” to which the 

parties to the Infor Case agreed during claim construction.  SFA contends that the Court also 

“construed” this claim term as well and did not blindly adopt the parties’ agreed construction. 

 In an effort to reduce the number of terms before the Court, the Defendants have agreed 

to SFA’s proposed construction for “inferring” and “inferring occurrence of an event,” as 

identified in the parties’ P.R. 4-3 Joint Claim Construction Statement.  Further to that effort, 

Defendants hereby also agree to SFA’s proposed construction for “changes in state characteristic 

of an event,” and thus withdraw their proposed construction identified in the parties’ P.R. 4-3 

Joint Claim Construction Statement. 

The Defendants, however, contend that good cause exists for allowing the Defendants to 

brief proposed constructions for four (4) terms:  “plurality of subsystems,” “event manager,” 

“inferring . . . a context,” and “context.”  The parties’ respective positions about the Court’s prior 

constructions of these terms and their corresponding discussion of whether there is good cause 

for submitting these terms for construction, are set forth separately in Sections II and III below. 

II. PLAINTIFF’S SUBMISSION 

SFA contends that, in the Infor case, the Court carefully considered and decided upon the 

proper construction of all of the claim terms identified above, including the term “context.”  The 

time and resources of the parties and the Court, therefore, will not be served by relitigating the 

construction of these claim terms.  SFA is willing to enter into a stipulation providing that the 

Defendants in the Current Cases have preserved for appeal its proposed constructions of these 

claim terms as set forth in the Joint Claim Construction and Prehearing Statement. 

SFA contends that the Defendants’ submission below goes far beyond making the 

showing of good cause required by the Court, and constitutes a premature “mini brief” on the 

merits of its claim construction positions regarding these terms.  The Defendants’ submission of 
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a declaration from their expert witness on the merits of various claim construction issues 

underscores this point.  Needless to say, SFA has something to say about these arguments, but it 

will save making its arguments (and submitting its own expert witness declaration already 

provided to Defendants) for its opening claim construction brief to be filed on Friday.   

III. DEFENDANTS’ SUBMISSION 

As stated above, Defendants have agreed to SFA’s proposed constructions for “inferring” 

and “inferring an event has occurred” and have further agreed to SFA’s proposed construction 

for “changes in state characteristic of an event.”  However, Defendants contend that good cause 

exists for briefing the following four (4) disputed terms based on new issues of law and evidence 

not previously raised or before the Court in the prior Infor Case:  “plurality of subsystems,” 

“event manager,” “inferring . . . a context,” and “context.” 

A. “plurality of subsystems” 

Defendants have good cause for construing this term because Defendants raise a new 

question of law not previously before the Court in the prior Infor Case.  Specifically, Defendants 

contend this claim limitation is subject to 35 U.S.C. § 112 ¶ 6 because it fails to recite 

sufficiently definite structure or else recites function without reciting sufficient structure for 

performing that function.  No party to the Infor Case raised this legal issue and thus it was not 

properly before the Court during claim construction.  See Infor Case, No. 6:07-cv-67, dkt. nos. 

172 (P.R. 4-5(a) brief), 186 (P.R. 4-5(b) brief), 193 (P.R. 4-5(c) brief), 211 (opinion).  Thus, 

Defendants respectfully request that the Court allow them to brief this issue because Defendants 

raise a new question of law concerning a limitation present in all asserted claims. 

As a further showing of good cause, Defendants contend that the Federal Circuit has 

consistently held that “a limitation lacking the term ‘means’ may overcome the presumption 

against means-plus-function treatment if it is shown that the claim term fails to recite sufficiently 
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definite structure or else recites function without reciting sufficient structure for performing that 

function.”  Mass. Inst. of Tech. v. Abacus Software, 462 F.3d 1344, 1353 (Fed. Cir. 2006) (citing 

Watts v. XL Sys., Inc., 232 F.3d 877, 880 (Fed. Cir. 2000)); see also Aspex Eyewear, Inc. v. Altair 

Eyewear, Inc., 288 Fed. Appx. 697, 704 (Fed. Cir. 2008) (applying § 112 ¶ 6 because “there is 

no indication in the record that ‘retaining mechanism’ connotes definite structure to a person of 

ordinary skill in the art”); Mas-Hamilton Group v. LaGard, Inc., 156 F.3d 1206, 1213-15 (Fed. 

Cir. 1998) (applying § 112 ¶ 6 because “even though the catch phrase is not used, the limitation’s 

language does not provide any structure”); Personal Audio, LLC v. Apple, Inc., No. 9:09-CV-

111, slip op. at 42 (E.D. Tex. Jan. 31, 2011) (Clark, J.) (“Because the claim limitations at issue 

describe functions without reciting sufficient structure for performing those functions, the 

presumption flowing from the absence of the word ‘means’ is rebutted.”). 

To overcome the rebuttable presumption, Defendants will submit the declaration of 

Dr. Philip Greenspun2 establishing that the term “subsystem” does not denote structure to a 

person of ordinary skill in the art in 1995.  See, e.g., Watts, 232 F.3d at 880-81 (“As an aid in 

determining whether sufficient structure is in fact recited by a term used in a claim limitation, 

this court has inquired into whether the term, as the name for structure, has a reasonably well 

understood meaning in the art.”). Defendants will further submit dictionary definitions of 

“subsystem” confirming that a person of ordinary skill in the art in 1995 would not understand 

“subsystem” to denote sufficiently definite structure.  See, e.g., Duratech Indus. Int’l, Inc. v. 

Bridgeview Mfg., Inc., 292 Fed. Appx. 931, 933 (Fed. Cir. 2008) (“This court has also looked to 

dictionary definitions to discern whether a disputed term is recognized as a noun denoting 

                                                
2 Defendants produced Dr. Greenspun’s declaration on February 15, 2011 pursuant to the parties agreement set forth 
in their Joint Claim Construction Statement (Dkt. No. 247, Civ. Act. No. 6:09-CV-340).  Defendants have attached 
the same as exhibit A for the Court’s reference and per the Court’s order to establish good cause.  See Exh. A, 
Greenspun Decl. ¶¶ 28-42 (explaining a person of ordinary skill in the art’s understanding of “subsystem” in the 
context of the surrounding claim language). 
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structure.”).  Defendants will also rely on Dr. Greenspun’s declaration establishing that the 

plaintiff’s extrinsic evidence—a single online dictionary definition retrieved January 21, 2011 

equating the term to a “unit” or “device”—fails to establish that a person of ordinary skill in the 

art in 1995 would connect structure with the term “subsystem.”  See, e.g., Mass. Inst. of Tech., 

462 F.3d at 1354 (“The generic terms ‘mechanism,’ ‘means,’ ‘element,’ and ‘device,’ typically 

do not connote sufficiently definite structure.”).   

And finally, Defendants will establish that no surrounding claim language breathes 

structure into the otherwise generic term, “subsystem.”  See, e.g., Welker Bearing Co. v. PHD, 

Inc., 550 F.3d 1090, 1096 (Fed. Cir. 2008) (applying § 112 ¶ 6 because “[n]o adjective endows 

the [claim term] with a physical or structural component” and “claim 1 provides no structural 

context for determining the characteristics of the [claim term] other than to describe its 

function”); Eon Corp. IP Holdings, LLC v. Verizon Clinton Center Drive Corp., No. 6:08-CV-

385, 2010 WL 3199626, at *13-14 (E.D. Tex. Aug. 11, 2010) (Love, Mag. J.) (applying § 112 ¶ 

6 because “the claim language does not further define a generic term to add sufficient structure to 

avoid 112 ¶ 6”); Inventio AG v. Thyssenkrupp Elevator Americas Corp., 718 F. Supp. 2d 529, 

559 (D. Del. 2010) (applying § 112 ¶ 6 because “the claim language itself does not provide 

sufficient structure to perform the recited function”). 

Accordingly, Defendants have good cause for submitting “plurality of subsystems” for 

construction because Defendants raise for the first time a legal issue that is well-supported by 

both Federal Circuit precedent and the intrinsic and extrinsic evidence of record and concerns 

limitations present in all asserted claims. 

B. “event manager” 

As with “plurality of subsystems,” Defendants have good cause for construing this term 

because Defendants raise a new question of law not previously before the Court in the prior Infor 

Case 6:10-cv-00300-LED   Document 104    Filed 02/23/11   Page 6 of 16



 

  Page 7 of 7 

Case.  Specifically, Defendants contend this claim limitation is subject to § 112 ¶ 6 because it 

fails to recite sufficiently definite structure or else recites function without reciting sufficient 

structure for performing that function.  No party to the Infor Case raised this legal issue and thus 

it was not properly before the Court during claim construction.  See Infor Case, No. 6:07-cv-67, 

dkt. nos. 172 (P.R. 4-5(a) brief), 186 (P.R. 4-5(b) brief), 193 (P.R. 4-5(c) brief), 211 (opinion).  

Thus, Defendants respectfully request that the Court allow them to brief this issue because 

Defendants raise a new question of law concerning a limitation that is indisputably the heart of 

the claimed invention. 

As a further showing of good cause, Defendants contend that the Federal Circuit has 

consistently held that “a limitation lacking the term ‘means’ may overcome the presumption 

against means-plus-function treatment if it is shown that the claim term fails to recite sufficiently 

definite structure or else recites function without reciting sufficient structure for performing that 

function.” Mass. Inst. of Tech., 462 F.3d at 1353 (citing Watts, 232 F.3d at 880); see also Aspex, 

288 Fed. Appx. at 704; Mas-Hamilton, 156 F.3d at 1213-15; Personal Audio, No. 9:09-CV-111, 

slip op. at 42. 

To overcome the rebuttable presumption, Defendants will submit the declaration of Dr.  

Greenspun3 establishing that the term “event manager” does not denote structure sufficient to 

perform the recited functions to a person of ordinary skill in the art in 1995.  See, e.g., Watts, 232 

F.3d at 880-81 (“[W]e further clarified that the presumption that § 112, paragraph 6 did not apply 

could be rebutted by showing that the claim element recited a function without reciting sufficient 

structure for performing that function”); CCS Fitness, Inc. v. Brunswick Corp., 288 F.3d 1359, 

1367-70 (Fed. Cir. 2002) (holding that a defendant “can rebut this presumption if it demonstrates 

that the claim term fails to ‘recite sufficiently definite structure’ or else recites a ‘function 
                                                
3 See exh. A, Greenspun Decl., ¶¶ 43-62. 
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without reciting sufficient structure for performing that function”).  Defendants will further 

establish that the parties’ failure to identify a single dictionary definition of “event manager” in 

their P.R. 4-3 Joint Claim Construction statement confirms that a person of ordinary skill in the 

art in 1995 would not understand “event manager” to denote sufficiently definite structure.  See, 

e.g., Duratech, 292 Fed. Appx. at 933.   

Defendants will also rely on Dr. Greenspun’s declaration examining in detail each of the 

plaintiff’s extrinsic evidence and explaining how the same establishes by a preponderance of the 

evidence that a person of ordinary skill in the art in 1995 would not connect structure with the 

term “event manager,” much less structure sufficient to perform the claimed “event manager” 

functions.4  See, e.g., Mass. Inst. of Tech., 462 F.3d at 1354.  And finally, Defendants will 

establish that no surrounding claim language breathes structure into the otherwise generic term. 

See, e.g., Mas-Hamilton, 156 F.3d at 1215 (applying § 112 ¶ 6 because “we do not see that the 

remaining terms in the claim limitation other than those defining the two functions . . . provide 

any structure as necessary to remove this limitation from the ambit of section 112, ¶ 6”); Welker, 

550 F.3d at 1096; Eon, 2010 WL 3199626, at *14 (“Without further context, ‘facilities’ is 

essentially a nonce word encompassing virtually anything for performing the recited function.”); 

Inventio, 718 F. Supp. 2d at 559; cf. Al-Site Corp. v. VSI Int’l, Inc., 174 F.3d 1308, 1318-19 (Fed. 

Cir. 1999) (holding that §112 ¶ 6 does not apply because “the claims themselves contain 

sufficient structural limitations for performing those functions”). 

                                                
4 Defendants will further show how SFA’s own statements from the prior Infor Case directly contradict SFA’s 
argument here that its extrinsic evidence establishes a person of ordinary skill in the art would recognize “event 
manager” as denoting structure sufficient to perform the recited “event manager” functions.  Indeed, SFA argues on 
one hand that the claimed “event manager” is novel in its opposition to summary judgment of invalidity in the Infor 
Case, but remarkably argues in the Current Cases that a person of ordinary skill in the art in 1995 would have 
connected with the term “event manager” the idea of structure that was sufficient to perform all the recited “event 
manager” functions. 
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Accordingly, Defendants have good cause for submitting “event manager” for 

construction because Defendants raise for the first time a new legal issue that is well-supported 

by both Federal Circuit precedent and the intrinsic and extrinsic evidence of record and concerns 

a claim limitation that is indisputably the heart of the claimed invention. 

C. “inferring . . . a context” 

Although the Court previously arrived at a construction for the phrase “inferring . . . a 

context in which the event occurred” by combining the construction of two underlying terms, the 

Court did not evaluate the phrase as a whole.  According to both the specification and the 

prosecution history, this phrase carries a particular meaning that has not been captured in the 

Infor Case—e.g., the concept of processing in a non-linear way and evaluating the significance 

of customer-related information, described in more detail below.  Because the parties in the Infor 

Case never presented this issue in their claim construction briefs, the Court did not have an 

opportunity to consider it.  See Infor Case, No. 6:07-cv-67, dkt. nos. 172 (P.R. 4-5(a) brief), 186 

(P.R. 4-5(b) brief), 193 (P.R. 4-5(c) brief), 211 (opinion).  Thus, Defendants submit that a new 

construction is necessary to interpret the phrase “inferring . . . a context” in conformity with the 

specification, the prosecution history, and the extrinsic evidence.   

In the Infor Case, the Court construed “inferring…a context in which the event occurred” 

to mean a “logical process by which the fact that information already existing within the system 

that becomes relevant upon the occurrence of an event is derived by application of logical rules.”  

See Infor Case, No. 6:07-cv-67, Dkt. No. 211 at 15.  Here, Defendants contend only the phrase 

“inferring . . . a context” requires construction, and that the phrase means: “logical process by 

which the significance of customer-related information already existing within the system is 

evaluated with respect to the event by application of logical rules to the detected changes in 

state” (emphasis added to highlight difference).   
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Good cause exists for the resubmission of the phrase “inferring . . . a context” because the 

terms as a whole possess a specific meaning, which was never briefed or considered by the Court 

in the Infor Case.  Instead, the parties in that case focused whether the term “infer” was 

indefinite and whether it required the use of an inference engine.  As a result, the Court 

construed the component term “inferring” and adopted the parties’ agreed construction for 

“context” separately, and decided that there was no reason to provide an alternative construction 

to the phrase as whole.  See id. at 12-15. 

Here, Defendants are not contesting whether the term “infer” is indefinite and do not 

proffer a construction that requires the attribution of an inference engine.  Rather, Defendants 

contend that the phrase “inferring a context” has a very particular meaning supported by both 

intrinsic and extrinsic evidence.  For example, in order to distinguish the invention from the prior 

art, the applicants repeatedly stated in the prosecution history that inferring the context is not a 

function involving “linear processing,” but rather something that is based on an “intelligent” or 

“educated” understanding of information surrounding the detected changes in state.  See, e.g., 

’525 Patent, 07-14-98 Amendment at 4-7.  Defendants have good cause for briefing their 

proposed construction because the specification and extrinsic evidence directly supports this 

notion of evaluating and understanding the significance of information surrounding events.  See, 

e.g., ’525 Patent at 32:57-33:4 (“Further intelligence may be provided in the system to evaluate 

the context in which the sales event occurs (e.g., the significance of other information in the 

system” (emphasis added)); 6/10/08 Johnson Dep. Tr., 246:1-10 (“Q: And how is it that those 

decisions that the system made were more educated?  A. We are back to rules, how the rules 

were created, so rules or expert systems are helping a salesperson.”).  Because the briefing in the 

Infor Case failed to analyze the specification, the prosecution history, or inventor testimony for 
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the meaning of the phrase “inferring . . . the context” as a whole as proposed herein, and thus the 

Court was not called upon to address the same in the Infor Case, Defendants respectfully request 

that briefing be allowed in the Current Cases. 

D. “context” 

Defendants have good cause for construing this term, which appears in every asserted 

independent claim, because this Court was not previously asked to construe it in the prior Infor 

Case.  Instead, the parties in the prior litigation agreed upon a construction of the term, which the 

Court adopted for that litigation:  “information already existing within the system that becomes 

relevant upon the occurrence of an event.”  See Infor Case, No. 6:07-cv-67, Dkt. No. 211 at 15. 

Defendants largely follow the previous agreed upon construction, but contend that the 

phrase must be construed to mean:  “customer-related information already existing within the 

system that becomes relevant upon the occurrence of an event.” (emphasis added to highlight 

difference).  Good cause exists for the submission of the term “context” because the term 

possesses a specific meaning supported by intrinsic and extrinsic evidence, which this Court did 

not have an opportunity to consider when it adopted the construction agreed to by the previous 

parties.  Defendants thus raise a new question of law not previously before the Court in the prior 

Infor case concerning a limitation present in all asserted claims. 
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