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UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450 )

Alexandria, Virginia 22313-1450

Www.uspto.gov

NOTICE OF ALLOWANCE AND FEE(S) DUE

22428 7590 07/23/2007 | EXAMINER I
FOLEY AND LARDNER LLP : KRASS, FREDERICK F
SUITE 500 | ART UNIT | PAPER NUMBER I
3000 K STREET NW :

1614

WASHINGTON, DC 20007 DATE MAILED: 07/23/2007

APPLICATION NO. FILING DATE . FIRST NAMED INVENTOR ATTORNEY DOCKET NO. CONFIRMATION NO.

09/825,989 - 04/05/2001 Jed W. Fahey : 046585/0138 4463
TITLE OF INVENTION: CANCER CHEMOPROTECTIVE FOOD PRODUCTS

l APPLN. TYPE 'SMALL ENTITY l ISSUE FEE DUE PUBLICATION FEE DUE | PREV. PAID ISSUE FEE TOTAL FEE(S) DUE ~ DATEDUE —I

nonprovisional YES $700 -$300 $0 : $1000 10/23/2007

THE APPLICATION IDENTIFIED ABOVE HAS BEEN EXAMINED AND IS ALLOWED FOR ISSUANCE AS A PATENT.
PROSECUTION ON THE MERITS IS CLOSED. THIS NOTICE OF ALLOWANCE IS NOT A GRANT OF PATENT RIGHTS.

THIS APPLICATION IS SUBJECT TO WITHDRAWAL FROM ISSUE AT THE INITIATIVE OF THE OFFICE OR UPON
PETITION BY THE APPLICANT. SEE 37 CFR 1.313 AND MPEP 1308. '

THE ISSUE FEE AND PUBLICATION FEE (IF REQUIRED) MUST BE PAID WITHIN THREE MONTHS FROM THE

MAILING DATE OF THIS NOTICE OR THIS APPLICATION SHALL BE REGARDED AS ABANDONED. THIS
- STATUTORY PERIOD CANNOT BE EXTENDED. SEE 35 U.S.C. 151. THE ISSUE FEE DUE INDICATED ABOVE DOES
NOT REFLECT A CREDIT FOR ANY PREVIOUSLY PAID ISSUE FEE IN THIS APPLICATION. IF AN ISSUE FEE HAS
PREVIOUSLY BEEN PAID IN THIS APPLICATION (AS SHOWN ABOVE), THE RETURN OF PART B OF THIS FORM
WILL BE CONSIDERED A REQUEST TO REAPPLY THE PREVIOUSLY PAID ISSUE FEE TOWARD THE ISSUE FEE NOW
DUE. '

HOW TO REPLY TO THIES NOTICE:
I. Review'the SMALL ENTITY status shown above.

If the SMALL ENTITY is shown as YES, verify your current If the SMALL ENTITY is shown as NO:
SMALL ENTITY status:

A. If the status is the same, pay the TOTAL FEE(S) DUE shown A. Pay TOTAL FEE(S) DUE shown above, or
above. . :

B. If the status above is to be removed, check box 5b on Part B - B. If applicant claimed SMALL ENTITY status before, or is now
Fee(s) Transmittal and pay the PUBLICATION FEE (if required) claiming SMALL ENTITY status, check box 5a on Part B - Fee(s)
and twice the amount of the ISSUE FEE shown above, or "Transmittal and pay the PUBLICATION FEE (if required) and 1/2

the ISSUE FEE shown above.

II. PART B - FEE(S) TRANSMITTAL, or its equivalent, must be completed and retume‘d to the United States Patent and Trademark Ofﬁée
(USPTO) with your ISSUE FEE and PUBLICATION FEE (if required). If you are charging the fee(s) to your deposit account, section "4b"
of Part B - Fee(s) Transmittal should be completed and an extra copy of the form should be submitted. If an equivalent of Part B is filed, a

request to reapply a previously paid issue fee must be clearly made, and delays in processing may occur due to the difficulty in recognizing
the paper as an equivalent of Part B. '

IIl. All communications regarding this application must give the application number. Please direct all communications prior to issuance to
Mail Stop ISSUE FEE unless advised to the contrary.

IMPORTANT REMINDER: Utility patents issuing on applications filed on or after Dec. 12, 19‘80 may require payment of
maintenance fees. It is patentee's responsibility to ensure timely payment of maintenance fees when due.

Page 1 of 3 | I Exhibit 5-K
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Complete and send this form, together with applicable fee(s), to: Mail Mail Stop ISSUE FEE
Commissioner for Patents
P.O. Box 1450 '
Alexandria, Virginia 22313-1450

or Fax (571)-273-2885

INSTRUCTIONS: This form should bc used for transmitting the ISSUE FEE and PUBLICATION FEE (if requiljcd% Blocks 1 through 5 should be completed where
appropriate. All further correspondence including the Patent, advance orders and notification of maintenance fees will be mailed to the current correspondence address as
indicated unless corrected below or directed otherwise in Block 1, by (a) specifying a new correspondence address; and/or (b) indicating a separate "FEE ADDRESS" for

maintenance fec notifications. . - A ] -
. Note: A certificate of mailing can only be used for domestic mailings of the
CURRENT CORRESPONDENCE ADDRESS (Note: Use Block 1 for any change of address) Fee(s) Transmittal. This certificate cam)llot be used for any other accompanying
apers. Each additional paper, such as an assignment or formal drawing, must

Eave its own certificate of mailing or transmission.

22428 7590 07/23/2007 ) X ) :
. Certificate of Mailing or Transmission
FOLEY AND LARDNER LLP I hereby certify that this Fee(&) Transmittal is being deposited with the United
SUITE 500 States Postal Service with sufficient postage for first class mail in an envelope
addressed to the Mail Stog ISSUE FEE address above, or being facsimile
3000 K STREET NW ' transmitted to the USPTO (571) 273-2885, on the datc indicated below.
WASHINGTON, DC 20007 (Dcpositor's name)
(Signature)
(Date)
APPLICATION NO. FILING DATE FIRST NAMED INVENTOR I ATTORNEY DOCKET NO. CONFIRMATION NO. ]
09/825,989 04/05/2001 . Jed W. Fahey 046585/0138 4463
"~ TITLE OF INVENTION: CANCER CHEMOPROTECTIVE FOOD PRODUCTS
I APPLN. TYPE SMALL ENTITY I ISSUE FEE DUE l PUBLICATION FEE DUE l PREV. PAID ISSUE FEE | - TOTAL FEE(S) DUE DATE DUE
nonprovisional YES $700 $300 $0 $1000 10/23/2007
L EXAMINER I ART UNIT | crass-suscLass |
KRASS, FREDERICK F 1614 424-725000
1. Chanfe of correspondence address or indication of "Fee Address" (37 2. For printing on the patent front page, list
CFR 1.363). (1) the names of up to 3 registered patent attorneys 1
O Change of correspondence address (or Change of Correspondence or agents OR, alternatively,
Address form PTO/SB/122) attached. (2) the name of a single firm (having as a membera 2
L "Fec Address" indication (or "Fce Address” Indication form registered attorney or agent) and the names of up to
PTO/SB/47; Rev 03-02 or more recent) attached. Use of a Customer 2 registered patent attorneys or agents. If no name is 3
Number is required. listed, no name will be printed.

3. ASSIGNEE NAME AND RESIDENCE DATA TO BE PRINTED ON THE PATENT (print or typc)

PLEASE NOTE: Unless an assi}gnec is identificd below, no assignee data will appear on the patent. If an assignee is identificd below, the document has been filed for
recordation as set forth in 37 CFR 3.11. Completion of this form is NOT a substitute for filing an assignment.

(A) NAME OF ASSIGNEE . (B) RESIDENCE: (CITY and STATE OR COUNTRY)

Please check the appropriate assignee category or categories (will not be printed on the patent) : 0 individuat OJ Corporation or other private group entity O Government

4a. The following fee(s) are submitted: 4b. Payment of Fee(s): (Please first reapply any previously paid issue fee shown above)
U 1ssuc Fee {J A check is enclosed. .
(J Publication Fec (No small entity discount permitted) a Payment by credit card. Form PTO-2038 is attached.
[ Advance Order - # of Copies . (J The Director is hereby authorized to charge the required fee&s), any deficiency, or credit any
i overpayment, to Deposit Account Number enclose an extra copy of this form).

5. Change in Entity Status (from status indicatcd above) )
D a. Applicant claims SMALL ENTITY status. See 37 CFR 1.27. Ob. Applicant is no longer claiming SMALL ENTITY status. See 37 CFR 1.27(g)(2).

NOTE: The Issuc Fee and Publication Fee (if required) will not be accepted from anyonc other than the applicant; a registered attorney or agent; or the assignee or other party in
interest as shown by the records of the United States Patent and Trademark Office.

Authorized Signature __ . Date

Typed or printed name Registration No.

This collection of information is required by 37 CFR 1.311. The information is required to obtain or retain a benefit b{ the public which is to file (and by the USPTO to process)

an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 12 minutes to complete, including gathering, preparing, and

submutting the completed application form to the USPTO. Time will vara/ de; endmg upon the individual case. Any comments on the amount of time you rcquire to complete

this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commcrce,g’.o.

R(l)x 14(51Q, A\l/qxa_n 1 3,2 }’;r 1{1‘% 32313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450,
exandria, Virginia - .

Under the Paperwork Reduction Act of 1995, no'persons are required to respond to a collection of information unless it displays a valid OMB control number.

5-K2
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WwWWw,uspto.gov

I APPLICATION NO. I FILING DATE FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. | CONFIRMATION NO. |
09/825,989 04/05/2001 Jed W. Fahey 046585/0138 4463
EXAMINER
22428 7590 07/23/2007 | |
FOLEY AND LARDNERLLP ’ KRASS, FREDERICK F
SUITE 500 | ART UNIT PAPER NUMBER |
3000 K STREET NW - | —

WASHINGTON, DC 20007 - DATE MAILED: 07/23/2007

Determination of Patent Term Adjustment under 35 U.S.C. 154 (b)
(application filed on or after May 29, 2000)

The Patent Term Adjustment to date is 278 day(s). If the issue fee is paid on the date that is three months after the
mailing date of this notice and the patent issues on the Tuesday before the date that is 28 weeks (six and a half
months) after the mailing date of this notice, the Patent Term Adjustment will be 278 day(s).

If a Continued Prosecution Application (CPA) was filed in the above-identified apphcatlon the filing date that
determines Patent Term Adjustment is the filing date of the most recent CPA.

Applicant will be able to obtain more detailed information by accessing the Patent Application Information Retrieval
(PAIR) WEB site (http:/pair.uspto.gov).

Any questions regarding the Patent Term Extension or Adjustment determination should be directed to the Office of
Patent Legal Administration at (571)-272-7702. Questions relating to issue and publication fee payments should be
directed to the Customer Service Center of the Office of Patent Publication at 1-(888)-786-0101 or
(571)-272-4200. .

Page 3 of 3
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Application No. Applicant(s)
. e 09/825,989 FAHEY ET AL.
Notice of Allowability Examiner Art Unit
Frederick Krass 1614

-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address--
All claims being allowable, PROSECUTION ON THE MERITS IS (OR REMAINS) CLOSED in this application. If not included
herewith (or previously mailed), a Notice of Allowance (PTOL-85) or other appropriate communication will be mailed in due course. THIS
NOTICE OF ALLOWABILITY IS NOT A GRANT OF PATENT RIGHTS. This application is subject to withdrawal from issue at the initiative
of the Office or upon petition by the applicant. See 37 CFR 1.313 and MPEP 1308.

1. [X] This communication is responsive to the amendment dated 03/03/07.

2. X The allowed claim(s) isfare 48-51,53-63 and 65-75.

3. [ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f).

a)(J Al b)[J Some* c)[JNone ofthe:
1. [ Certified copies of the priority documents have been received.
2. [ Certified copies of the priority documents have been received in Application No. ______
3. [ Copies of the certified copies of the priority documents have been received in this national stage application from the

International Bureau (PCT.Rule 17.2(a)).
* Certified copies not received: ___ .
Applicant has THREE'MONTHS FROM THE “MAILING DATE" of this communication to file a reply complying with the requirements

noted below. Failure to timely comply will result in ABANDONMENT of this application.
THIS THREE-MONTH PERIOD IS NOT EXTENDABLE.

4. [] A SUBSTITUTE OATH OR DECLARATION must be submitted. Note the attached EXAMINER'S AMENDMENT or NOTICE OF
INFORMAL PATENT APPLICATION (PTO-152) which gives reason(s) why the oath or declaration is deficient.

5. [] CORRECTED DRAWINGS ( as “replacement sheets”) must be submitted.
{a) [J including changes required by the Notice of Draftsperson’s Patent Drawing Review ( PTO-948) attached
1) O hereto or 2) [] to Paper No./Mail Date”_____
.(b) [0 including changes required by the attached Examiner's Amendment / Comment or in the Office action of
Paper No./Mail Date ______

Identifying indicia such as the application number (see 37 CFR 1.84(c)) should be written on the drawings in the front (not the back) of
each sheet. Replacement sheet(s) should be labeled as such in the header according to 37 CFR 1.121(d).

6. [] DEPOSIT OF and/or INFORMATION about the deposit of BIOLOGICAL MATERIAL must be submitted. Note the
attached Examiner's comment regarding REQUIREMENT FOR THE DEPOSIT OF BIOLOGICAL MATERIAL.

Attachment(s)
1. X Notice of References Cited (PTO-892) 5. [] Notice of Informal Patent Application
2. [J Notice of Draftperson’s Patent Drawing Review (PT0-948) 6. Interview Summary (PTO-413),
Paper No./Mail Date
3. [X Information Disclosure Statements (PTO/SB/08), : 7. X Examiner's Amendment/Comment
Papéer No./Mail Date :
4. [] Examiner's Comment Regardlng Requirement for Deposit 8. X Examiner's Statement of Reasons for Allowance

of Biological Material

9. X Other Drawings (04/05/01) accepted.

Frederick Krass
-Primary Examiner

At Unit: 1644
U.S. Patent and Trademark Office

PTOL-37 (Rev. 08-06) ) Notice of Allowability " Part of Paper No./Mail Date 20070622
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Case 1:07-cv-07844-SAS  Document 42-48  Filed 05/08/2008 Page 5 of 37
Application/Control Number: 09/825,989 Page 2
Art Unit: 1614 ‘ '

Examiner’s Amendment

An examiner’s amendment to the record appears‘below. Should the chaﬁges
and/or additions be unacceptable to appiicant, an amendment may be filed as provided by
37 CFR 1.312. To ensuré consideration of such an amendment, it MUST be submitted no
later than the payment of the issue fee.'

The following changes have been ‘made:
As the first line of the specification there has been inserted:

---  This application is a divisional of USSN 09/425,890, filed 10/25/1999 and now
USP 6,242,018, which is a diVisional of USSN 09/118,867, files 07/20/1998 and now
USP 6,177,122, whichis a divisional of USSN 08/840,234, filed 04/11/1997 and now

USP 5,968,567.  ----

5-K5



Case 1:07-cv-07844-SAS  Document 42-48  Filed 05/08/2008  Page 6 of 37
Application/Control Number: 09/825,989 , Page 3
Art Unit: 1614

Reasons for Allowance

The following is an examiner’s statement of reasons for allowance:

Previously cited prior art

As previously afgued by applicant, the prior art éf record actually feache_s away
from the instantly claimed methods for making foods. Specifically, Jones et al (USP
4,158,656) notes at column .3, lines 48-53 that gluéosinolatcs and isothiocyanates should
be removed prior to producing any food products. Anjou et al (USP 4,083,836) discloses
substantiaily the same.

Furthermore, the prior art of record also teaches away -from harvestirig vegetablés
up to and including the 2-leaf stage. See for instance Pusateri et al (USP 5,686,108) at
column 2, lines 48-51, which ndtes that mature brocéoli florets are preferable to other
parts of the plant because of their higher nitrile content. Accdrdingly, no issue of
obviousness-type dduble patenting is seen with regard to claims relating to methods o'f |
making food products in the which the selection of same is required (é. g., USP 5,698,567

and USP 5,725,895).

5-K6
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AAppIication/ControI Number: 09/825,989
Art Unit: 1614

Newly cited prior art

The exam'iner additionally cites Omary et al (USP 6,436,450) as teaching away
from the instantly claimed extraction methods (claims 48 et seq.). Specifically, the prior
art teéches at column 2, lines 47-52 that plant tissues containing glucosinolates and
isothiocyanates should not be subjected to temperatures which would inactivate

myrosinase (exactly the opposite of applicant’s claimed method).

Any comments considered necessary by applicant must be submitted no later than

the payment of the issue fee and, to avoid processing delays, should preferably
accompany the issue fee. Such submissions should be clearly labeled “Comments on

Statement of Reasons for Allowance.”

Correspondence

Any inquiry concerning this communication or earlier communications from the

examiner should be directed to Frederick Krass whose telephone number is (571) 272-
0580. The examiner can'normally be reached at (571) 272-0580 on Monday through
Friday from 9:30AM to 6:00PM. .

If attempts to reach the examiner by telephone are unsuccessful, the examiner's

supervisor, Ardin Marschel, can be reached at (571) 272-0718. The fax phone number for

the organization where this application or proceeding is assigned is 571-273-8300.

5-K7
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Case 1:07-cv-07844-SAS Document 42-48  Filed 05/08/2008 Page 8 of 37
Application/Control Number: 09/825,989 ' Page 5
Art Unit: 1614

Inférm'ation regarding the status of an application may be obtained from the
Patent Application Information Retrieval (PAIR) system." Status infoﬁnation for
published applications may be obtained froxﬁ either Private PAIR or Public PAIR. Stafus
informafion for unpublished applications is available through Private PAIR only. For
more information about the PAIR system‘, see http://pair-direct.uspto.gov. Shoﬁld you

have questions on access to the Private PAIR system, contact the Electronic Business

Center (EBC) at 866-217-9197 (toll-free).

Frederick Krass
Primary Examiner
Art Unit 16

7
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P e AL,

_Page 1 of 6\ \\\\b‘

Form PTO-1449

ATTY. DOCKET NO.

U.S. DEPARTMENT OF COMMERCE SERIAL NO. O? ﬁy i;: 5— 7
(MODIFIED) PATENT AND TRADEMARK OFFICE . 046585/0138 : )
APPLICANT
[ Jed FAHEY et al.
A .
r FILING DATE GROUP ART UNIT
W P
N :.,_,-’ April S, 2001 Unassigned
. O
2 &/ U.S. PATENT DOCUMENTS
e rraoet -
~ FILING DATE
CMINER | Rer Dgg;g:y DATE NAME cass | S8 I
, - ‘ : . APPROPRIATE
= 5225915 | 378 Fche,;e,la,_‘ d26 | 43
o S| s[78 Cholel <. (579 |5
FOREIGN PATENT DOCUMENTS
' , DOCUMENT sus- | TRANSLATION
REF NUMBER DATE COUNTRY CLASS CLASS VES NO
OTHER DOCUMENTS (Including Author, Title, Date, Pertinent Pages, Etc.)
The Sﬁroutletter, Number 25, Nov. — Dec. 1984, '
| "
“The Sproutletter” May-June 1981, No. 4.
Ad
Roy Bruder, Ph.D., Discovering Natural Foods, (including pgs.203-209), Woodbridge Press, 1982.
A5
Brian R. Clement, Hippocrates Health Program, (including pgs 7-11), Hipprocrates Publications, 1989.
A6 : : :
Y .
Jethro Kloss, The Back to Eden Cookbook, pgs. 61-61, Woodbridge Press, 1974.
ﬁ,_{ A7 -
EXAMINER K _ F DATE CONSIDERED
(ass, reézmthr- - }/[5}/01
. EXAMINER: Initial if citation considered, whether or not citation is in conformance with MPEP 609; Draw
line through citation if not in conformance and not considered. Include any copy of this form with next
communication to applicant.”

002.563427

5-K9
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) Page 2 of 6
Form PTO-1449 U.S. DEPARTMENT OF COMMERCE | ATTY. DOCKET NO. SERIAL NOO_?QFZ 6725-787
(MODIFIED) PATENT AND TRADEMARK OFFICE 046585/0138 : i {
' : APPLICANT
INFORMATION DISCLOSURE CITATION . Jed FAHEY et al.
o FILING DATE GROUP ART UNIT
(Use several sheets if necessary) : ‘ April 5, 2001 Unassigned

OTHER DOCUMENTS (Including Author, Title, Date, Pertinent Pages, Etc.)

Steve Meyerowitz, Sproutmann Kitchen Garden Cookbook, The Sprouthouse, Inc., pgs. 178-179, 290, 1994.

23

A
Steve Meyerowitz, Sprout It, One week from Seed to Salad, The Sprouthouse, Inc., (including pgs. 84-85,
A9
120-123), June 1994,
Steve Meyerowitz, The Complete Guide to Sprouting, Sprouts The Miracle Food, Sproutman Publicatiohs,
A10 - .
(including pgs. 121-2), May 1998.
Esther Munroe, Sprouts to Grow and Eat, (including pgs. 2-15), Dec. 1974,
A11 :
Jean Hewitt, The New York Times “New Natural Foods Cookbook:, Avon Books, pgs. 200-203, 1982.
A12
Martha H. Oliver, Add a Few Sprouts To Eat Better for Less Money, Pivot Original Health Books, (including
A13
pgs. 52-53, 118-119), 1975.
James C. Schmidt, Horticulture Facts, “Growing Sprouts Indoors”, (Rev. 4/81). (ﬁg’)
A14 -
]
Angnes Toms, The Joy of Eating Natural Foods, The Complete Organic Cookbook, pgs. 318-319, Nov. 1971,
A15
Karen Cross Whyte, The Complete Sprouting Cookbook, Troubador Press, (including pags. 57-59), 1973.
-A18
Ann Wigmore, The Sprouting Book, Avery Publications, (including pgs. 29-37), 1986.
A17
Debra Schwarze, Growing Sprouts, Neb Guide, Jan. 1989.
A18
John Tobe, Sprouts Elixir of Life”, 1970.
A19
Alicia Bay Laurel, “Living on the Earth” a Vintage Book. (/?90) )
A20 :
J/ David Ehrlich with George Wolf, Foreward by Peter Albright, M.D., “The Bowell Book”, Schocken Books, 1981.
: A21
“The Good News Sprouts Recipe Book” ISGA, Aug. 1992.
A22

e . :
Ddf(ﬁ’/ ConsidrreSd

002.563427

i%fgfeﬁaek - 2 /187
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. Page 3 of 6
Form PTO-1449 U.S. DEPARTMENT OF COMMERCE 4 ATTY. DOCKET NO. SERIAL NO. 4 7‘/825 787
{MODIFIED) PATENT AND TRADEMARK OFFICE . 046585/0138 <Jpessighied . )
) ] . APPLICANT
INFORMATION DISCLOSURE CITATION Jed FAHEY et al.
FILING DATE GROUP ART UNIT
(Use several sheets if necessary) ‘ April 5, 2001 Unassigned

OTHER DOCUMENTS (Including Author, Title, Date, Pertinent Pages, Etc.)

Ann Wigmore, “The Hippocrates Diet and Health Program”®, Avery Publications,

1984.

P

B |~
\ Sprouting Publications Oahspe Foundation, Health and Sprouting Supplies. [ { 7‘ gZ)

A24 -
Sproutletter, #41, Summer, 1989.

A25
The Sproutletter, Number 27, March-April 1985.

A26 -
Steve Meyerowitz, Growing Vegetables Indoors”, 1983.

A27
The Sproutletter, Number 24, Sept.-Oct. 1984.

A28
The Sproutletier, Issue 33, Spring 1987.

A29 -
The Sproutletter, Number 28, May-June 1985,

A30
The Sproutletter, Number 26, Jan-Feb 1985.

A31 -
Sprouting Publications, Health and Sprouting Supplies.

A32 [I ??L)_
The Sproutletter, Number 29, July — August 1985,

A33
Sproutletter, #40, Spring, 1989.

A34
The Sproutletter, Number 32, Summer. ([ i‘gg‘)'

A35
Sproutletter, #44, March 1991.

V A36
‘ Sproutletter, #36, Winter, 1987-88.
A37

Ex

e

Sede Cons el

002.563427

gmﬁsfeﬂeﬂ% 2 /1% 2

5-K11




-

~Case T'07-cv-07844-SAS~ Document 42-48 Filed 0570872008 Page 12 0f 37
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. Page 4 of 6
Form PTO-1449 U.S. DEPARTMENT OF COMMERCE | ATTY. DOCKET NO. SERIAL NO. oz!g 25- W
(MODIFIED) PATENT AND TRADEMARK OFFICE 046585/0138 )
‘ . APPLICANT -
INFORMATION DISCLOSURE CITATION Jed FAHEY et al.
FILING DATE GROUP ART UNIT
(Use several sheets if necessary) April 5, 2001 Unassigned
OTHER DOCUMENTS (Including Author, Title, Date, Pertinent Pages, Etc.)
Sproutletter, #39, Fall, 1988.
ﬂb A38
-| Sproutletter, #43, May/June 1990.
A39
Sproutletter, #38, Summer, 1988.
A40
Sprouting Publications Health and Sprouting Supplies.
» (175%)
Spring.Sale for Members Only.
(1758)
The Sproutletter, A newletter of useful and unusual information on sprouts, raw foods and nutrition. [{7?;2)
A43 A
The Sproutletter, #31, Winter. SR
A44 (( f?f)
Deirdre Purdy, ed., The Summer Kitchen, A Farmers’ Market Cookbook, 1981.
A45
Viktoras Kulvinskas, M.S. Co-Director Hippocrates Health Institute, “Love Your Body or how to be a live food
A46 -
lover”, 1974.
The Sprout House Article from Newspaper. g).
A47 ( / f’g )
New Prices — New Products, July 1985 order form.
A48
Steve Meyerowitz, Indoor Vegetable Kit, The Sprout House. ( ‘?’XS’)
A49
The Sprout House Newsletter, Issue #15, August, 1992.
A50
Sproutman's Exotic Seeds for Sprouting 100% Organically Grown Order Form.
A51 (( 153 )
\l/
Complaint for Patent Infringement (Brassica Protection Products, LLC v. The Sproutman, Inc. dated
A52
?k/ September 20, 1999.
Exanones” . Dt CdJn?;’a\Qf&Q_,
FreQefalz 2l
_ _ 181572

. 002.563427

5-K12
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. Page 5 of 6
Form PTO-1449 U.S. DEPARTMENT OF COMMERCE | ATTY. DOCKET NO. SERIAL NO. 07‘, 825] 787
(MODIFIED) PATENT AND TRADEMARK OFFICE 046585/0138 Ymessigned
APPLICANT
INFORMATION DISCLOSURE CITATION : Jed FRHEY et al. ,
FILING DATE GROUP ART UNIT
(Use several sheets if necessary) April 5, 2001 Unassigned

.ﬂP E'\..

OTHER DOCUMENTS (Including Author, Title, Date, Pertinent Pages, Etc.)

vi

Murry Tizer's Answer, Affirmative Defenses and Counterclaims dated June 28, 1999

Lm& o3

£
7@3’ \S The Sproutman, Inc.’s Answer, Affirmative Defenses and Counterclaims dated June 28, 1999
& ot} AS4
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Atty. Dkt. No. (Old) 046585-0138
Atty. Dkt. No. (New) 037677-0256

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicant:  Jed FAHEY et al.

Title: CANCER CHEMOPROTECTIVE FOOD PRODUCTS
Appl. No.:  09/825,989

Filing Date: 4/5/2001

Examiner:  FF Krass

Art Unit: 1614

AMENDMENT UNDER 37 CFR §1.312

Mail Stop Amendment
Commissioner for Patents
P.O. Box 1450

Alexandria, VA 22313-1450

Sir:
Applicant acknowledges receipt of a Notice of Allowance in the above-captioned
application. Applicant is paying the issue fee concurrently with this filing and requests that

the following amendments be entered:

Amendments to the Claims are reflected in the listing of claims which begins on

page 2 of this document.
Remarks/Arguments begin on page 5 of this document.

Please amend the application as follows:
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Amendments to the Claims:

This listing of claims will replace all prior versions of claims in the application:

Listing of Claims:

Claims 1-47. (Canceled).

Claim 48. (Currently Amended): A method of extracting glucosinolates and or
1sothiocyanates from plant tissue comprising homogenizing said plant tissue in an excess of a
mixture of dimethyl sulfoxide, acetonitrile and dimethylformamide at a temperature sufficient to

inactivate myrosinase enzyme activity.

Claim 49. (Previously Presented): The method of claim 48, wherein the ratio of

dimethyl sulfoxide:acetonitrile:dimethylformamide is 1:1:1.

Claim 50. (Previously Presented): The method of claim 48, wherein said temperature

is between 0°C and the freezing temperature of the extraction mixture.

Claim 51. (Previously Presented): The method of claim 48, wherein said temperature is

between -50°C and the freezing temperature of the extraction mixture.
Claim 52. (Canceled)

Claim 53. (Previously Presented): The method of claim 48, wherein said plant tissue is
selected from the group consisting of cruciferous sprouts measured after 3 days of growth,

cruciferous seeds, plants or plant parts.

Claim 54. (Previously Presented): The method of claim 53, wherein said sprouts,
seeds, plants or plant parts have at least 200,000 units per gram fresh weight of Phase 2 enzyme-

inducing potential.

Claim 55. (Previously Presented): The method of claim 53, wherein said sprouts,
seeds, plants or plant parts have at least 300,000 units per gram fresh weight of Phase 2 enzyme-

inducing potential.

WASH_2065101.1
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Claim 56. (Previously Presented): The method of claim 53, wherein said sprouts,
seeds, plants or plant parts have at least 400,000 units per gram fresh weight of Phase 2 enzyme-

inducing potential.

Claim 57. (Previously Presented): The method of claim 53, wherein said sprouts,
seeds, plants or plant parts have at least 500,000 units per gram fresh weight of Phase 2 enzyme-

inducing potential.

Claim 58. (Currently Amended): A method of making a food product comprising
extracting glucosinolates ard or isothiocyanates from cruciferous plant tissue having at least
200,000 units per gram fresh weight of Phase 2 enzyme-inducing potential, recovering said
glucosinolates and or isothiocyanates and adding said glucosinolates and or isothiocyanates to

food;

wherein said extracting comprises contacting said plant tissue with a non-toxic solvent

at a temperature sufficient to inactivate myrosinase enzyme activity.

Claim 59. (Previously Presented): The method according to claim 58, wherein said

solvent is water.

Claim 60. (Previously Presented): The method of claim 59, wherein said water is at

100°C.

Claim 61. (Previously Presented): The method according to claim 58, wherein said

solvent is liquid carbon dioxide.

Claim 62. (Previously Presented): The method according to claim 58, wherein said

solvent is ethanol.

Claim 63. (Previously Presented): The method of claim 58, wherein said plant tissue is
selected from the group consisting of cruciferous sprouts measured after 3 days of growth,

cruciferous seeds, plants and plant parts.

Claim 64. (Canceled).

WASH_2065101.1

5-K23



Case 1:07-cv-07844-SAS Document 42-48  Filed 05/08/2008 Page 24 of 37

Atty. Dkt. No. (Old) 046585-0138
Atty. Dkt. No. (New) 037677-0256
Claim 65. (Previously Presented): The method of claim 63, wherein said sprouts,
seeds, plants or plant parts have at least 300,000 units per gram fresh weight of Phase 2 enzyme-

inducing potential.

Claim 66. (Previously Presented): The method of claim 63, wherein said sprouts,
seeds, plants or plant parts have at least 400,000 units per gram fresh weight of Phase 2 enzyme-

inducing potential.

Claim 67. (Previously Presented): The method of claim 63, wherein said sprouts,
seeds, plants or plant parts have at least 500,000 units per gram fresh weight of Phase 2 enzyme-

inducing potential.

Claim 68. (Previously Presented): The method of claim 58 wherein said food product
is selected from the group consisting of a bread, a drink, a soup, a salad, a sandwich and a

cereal.

Claim 69. (Previously Presented): The method of claim 68 wherein said drink is a

tea.

Claim 70. (Previously Presented): The method of claim 58 wherein said extracting

further comprises homogenizing said plant tissue with said non-toxic solvent.

Claim 71. (Previously Presented): The method of claim 63 wherein said sprouts,
seeds, plants or plant parts have at least 250,000 units per gram fresh weight of Phase 2

enzyme-inducing potential.

Claim 72. (Previously Presented) The method of claim 63, wherein said plants are

broccoli.

Claim 73. (Previously Presented) The method of claim 63, wherein said plant parts

are from broccoli.

Claim 74. (Previously Presented) The method of claim 63, wherein said cruciferous

sprouts are broccoli sprouts.

WASH_2065101.1
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Claim 75. (Previously Presented) The method of claim 63, wherein said cruciferous

seeds are broccoli seeds.
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REMARKS

This amendment is being filed along with the payment of the issue fee. Entry of the
foregoing amendment is respectfully requested. As explained in the Examiner’s Reason for
Allowance, the prior art teaches away from the currently claimed methods of incorporating
glucosinolates or isothiocyanates into food products and teaches removing both ingredients
before preparing food products. Applicants have amended the extraction and food production
methods claims to provide for the extraction or use of either glucosinolates or isothiocyanates
in the claimed methods. This understanding is provided on page 19, bottom paragraph of the

Specification. Accordingly, entry of the amendment is requested.
Claims 48-51, 53-63 and 65-75 remain pending in this application.

It is believed that no fees are due in connection with this Rule 312 amendment. In the
event this is not correct, the undersigned authorizes the Commissioner to charge Deposit

Account No. 19-0741.

Respectfully submitted,

Date O (ﬂk/\ 9 ‘ 6\0)?):}/ By

FOLEY & LARDNER LLP Richard C. Peet
Customer Number: 22428 Attormey for Applicants
Telephone:  (202) 672-5483 Registration No. 35,792

Facsimile: (202) 672-5399
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If a new international application is being filed and the international application includes the necessary
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International Application Number and of the International Filing Date (Form PCT/RO/105) will be issued in due
course, subject to prescriptions concerning national security, and the date shown on this Acknowledgement
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UNITED STATES PATENT AND TRADEMARK OFFICE
UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS
P.0. Box 1450
Alexandria, Virginia 22313-1450
WWW.USPO. GOV
APPLICATION NO. FILING DATE I _ FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. I CONFIRMATION NO. J
09/825,989 04/05/2001 Jed W. Fahey 037677-0256 4463
22428 7590 10/22/2007
. EXAMINER
FOLEY AND LARDNER LLP I J
SUITE 500 KRASS, FREDERICK F
3000 K STREET NW RT UNIT PAPER NUMBER
WASHINGTON, DC 20007 I A I |
1614
| MAIL DATE I DELIVERY MODE |
10222007 - PAPER

Please ﬁnd below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)
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Application No. Applicant(s)
. . . 09/825,989 FAHEY ET AL.
Response to Rule 312 Communication . -
Examiner Art Unit
Frederick Krass 1614

- The MAILING DATE of this communication appears on the cover sheet with the correspondence address —

1. [X] The amendment filed on 09 October 2007 under 37 CFR 1.312 has been considered, and has been:
a) ] entered.

b) (] entered as directed to matters of form not affecting the scope of the invention.

c) [0 disapproved because the amendment was filed after the payment of the issue fee.
Any amendment filed after the date the issue fee is paid must be accompanied by a petition under 37 CFR 1.313(c)(1)
and the required fee to withdraw the application from issue.

d) X disapproved. See explanation below.

e) (] entered in part. See explanation below.

The specification and originally filed claims always use the term "and" in conjunction with the terms "glucosinolates” and
"isothiocyanates". Applicant points to the bottom paragraph of page 19 of the specification as supporting the
"understanding" that the two were disclosed in the alternative, but that paragraph merely describes "sources of cancer
chemoprotectants", followed by a listing of particular plant species; it specifically mentions neither glucosinolates nor
isothiocyantes. Accordingly, the proposed amendment will not be entered since it would introduce potential new matter.

Frederick Krass
Primary Examiner
- Art Unit: 1614

U.S. Patent and Trademark Office
PTOL-271 (Rev. 04-01) Reponse to Rule 312 Communication Part of Paper No. 20071017
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Atty. Dkt. No. (Old) 046585-0138
Atty. Dkt. No. (New) 037677-0256

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicant:  Jed FAHEY er al.

Title: CANCER CHEMOPROTECTIVE FOOD PRODUCTS
Appl. No.:  09/825,989

Filing Date: 4/5/2001

Examiner:  FF Krass

Art Unit: 1614

AMENDMENT UNDER 37 CFR § 1.312

Mail Stop Amendment
Commissioner for Patents

O P.O. Box 1450
V Alexandria, VA 22313-1450
51
%_ ir:
m Applicant acknowledges receipt of a Notice of Allowance in the above-captioned
% application. Applicant is paying the issue fee concurrently with this filing and requests that

the following amendments be entered:

’ Amendments to the Claims are reflected in the listing of claims which begins on
\q, page 2 of this document.
{ O Remarks/Arguments begin on page 5 of this document.

Please amend the application as follows:

| 1-
WASH_2065101.1
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<} Atty. Dkt. No. (Old) 046585-0138
Atty. Dkt. No. (New) 037677-0256

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
Applicant:  Jed FAHEY et al.
Title: CANCER CHEMOPROTECTIVE FbOD PRODUCTS
Appl. No.:  09/825,989
Filing Date: 4/5/2001
Examiner: FF Krass
Art Unit: 1614

Letter Requesting Reconsideration of Decision to Deny Entryv of Amendment

Commissioner for Patents
P.O. Box 1450
+ Alexandria, VA 22313-1450

Dear Sir:

Applicants respectfully request that the Office reconsider its decision to deny entry of
the previously filed amendment. Applicant acknowledges receipt of a Notice of Allowance in
the above-captioned application, as well as the refusal to enter the previously filed
Amendment under 37 CFR § 1.312. Applicants have paid the issue fee and request
reconsideration of the decision. This letter does not attempt to further amend the claims as
requested in the earlier amendment. Consequently, we will not repeat the requested
amendments in order to clarify that this request should not be viewed as a 312 amendment

after payment of the issue fee.

Applicants thank Examiner Krass for the courtesy of a telephone discussion on
October 24, 2007, regarding this file. Applicants apologize for any confusion in directing the
Examiner to the appropriate portions of the Specification and appreciate the further

consideration of these amendments.

As explained in the Examiner’s Reason for Allowance, the prior art teaches away

from the currently claimed methods of incorporating glucosinolates or isothiocyanates into

-1-
WASH_2100285.1
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food products and teaches removing both ingredients before preparing food products.
Applicants have amended the extraction and food production methods claims to provide for
the extraction or use of either glucosinolates or isothiocyanates in the claimed methods. This

understanding is provided on page 22, last full paragraph, lines 18-28, of the Specification.

Consequently, Applicants do not believe entry of the amendments would constitute new

matter and entry of the amendment 1s requested.

This application belongs to a patent family with the following US patents: US
5968505, US 5968567, US 6177122, and US 6242018. Previous claims have been granted to

products or methods containing glucosinolates or isothiocyanates. For example, US

6177122 contains the following claims:

12. A food product comprising a source of glucosinolates or isothiocyanates, wherein
said glucosinolate or isothiocyanate source is a cruciferous seed or cruciferous sprout,
or extract of said seed or sprout, and wherein said sprout is (A) harvested between the
onset of germination up to and including the 2-leaf stage, and (B) not a Brassica
oleracea variety capitata, Lepidium sativum, Sinapis alba, Sinapis nigra, or Raphanus
sativus sprout.

28. A food product according to claim 12, wherein said source of glucosinolates or
isothiocyanates is a cruciferous sprout.

30. A food product according to claim 29, wherein said food product is selected from
the group consisting of salads, sandwiches and drinks or shakes.

31. A food product according to claim 28, wherein said sprout has been subject to
lyophillization, drying, extraction, freezing, baking, cooking, or boiling prior to
incorporation into said food product.

32. A food product according to claim 31, wherein said food product is selected from
the group consisting of baked goods, teas, soups, cereals, pills, tablets, drinks, and
shakes.

33. A food product according to claim 12, wherein said source of glucosinolates or
isothiocyanates is crucifer seed or cruciferous sprout extract.

Other patents contain methods directed to glucosinolates without requiring
isothiocyanates. US 6242018 contains independent claims 1 and 7 directed to “A method of

preparing a food product rich in glucosinolates...”

WASH_2100285.1
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Applicants hope the above clarifies the nature of the earlier filing and request entry of

the earlier filed amendment.

Claims 48-51, 53-63 and 65-75 remain pending in this application. It is believed that
no fees are due in connection with this letter. In the event this is not correct, the undersigned

authorizes the Commissioner to charge Deposit Account No. 19-0741.

Respectfully submitted,

Date IOI’ 1(} N By @9”’“ O'bé}

FOLEY & LARDNER LLP ' Richard C. Peet

Customer Number: 22428 Attorney for Applicants
Telephone:  (202) 672-5483 Registration No. 35,792

Facsimile: (202) 672-5399
Benjamin Berkowitz
Attomey for Applicants
Registration No. 59,349

WASH_2100285.1
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

| APPLICATION NO. ISSUE DATE PATENT NO. ATTORNEY DOCKET NO. CONFIRMATION NO.
09/825,989 12/04/2007 7303770 037677-0256 4463
22428 7590 11/14/2007
FOLEY AND LARDNER LLP
SUITE 500
3000 K STREET NW

WASHINGTON, DC 20007

ISSUE NOTIFICATION

The projected patent number and issue date are specified above.

Determination of Patent Term Adjustment under 35 U.S.C. 154 (b)
(application filed on or after May 29, 2000)

The Patent Term Adjustment is 1141 day(s). Any patent to issue from the above-identified application will
include an indication of the adjustment on the front page.

If a Continued Prosecution Application (CPA) was filed in the above-identified application, the filing date that
determines Patent Term Adjustment is the filing date of the most recent CPA.

Applicant will be able to obtain more detailed information by accessing the Patent Application Information
Retrieval (PAIR) WEB site (http://pair.uspto.gov).

Any questions regarding the Patent Term Extension or Adjustment determination should be directed to the
Office of Patent Legal Administration at (571)-272-7702. Questions relating to issue and publication fee
payments should be directed to the Customer Service Center of the Office of Patent Publication at
(571)-272-4200.

APPLICANT(s) (Please see PAIR WEB site http://pair.uspto.gov for additional applicants):

Jed W. Fahey, Eldersburg, MD;
Paul Talalay, Baltimore, MD;
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