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BY E-FILE October 14, 2021 
The Honorable Christopher J. Burke 
United States District Court of Delaware 
844 North King Street 
Wilmington, DE  19801 

Re:  Sysmex Corp. & Sysmex America, Inc. v. Beckman Coulter, Inc. No. 1:19-cv-01642-RGA-CJB 
Dear Judge Burke: 

I write on behalf of my client, BCI, requesting the Court’s assistance in determining the 
proper scope of additional discovery necessitated by the belated disclosure of Sysmex’s technical 
expert, Dr. Vijay Madisetti, and the eight-month delayed deposition testimony of Sysmex’s named 
inventor, Mr. Masanori Imazu. 

At the August 3, 2021 hearing on BCI’s motion to strike, after Sysmex agreed to have 
Dr. Madisetti produce a supplemental report regarding the XE-5000 analyzer, the Court specifically 
instructed the parties to confer regarding any necessary additional follow-on discovery.  (Ex. A, 
Hrg. at 43:17–22).  However, at an hour-long meet and confer on August 17, Sysmex refused to 
provide a date certain by which it would serve Dr. Madisetti’s supplemental report, and declined to 
discuss the scope of any subsequent discovery, claiming it could not do so until after service of that 
report.  Just three business days later, Sysmex served its report, and on August 23, Sysmex offered 
Dr. Madisetti only for a two hour deposition, restricted to the issue of whether the XE-5000 is 
covered by the claims of the asserted patents. (Ex. B.)  During a second meet and confer on October 
1, Sysmex maintained its refusal to produce Dr. Madisetti for more than two hours.  Nor did Sysmex 
consent to any supplemental BCI expert reports on invalidity or non-infringement, despite the 
implications of Dr. Madisetti’s new opinions for those issues.  Sysmex also disagreed that BCI 
could incorporate the testimony of Mr. Imazu in its invalidity theories or supplemental reports. 

BCI expects many of the issues in the present motion may be resolved through the Court’s 
adoption of a new case schedule (D.I. 357, 364).  BCI thus presents the following arguments 
regarding previously unaddressed items, which may give context to the parties’ scheduling dispute. 

Dr. Madsetti’s Deposition Should Continue for a Full Day 
There is no dispute that Dr. Madisetti should be deposed in light of his new opinions.  The 

Court should require Dr. Madisetti to be available for up to a seven-hour deposition regarding the 
content of his supplemental report and new opinions in accordance with Fed. R. Civ. P. 30. 
Although BCI plans to take the deposition efficiently, Sysmex has no basis to arbitrarily and 
unilaterally limit this deposition to two hours. 

Dr. Madisetti has extensive knowledge of the facts and theories in this case.  BCI intends 
to question Dr. Madisetti on subjects that were impossible to cover during his first deposition 
because he had not produced his XE-5000 opinions.  Since these opinions also implicate 
infringement and invalidity issues, BCI should be afforded enough time to explore the full 
ramifications of Dr. Madisetti’s new theories, including his understanding of the similarities 
between Sysmex’s XE-5000 source code and its prior art XE-2100 source code.  (D.I. 369.)  In 
addition, based on Dr. Madisetti’s evasiveness in answering basic questions in his first deposition, 
BCI is concerned that a two-hour time constraint will not suffice.  (E.g., Ex. C.)  Indeed, courts 

D.I. 371
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Young Conaway Stargatt & Taylor, LLP 
The Honorable Christopher J. Burke 
October 14, 2021 - Page 3 

Respectfully, 

/s/ Melanie K. Sharp 

Melanie K. Sharp (No. 2501) 
cc: Counsel of Record, Kelly F. Farnan, Esq. (by e-mail) 

28710346.1 
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EXHIBIT   
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EXHIBIT C

Sysmex objects to BCI’s redactions to Exhibit C.
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Trials@uspto.gov Paper 22  
571-272-7822 Entered: September 15, 2021 

UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 
_____________ 

BECKMAN COULTER, INC., 
Petitioner,  

v. 

SYSMEX CORPORATION and SYSMEX AMERICA, INC., 
Patent Owner. 
____________ 

IPR2020-01503 
Patent 10,401,351 B2 

____________ 

Before CHRISTOPHER L. CRUMBLEY, JO-ANNE M. KOKOSKI, and 
ELIZABETH M. ROESEL, Administrative Patent Judges. 

KOKOSKI, Administrative Patent Judge. 

ORDER 
Conduct of the Proceeding 

37 C.F.R. § 42.5(a) 
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timing issues here, because the protective order in place in that proceeding 

precludes Patent Owner’s use of Dr. Roche’s testimony in this inter partes 

review.  Patent Owner further argued that it was premature and speculative 

to limit Patent Owner’s time for cross-examination, and expressed concern 

that improper speaking objections and long pauses during the deposition 

would further limit the amount of time Patent Owner would have to question 

Dr. Roche. 

After considering the parties’ arguments, we determined that the 

default time limits set forth in 37 C.F.R. § 42.53(c)(2) set a baseline 

expectation for the duration of Dr. Roche’s deposition.  The parties are, of 

course, free to negotiate other time limits as justified by the particular 

circumstances of the testimony, and the Board encourages the parties to do 

so whenever warranted.  We were not persuaded, however, that Petitioner 

established a sufficient basis for the Board to mandate a departure from the 

seven hours for cross-examination, four hours for redirect examination, and 

two hours for re-cross examination provided by the rule.  We further advised 

the parties that these time limits assume there are no excessive delays or 

improper objections, and if there are problems during the deposition, the 

parties should contact the Board for assistance. 

The parties are also reminded that the Testimony Guidelines appended 

to the Consolidated Trial Practice Guide (“CTPG”) at 127–130 (App. D, 

Testimony Guidelines) apply to this proceeding, and that we may impose an 

appropriate sanction for failure to adhere to the Testimony Guidelines.  See 

Paper 11, 4; 37 C.F.R. § 42.12.  In particular, Testimony Guideline 2 of the 

CTPG provides that an objection at the time of the examination to any aspect 

the testimony, such as a party’s conduct the manner of taking testimony, 
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must be noted on the record, but the examination proceeds and testimony is 

taken subject to the objection.  CTPG at 128.  Testimony Guideline 3 

provides that  

[a]n objection must be stated concisely in a non-argumentative 
and non-suggestive manner.  Counsel must not make objections 
or statement that suggest answer to the witness.  Objections 
should be limited to a single word of term.  Examples of 
objections that would be properly stated are: “Objections, 
form”; “Objection, heresay”; “Objection, relevance”; and 
“Objection, foundation.”  Examples of objections that would 
not be proper are: “Objection, I don’t understand the question”; 
“Objection, vague”; “Objection, take your time answering the 
question”; and “Objection, look at the document before you 
answer.”  An objecting party must give a clear and concise 
explanation of an objection if requested by any party taking the 
testimony or the objection is waived. 

Id.  

Additionally, Testimony Guideline 9 provides that “the witness or a 

party may move to terminate the testimony on the ground that it is being 

conducted in bad faith or in a manner that unreasonably annoys, embarrasses 

or oppresses the witness or party,” and that “[t]he witness or party must 

promptly initiate a conference call with the Board to discuss the proposed 

motion.”  Id. at 130 (citing 37 C.F.R. § 42.20(b)).  Thus, for example, if the 

parties are unable to reach an agreement on the proper scope of Dr. Roche’s 

testimony, the proper course of action for Petitioner is to either (1) object on 

the record and proceed with the examination, subject to the objection, or (2) 

contact the Board immediately to present a motion to terminate or limit the 

testimony. 

The parties are strongly cautioned to follow all rules applicable to this 

proceeding, including that “[e]very party must act with courtesy and 
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decorum, . . . including in interactions with other parties.”  37 C.F.R. 

§ 42.1(c).  If the parties follow the Testimony Guidelines, we expect that

they will be able to resolve most disputes without Board intervention. 

In consideration of the foregoing, it is hereby:  

ORDERED that Petitioner’s request to limit the deposition of 

Dr. Roche to 6.5 hours, including breaks, is denied. 

FOR PETITIONER: 

Wesley O. Mueller 
Aaron R. Feigelson 
Karen L. Shannon 
LEYDIG, VOIT & MAYER, LTD. 
wmueller@leydig.com 
afeigelson@leydig.com 
karen.shannon@beckman.com 

FOR PATENT OWNER: 

James R. Sobieraj 
Robert S. Mallin 
Tadashi Horie 
Joshua H. James 
Daniel A. Parrish 
BRINKS GILSON & LIONE 
jsobieraj@brinksgilson.com 
rmallin@brinksgilson.com 
thorie@brinksgilson.com 
jjames@brinksgilson.com 
dparrish@brinksgilson.com 
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EXHIBIT F 
BCI objects to certain of Sysmex's redactions to Exhibit F.
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EXHIBIT G
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