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L NATURE AND STAGE OF THE PROCEEDINGS

On June 24, 2015, the Court ordered the parties to submit supplemental briefs concerning
Costco’s patent-exhaustion defense (D.I. 201). This is Bosch’s epening supplemental brief on
this issue.

IL. SUMMARY OF THE ARGUMENT

Costco sells windshield-wiper blades to consumers, who use them to replace windshield
wipers previously installed on their cars. Plaintiff Robert Bosch LLC claims that Costco’s sales
infringe patents owned by Bosch LLC. Costco seeks summary judgment in its favor, arguing
that Bosch LLC cannot assert certain patents against Costco because (i) those patents claim a
wiper system- (that is, the combination of a wiper arm and a wiper blade), and (ii) Costco’s
customers have installed the accused wiper blades only as replacements in wiper systems whose
first sale in the United States was authorized by Bosch LLC. See Jazz Photo Corp. v. ITC, 264
F.3d 1094, 1105 (Fed. Cir. 2041). The wiper systems that are the subject of Costco’s motion are
referred to as “side-lock™ wiper systems.

Costco’s contentien that all of the side-lock wiper systems -on cars in the United States
were first sold in the United States with Bosch LLC’s authorization is neither an undisputed fact,
nor correct. Bosch LL.C does make wiper systems, and does sell them to certain carmakers in the
United States. However, the wiper systems on foreign cars were not provided by Bosch LLC,
and were first sold in the United States (either to those automobile companies’ U.S. sales arms,
or by the car companies to their individual customers) without authorization from Bosch LLC.
Costco’s motion should be denied for this reason.

Costco’s motion should also be denied because the wiper blades sold by Bosch LLC and

the other makers of side-lock wiper systems are the subject of separate Bosch LLC patents. This
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argument is described in the parties’ earlier briefing, e.g. D.I. 177 at 12—13, and is not the subject
of this supplemental briefing.

III. CONCISE STATEMENT OF FACTS

Robert Bosch LLC sells side-lock wiper systems in the U.S. However, some car
manufacturers sell cars in the U.S. that are provided with side-lock wiper systems supplied by
companies other than Bosch LLC.

The patents at issue in Costco’s motion were originally owned by Robert Bosch GmbH.

1

Additional facts are set forth in Bosch LLC’s May 19, 2015 Response Brief in

Opposition to Costco’s Motion for Summary Judgment (D.1. 177 at 5-6).

[

V. ARGUMENT

Costco is correct that Bosch LLC’s patent rights are exhausted with respect to the side-

lock wiper systems that Bosch LLC has sold in the United States (or rather, Costco would be
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correct were it not for the fact that Bosch LLC’s wiper blades sold as part of those systems are
separately patented, see D.I. 177 at 12—13; that issue alone is enough to-bar Costco’s defense).

However, Costco is not correct that Bosch LLC’s patent rights are exhausted with respect
to wiper systems first sold in the United States by others, for example, by companies that
manufacture cars overseas and sell them here. See Jazz Photo Corp:, 264 F.3d at 1105; see also
Ninestar Tech. Co. v. ITC, 667 F.3d 1373, 1378 (Fed. Cir. 2012); Fujifilm Corp. v. Benun, 605
F.3d 1366, 1371 (Fed. Cir. 2010).

There is no evidence of record that Bosch LLC granted any such wiper-system seller a

license under its U.S. patents.

However, there is no evidence of record that Bosch GmbH has sold wiper systems in the
United States. Bosch GmbH sells wiper systems overseas. It needs no license from Bosch LLC
nor any other U.S. patent owner to do so, because it is not importing or making or selling or
offering for sale in the United States. The overseas manufacturing and sales do not implicate
U.S. patent rights.

Costco argues that the U.S. sales by foreign manufacturers are legally authorized by

Bosch LLC via an implied license
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Costco points to the Transcore case, which itself points to Quanta Computer Inc. v. LG
Electronics, Inc., 553 U.S. 617 (2008). Transcore, LP v. Elec. Transaction Consultants Corp.,
536 F.3d. 1271, 1274 (Fed. Cir. 2009). Those cases do not point to exhaustion here. They relate
to explicit covenants not to sue. It is not correct that the mere fact of an overseas sale by a U.S.
patent owner allows the buyer to import the product inte the United States, or is any other grant
of right under the U.S. patent. That is the core of the Jazz Photo holding that exhaustion comes
only from an authorized first sale in the United States, not an authorized first sale overseas. 264
F.3d at 1105 (“United States patent rights are not -exhausted by products of foreigrll
provenance....Our decision applies only to [accused products] for which the United States patent
right has been exhausted by first sale in the United States. Imported [products] of solely foreign
provenance are not immunized from infringement of United States patents by the nature of their
refurbishment [repair].”).

Costco points to the historical fact, acknowledged during the recent hearing, that Bosch
LLC has not sued automakers for patent infringement and is not likely to do so. That is a
commercial fact, but not a legal license grant. For example, if Bosch LL.C were to transfer these
patents to a third party, retaining a license for itself, the new patent owner could sue the
automakers for infringement of the side-lock patents by sales of non-Bosch LL.C wiper systems
on cars in the United States. That means the sales in the United States were not authorized by

the patent owner, which means there is no exhaustion defense.
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