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Defendants Teva Pharmaceuticals USA, Inc. (“Teva USA”) and Teva 

Pharmaceutical Industries Ltd. (“Teva Ltd.”) (collectively, “Teva”) respectfully submit 

this brief in opposition to the contingent motion of plaintiff Pfizer Inc. (“Pfizer”) to 

enjoin Teva from proceeding with its mirror-image declaratory judgment action in the 

United States District Court for the Southern District of New York (“Teva’s DJ Action”).   

I. INTRODUCTION 

In its briefs in support of its motion to transfer (D.I. 9 and 26), Teva 

demonstrated that transfer of this case to the Southern District of New York, where a 

related action between Teva USA and Pfizer (the “New York Action”) has been pending 

for over two years, would serve the interests of justice and would be convenient for the 

parties and witnesses.  Teva also demonstrated that Pfizer’s choice of Delaware as the 

forum for this suit does not reflect any rational and legitimate concerns.  In the current 

motion, Pfizer seeks to benefit from its forum shopping by asking the Court to enjoin 

Teva from prosecuting its DJ Action because it was not “first-filed.”   

Pfizer is not entitled to the injunction it seeks under the first-filed rule for 

two reasons.  First, this action is not “first-filed” with respect to the New York Action, 

which involves the same parties, the same accused products and closely related patents.  

The principles of comity underlying the first-filed rule require that this case be 

transferred to the Southern District of New York, where the first-filed New York Action 

is pending. 

Second, even if this action were deemed to be “first-filed,” the first-filed 

rule, which is an equitable doctrine, would not apply here because Pfizer’s filing was 

motivated by forum shopping and/or bad faith.   
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That Pfizer has engaged in forum shopping cannot reasonably be disputed. 

Pfizer maintained for over two years in the New York Action that Teva’s accused 

azithromycin tablets contain a particular crystalline form of azithromycin, azithromycin 

dihydrate.  In the current case (and Teva’s mirror-image DJ Action), Pfizer inconsistently 

alleges that the same Teva tablets contain, instead, a different crystalline form of 

azithromycin, azithromycin sesquihydrate. 

The New York Action and Teva’s DJ Action are both assigned to Judge 

Loretta A. Preska.  By filing suit in Delaware, Pfizer hoped to avoid litigating the current 

dispute before Judge Preska, who is in the best position to evaluate Pfizer’s inconsistent 

arguments.  Pfizer’s true motive is evident from the fact that it has come to this Court 

seeking an injunction against further proceedings in Teva’s Southern District of New 

York DJ Action, rather than making a motion before Judge Preska to dismiss Teva’s DJ 

Action on the basis of the first-filed rule. 

Moreover, Pfizer’s stated reasons for filing suit in Delaware simply 

highlight the fact that Delaware has no real connection to the subject matter of this 

litigation.   

Accordingly, Pfizer’s attempts to benefit from its forum shopping should 

be rejected, and its motion should be denied.  This case should be transferred to the 

Southern District of New York, as requested by Teva. 

II. NATURE AND STAGE OF THE PROCEEDINGS 

Pfizer filed its complaint in this action on February 8, 2006.  (D.I. 1, 

Complaint.)  In the complaint, Pfizer alleges that Teva USA infringed U.S. Patent No. 

6,977,243 (“the ’243 patent”) under 35 U.S.C. § 271(e)(2)(A) by filing Abbreviated New 

Drug Application (“ANDA”) Nos. 65-153, 65-193 and 65-150, seeking to market 250 
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mg, 500 mg and 600 mg generic azithromycin tablets, respectively, and under 35 U.S.C. 

§ 271(a) by importing and selling its azithromycin products.  (Id. ¶¶ 25-28.)  In addition, 

Pfizer alleges that Teva Ltd. has actively induced Teva USA to directly infringe the ’243 

patent.  (Id. ¶ 33.) 

On February 23, 2006, prior to answering the complaint, Teva filed a 

motion to transfer venue to the Southern District of New York pursuant to 28 U.S.C. § 

1404(a), in the interests of justice and for the convenience of the parties and witnesses.  

Pfizer filed its opposition (D.I. 18) on March 9, 2006, and simultaneously filed the 

current motion to enjoin Teva from proceeding with Teva’s DJ Action.  (D.I. 21.)  

Briefing on Teva’s motion to transfer venue was completed on March 17, 2006.   

Teva USA and Teva Ltd. answered the complaint on March 1, 2006 and 

March 15, 2006, respectively.  (D.I. 16, 25.)  A Rule 16 conference has not been 

scheduled, discovery has not yet begun, and no trial date has been set. 

On February 8, 2006, after filing its complaint against Teva, Pfizer also 

filed a Complaint against Sandoz on the ‘243 patent.  Pfizer did not indicate at the time of 

filing that the Sandoz case was related to the current action, and the later-filed Sandoz 

action was assigned to Judge Farnan.  

III. SUMMARY OF ARGUMENT 

1. Pfizer’s current action is not “first-filed” with respect to the New York 

Action, in which Teva USA and Pfizer have been litigating substantially similar issues 

for over two years.  In particular, the infringement issues in both this action and the New 

York Action turn on the crystalline form of azithromycin in Teva’s accused products.  

2. Pfizer misstates the first-filed rule when it suggests that this Court is 

“required” to enjoin Teva’s DJ Action.  The first-filed rule is based on equitable 
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considerations.  To the extent this action is deemed to be first-filed, there are at least two 

well-recognized exceptions to the first-filed rule – bad faith and forum shopping – that 

justify a departure from the rule in this case. 

IV. STATEMENT OF FACTS 

A. The Related New York Action Concerns the Same Parties, Same 
Accused Products, and Similar Crystal Form Patents 

The New York Action between Teva USA and Pfizer has been pending in 

the Southern District of New York for over two years.  (D.I. 13, Declaration of Cynthia 

Lambert Hardman in Support of Teva’s Motion to Transfer (“Hardman Transfer Dec.”) 

Exs. A and B.)  The accused products in the New York Action are the same azithromycin 

products that are now the subject of this suit and Teva’s DJ Action.  (D.I. 1, ¶¶ 19-21, 23; 

D.I. 13, Hardman Transfer Dec. Ex. C, Counterclaims of Pfizer Inc., ¶¶ 11-12, 20; Ex. D, 

Counterclaims of Pfizer Inc., ¶¶ 11-12, 19; Ex. G, ¶¶ 10-11.)  The patent in suit in this 

case and Teva’s DJ Action, the ’243 patent, claims azithromycin sesquihydrate, a 

particular crystalline form of the drug azithromycin.  (D.I. 1 ¶ 16 and Exs. A and B.)  The 

patent in suit in the New York Action, U.S. Patent No. 6,268,489 (“the ’489 patent”),1 

also claims a crystalline form of azithromycin, azithromycin dihydrate.  (D.I. 13, 

Hardman Transfer Dec. Exs. A and B, at Exhibit B.)  In each of these actions, the issue of 

infringement turns on the identity of the crystalline form of azithromycin contained in 

Teva’s azithromycin products.     

                                                           
1  Pfizer asserts that U.S. Patent No. 5,605,889, which had been at issue in the New York Action, is 
unrelated to the patent in suit in this case.  (D.I. 22 at 4-5.)  Pfizer granted Teva a covenant not to sue on 
that patent over a year ago, and it was not the subject of any substantive briefing to the New York court.  
(D.I. 13, Hardman Dec. ¶ 4.) 
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B. The Southern District of New York Is Already Familiar with the 
Relevant Technology 

In the New York Action, the parties submitted extensive briefing to Judge 

Preska in September 2005 concerning the same complex technological issues that will be 

relevant in the present action, including, among other things, the analytical techniques 

that can sometimes be used to identify the particular crystalline form of a compound 

contained in a sample, such as x-ray crystallography, infrared spectroscopy, solid-state 

nuclear magnetic resonance spectroscopy and Raman spectroscopy.  (D.I. 13, Hardman 

Transfer Dec. ¶ 6.)  Judge Preska also held several conferences with the parties over the 

more than two years of litigation in which the relevant technological issues were 

discussed.  (D.I. 27, Supplemental Declaration of Cynthia Lambert Hardman in Support 

of Teva’s Motion to Transfer (“Hardman Supp. Transfer  Dec.”), ¶ 2.)   Moreover, Judge 

Preska will be dealing with these issues in connection with Teva’s motion for attorney’s 

fees in the New York Action.  (Id. at ¶ 9.) 

C. The Southern District of New York Has Already Deemed Teva’s DJ 
Action to be Related to the New York Action 

On February 14, 2006, when Teva’s DJ Action was filed in the Southern 

District of New York, Teva indicated on the Civil Cover Sheet that the newly-filed case 

was related to the New York Action pending before Judge Preska.  (Id. at ¶ 3 and Ex. J.)  

As required by Local Rule in the Southern District of New York, Teva also submitted a 

“Statement of Related Case,” which explained why Teva’s DJ Action was related to the 

New York Action.  (Id. at ¶ 3 and Ex. K.) 

On February 17, 2006, Judge Preska held a teleconference with counsel in 

the New York Action during which the current action, Teva’s DJ Action, and Teva’s 

transfer motion were discussed.  (Id. at ¶¶ 5-6.)  On February 24, 2006, after reviewing 
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the complaint and Statement of Related Case in Teva’s DJ Action, and after discussing 

the ‘243 sesquihydrate litigation with the parties, Judge Preska accepted Teva’s DJ 

Action as a related case to the New York Action.  (Id. at ¶ 7 and Exs. M-N.)  

D. The New York Action Is Still Pending 

At the February 17, 2006 teleconference, Judge Preska did not grant Pfizer 

permission to make a motion to dismiss in the New York Action.  Instead, Judge Preska 

simply ordered that “the parties’ motions for discovery and summary judgment (docket 

nos. 35 and 37) are denied as moot,” and that Teva USA could move for attorneys’ fees.  

(D.I. 27, Hardman Supp. Dec. ¶ 6; D.I. 13, Hardman Dec. Ex. F.)    

On March 15, 2006, Teva USA filed its attorneys’ fees motion in the New 

York Action, incorporating by reference papers that were filed in support of the parties’ 

summary judgment motions.  (D.I. 27, Hardman Supp. Dec. ¶ 9.)  Teva USA’s attorneys’ 

fees motion depends heavily upon the analytical testing of Teva’s azithromycin products 

that Teva and Pfizer performed in connection with the New York Action, and the 

conclusions that can reasonably be drawn from each of the analytical techniques that 

were used.  (Id.; D.I. 13, Hardman Dec. ¶ 6.)  Those same issues will undoubtedly have to 

be considered in this action.     

E. Pfizer Failed to Move for Dismissal of Teva’s DJ Action In the 
Southern District of New York 

Pfizer has not made a motion to dismiss Teva’s DJ Action.  Instead, Pfizer 

answered the complaint on March 7, 2006, and interposed counterclaims.  (Id. at ¶ 8.) 
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V. ARGUMENT 

A. Pfizer is Not Entitled to an Injunction Under the First-Filed Rule 
Because the Delaware Action Is Not “First-Filed” With Respect to the 
New York Action 

Pfizer’s motion is predicated upon the application of the “first-filed rule.” 

According to Pfizer, the current action is the “first-filed case” because it was filed six 

days before Teva’s DJ Action.  (D.I. 22 at 3, 6.)  While this action may be first-filed vis-

à-vis Teva’s DJ Action, it cannot be considered first-filed with respect to the related New 

York Action, which has been pending before Judge Preska for over two years.   

As Pfizer states in its Opening Brief, the first-filed rule applies “where 

cases involving the same basic set of facts are pending in federal courts of equal rank.”  

(D.I. 22 at 5 (emphasis added).)   In this case, the first-filed New York Action involves 

the same basic facts as the current action.  Both cases revolve around the identity of the 

crystalline form of azithromycin in Teva’s azithromycin products. 

While the Third Circuit has not directly addressed the issue, other courts 

have found that application of the first-filed rule does not require that the first-filed and 

second-filed cases be identical.  Rather, the first-filed rule is applied as long as there is 

“overlap” in the substantive issues in the two cases.  See, e.g., Mann Mfg., Inc. v. Hortex, 

Inc., 439 F.2d 403, 408 n.6 (5th Cir. 1971) (considering overlap in “substantive issues” in 

deciding whether a case is first-filed) (quoting Rickey Land & Cattle Co. v. Miller & Lux, 

218 U.S. 258, 262 (1910)); Intel Corp. v. AmberWave Sys. Corp., No. 05-301, 2005 U.S. 

Dist. LEXIS 29830, *5 (D. Del. Nov. 29, 2005) (copy attached hereto) (first-filed rule 

applied when the technology involving two different patents was “closely enough 

related”); AmberWave Sys. Corp. v. Intel Corp., No. 05-321, 2005 U.S. Dist. LEXIS 

30010, *4 (E.D. Tex. Nov. 1, 2005) (copy attached hereto) (first-filed rule is applied 
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when two cases “involve closely related questions or subject matter or the core issues 

substantially overlap, but the core issues do not need to be identical.”) (citations omitted); 

Filler v. Lernout, Nos. 01-191, 01-298, 01-379 and 01-380, 2002 U.S. Dist. LEXIS 2373, 

*7 (D. Del. Feb. 8, 2002) (copy attached hereto) (transferring four cases that involved 

“the same set of facts, although not necessarily the same claims” as those pending in an 

earlier filed case in another district).   

In Mann, the defendants had filed a patent-related declaratory judgment 

action in New York.  Mann subsequently filed a patent infringement action in the 

Western District of Texas concerning the same accused products, but a different, yet 

related, patent, and moved to enjoin the New York action.  439 F.2d at 406.  The Texas 

court granted Mann’s motion.  Id.  In reversing, the Fifth Circuit found that the New 

York court had “prior jurisdiction over common subject matter” because “the overall 

content of each suit . . . would likely overlap to a substantial degree.”  Id. at 407.  The 

Fifth Circuit directed the Texas court to either dismiss the Texas action or transfer it to 

the Southern District of New York.  Id. at 408.   

Similarly, in the Delaware and Texas Intel cases, the courts found that a 

Delaware action was “first-filed” with respect to Texas actions that involved the same 

parties, the same accused products, but different, yet related, patents involving the same 

basic technology.  Amberwave, 2005 U.S. Dist. LEXIS 30010, at *2, 5 (finding 

“substantial overlap” even though the closely related patent did not arise from the same 

chain of applications); Intel, 2005 U.S. Dist. LEXIS 29830, *8 (same).  As the Delaware 

court noted, the first-filed rule applied because presentations on infringement in both 

Case 1:06-cv-00089-JJF     Document 29      Filed 03/23/2006     Page 11 of 34



 

9 

cases would require familiarity with “the same field of art, the same fundamental sciences 

and technology . . . [and] the same allegedly infringing devices.”  Id. at *7.             

  Here, as in the Mann and Intel cases, the first-filed New York Action 

involves the same parties, the same accused products, the same technology, and related 

patents.  Accordingly, the New York Action should be considered the “first-filed” case, 

and principles of comity support transfer of this case to the Southern District of New 

York.2  

B. Even if This Action Were Deemed to be “First-Filed,” the “First-Filed 
Rule” Would Not Apply 

1. The First-Filed Rule Is An Equitable Doctrine That is Not 
Rigidly Applied 

Contrary to Pfizer’s assertions, exceptions to the first-filed rule “are not 

rare, and are made when justice or expediency requires, as in any issue of choice of 

forum.”  Hunt Mfg. Co. v. Fiskars Oy Ab, Civ. Action No. 97-2460, 1997 U.S. Dist. 

LEXIS 15457, *7 (E.D. Pa. Sep. 30, 1997) (citing Genentech, Inc. v. Eli Lilly & Co., 998 

F.2d 931, 937 (Fed. Cir. 1993)).  Recognized exceptions include “when the choice of 

forum of the first-filed case was the result of forum shopping” and when “the balance of 

convenience favors the second forum.”  Id. at *6 (citations omitted). 

Pfizer’s suggestion that the application of the first-filed rule is somehow 

mandatory in this case is contradicted by the very cases that it cites in support of its 

motion.  See, e.g., Equal Employment Opportunity Comm’n v. University of 

Pennsylvania, 850 F.2d 969, 977 (3d Cir. 1988) (stating that “[t]he letter and spirit of the 

                                                           
2  Pfizer argues in a footnote, without citing any authority, that the New York Action cannot be first-filed 
because “it did not address the ’243 patent.”  (D.I. 22 at 6.)  Contrary to Pfizer’s assertion, the Mann and 
Intel decisions demonstrate that application of the first-filed rule does not require that the same patent be at 
issue in both cases.   
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first-filed rule . . . are grounded on equitable principles” and upholding a district court’s 

decision not to enjoin a second-filed case); Polaroid Corp. v. Casselman, 213 F. Supp. 

379, 384 (S.D.N.Y. 1962) (declining to enjoin a second-filed case).  As the Third Circuit 

explained in EEOC: 

The first-filed rule encourages sound judicial administration and promotes 
comity among federal courts of equal rank.  It gives a court “the power” to 
enjoin the subsequent prosecution of proceedings involving the same 
parties and the same issues already before another district court.  That 
authority, however, is not a mandate directing wooden application of the 
rule without regard to rare and extraordinary circumstances, inequitable 
conduct, bad faith, or forum shopping.  District courts have always had the 
discretion to retain jurisdiction given appropriate circumstances justifying 
departure from the first-filed rule.   
 

850 F.2d at 971-72 (citations omitted) (emphasis added).  The Polaroid court similarly 

stated: 

The problem of whether to enjoin another action involving the same 
parties and issues, however, cannot be solved by blind application of a 
mechanical “rule of thumb.”  Rather, its solution requires a balancing not 
of empty [filing date] priorities but of equitable considerations genuinely 
relevant to the ends of justice.   
 

213 F. Supp. at 381.    

  The equitable considerations in this case, as well as the interests of justice, 

support transfer of this case to the Southern District of New York.   

2. Pfizer Engaged in Forum Shopping 

Even if the Delaware action were deemed to be first-filed, two well-

recognized exceptions to the first-filed rule – forum shopping and bad faith – warrant a 

denial of Pfizer’s motion.  See, e.g., EEOC, 850 F.2d at 972 (affirming a district court’s 

refusal to enjoin a second-filed action due to the first-filed plaintiff’s forum shopping).   

Despite Pfizer’s protestations to the contrary, it is clear that Pfizer brought 

this suit in Delaware to avoid having Judge Preska preside over the case, and not for any 
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legitimate reason.  Pfizer cannot dispute that its arguments in this case regarding the 

contents of Teva’s tablets are inconsistent with those that it made before Judge Preska in 

the related New York Action, or that Judge Preska is aware of those inconsistencies.  

Pfizer’s forum shopping could not be any more transparent.  Given that Pfizer has 

deliberately chosen to seek an injunction from this Court, instead of seeking a dismissal 

of Teva’s DJ Action from Judge Preska herself, Pfizer’s assertion that it is not forum 

shopping in the hopes of avoiding Judge Preska is simply not credible. 

Pfizer weakly argues that it did not engage in forum shopping because the 

New York Action is “effectively over” and “unrelated” to the subject matter of this 

litigation.  (D.I. 22 at 5, 7.)  In particular, Pfizer claims that the patent at issue in the New 

York Action is “unrelated” to the patent at issue in this case (id. 22 at 7), and that “the 

issues to be considered in the Delaware Action were never considered or addressed in the 

prior New York Action and could not have been.” (Id. 22 at 7-8.)  As described in detail 

in Sections IV.A-IV.D, supra, Pfizer is wrong on both counts, as demonstrated by Judge 

Preska’s determination that the cases are related. 

Pfizer’s other claimed “good faith” bases for bringing this case in 

Delaware actually suggest that the action should have been brought in New York.  Pfizer 

has previously acknowledged that Delaware is not its home turf and that none of the 

parties have any documents, witnesses, or facilities located in Delaware.  (D.I. 18 at 13, 

20.)  The only connections between this action and Delaware that Pfizer points to in its 

Opening Brief are:  (1) the incorporation of two of the parties in Delaware; and (2) the 

parties’ unrelated litigations in Delaware.  (D.I. 22 at 7.)  Pfizer, however, is admittedly 

located in New York, has litigated there on numerous occasions, and undoubtedly has 
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relationships with New York counsel, including the attorneys that litigated on its behalf 

in the New York Action.  (D.I. 27, Hardman Supp. Transfer Dec. ¶ 10 and Ex. O.)   

Moreover, one of the cases that Pfizer cites in its Opening Brief, Polaroid,  

shows that a weak nexus to the chosen forum, such as the one asserted by Pfizer here, is 

insufficient to enjoin a second-filed case brought in a more appropriate forum.  213 F. 

Supp. at 383.  In Polaroid, a first-filed plaintiff’s motion in New York to enjoin a second-

filed case was denied, and the defendants’ cross-motion to have the case transferred was 

granted.  213 F. Supp. at 384.  In reaching its decision, the Polaroid court acknowledged 

that the plaintiff maintained an office in New York, but nevertheless reasoned that the 

lack of any “real connection” between the forum and the subject matter of the litigation 

showed that the case “was imported here for no reason other than forum shopping.”  Id. at 

383. 

As in Polaroid, the only logical explanation for Pfizer’s conduct here is 

forum shopping, and its request for an injunction against Teva’s DJ Action must therefore 

be denied. 

VI. CONCLUSION 

For the foregoing reasons, as well as those set forth in connection with 

Teva’s motion to transfer this case to the Southern District of New York (D.I. 9 and 26), 

Teva respectfully requests that the Court deny Pfizer’s motion. 
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the Court using CM/ECF which will send notification of such filing to the following: 

Rudolf E. Hutz 
Connolly Bove Lodge & Hutz LLP 
1007 N. Orange Street 
Wilmington, DE 19801 
 

 

 
  

Additionally, I hereby certify that on the 23rd day of March, 2006, the foregoing 

document was served as indicated: 

VIA HAND DELIVERY 
Rudolf E. Hutz, Esq. 
Daniel C. Mulveny, Esq. 
Connolly Bove Lodge & Hutz LLP 
1007 North Orange Street 
Wilmington, DE  19801 
 
 

           By: /s/ Mary B. Matterer   
Mary B. Matterer (#2696) 
MORRIS JAMES HITCHENS & WILLIAMS LLP 

     222 Delaware Avenue, 10th Floor 
     Wilmington, DE  19899-2306 

Tel.: (302) 888-6800 
mmatterer@morrisjames.com 
 
Counsel for Defendants  
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