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b Claims 31-78 are pending in this application.

2. The nenstatetony double putenting rejection is based en a judicially ereied doctsine grounded
iy public policy {2 policy reflected in the siatute) 50 as (o provent the unjustificd or improper
timewise exiension of the "right 10 exclude™ granted by a patent and to prevens possible
hirassment by multiple assignees. See e Grodiean, 11 F.3d 1046, 29 USPQRA 2010 {Fed.
Cir, 1903y, fure Longi, 739 F.2d 887, 223 USPQ 643 (Fed. Cir, 1983): In re ¥an Orson, 636
F.23957, 214 USPQ 761 (CCPA 1982); /i re Fogel, 122 T.2d 438, 164 USPQ 618 {TCPA
1970and, i re Tharingion, 418 F.24 528, 163 USPQ) 644 {CCPA 1969,

A timely filed terminal disclaimer In complionee with 37 CFR L3214 may be used o
overcone an aciul or provisiomd rejection based on a punstatutory deubie patenling ground
provided the conflicting applicotion or patent is shown to be commonly owned with this
wpplivetion, See 37 CFR Li30(b).

Effective January 1, 1994, & registered altomney or agent of record may sign o wenminel
discltimer. A erminal diselaimer sipned by the assignee must tully comply with 37 CER 3.73(b1.

Clzims 31-78 are rejectet] under the judiciadly created doctrine of obvicusness-iepe double
palesting 25 beiag unpitentabde over claims 1-18 of LR, Patent No, 6,121,002, Alhough e
conflivting chiims are potideatical, they are nm palentably distinet from coch other becsuse both
wventions chim a flexible annlyite sensor comprising 2 pontion of the sensor adupted tor
positioning exiernal 1o the animal and for connection to a deviee for mensurement of elecirica!
signa] venerted by the seasor # portion of the sensor adapted for subcuiancous implantation in
an animat comprising at least oae non-comoding, snalyte-respensive working clecirude; aml o
senaing liyer voupled o the working elecurode wherein the fexible sensor is adapted to provide

an vlectrical sionnl substantially insensitive 10 relative motion beiween the implanted puction of the
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senser under substantiadly identical reaction conditions: o glucose measuring systeny; & methind for
mieasuring glucuse using the systeny; s method for inserting o Bexihble plicose seasor in en animal;

sl o Fiexible olueose sensor having the steuctural features claimed.

3. The Helier of 2l reforences {US 6,121,008, 3.393.832; 3,350,780 and 6120011} have been

cited (o further show e stae of this an.

4. Any inyuiry concermig this conmunication should b diteeted fo Lovise Leary ai elephone

number (7033 308-3233,

) VM_-‘.'.L-"” )U) /f::——’/ e
" DuisE . LEARY
CREARY EXRANER

December 16, 20038
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I. Claims 1-2, and 4-117 are pending in this application. Claims 3 and 31916 bave boen vanevhad

per ipplicamts request reveived Moy 3, 1907,

2. Claim 4 Is rejecied under 33 U.S.C. 112, sceond paragruph, us beisg indefintie for filing o
partculardy point owt snd distinetly claim the subject mmu.‘n: which applivant regerds as e
invention,

Cleim o is indefinite for depending to claim 3 which was vanceled. Comection is reguired

19 eomply with US patent practice,

3. The non-stattory double patenting rejection, whether of the obvicusness-type or non-
obvicespess-ype, is based on r judicially created doctrine grounded in public pulicy (n policy
reflecicd in the statuie) so 18 to prevent the unjustified or buproper timewise extenston of the
*right 1o exclunde” granted by a patest. fore Thorington, 418 1.2 528, 163 USPQ 644 (CUPA
19068Y; I re Pogel, 122 F.24 438, 1064 USPQ 689 (CCPA 1970, Iy re Van Ornum, 636

= 2d 037, 284 USPQ 761 {CCPA Y9R2Y, J re Longd, 759 F.2d 887, 225 USPQ 6435 (Fed. Cir
1985); and Jn re Goodarae, 29 USPQL 2010 (Fed, Cir. 1993),

A timely fed weminal disclaimer in compliance with 37 CFRUL21{5) and £ sy be used
1o overcome an actusl o provisionel rejection based on 3 nun-statutacy double patenting ground
provided the conllicting spplication or patent is shown tv be commonly owned wilh this
ephlication. See 37 CFR LIS,

Effective Jonuary 1, 1994, 2 regisered ntlorey or agent of record miay sign o womingl
diselpimer. A twrmingl disclodmer signed by the assignee must fully comply with 37 CFR 3.73(h),

Claims 1-2, 5-10, and 2328 are rejected under the judicially creased doctrine of

obviousness-type double pateating as being unpatentable over elaims 1, 3-11, 13, 15-10, 2%, and
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31 of U8, Putent No. 5,593,852, Allhough the conflicling clnims are not identical, they ure not
patentaldy distinet from each other because the same electeode, method for prodacing an in vive
glucose biosensar, biosensor, and medod for measuring the coacentretion of 2 biochemical in an

animal has been elpimed in vach set of elaims.

Cinians §-2, 5-10, end 2328 are rejected under the judicially created doctrine of double
patenting over claime 1, 3-11, 13, 15-16, 29, and 31 ol U. 8, Patent Mo, 5,393,852 since the
claims, i allowed, weuld improperly extend the "right o exchude® already granted i the patent

The subjzet matter clatmed in Uie instanl upplication is fully disclosed in the putent and is
covered by tie patent since the pztent and the application are chiiming commen subject matier, us
follows:

The sume elecireds, methed for producing o in vivo ghivase biosensor, biosensor, and
methad for measuring the concentratiun of a biochemical in an animal has been claimed i each set

olclaims,

Furthenmorg, (here is oo apparent reason why spplicant was prevented from preseating
cletms comespontding to those of the instant application during prosecution of the appliction
which matercd inte a patent. Jnre Selneller, 397 F.2d 350, 158 USPQ W0 1CCPA 1968). Sce

glso MPEP § 504,
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At Linit 12t

4. Claims 13222 end 280 are objected 10 vy being dependent upon o refected buse eluin, hw
would be allewable if rewritten in independent form ipcheding ol of the Fmitations of the base

clain and any inervening claims.
5. Claims 47-117 are allownbie over the prior art of record.

6. Any inguiry conceming this communication shoul! be directed to Louise Leury a3 tebephone

/‘ @] :“""‘? 5
|BsE RN =

PR SR0UF 120

July 21, 1957

nutnber {7037 308-353).
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Pariod for Ropiy
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| THE FAILING DATE OF THIS COMMUNICATIGN,

. Extantiens chizee iy b evalalls yndes the eeisizar sl 3T CFR 1.426(a). oz wvant, hupaivat, tray @ tagly bo limol; o2
sho: 535 {3} MOUTHS hom tha mading el ¢f B esmemimicaticn.
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Status

1) Responsive lo communication|s) fMed on 08 Febransgy 2002 .
zo)1  This action is FINAL, by This aclion [s non-final.

clesest in accardance wilh tha praciice updar £x parte Quayis, 18358 C.D. 11,453 .G 213,
Digposition of Clalms

S Claimis) 2176 Is/are ponding in lbe applicalisn,

41) Of the shova daimis) 2:1£0 isfara vithdravm from consitferation,
S\E Chatm(s) 146176 Isfare allowed.
)& Cusims) 121,128, 128.131. 134 and 135 islare rejecied,
RS Clalm(s) 122-125. 127,132,133 and 135144 isfare objecied 0.

)3 Claimlsy
Application Papers

arz subjact to restiiction andior gleclion reguirement,

83i2) Ths speciheation |s objected o by the Examiner.
10388 The dravdng{s) fied on 27 Sgolamber 2600 isfare; o) sccepled ar W] ebjected 1o by the Examiro:,
Apphcent may not reguest that sny chjection to tha drowinn{s) be hald In abeyaace. See 37 CFR 4.85{a}.
1)) The proposed drawing correcllon flad on 15: 0] approved b)[J disapproved by the Exarminer.,
if epproved, eomerled dravinags ate raquirad In roply to this QOliice action.
1321 Tho sath or declaration is abjocled Lo by he Examiner.
Prionity under 35 U.5.0, §5 148 and 120 )
133 Acknowladgment s made of a cleim fer foreign prioly under 35 U.5.C. § 119{a}-{d} or {i).
st B Seme* o] None of:
1.1 Cerifion copies of the pricdly docuinents have been received.
2] canttiet coples al tha prionily documents have been recolved in Application No.

3.0 capies of the cerifiod copies of Iho prionly documents bava been recebved in this National Slage
applicalion from the International Bureau (PCT Rula 17.2(a)).
* Sec the altached detailed Office sclion for a fist of the cenlied copies not recelvad.

a} (] The ymnslation ¢f the forelgn language provislonal appllcation has been received.
15¥) Acknavdetlgment is made of a claim for domestc prioriy under 35 U.8.C. §§ 120 andlor 121,

Aztachmeni[s)

1} E fithze of felzipnsss Sned (FTO-E37) A} @ Inteonaw Summary {PT0-392; Poper fazys). §
% i: Nauza ef Drefiapotacn's Palent Diovwiag Reviow (FTO.048} 5100 Heiken of tnfarrmal Pasam Applcalien {F10-35%;
33 4] mlesmaton Duscitsirs Blatemarse} (PTO-AAY Poper Nos) J - 5} Ciner

« BUDporsd fur tapdy 13 sprelisd above, tha mealeuess statdnry parld v nasls nd Wil srple S (6} DOUTHS Dom the radlag dily of tds sominercvlze,

AT Siace this opplisation 15 In condition for allowance excepl for formel maliess, proseoidion a5 1o the medls i

{7 Acknowledgment Is mede of a clalm for domestic priarily undar 35 U.8.C. § 119(8) (lo a provisiona$ application).

pd

TR Filed W TRosmiA G5ar

PTO-325 {Rev. 9401} Difize fction Bummary Faul cf Pupur tin P}"
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Applicetion/Cenirol Number: 08/667,159 Page ?
: Art Unit: 3735

DETAILED ACTION

Specification
1. The disciosure is objecled to beczuse of the oilowing informalities;

A nsw seclion for the Cross-References to Relsled Apalications {See 37

CFR1.78 and MPEP § 201,11} should ba added after the litle to include the

Continuation Appiication informalion.

Appropriale correction is requirsd.
2 The specificaliop has noi been checked {o the extenl necessary to delerming the
prasance of all possible minor errors, Applican!'s cocperation is raquesled in comeciing

any errors of which applicant may become aware of in the specificalion.

Claim Rejections - 35 USC § 102
3. The following is 2 quelation of the appropriate paragraphs of 35 U.S.C. 102 thal

lorm ihe basis for the rejecticns under this section made in this Office aclion:

A persen shail be entitled 1o 3 patent ynlzss -

{e} the inventlon was deszribed in a patent granied on an application for patent by anether filed in the
United States biofere the Invention thereo! by the applicant for palenl, or on an Inernatienp! sppiication
by anather who has flfitled e raquirements of garagraphis {1), (2), and {4} of secton 371 (c) of this
{itle bnfors the inventicn thereof by the applicon! for patent.

Tha changes made 1o 35 U.5.C. 102{s} by tha American inventers Protection Act
of 1895 (AlPA] do net apply lo the examination of this applicalion as the applicatien

being 2xamined was not (1) filed on or after November 29, 2000, or {2) valuniarily
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applicalion/Gontrel Numbar. /67,183 . Pege 2
Al Unil: 3738

published under 35 U.5.C. 122{b). Therefora, this application is examined under 35
U.5.C. 102{e) prior o the emendmant by the AIPA (pre-AlPA 35 U.8.C, 102(e)).
4, Claims 124, 128, 128-130, 131, 134, and 145 are rejecled under 38
U.8.C. 162{e) as being anticipated by Ward al al.
In ragards to claims 121 and 131, Ward el &l discloses a sensor for
measuring analyte concentralions, comprising:
2n implantable elactrochamical se.nsor 1B8/122 including an enzyme layer
25 (se2 Figs. 1 and 2 and col. 4, lines 43-54);
an slecirometer 126 and transmitter 130 for ransmission of dala of sensor
122 o externgl receiving source wsing radio signals {see Fig. 7 and col. 7, lines
35-47); and a computer 1347138 including a display monitor {ses Fig. 7 and col.
7, lines 41-48).
As 1o clatm 128, Ward discloses the sensor 122 is coupled to a transmilter

130, which incllides & power source, for example a ballery {see col. 2, lines 45-

471
As to glaim 128, Ward discloses a radio signal transmilter 130 {see col 7,
fines 41-43).
A3 1o claim 129, Ward discloses a computer 136 {or data monifonng (see
ool 7, Hnes 44-48).

© As o claim 130, Ward discloses the analyte is giucose and a glucose

rasponsive anzyme {see col, 4, lines 43-54),
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Application/Coniral Number: 09/667,153 Page 4
Art Unit: 3738

As to claim 134, Ward discloses a sompuler 138, which includes a display

monitor (sea Fig. 7).

As to claim 145, Ward discloses the analyte is giucose end & glucose

rasponsive enzyma {see col. 4, [ines 43-54).

Allowable Subject Matter
3. Claims 146-176 are allowed,
8. Claims 122-125, 127, 132, 133, and 135-144, are objecled 1¢ as being
dependanl upon a rejeFled base claim, but would be aflowable ¥ rewritten in
indepentent form including all of the limitations of the bass claim and any inlervening

claims,

Conclusion

T. Any inguiry concerning this communicalion or sarlier communicalions from the

examiner should be directad 1o Navin Natnithithadha whose telephene number is (703}
308-2445. The examinar can nomally be reached on Monday-Friday, 9:00 am to 5:00
pm.

i allzmpis fo reach the examiner by telephone are unsuccessul, the examiner's
supervisor, Kevin Shaver can be reachad on (703) 30B-2582. The fax ghone numbers
for the organization where this applicalion ar proceeding is assigned are (703) 748-3337

for regular communications and {703) 746-3337 for After Final communications.
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Application/Contirol Number: 09/857,199 Page 5
Art Unii: 3736

Any inquiry of a general natura or relaling lo the staus of this application or

procaading should-be directed to the receplionisi whose telephone number is {703) 308-

2701

Mavin Matnithithadha
Patanl £xaminer
GAl 3736
November 8, 2001

7

7
SUPERUISORY PATENT EXASHNER
TECHNGLDGY CEMTER 3700
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Application No. Appleant(s}
. 00/587, 198 SAY BT AL
Interview Summary !
Examiner Art tnli s .
Mavin Natrifithadka 373 ‘

Al padicipants {applicant, appileat’s represenialive, PTQ poersonnet):

1) Nayin Noemihihadba, & ___. i
{2) Bruco Biack. ) -

Date of Interviows 17 Jufy 2082 .

Type: 0] Tolephonls  bl) Vidae Conference
g)l_t Personat [copy given t; 1)[J appiicant 2] opplisant's representative} ;

Exhibil shown or gemonstralion conducted: &) Yes )& No. !
If Yes, brief description:

Clgirnis} tliscussad: 2-720 .

[destificallon of prer asf dlscossed: none .

Agreement with respect Lo the siatms HF] wes reached. o)) was not resshed. ] HHA

Substanca of Interview incioting descdplion of the generdl nalure ol what was agreed 1o If an egreement was
runched, of any olhtr comments; Claims 2-720 were nat farmally cancelled by n Preliminary Anympeadment

Howoever, the claims wore cancelied in the Trapsmitia] shee! of the filed applisafion. Claims 2-120 shapfd be
canceliord in the naxt rasponse fo the gurrent ofifce aclion .

(A fuller description, ¥ nacessary, and a copy ef the amendments which the examingr agreed would renter the clalms
allowable, it avaliabie, miest be atlached. Aiso, whers no copy of the amendments thot would render the clsims
allowable I3 available, a summaty thereof must bo allachod.)

HE 1Lis not necessary for applicant 1o provide a separate record of {lie substanca of the interview(if bex is
chethod),

Unjess the passyraph above has been checkad, THE FORMAL WRITTEN REPLY TO THE LAGT OFFICE ACTION
MUST INCLUDE THE SUBSTANCE OF THE INTERVIEW. (Sce MPEP Secilon 713.04). 1 o raply 1o ke lasl Office
aetion has alraady been filed, APPLICANT IS GIVEN ONE MONTH FROM THIS INTERVIEW DATE TOFILE A
STATEMENT OF THE SUBSTANCE OF THE IMTERWEW. See Summary of Rocord of inlerviey remuiirements on
reverss side or on altached sheet

! 3
R r f/’. % el f/“
Examvner Hote, You must Sigh s 102 uniess #tis an A g Al ;

+
Attachment {o 0 signed Ofiica action. Exzminers signslure, if required ;
E DI Peasd g trademat Gy 1

BT0-413 {Rey. 63-55) Interview Swnmary Pegstlin L.
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winiry of Record of Isterviow Requirements

HManuzbol Paient Eramiatng Prosedant {HPEPY, Sestlen 113,04, Busslsnce of inferview Rust be Made of Recard
A vampicho viriien dlatement ur 1o tha aukatarse of wny fazsda-duso, vidan contorensw, o balophany interdasrvath togurd Li 3n e2plsution muti b rat e fasesd i ko
LRI vhisther of A2 B0 ptsermenl with e caasa'her wad lachad ab i plendwy,

Title 37 Code of Fadassl Regulations [EFR]§ 1,533 Intarviava
Paragraph [b)

1 every rEange vhory (uennsiiergtion i rejunsted o dos ol 83 IRlodiaewtis an 3 vaitan cl tha teaaons presenind 3t She siend
voarraning lasralls sstva mast ba Hed Iy |'m appicant. dailanied dond nek tamar b mcma'rl..r oty 1o OEn uplan 33 rpesfaddin § £14Y, LA25 (S5 E G,

33

IOz B"I—-:\:‘!»I:hﬂlil\id u}numn;.
Al sairnsa 02 B Patonl ¢f Tradamalk Cifies should brzansagied Inwiteg Yhoy o Yrest s 5 byont Slig P-l_u -..1.
Tradortark Do 1 ersasaituy. Tha ztos ol the Palsn! oed Tradomax Ok vii Le byskd westimlatty e Thia watlan rorent L-\ the Gifica. o enantizwill b
any afoged tral prattfig, stipglaim, 2 endurlending in refebon t whish ety tz Wiagasment of coull,

Tho action of the Falort anzd Trademark Offize seshst b Bastd pxcluslvaly on the witlen reced in e Oifica Il thal rezerd bs Boot
Inseimpiato tilough she fatura to tessnd the cubsianee of intendsis,

133 tha respansiily of the apgloant o the sRtciney or egan o make the sulislande of sn inlesview ol Tecera ks the apphsetion e, wnissa
tue praniner Indizates Ao of she witdo so, 1 Iz lhe examiner's responsibilly to ee Lhal such 3 seeeed [3 made ond fa correst malttabinaccunaddos
whEd bear drestdy antne qusstion af patenlabily, B

Euaminars must compluls ah Inierdew Summary Fom ler exeh bnlatcioi held svhora & mater of haa beis dscuysed duing e
rleryiei by ehacldng the sppopisle bovas ond Ring inthe thani=, Biscusaions fegardng only rocedural matien, dirested sclely to restrstion
raquremants for vkich Inlorviver restrdation i ollienyiss provided Jor n Section 81201 ol the Manual of Patent Exarminihg Frosedure, © pcirii..g
s bypaganisen wrers of unreadable s2rizl i Offze gatlsns or o ke, are wrciuded from e Wenduw ecardallon prozedums belaw, Yo the
sutalanzn of an inlersiow s cemalelely recarded In an Examiners Amendmenl, no sagarle INarview Summary Recers by requited

The [nlerelewr Surmmary Ferm ahall be given 3o apstoglate Paper Ho., plazed i lha right nand pelen of thy f, and #stad 6n lhe
"‘.::u..rL.. sastion ol e f2a swapper, in 2 persenal inlonviewr, a dupfienls of he Fv:m is ghento |hn oppizant {or altmnzy or agenl) slive

canahaian of the internviews, In the cane of o tslophene of vides-conferense interview, the copy Is mabed tathe nppcant's corespendenze adiress
gihe wan o Friaf 1o 1o nest clfichl cesmrmuntsatizn, I sdditlonal cesrespondence hom tha exammianr [s nal Bisly bolore on sbiowanzs ertf cthit
eratmstanzed doiate, the Ferm ko Be mabes premplly ofter the Interview rather ihan with the next offizisl samununicaton,

Tha Four provides Iot gecardziinn of 1ha [28awing informalien;

- Apptaahsn Humbas (Sefiss Code and Seast Humber)

«  Hame of appicant

-~ ame el examinet

- Dole shintenlew

«  Type cf nlorview {ialephaniz, wwiag-sonleronce, o paraanil)

- Mamw of parbsigard(s) {applicant, allomuy of ogart, exarlnel, ciher FTO purstrag, olz)

~  Aningicaton whether £f net an pxhid was chown of § demonsizalion conducied

~  Antdaptifizgtian ef the speatlic prisr &t dianussed

= Jnindisaticn whelber an agreomeat was ronshed and if so, 2 desedplion o) the penaral nalure ol the agreemsnd {may ks 2y
silashimenl of ¢ copy of dfnandsents of wliima agreed 95 bulng oifevabie), Noles Apreement 25 Is elovabliny b 1entatie and dous
rot resiizt Lothes action h/ Tha examminet {0 1he conuary,

w Hha nignatere of the sxeminer who condusled the Interviaw (if Form Is nel 2n pllaahment lo 3 signed Glfige actizn)

it is gralpkts i3l the examines eraliy 1emind tha appieant of hls or her obdigation ie record The svbslange of the Interviy of #ach cose
iese belh sppdeent snd axaminer agree thal ine esamines wil raceed pome. Whors Inb examing? agrars Yo record the subslanze el e Bteres:,
o viven & |a sdaqualoly recorded on the Farm af In an altashment Eo the Foum, 1he examinar show'd check the approprista box aliho ballom sf the
Fert which nlorms the appboant tha! the sukmisslon of a separale recoid of the substanse of tho Inferviow as o s.&pplcmnn: to the Ferm s nei
fequdred.

% shoud Se noted, kowever, ihal the infendew Summary Foizn v nol normply be consideted & compielo and propet recotdalicn of the
indaraeve unlesa ) ncleces, of Iy supsiemenled by te appfzant or the examinef ta 2lude, a8 of the appkeable llems requized balsw ¢sngeming Ing
substanst ¢f the intandny

2 eomptale and proper 1acerdatien & the substants of any inlervicwy shoud nctude ol loast the fakewdng applcabie Remy:
11 A Beist desception of ise natura ¢f any exXip} shown or ony domenshizlion senducied,
24 v idenlizallen of the Cadimy tEanased,
At an Kexttzalicn of the spealfic pror a1 discussed,
44 an tdentication of tha pilazlealp dmerts of & fontive aalure dimsed, unless s 2o aTaaty desstitad onthu
imtarsioy Summary Fom campisted by the Examingr,
5} & bylal ilantfication of the gentea! thruat of tho prinzipal arguments presented ba tho examinet,
{The [denblizalicn ef srgumonts nesd nol be fergthy of alzbarte. A varbatm or highly dotaier dosenplion of the 37guments 1 nel
required. Tha Identficatlon of he argumenls ks sulfisizrd M iho grnerst nolute of lheal of the prinspel argumonts pade 2 the
praminer con bo undorstaad in the conlon of Iue appbeston fte, Ofgouwnp, 1ho applizant may desiia o smphasize and iy
desstba thesa argienents whith bs or ahe Fasls werg ¢f mighl bis persuasive 1o (he avamines}
6] 4 geaersl Biallen of 3y erhes perinenl matiers discussed, and
Tyl approanate. the gensral reatts of bultcms of the Intecdew untesa airesdy Ueotribut inshe Imenviow Summdy Fern compisied by
e examingy

Examiiers arg ceposied Lo carelully revies the opplicant's razord of Lhe sutstanca of enlbnterview, If the recard ls nod ecmplele and
cecurdly, tha examinet wit pive the appisan! ah extondakle sha mont time parfod Lo comeet the eezord

Examiner Lo Check for Accurazy
i Wne cladma are aliewabie fos cthet reassat of iesord, tho examings shouid send 3 Telles celling forih the mansners soision cliby
stalumunt stidzuled to him of her. 1ihe racord b complele and acturile, the oxamings shauld plaze the indization, “Intprview Nestid DR entne
PAAT ksmiding the substance of the inleivicy; 2loag vwih Uhe dale 2nd the examiner'a indials,
2
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ST O0G61,198 PATENL

1
T THE UNTTED STATES PATENT AND TRADERARK OFFICE /
\ Applieant  Sayesral. Fxasminsr: Mutnithithadba, Navﬁ{ﬁ /Zj
Strind Nou: 00/587,199 Group An Uniu 3736 i
Filed: September 21, 2000 Docket No.: 12008.15-U5-Cl i
Title: ANALYTE MORITORING DEVICE AND METHODS OF USE

CERFIFICATE LRIDER 3T GFR 18
‘ ¥ hereny cerdly that thls cormerpondatee is being wnsmined via factimils to the C:jsﬁjr bategys, TC3T20
o

Wovenber 14, 2002, .
o Movember 14, 2002 (4/&1 . ; ;/

By hilchais Quarania

AMENDMENT & RESPONSE

Comunissioncr {or Patzois
Washimgon, D.C. 20231

Dear S

This respens= is sulznitied in 7eply to the OMTcs Action duid July 24, 2002, which sel a

shartened three-month sramutory period for response expiring on October 24, 3002, Plense

emend the epplication as set forth below.

In the Snecificatipn
Pluose ameed the speeification by adding the following sertion immediately brlow the

! titlz on page 1. e

s e e

T Related Applications
This ugplicztion is 2 continuntion of upplicesion Seriul No. 09/870,677, Rled Apdl 30,

P j{ }698. which is incorporated hereinby relerence.
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REMARKS
Applicants thank the Examiner for the Examiner’s carolul review of the

sppiication.

Reicction of Clalms 121, 126, 1284130, 131, 134, and 145 under 35 U.S.C. §i02(e}

Ind=pendent clzims lﬁl zod 131 (and their dependent claims 126, 128-139, and

134 and 133, raspestively) were rejected under 35 U.8.C, §102{e), as being auticipated
by United Swates Patent No. 5,711,861 ("Ward"),

According to the Office Action of July 24, 2002, Ward discloses each and every

element of the independent claims, including a Mranscmaneous electrochemical sensor”
=1t 2 "senser controd unit adapted for placement on skin and adapted for receiving »
periins of the ranscwianenus cisctrochemical sensor® In facy, Ward fails 1o teach
cither of these =lcmcr'1ts. both of which are requited by indspendent claims 121 and 111,

Ward 12acics an eppatamus for monitering anglytes. The opparatus wught by
Ward includes o sensor and a rensminer. The sensor and Transmitter are “implented as
a single unit in the patient.” See col. 7, 1. 39-40.

Applicaris’ slaimed invention {indspendent claims 121 awl 131) requires o
ranscutoncaus sensor, L.e., o sensor partially insered benaath the surface of the skin
and partially projecting ourwardly from the patient's skin. Ward, on the other hend,
1eaches o sonsor it is implanted entirely sebontuneousty. Sseeel 12, 11 27-30(". .
.The prefecrsd locotion i3 subcutaneous."). At no point does Ward discloss or supgest a

iransclizneous sensoer.

Applicants' claimed invendon (independent claims 131 and 131) 2iso requires a
stnsor control unit adapted for placement o5 skin, Ward discloses 2 sysiem in which
each and cvary slement (other than the remosely located receiver and compater sysien
that zealyze the enalyte infonuetion) is impianied beneuth the skin, No portion of the
system the sysiem weught by Ward is "adapred for placement on s¥in.” Farther, aothing
in Ward suggests such a modification.

Beeauge Ward fails 1o dizsclose or suggest cither 2 "ranscutancous

eiecrrochemical sensot” or 2 "sensor contrel unit adapied for placement on skin,” as

\f
i
et o < SR> AR LA RIIPIERlarm Sendard Tond]
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mquired by sach of indepsodent claims 121 and 131, Ward sunnot properly servegs o
basis for tbe rejection of these claims under 35 U.S.C. §102{(z). Ascordingly, for the
forzgoing reasons, Applicants respectiully request reeonsideration and w:ith(ira-a-a] of
the rejection of claims 121, 126, 128130, 131, 134, and 145,

Conclusion

Claims 146176 ars allowad. Applicants thank the Examiner, Claims 1211435
reradin pending io the opplication. These claims are bulieved io be allowebic for the
reasons set forth above. This amendmenl is belivved 1o b resporsive to all points
raised in 1he Office Action, Accordingly, Applicaals respectfully request prompt

cconsideration, allowanse, zad pessage of the cpplication to issue. Should the
Zszminer bave any remzining questions or concemns, the Examiner iz urged to conraet
iho undersigned by tdlephone a: the number belaw 1o expeditiously resolve such

concens.

Respectlnily submitted,

MERCHANT & GOULD, b.C.
P.0. Box 2903
Mingeapolis, Mimesola $5102.0903
(612) 332-5300

pnldNow 2o o Yora © N/

NicHolzs P, Johns
Reg. No. 45,995

1

Rezsivad o IR > L WHIRLLALEPINEStem Stendard Vi)
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LEXSEE

ALLOC, INC., a Delaware corporation, et al., Plaintiffs, v. UNILIN DECOR N.V,, a2
Belgian company, et al,, Defendants,

Civil Action No, 03-253-GMS

UNITED STATES DISTRICT COURT FOR THE DISTRICT OF DELAWARE

2603 U.S, Dist. LEXIS 11917

July 11, 2003, Decided

DISPOSITION: [*1] Defendants’ motion to stay litiga-
tion granted. Plaintiffs' motion to strike portions of an-
swer and complaint dismissed, without prejudice.

CASE SUMMARY:

PROCEDURAL POSTURE: Plaintiffs, patent holders,
brought a complaint alleging patent infringement against
defendants, floor companies. Before the court was the
tompanies' motion to stay lidgation of the '579 patent
pending the completion of both the '621 reexamination
proceedings and the United States Federal Circuit's deci-
sion on the ‘267,907, and 410 pateats.

OVERVIEW: In the present case, the '579 patent was
the only patent in dispute. However it was the latest of
the continuation patents that stemmed from the original
'621 patent. The '379 patent had never been reviewed by
the United States Patent and Trademark Office, the In-
ternational Trade Commission, or any other court. Even
though the '579 patent did not coniain precisely the same
claims of the other patents that were under review or
recxamination, there was a sufficient correlation among
all of the patents for the court to conclude that a stay was
appropriate. With regard to the issue of efficiency, it was
beyond dispute that the court would benefit from a nar-
rowing of the numerous complex issues telating to
claims, which, if clearly defined, would streamline dis-
covery and subsequent litigation. To this end, the reex-
amination of the '621 patent would greatly serve the pur-
pose of defining the issues in this case. The court found
that a stay would not unduly burden the patent holders'
case as the stay would then be of short duration. The
court noted that discovery had not yet begun, nor had a
discovery schedule been entered at this time. Likewise,
the court had not yet set a trizl date,

OUTCOME: The floor companies' rotion o stay pend-
ing the reexamination was granted. The floor companies’

motion to sirike portions of the answer and complaint
was without prejudice.

CORE TERMS: potent, reexamination, discovery, in-
fringement, unduly, motion to stay, additionaily, con-
tinnation, issues relating, subject matter, trial date, disad-
vantage, tactical, collectively, infringed, asserting, in-
fringe, latest

LexisNexis(R) Headnotes

Patent Law > Remedies > Collateral Assessments >
Costs

Civil Procedure > Entry of Judgments > Stay of Pro-
ceedings & Supersedeas

[HN1]} The decision to stay a case is firmly within the
discretion of the court. This authority applies equally to
patent cases in which a reexamination by the United
States Patent and Trademark Office (PTO) has been re-
quested. Courts have inherent power o manage their
dockets and stay proceedings, including the authority to
order a stay pending conclusion of a PTO reexamination.
In passing legislation establishing the reexamination pro-
ceeding, Congress stated its approval of district courts
liberally granting stays within their discretion. In deter-
mining whether a stay is appropriate, courts are directed
to consider the following factors: (1) whether a stay
would unduly prejudice or present a clear tactical disad-
vantage to the non-moving party; {(2) whether a stay wili
simplify the issues in question and trial of the case; and
(3) whether discovery is complete and whether & trial
date has been set.

Patent Law > U5, Potemt & Trademark Office Pro-
ceedings > Comtinuntion Applications > Priority

Patgnt Law > Date of Invention & Priority > General
Overview
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Patent Lew > Jurisdiction & Review > Subject Matzer
Jurisdiction > Appeals

[HN2] A continuing application is one filed during the
pendency of another application which contains at least
part of the disclosure of the other application and names
at least one inventor in common with that application.
Thus, a continuation application claims the same inven-
ton claimed in an earlier application, although there may
be some variation in the scope of the subject matter
claimed.

COUNSEL: For Alisc Inc, Berry Finance NV, Valinge
Aluminivm AB, PLAINTIFFS: Francis Digiovanni,
Connolly, Bove, Lodge & Hutz, Wilmington, DE USA.

For Unilin Decor NV, Quick-Step Fiooring Ine,
DEFENDANTS: Richard L Horwitz, David Ellis Moore,
Potter Anderson & Corroon, LLP, Wilmington, DE
USA.

For Unilin Decor NV, COUNTER-CLAIMANT: Rich-
ard L Horwitz, Potter Anderson & Corroon, LLP, Wil-
mington, DE USA,

For Unilin Decor NV, Quick-Step Flooring Inc,
COUNTER-CLAIMANTS: David Ellis Moore, Potter
Anderson & Corroon, LLP, Wilmington, DE USA.

For Alloc Ine, Berry Finance NV, Valinge Aluminium
AB, COUNTER-DEFENDANTS: Francis Digiovanni,
Connoliy, Bove, Lodge & Hutz, Wilmington, DE USA.

JUDGES: Gregory M. Sleet, UNITED STATES
DISTRICT JUDGE.

OPINIONBY: Gregory M. Sleet

OPINION:
MEMORANDUM AND ORDER

1. INTRODUCTION

On March 5, 2003, Allog, Inc. ("Alloe™), Bemry Fi-
nance N.V. {"Berry"}, and Valinge [*2] Aluminum AB,
("Valinge") (collectively "the plaintiffs”) filed a com-
plaint against Unilin Decor, N.V. ("Unilin") and Quick-
Step Flooring, Inc. ("Quick-Step”) (collectively “the de-
fendants™) alleging infringement of U.S. Patent No.
6,516,579 ("the '579 patent”). The '579 patent is the latest
in a series of continuation patents that include U.S. Pat-
ent Nos. 5,706,621 ("the '621 patent"), 5,860,267 ("the
267 patent”), 6,023,907 ("the ‘907 patent"), and
6,182,410 ("the 410 patent").

The '621 patent is cuwrently undergoing reexamina-
tion in the United States Patent and Trademark Office

Filed 04/06/2006 Page 34 of 41

2003 U.S. Dist. LEXIS 11917, *

{"PTO"). Additionally. the Federal Circuit is considering
infringement issues with repard to the 267, '907, and
‘410 patents after the Intemational Trade Commission
{"ITC") rendered a non-infringement decision in favor of
Unilin and against the plaintiffs.

Presently before the court is the defendant's motion
to stay litigation of the ‘579 paient pending the comple-
tion of both the '621 reexamination proceedings and the
Federal Circuit's decision on the '267, 907, and 410 pat-
ents, After consideration of each of the factors involved,
and for the reasons detailed below, the court will grant
the motion [*3] to stay.

. BACKGROUND

The parties involved in the present action have at-
tempted to resolve their patent infringement issues in
many different forums, both in the United States and in
Europe. Specifically, in July 2000, Pergo Inc. {"Pergo"),
Unilin's licensee, brought a declaratory action in the Dis-
trict of Columbia with regard to the '267, '807, and '621
patents in response to the plaintffs' threats of jnfringe-
ment litigation. Pergo additionally filed a request for
reexamination of the *621 patent in the PTQ, This reex-
amination is currently ongoing. The plaintiffs subse-
quently filed a complaint in the Eastern District of Wis-
consin asserting that Pergo and Unilin infringed the 267
and '907 patents. In response, Unilin filed its own de-
claratory judgment action in the District of Colurmbisa,
alleging that its product did not infringe the '267, 907,
and '621 patents,

In December 20600, the plaintiffs initiated a proceed-
ing in the ITC asserting that Unilin infringed the 267,
'907, and 410 patents. Upon the filing of the ITC action,
all of the district court actions between the two parties
concemning the alleged infringement of the '267, '907,
and '410 patents were stayed [*4] pursuant to 28 U.5.C.
8§ 1659, In November 2001, an ITC Administative Law
Judge ("ALJ") issued a decision finding that Unilin did
not infringe the '267, '907, or 410 patents. The ITC af-
frmed the ALYs decision in April 2002, The plaintiffs
then appezled to the Federal Cireuit, which heard oral
srgument on that case in March 2003. No decision has
vet issued.

In the present case, the ‘579 patent is the only patent
in dispute. However, as the court noted above, it is the
latest of the continuation patents that stem from the
original *621 pateni. The '579 patent has never been re-
viewed by the PTO, the ITC, or any other cout,

III. DISCUSSION

fEIN1] The decision to stay a case is firmly within
the discretion of the court. See Cost Bros., Inc. v. Travel-
ers Indem. Co., 760 F.2d 38, 60 (3d Cir. 1985). This au-

Page 2
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thority applies equally to palent cases in which a reex-
arnination by the PTO has been requested. Erfricon, frc.
v. Qrigg, 849 F.2d 1422, 1426-27 (Fed. Cir. 1988) (not-
ing that “courts have inherent power to manage their
dockets and stay proceedings, including the authority to
order a stay pending conclusion of a PTO reexamination,
{*3] ") (internal citations omitted); see also Emhart In-
dus. v. Sankyo Seiki Mfg., 1987 U.S. Dist. LEXIS 15033,
5 U.B.P.Q.2d 1889. 1890 (N.D. Iil. 1987) (recognizing
that, "in passing legislation establishing the reexamina-
tion proceeding, Congress stated its approval of district
courts liberally granting stays within their discretion.");
Goudd v. Control Laser Corp., 705 F.2d 1340, 1342 (Fed.
Cir. 1983} (citing legislative history of resxamination
statute).

In determining whether a stay is appropriate, courts
are directed to consider the following factors: “(1)
whether a stay would unduly prejudice or present a clear
tactical disadvantage to the non-moving party; (2)
whether a stay will simplify the issues in question and
trial of the case; and (3) whether discovery is complete
and whether a trial date has been set.” Xerox Corp, v, 3
Comm Corp., 69 F. Supp.2d 404, 406 (W.D.N.Y. 1999)
{citing cases); cf United Sweetner USA, Inc. v. Nu-
trasweet Co., 766 F. Supp. 212, 217 (D, Del. 1991) (stat-
ing a sirnilar test).

In opposition to the defendants’ motion to stay, the
plaintiffs first argue that, since the '579 patent irself is not
at issue [*6] in the reexamination proceedings, or in the
Federal Circuit appeal, there is no neéd to stay the case
before this court. See D.I. 21 at 7. The court must dis-
agree because the plaintiffs cannot credibly argue that
the patents are not alike in subject matter, as well as in
many of their claims. This is so because, in general,
[HN2] "a continuing application is one filed during the
pendency of another application which contains at least
part of the disclosure of the other application and names
at least one inventor in common with that application.”
Transco Products, Inc. v. Performance Contracting, Inc.,
38 F.3d 331, 555 (Fed, Cir. 1994)}. Thus, a continnation
application “claims the same invention claimed in an
earlier application, although there may be some variation
in the scope of the subject matter claimed.” J/d. Indeed,
the plaintiffs themselves admit that the patents in ques-
tion do have some terms in common. See D.I. 21 at 10.
Therefore, even though the 'S79 patent does not contain
precisely the same claims of the other patents that are
under review or reexamination, there is a sufficient cor-
relation ameng all of the patents for the eourt to conclude
that 2 [*7] stay is appropriate.

Additionally, with regard 1o the issue of efficiency,
it is beyond dispute that the court would benefit from a
narrowing of the numerous complex issues relating to
claims, which, if clearly defined, would streamline dis-
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covery and subsequent litigation. To this end, the reex-
amination of the '621 patent will greatly serve the pur-
pose of defining the issues in this case. For example, the
court will gain the benefit of the PTO's particular exper-
tise in evaluating the prior art. See Pegasus Development
Corp. v. DirecTV, Inc, 2003 U.S. Dist. LEXIS 8052,
2003 WL 21105073, *2 (D. Del. May 14, 2003) {(cita-
tops omitted). Likewise, the court will also benefit from
the reexamination process in that (1) many discovery
issues relating to prior art may be alleviated; (2) the re-
cord of the reexamination likely wounld be entered at
trial; {(3) the issues, defenses, and evidence will be more
easily limited in pre-trial conferences following a reex-
amination; and (4) the ouicorne of the reexamination
Process may encourage a settlernent without further ip-
volvement of the court. /d. (citations omitted). Such a
refinement of the issues will benefit both parties by re-
ducing litigation costs. [*B] See id. This approach will
also best conserve the court's scarce resources. See id.
Similar benefits will likewise flow from the Federal Cir-
cuit’s analysis of the ‘267, '907, and 410 patents.

The plaintiffs alternatively contend that the motion
is premature because the two proceedings that have a
potential impact on this case may be decided well before
this case reaches the claim interpretation stage. See DL
21 at 5. However, if the decisions of the PTO and Fed-
eral Circuit are imuninent, a5 the plaintiffs suggest, a stay
at this time would not unduly burden their case as the
stay would then be of short duration.

Finally, the court notes that discovery in this case
has not yet begun, nor has a discovery schedule been
entered at this time, Likewise, the court has not yet set a
trial date. Therefore, the stay will be entered before any
party incurs substantial litigation-related expenses,

IV. CONCLUSION

In light of the above considerations, the court con-
cludes that a stay at this point in the case would not un-
duly prejudice the plaintiffs or create for them 2 clear
tactical disadvantage. Indeed, a stay will allow the issues
before the court ta be further simplified [*9] and defined
to the benefit of the parties, as well as the court.

For the foregoing reasons, IT IS HEREBY
ORDERED that;

1. The Defendants' Motion to Stay Pend-
ing the Reexamination by the U.S, Patent
and Trademark Office and Ruling by the
United States Coust of Appeals for the
Federal Circuit (D.L 15) is GRANTED.
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2. The parties shall advise the court of any 11} is DISMISSED, without prejudice,
decision that results from the PTO's reex- and with leave to re-file should it become
amination of the '621 patent and any deci- necessary following the stay.

sion that results from the Federal Circuit's
copsideration of the '267, '907, and 410
patents within thirty (30) days of the date Dated: July 11, 2003

of each decision. Gregory M. Sleet

3. The Plaintffs' Motion to Strike Por- UNITED STATES DISTRICT JUDGE
tions of the Answer and Complaint (D.I
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LEXSEE

COGNEX CORPORATION, Plaintif, v. NATIONAL INSTRIIMENTS
CORPORATION, Defendant.

Civil Action No. 08-442-JJF

UNITED STATES DISTRICT COURT FOR THE DISTRICT OF DELAWARE

2001 U.S. Dist. LEXIS 25555

June 29, 2001, Decided

DISPOSITION: [*1] Cognex Corporation’s Motion To
Stay Or, In Alternative, For Extension Of Deadlines In
Case DENIED.

CASE SUMMARY:

PROCEDURAL POSTURE: Pluintiff claimant filed a
patent infringement action against defendant corporation.
The claimant requested a stay or in the alternative, a
three month delay in the proceedings because it had re-
quested 2 reexamisation of the patent by the United
States Patent and Trademark Qffice (PTO).

OVERVIEW: The claimant advised,the court by letter
that the PTO granted its request for reexamination of the
patent at issue, and asserted that reexamination of the
patent would narrow and or resolve the issues in the case.
The corporation argued that a stay would cause it severe
prejudice. The court ruled that a stay and or extension
was po! warmnted in the preseat case. The claimant
could not demonstrate a clear case of hardship or ineg-
uity, and the corporation would be prejudiced if the court
were to grant a stay. Discovery was scheduled to close
on May 4, 2001, less than three weeks before the claim-
ant filed the instant motion to stay, and trial was sched-
uled for October 23, 2001. The parties had conducted
extensive discovery in Delaware, Califormia, Texas,
Washington, D.C., and Massachusetis based on a sched-
ule coinciding with the October 23 trial date, Given the
current time tables for action in the PTO, the court be-
lieved that the trizl in the present case would likely be
completed prior to any action by the PTO. Also, any
hardship incurred by the claimant as a result of its re-
quest for reexamination was in part a result of the claim-
ant's own making,

OUTCOME: The motion to stay or in the altermative,
for an extension of deadlines, was denied.

CORE TERMS: reexannation, trial date, discovery,
hardship, scheduled, clear case, inequity, requesting,

patent infringement, simplify, disputed, patent, reasons
discussed

LexisNexis(R) Headnotes

Civit Precedure > Entry of Judgments > Stay of Pro-
ceedings & Supersedeas

{HN1] The decision to grant or deny a stay is within the
court’s broad range of discretionary powers.

Civil Procedure > Entry of Judgments > Stay of Pro-
cecedings & Supersedens

[YIN2] In determining whether a stay is appropriate, the
court should weigh the competing interests of the parties
and attempt to maintain an even balance. In weighing the
interests involved, courts are generally guided by such
factors as (1) whether a stay will unduly prejudice or
present a clear tactical advantage to the non-movant; (2)
whether 2 stay will simplify the issues raised by the par-
ties; and (3) whether discovery is complete and a trial
date has been set. In balancing these factors, courts must
be particularly mindful of the consequences of the stay
on other parties,

Civil Procedure > Entry of Judgments > Stay of Pro-
ceedings & Supersedeas

[EIN3] Where a stay will forestall the trial date agreed
upon by the parties, the court has required the party re-
quesfing the stay to mzke a showing of "a clear case of
hardship or inequity” before the court can enter a stay
order.

Page i



Case 1:05-cv-00590-GMS  Document 48-3

PUBLIC VERSION

COUNSEL: Neal C. Belgam, Esquire and Dale R.
Dube', Esguire of BLANK ROME COMISKY &
McCAULEY LLP, Wilmington, Delaware.

Of counsel: George M. Sirilla, Esquire; G. Paul Edgell,
Esquire; and William P. Atkins, Esquire of PILLSBURY
WINTHROP LLP, Washington, D.C. Aftorneys for
Plaintiff.

William J. Marsden, Ir., Esquire and John T. Melj, Jr,,
Esquire of FISH & RICHARDSON P.C., Wilmington,
Delaware.

Of counsel: Frank E, Scherkenbach, Esquire; David M.
Barkan, Esquire; and Jolir V. Picone IH, Esguire of
FISH & RICHARDSON P.C., Menlo Park, California.
Atiorneys for Defendant.

JUDGES:  Joseph
DISTRICT JUDGE.

Faman, UNITED STATES

OPINIONBY: Joseph Farnan

OPINION:
MEMORANDUM OPINION

Wilmington, Delaware

Farnan, District Judge.

Pending before the Court in this patent infringement
action is Cognex Corporation's Motion To Stay Or, In
The Alternative, For An Extension Of The Deadlines In
This Case (D.I. 84). By its Motion, Plaintiff, Cognex
Corporztion ("Cognex"), requests a stay or, in the alter-
native, o three month delay in the proceedings in this
case, [*2] because it has reguested a reexamination of
the patent in suit by the United States Patent and Trade-
marck Office ("PTO"). By letter dated May 29, 2001,
Cognex advised the Court that the PTO granted Cognex's
request for reexamination of United States Patent No.
3.481.7i2 (the ™712 Patent"). Cognex contends that re-
examination of the '712 Patent will narow and/or resolve
the issues in this case. Specifically, Copnex contends that
if the 712 Patent is declared unpatentable, it is likely that
the patent litigation will be dismissed. On the other hand,
if the PTO finds the 712 Patent patentable over the prior
art, Cognex contends that the PTO decision might en-
courage the parties to settle this action.

Defendant, National Insttuments Corporation {"Na-
tional Instruments"), opposes any stay in this case. Spe-
cifically, Natiopal Instruments contends that a stay
would cause National Instruments severe prejudice be-
cause: {1) the liigation schedule and trial date would be
delayed causing National Instuments additional ex-
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pense; (2) Cognex would be able to continue to hold the
specter of litigation over National Instruments and its
customers; and (3) Cognex has already forced National
Instruments {*3] to spend over a million dollars defend-
ing itself in this action before requesting the stay, despite
the fact that Cognex had the malerials necessary to seek
reexamination earlier.

After reviewing the parties’ positions with respect to
the instant motion and the applicable law, the Court con-
cludes that a stay and/or extension is not wammanted in
this case. Accordingly, for the reasons discussed, the
Court will deny Cognex's Motion To Stay Or, In The
Alternative, For An Extension Of The Deadlines In This
Case.

DISCUSSION

[HN1] The decision to grant or deny a stay is within
the court's broad range of discretionary powers, Dentsply
International. Inc. v. Kerr Manufacturing Co.. 734 F.
Supp. 636. 638 (D. Del. 1990) (citations omitted).
{HN2] In determining whether 2 stay is appropriate, the
court shonid "weigh the competing interests of the par-
tigs and atterpt to maintain an even balance.” Id. In
weighing the interests involved, courts are generally
guided by such factors as (1) whether a stay would un-
duly prejudice or present a clear tactical advantage to the
non-tnovant; (2) whether a stay will simplify the issues
raised by the parties; and (3} whether discovery is com-
plete [*4] and 2 trial date has been set. Gioello Enter-
prises Ltd. v. Mattel, Inc., 2001 WL 125340 (D. Del. Jan.
29, 2001); United Sweetener USA. Inc. v. Nuirasweet
Co.. 766 F. Supp. 212 217 (D Del. 1991}, In balancing
these factors, courts must be particularly mindful of the
consequences of the stay on other parties. Dentspiv In-
ternational. 734 F. Supp. at 658 (recognizing that Court
must consider whether "there is 'even a fair possibility'
that the stay would work damage on another party"} (ci-
tations omitted). [HN3] Where a stay will forestall the
trial date agreed upon by the parties, this Court has re-
quired the party requesting the stay to "make a showing
of 'a clear case of hardship or inequity' before the Court
can enter a stay order” Id. (citing Gold v. Johns-
Manviile Sales Corp.. 723 F.2d 1068. 1076 (3d Cir.
19830

In this case, discovery was scheduled to close on
May 4, 2001, less than three weeks before Cognex filed
the instant Moton To Stay, and trial is scheduled for
October 23, 2001. n! Accordingly, Cognex must demon-
sirate a clear case of bardship or inequity before the
Court will enter an order staying this {*3] action.

nl Although discovery has since been ex-
tended until July 2001 by stipulation between the
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parties (D.I. 106), the trial date in this case has
nat been changed.

Afier reviewing the parties’ arguments, the Count
concludes that Cognex cannot demonsirate a clear case
of hardship or inequity, and that National Instruments
would be prejudiced if the Court were to grant a stay in
this case. Cognex primarily contends that reexamination
will simplify the issues in this case such that the litiga-
tion may be settled or dismissed and the parties’ expenses
significantly reduced. However, as National Instruments
points out, Copnex's complaint alleges a variety of
claims which are not linked to the patent infringement
claim, including claims of copyright and tredemark in-
fringement and unfair competition, all of which will re-
quire a trial.

In addition, Cognex contends that the resxamination
may result in changed claims, which would cause this
action to be litigated twice, wasting the Court's and the
parties’ resources. [*6] However, the Court is unper-
suaded by Cognex's contention, The trial in this case is
scheduled for October 2001, and the PTO granted
Cognex’s request for reexamination in May 2001. Al-
though Cognex disputes the figures provided by Natjona}
Instraments concerning the pendency of applications in
the PTO becanse National Instruments telies on original
appHcations rather than reexamination applications, even
Cognex's figures suggest that the median reexamination
time is 16 months. Thus, given the current time tables for
action in the PTO, the Court believes that the rial in this
case will likely be completed prior to any action by the
PTO. (D.L B7 at Exh. G; D.L 94, Exh. D).

Further, any hardship incurred by Cognex as a result
of its request for reexamdnation is, in part, a result of
Cognex’s own making, National Instruments contends
and Cognex has not disputed, that Cognex has had at
least some of the documents it presented to the PTO in
its request for reexamination for quite some time. Na-
tional Instruments identified specific prior art references
in its Answer to the Complaint in June 2000, yet Cognex
waited until six months before the scheduled tral date in
this case to seek reexamination [¥7] of the '712 Patent,
n2 Accordingly, the Court cannot conclude that Cognex
has demonstrated a clear case of hardship or inequity
Justifying a stay in this case. Dentsply, 734 F. Supp. at
639 ("The Coust will not elevate [a party's] failure to
address its concems in a timely fashion {o an example of
hardship warranting a stay.”); see also Remington Arms
Company. Inc. v. Modern Muzzleloading, Inc.. 1998
U.S. Dist, LEXIS 21526, 1998 W 1037920 (D.N.C.
Dec, 17, 1958) (denying stay where trial date set and
defendant’s delay in requesting reexamination with PTO
was unjustified given that defendant knew of the prior art
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forming its request for reexamination well prior to its
resxamination request).

n? Althcugh Cognex contends that National
Instruments did not preduce many of these
documents until much later, National Instruments
also contends and Cognex bas not disputed, that
some of the documents Cognex presented to the
PTO were in Cogoex's possession as early as
1990, well before the inception of this litigation.
Thus, it appears to the Court that Cognex still
ceuld have filed its request for reexamination at
an earlier date.

[*8]

Moreover, given the late stage of Cognex's request,
the Court finds that any delay in the trial date scheduled
for this case would severely prejudice National Instru-
ments, The parties have conducted extensive discovery
in Delaware, California, Texas, Washington, D.C. and
Massachusetts based on a schedule coinciding with the
October 23 trial date. National Instruments has scheduled
its experts and made tral support accommodations in
Delaware based upon the October 23 trial date. Any de-
viation from the October trial date at this late stage in the
litigation would pecessarily prejudice National Instru-
ments. See Wayne Automation Corp. v. R.A. Pearson
Co. 782 F. Supp. 516 (E.D. Wash. 1991) {denying plain-
tiff's motion for stay where parties conducted extensive
discovery and trial date was set), Accordingly the Court
will deny Cognex's request for a stay.

As for Cognex's request for alternative relief in the
form of a three month extension, the Court notes that the
discovery deadlines in this case bave been extended by
stipulation of the parties. This scheduling extension
should address Cognex's time concems without necessi-
tating a change in the October 2001 trial date. [*9] Ac-
cordingly, at this time, the Court will deny Cognex's re-
quest for a three month extension.

CONCLUSION

For the reasoms discussed, Cognex Corporation's
Motion To Stay Or, In The Alternative, For An Exten-
sion Of The Deadlines In This Case will be dented.

An appropriate Order will be entered,
ORDER

At Wilmington, this 29 day of June 2001, for the
reasons set forth in the Memorasdum Opinion issued this
date;

IT IS HEREBY ORDERED that Cognex Corpora-
tion's Motion To Stay Or, In The Alternative, For An
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Extension Of The Deadlines In This Case (DI 84) is Joseph Faman
DENIED.

UNITED STATES DISTRICT JUDGE
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