
 

   
  

IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF COLUMBIA 

 

IN RE PAPST LICENSING GMBH & CO. 
KG LITIGATION  
__________________________________ 

This Document Relates To:  
 
ALL CASES 

 
 
 
 
Misc. Action No. 07-493 (RMC) 
MDL Docket No. 1880 
 

  
NOTICE OF RE-FILING OF MOTION TO DISMISS OR, IN THE ALTERNATIVE, TO 

TRANSFER ACTION FROM THE NORTHERN DISTRICT OF ILLINOIS TO THE 
DISTRICT OF THE DISTRICT OF COLUMBIA FOR TRIAL 

 
 Pursuant to the Court’s Second Practice and Procedure Order dated April 8, 2008, 

FUJIFILM Corporation and FUJIFILM U.S.A., Inc. (collectively, “Fujifilm”) hereby give notice 

of the re-filing of their Motion to Dismiss or, in the Alternative, to Transfer which was originally 

filed in the United States District Court for the Northern District of Illinois on June 22, 2007.  

 As set forth in Fujifilm’s motion and memorandum, the Complaint Papst filed in the 

Northern District of Illinois fails to allege infringing activities by Fujifilm or plead facts that 

support personal jurisdiction over Fujifilm in the Northern District of Illinois, in particular with 

respect to FUJIFILM Corporation.  Moreover, if the Complaint is not dismissed in its entirety, it 

should be transferred to this Court for trial where the actions brought by at least Casio, Fujifilm, 

Matsushita and JVC will be tried.  
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Dated: April 14, 2008    Respectfully submitted, 
 
 
 

      s/ Steven J. Routh_______________ 
Steven J. Routh  
HOGAN & HARTSON L.L.P.  
555 13th Street, NW  
Washington, DC 20004-1109  
Telephone:  (202) 637-6472  
Facsimile:  (202) 637-5910  
sjrouth@hhlaw.com 
 
Attorney of Record for Fujifilm Corporation And 
Fujifilm U.S.A., Inc. 
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CERTIFICATE OF SERVICE 
 

 I hereby certify that on this 14th day of April, 2008, I served the foregoing Notice Of Re-

Filing Of Motion To Dismiss Or, In The Alternative, To Transfer Action From The Northern 

District Of Illinois To The District Of The District Of Columbia For Trial and accompanying 

Notice of Motion, Motion, Memorandum in Support and Exhibits on all counsel of record by 

filing it through the United States District Court for the District of Columbia Electronic Case 

Management System. 

 

      _s/ Steven J. Routh________________________ 
      Steven J. Routh 
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UNITED STATES DISTRICT COURT 
NORTHERN DISTRICT OF ILLINOIS 

EASTERN DIVISION 
     
PAPST LICENSING GmbH & Co. KG,  ) 
    ) 
  Plaintiff,  ) 
    ) 
 v.   )   Civil Action No. 07cv3401 
    ) 
FUJIFILM Corporation, and    ) 
FUJIFILM U.S.A., Inc.,   ) 
    ) 
  Defendants.  ) 
    ) 
 

NOTICE OF MOTION 

To: Jerold B. Schnayer 
 John L. Ambrogi  
 WELSH & KATZ, LTD. 
 120 South Riverside Plaza, 22nd Floor 
 Chicago, IL  60606 
 
 PLEASE TAKE NOTICE that on Tuesday, July 10, 2007, at 9:00 a.m., we shall appear 
before the Honorable James Holderman, or any judge sitting in his stead, in Courtroom 2541 of 
the Dirksen Federal Building, 219 S. Dearborn Street, Chicago, Illinois 60604, and shall then and 
there present Motion to Dismiss or, in the Alternative, to Transfer this Action to t he United States 
District Court for the District of Columbia, a copy of which is being electronically served on all 
attorneys of record by means of the Court’s CM/ECF system. 

 
Dated: June 22, 2007 Respectfully submitted, 

By: s/ Matthew J. Gryzlo    
Matthew J. Gryzlo (mgryzlo@mwe.com) 
Brent A. Hawkins (bhawkins@mwe.com)  
McDERMOTT WILL & EMERY LLP 
227 West Monroe Street, Suite 4400 
Chicago, Illinois  60606 
(312) 372-2000 
(312) 984-7700 (facsimile) 
 

 Counsel for Defendants-Fujifilm 
Corporation, and Fujfilm U.S.A., Inc. 
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Of Counsel:  
  
HOGAN & HARTSON LLP 
Steven J. Routh (Bar No. 376068) 
Sten A. Jensen  
555 Thirteenth Street, NW 
Washington, DC  20004 
Telephone: (202) 637-6472 
Telecopier: (202) 637-5910 
E-Mail: sjrouth@hhlaw.com 
sajensen@hhlaw.com 
 

 

William H. Wright 
Robert J. Benson 
1999 Avenue of the Stars 
Suite 1400 
Los Angeles, CA 90067 
Telephone: (310) 785-4670 
Telecopier: (310) 785-4601 
E-Mail: whwright@hhlaw.com 
 

 

John R. Inge  
Shinjuku Center Building 
46th Floor 
25-1 Nishi-Shinjuku 1-Chome 
Shinjuku-ku Tokyo, 163-0646 
Japan 
E-Mail: jringe@hhlaw.com 
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CERTIFICATE OF SERVICE 
 

The undersigned hereby certifies that on June 22, 2007, the Notice of Motion was 
electronically filed with the Clerk of Court using the CM/ECF system, and notification of such 
filing was sent via the CM/ECF system, upon: 

Jerold B. Schnayer (jbschnayer @welshkatz.com) 
John L. Ambrogi (jambrogi@welshkatz.com) 
WELSH & KATZ, LTD. 
120 South Riverside Plaza, 22nd Floor 
Chicago, IL  60606 
Telephone:  (312) 655-1500 
Facsimile:  (312) 655-1501 
 

By: s/ Matthew J. Gryzlo    
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UNITED STATES DISTRICT COURT 
NORTHERN DISTRICT OF ILLINOIS 

EASTERN DIVISION 
     
PAPST LICENSING GmbH & Co. KG,  ) 
    ) 
  Plaintiff,  ) 
    ) 
 v.   )   Civil Action No. 07cv3401 
    ) 
FUJIFILM Corporation, and    ) 
FUJIFILM U.S.A., Inc.,   ) 
    ) 
  Defendants.  ) 
    ) 
 
MOTION TO DISMISS OR, IN THE ALTERNATIVE, TO TRANSFER THIS ACTION 
TO THE UNITED STATES DISTRICT COURT FOR THE DISTRICT OF COLUMBIA 

 
 Pursuant to Rules 12(b)(2), 12(b)(3) and 12(b)(6) of the Federal Rules of Civil Procedure 

and 28 U.S.C. § 1404(a), defendants Fujifilm Corporation (“Fujifilm Japan”) and Fujifilm 

U.S.A., Inc. (“Fujifilm U.S.A.”) (collectively, “Fujifilm”) hereby move to dismiss the Complaint 

filed by Papst Licensing GmbH & Co. KG (“Papst Licensing”) or, in the alternative, to transfer 

this action to the United States District Court for the District of Columbia.   

 As set forth more fully in the accompanying memorandum, the District of Columbia is 

the presumptive venue, under 35 U.S.C. § 293, for patent actions involving foreign holders of 

U.S. patents, such as Papst Licensing, that have no registered agent for service of process in the 

United States.  Pursuant to that statutory provision, an action already is pending in the United 

States District Court for the District of Columbia that involves precisely the same two patents 

asserted by Papst Licensing before this Court.  Casio, Inc. v. Papst Licensing, 1:06-cv-01751-GK 

(USDC DC).  Thus, this action is not the “first- filed” action on the patents- in-suit, and for that 

reason alone it should be transferred or dismissed.  See, e.g.,  Coleman Co. v. Black & Decker 

Corp., 1996 WL 41484 (N.D. Ill. 1996). 
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 2 

 Moreover, on June 21, 2007, Fujifilm filed a declaratory judgment Complaint against 

Papst Licensing in the District of Columbia on the same two patents- in-suit.  While Fujifilm’s 

District of Columbia Complaint is well-pleaded in all respects, the bare three-page Complaint 

filed by Papst Licensing in this Court is defective on its face.  In particular, the handful of 

substantive paragraphs in the Papst Licensing Complaint do not actually allege infringement of 

the patents- in-suit by Fujifilm, or even a good-faith belief based on reasonable investigation that 

such infringement has occurred.  Rather, Papst Licensing has merely alleged that it hopes “a 

reasonable opportunity for further investigation or discovery” will “provide evidentiary support” 

that Fujifilm has committed acts of infringement or has induced others to do so.  Because such 

paper-thin allegations are susceptible to a motion to dismiss under Rule 12(b)(6), the declaratory 

judgment Complaint filed by Fujifilm in the District of Columbia should also be given priority 

over the Papst Licensing Complaint under the “first-to-file” doctrine.  

 Transfer or dismissal of this action is further supported by the relevant equitable 

considerations, including the interests of justice and the convenience of the parties and witnesses.  

A transfer also would avoid the prospect of inconsistency between the rulings of this Court and 

the Casio court in the District of Columbia on issues of claim construction, invalidity, and 

unenforceability. 

 Finally, as indicated above, the Complaint filed by Papst Licensing in this Court is 

defective and should be dismissed because it fails to allege actual infringing activities by 

Fujifilm, and therefore fails to state a claim upon which relief may be granted.  The Complaint 

further should be dismissed because it fails to identify any specific Fujifilm products that Papst 

Licensing alleges infringe the patents- in-suit.  Moreover, Papst has failed to plead facts that 

support personal jurisdiction over Fujifilm, in particular with respect to Fujifilm Japan. 
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 For these reasons and on the additional grounds set forth in detail in the attached 

memorandum of points and authorities and exhibits filed herewith, Fujifilm moves to dismiss or 

transfer this action pursuant to Rules 12 (b)(2), 12(b)(3) and 12(b)(6) of the Federal Rules of 

Civil Procedure and 28 U.S.C. § 1404(a). 

 
Dated: June 22, 2007 Respectfully submitted, 

By: s/ Matthew J. Gryzlo    
Matthew J. Gryzlo (mgryzlo@mwe.com) 
Brent A. Hawkins (bhawkins@mwe.com)  
McDERMOTT WILL & EMERY LLP 
227 West Monroe Street, Suite 4400 
Chicago, Illinois  60606 
(312) 372-2000 
(312) 984-7700 (facsimile) 
 

 Counsel for Defendants-Fujifilm 
Corporation, and Fujfilm U.S.A., Inc. 

Of Counsel:  
  
HOGAN & HARTSON LLP 
Steven J. Routh (Bar No. 376068) 
Sten A. Jensen  
555 Thirteenth Street, NW 
Washington, DC  20004 
Telephone: (202) 637-6472 
Telecopier: (202) 637-5910 
E-Mail: sjrouth@hhlaw.com 
sajensen@hhlaw.com 
 

 

William H. Wright 
Robert J. Benson 
1999 Avenue of the Stars 
Suite 1400 
Los Angeles, CA 90067 
Telephone: (310) 785-4670 
Telecopier: (310) 785-4601 
E-Mail: whwright@hhlaw.com 
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John R. Inge  
Shinjuku Center Building 
46th Floor 
25-1 Nishi-Shinjuku 1-Chome 
Shinjuku-ku Tokyo, 163-0646 
Japan 
E-Mail: jringe@hhlaw.com 
 

 

Case 1:07-cv-03401     Document 8      Filed 06/22/2007     Page 4 of 5Case 1:07-mc-00493-RMC     Document 52-3      Filed 04/14/2008     Page 4 of 5



CERTIFICATE OF SERVICE 
 

The undersigned hereby certifies that on June 22, 2007, the Motion To Dismiss Or, In 
The Alternative, To Transfer This Action To The United States District Court For The District 
Of Columbia was electronically filed with the Clerk of Court using the CM/ECF system, and 
notification of such filing was sent via the CM/ECF system, upon: 
 
Jerold B. Schnayer (jbschnayer @welshkatz.com) 
John L. Ambrogi (jambrogi@welshkatz.com) 
WELSH & KATZ, LTD. 
120 South Riverside Plaza, 22nd Floor 
Chicago, IL  60606 
Telephone:  (312) 655-1500 
Facsimile:  (312) 655-1501 
 

By: s/ Matthew J. Gryzlo    
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UNITED STATES DISTRICT COURT 
NORTHERN DISTRICT OF ILLINOIS 

EASTERN DIVISION 
     
PAPST LICENSING GmbH & Co. KG,  ) 
    ) 
  Plaintiff,  ) 
    ) 
 v.   )  Civil Action No. 07cv3401 
    ) 
FUJIFILM Corporation, and    ) 
FUJIFILM U.S.A., Inc.,   ) 
    ) 
  Defendants.  ) 
    ) 
 
MEMORANDUM OF POINTS AND AUTHORITIES IN SUPPORT OF DEFENDANTS’ 
MOTION TO DISMISS OR, IN THE ALTERNATIVE, TO TRANSFER THIS ACTION 
TO THE UNITED STATES DISTRICT COURT FOR THE DISTRICT OF COLUMBIA 

 
 Nine months before it filed the above-captioned action, plaintiff Papst Licensing GMbH 

(“Papst Licensing”) was sued by Casio, Inc. in the District of Columbia on the same two patents 

now asserted against defendants Fujifilm Corporation (“Fujifilm Japan”) and Fujifilm U.S.A., 

Inc. (“Fujifilm U.S.A.”) (collectively, “Fujifilm”).  See Casio, Inc. v. Papst Licensing, 1:06-cv-

01751-GK (USDC DC) (“Casio Action”).  The Casio Action involves issues relating to claim 

construction, infringement, and validity of U.S. Patent No. 6,470,399 (the ‘399 patent) and U.S. 

Patent No.6,895,449 (the ‘449 patent), just as this action will involve those same issues.  More 

recently, Fujifilm filed a declaratory judgment action in the District of Columbia (“Fujifilm DJ 

Action) raising the same two patents and same set of issues.   

 Under the “first-to-file” rule endorsed by this Court and the Federal Circuit, the existence 

of the Casio Action and the Fujifilm DJ Action in the District of Columbia support the dismissal 

of this “second-filed” case.  Alternative ly, this case should be transferred to the U.S. District 

Court for the District of Columbia for consideration in connection with those two “first- filed 
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cases pending there.  Moreover, as described below, considerations of judicial economy, the 

convenience of parties and witnesses, forum shopping, and the lack of any meaningful 

connection between this action and the Northern District of Illinois further support the dismissal 

or transfer of this action.  Accordingly, Fujifilm moves to dismiss this lawsuit under Federal 

Rule of Civil Procedure 12(b)(3) or, alternatively, for transfer pursuant to 28 U.S.C. § 1404(a). 

 The Papst Complaint also is deficient on its face and should be dismissed pursuant to 

Rules 12(b)(2) and 12(b)(6).  Although it purports to assert a claim of patent infringement, the 

Complaint does not contain any allegation that Fujifilm is in fact infringing the patents- in-suit.  

Instead, the Complaint alleges merely that “reasonable opportunity for further investigation or 

discovery is likely to provide evidentiary support” for a claim of infringement.  Complaint ¶ 9.  

The Complaint further is defective because it fails to identify any specific accused products made 

or sold by Fujifilm.  And, the Complaint also fails to allege sufficient facts to establish personal 

jurisdiction over Fujifilm, particularly with respect to Fujifilm Japan.  While Fujifilm 

acknowledges that the Federal Rules allow notice pleading, the Papst Complaint fails to satisfy 

even that threshold standard, and, accordingly, it should be dismissed. 

Factual Background 

 Papst Licensing has sent numerous “warning letters” to companies that manufacture or 

sell digital cameras threatening them with litigation if they did not agree to license the ‘399 and 

‘449 patents.   In response, on or about October 16, 2006, Casio filed a Complaint against Papst 

Licensing in the United States District Court for the District of Columbia, pursuant to 35 U.S.C. 

§ 293, seeking a declaratory judgment that the ‘399 and ‘449 patents are invalid and not 

infringed.  See Exhibit A.  A Scheduling Order has been entered in the Casio Action, and 

discovery is under way.  Significantly, on May 31, 2007, Magistrate Judge Robinson in the 
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District of Columbia sanctioned Papst Licensing for failing to comply with its discovery 

obligations.  See Exhibit B at 25-28.  Thus, while Papst Licensing already is a party to litigation 

in the District of Columbia involving the same patents-in-suit in the instant action, it apparently 

has decided that the District of Columbia is no longer a forum to its liking. 

 On June 15, 2007, Papst Licensing filed the instant action against Fujifilm in this Court.  

The patents- in-suit in this case are the same two patents that are at issue in the Casio Action 

pending in the District of Columbia.  

 On June 21, 2007, Fujifilm filed a declaratory judgment action in the United States 

District Court for the District of Columbia.  See Exhibit C.  In that Complaint, Fujifilm seeks 

relief that includes the relief sought by Casio in the Casio Action.  Specifically, Fujifilm seeks a 

declaration that the ‘399 and ‘449 patents are invalid and not infringed. 

Argument 

I.   THIS ACTION SHOULD BE DISMISSED OR TRANSFERRED TO THE 
DISTRICT OF COLUMBIA 

A. This Case Should Be Dismissed Or Transferred To The District Of Columbia 
 For Consolidation With The First-Filed Casio Action 
 
 Because the Casio Action is the first- filed action seeking to adjudicate the validity and 

other issues relating to the ‘399 and ‘449 patents, the “first-to-file” rule supports dismissal of this 

action or transfer to the District of Columbia.   

In resolving venue disputes and issues of appropriate forum where two 
actions involve closely related patent infringement questions, the Federal 
Circuit has strongly endorsed the ‘first-to-file’ doctrine.   

Vanguard Products Group, Inc. v. Protex Int’l Corp., 2006 WL 695700, *2 (N.D. Ill. 2006).  The 

“first-to-file rule” provides that “if actions involving nearly identical parties and issues have been 

filed in two different courts, the court in which the first suit was filed should generally proceed to 

judgment.”  Id.  
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 In circumstances such as those now before this Court, the first-to-file rule weighs in favor 

of dismissing the second-filed action for improper venue under Federal Rule of Civil Procedure 

12(b)(3).  See, e.g., Vanguard (dismissing infringement action in favor of first-filed declaratory 

judgment action); Design Automotive Group, Inc. v. Lund Indus., Inc., 1996 WL 377063 (N.D. 

Ill. 1996) (same).  Alternatively, the second-filed action may be transferred under 28 U.S.C. § 

1404(a).  See, e.g., Bowe, Bell & Howell Co. v. MidSouth Technologies, LLC, 2005 WL 1651167 

(N.D. Ill. 2005) (electing to transfer rather than dismiss).  The “first-to file” rule thus strongly 

favors dismissal or transfer of the Complaint filed by Papst Licensing in this Court, because the 

previously-filed Casio Action involves identical issues and was filed nine months ago. 1/    

 This Court’s decision in Coleman Co. v. Black & Decker Corp., 1996 WL 41484 (N.D. 

Ill. 1996) is directly on point.  In September and October of 1995, Black & Decker sued several 

defendants for patent infringement in the Eastern District of Virginia.  Subsequently, in 

December 1995, Coleman – which was not a party to the Virginia action – brought a declaratory 

judgment action against Black & Decker in Illinois.  Under those facts, this Court granted Black 

& Decker’s motion to transfer the Illinois action to Virginia, even though Coleman was not a 

party to the first-filed Virginia action.  Although the Illinois action was the first action filed 

between Coleman and Black & Decker, “the first case filed concerning the validity of the 

patents- in-suit was in Virginia.”  Id.  Accordingly, this Court held that “the pre-existing Virginia 

litigation weighs heavily against maintaining this case in this district.”  See also Abbott 

Laboratories v. Selfcare, Inc., 1999 WL 162805 (N.D. Ill. 1999) (granting transfer to 

Massachusetts, venue of first-filed action, where “the two actions, even though directed to 

different patents, involve the same parties and substantially similar technology”). 

                                                 
1/  Although Fujifilm has yet to answer or file counterclaims in this Court, it has asserted 
invalidity in the Fujifilm DJ Action and will do so in this action as well if it is not dismissed. 
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 As in Coleman, the Casio Action was filed first, and even though it involves different 

accused infringers (Casio rather than Fujifilm), it seeks adjudication of the same issues of law 

and fact.  The invalidity of the Papst ‘399 and ‘449 patents is at issue in both cases.  Allowing 

both cases to proceed simultaneously would give rise to the “possibility of inconsistent 

judgments and patent interpretations.” Coleman, 1996 WL 41484.  Accordingly, given tha t the 

Casio Action involves the same issues of patent invalidity, the “first-to-file” rule weighs heavily 

in favor of dismissal of this action or, alternatively, transfer to the District of Columbia.  

B. The Declaratory Judgment Action Filed By Fujifilm In The District Of 
Columbia Should Also Be Considered A “First-Filed” Action 

 As set forth below in Section II, the Complaint filed by Papst Licensing in this action is 

fatally defective and dismissible under Fed. R. Civ. P. 12(b)(2) and 12(b)(6).  The Complaint 

does not adequately allege that Fujifilm has infringed the patents- in-suit, it does not identify any 

specific accused products, and it fails to allege facts establishing personal jurisdiction over 

Fujifilm Japan.  Thus, the declaratory judgment Complaint filed by Fujifilm in the District of 

Columbia is the first- filed, non-defective action between Fujifilm and Papst Licensing, and as 

such it should be given priority over the instant action.  It is well-established that the first- filed 

action should be preferred regardless of whether it is a declaratory judgment action.  Vanguard, 

at *2; accord, e.g., Bowe, Bell & Howell Co. v. MidSouth Technologies, LLC, 2005 WL 1651167 

(N.D. Ill. 2005).  Thus, the Fujifilm DJ Action also is a first-filed action that supports dismissal 

of this action or transfer to the District of Columbia. 

C. Equitable Considerations Further Support Dismissal Of This Action Or 
Transfer To The District Of Columbia 

 
 The strong presumption that the instant case should be dismissed or transferred to the 

District of Columbia, in favor of the first- filed Casio Action and Fujifilm DJ Action, is 

reinforced by the following equitable considerations:  “(1) jurisdiction over the parties, (2) 
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judicial efficiencies and economies, (3) conveniences to the parties, (4) availability and 

convenience of witnesses, and (5) the extent to which the declaratory judgment action filed in 

another forum is anticipatory and motivated by forum shopping.”  Vanguard, 2006 WL 695700 

at *4.  Those same considerations also support transfer of this action under 28 U.S.C. § 1404(a).  

Holley Performance Products, Inc. v. Barry Grant, Inc. 2004 WL 3119017 at * 5 (N.D. Ill. 2004) 

(“The factors the court considers when deciding whether to dismiss an … action in favor of 

litigation pending in a different district are the same as the factors considered when deciding to 

transfer venue to another district.”).  Accord, e.g., Abbott, 1999 WL 162805 at * 1; Law Bulletin 

Publ'g, Co. v. LRP Publications, Inc., 992 F.Supp. 1014, 1017 (N.D.Ill.1998).   

 The relevant equitable considerations thus provide further support for relief requested in 

the motion.  Moreover, even if this Court were to deem the Papst Complaint to be the “first-

filed” action – which it should not – the aforementioned equitable considerations would still 

support transfer of this case to the District of Columbia. Abbott, 1999 WL 162805 at * 3, citing 

Serco Servs. Co., L.P. v. Kelley Co., Inc., 51 F.3d 1037, 1039 (Fed.Cir.1995). 

1. The Interests Of Justice Support Transfer 

 The most important factor that governs whether to dismiss or transfer a duplicative action 

is “the interests of justice.”  The interests of justice “may be determinative in a particular case, 

even if the convenience of the parties and witnesses might call for a different result.”  Abbott, 

1999 WL 162805 at * 1.  “The interest of justice analysis focuses on efficient functioning of the 

courts, rather than the private interests of the litigants.” Holley, 2004 WL 3119017 at * 7 (citing 

TIG Ins. Co. v. Brightly Galvanized Products, Inc., 911 F.Supp. 344, 346 (N.D.Ill.1996)).  “In 

determining the interests of justice, the court considers the possibility of consolidation with 

related litigation.”  Holley, 2004 WL 3119017 at * 7.  “Public interest factors or interests of 
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justice ‘relate to the court's familiarity with the applicable law, the speed at which the case will 

proceed to trial, and the desirability of resolving controversies in their locale.’” Technical 

Concepts L.P. v. Zurn Indus., Inc., 2002 WL 31433408 at * 2 (N.D. Ill. 2002) (citing, VonHoldt v. 

Husky Injecting Molding System Ltd., 887 F.Supp. 185, 188 (N.D.Ill.1995)). 

 In Coleman, this Court found the “interests of justice” persuasive in its determination to 

transfer an infringement action to Virginia, even though the previously-filed action involved 

different accused infringers.  The Court reasoned: 

The interests of justice clearly favor Virginia over this forum. The '206 patent's 
validity and scope has been at issue in the Eastern District of Virginia since 
September 1995. Common questions of fact and law are involved. … Thus, it is 
readily apparent that there is a possibility of inconsistent judgments and patent 
interpretations if this case is not transferred to the Eastern District of Virginia. 
With or without Coleman, the Virginia litigation will continue … Thus, the 
feasibility of consolidating the cases in Virginia strongly favors transferring venue. 
[citations omitted]  Because scarce judicial resources may only be conserved by 
transferring this case to the Eastern District of Virginia, the interests of justice 
clearly weigh [in favor of] Virginia.” 

  
Coleman Co. v. Black & Decker Corp., 1996 WL 41484 (N.D. Ill. 1996). 

 Similarly, transfer was ordered by this Court in Abbott Laboratories v. Selfcare, Inc., 

1999 WL 162805 (N.D. Ill. 1999), even though the previously-filed action did not involve the 

same patents, because the two cases were sufficiently related that it would be judicially efficient 

to consolidate them.  The Abbott Court’s reasoning supports dismissal or transfer of this case: 

“When a case is transferred to a district in which a related case is pending, the 
expectation is that the two cases will be consolidated pursuant to Rule 42(a) of the 
Federal Rules of Civil Procedure, if practicable. Waller v. Burlington N. R.R. Co., 
650 F.Supp. 988, 991 (N.D.Ill.1987). Consolidation not only conserves scarce 
judicial resources, but also reduces the resources ultimately expended by the 
litigants. Keppen v. Burlington N. R.R. Co., 749 F.Supp. 181, 183-84 
(N.D.Ill.1990). By preventing duplicative efforts on the part of both the courts and 
the parties, transfer and subsequent consolidation serve the interests of justice 
within the meaning of the venue transfer statute. As the Supreme Court has 
acknowledged, “[t]o permit a situation in which two cases involving precisely the 
same issues are simultaneously pending in different District Courts leads to the 
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wastefulness of time, energy and money that § 1404(a) was designed to prevent.” 
Continental Grain Co. v. Barge FBL-585, 364 U.S. 19, 26 (1960). Transfer of 
venue also curbs the risk of inconsistent judgments. Countryman v. Stein Roe & 
Farnham, 681 F.Supp. 479, 484 (N.D.Ill.1987). These concerns have led this 
district to adopt “a strong policy in favor of transferring a case to the district 
where a related action is pending.” Keppen, 749 F.Supp. at 184. 

 The same factors found persuasive by this Court in Coleman and Abbott are equally 

persuasive here.  The Casio Action has been pending for nine months longer than the present 

case.  Accordingly, the Court in the Casio Action is likely to consider and issue Markman rulings 

construing the ‘399 and ‘449 patents prior to a Markman hearing in this case.  Proceeding with 

both cases simultaneously also presents the possibility of inconsistent discovery rulings and 

inconsistent determinations on the merits on common issues such as invalidity.  Moreover, there 

is an enormous duplication of judicial time and effort involved in adjudicating identical issues of 

patent validity, claim construction, and possibly infringement, in two different Courts.  Such a 

duplication of effort, combined with the potential for inconsistent results, weighs strongly in 

favor of transferring this case to the District of Columbia.  

2. The Convenience Of Parties And Witnesses Supports Transfer 

 It is well-settled that a “plaintiff’s choice of forum ha[s] reduced value where the forum 

lacks any significant contact with the underlying cause of action.”  Hotel Constructors, Inc. v. 

Seagrave Corp., 543 F.Supp. 1048, 1050 (N.D. Ill. 1982) (citing Cunningham v. Cunningham, 

477 F.Supp. 632, 634 (N.D. Ill. 1979)).  Patent infringement cases are centered around the 

activities of the accused infringer, not the patent holder.  See Gen 17, Inc. v. Sun Microsystems, 

Inc., 953 F.Supp. 240, 243 (N.D. Ill. 1997).  “[W]here the plaintiff's choice is not its resident 

forum, the chosen forum is entitled to less deference” and becomes “only one of many factors 

the court considers.”  Holley, 2004 WL 3119017 at * 6; Bryant v. ITT Corp., 48 F.Supp.2d 829, 

832 (N.D.Ill.1999); Hotel Constructors, 543 F.Supp. at 1050. 
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 According to its Complaint, “Papst Licensing is a company existing under the laws of the 

Federal Republic of Germany with its principal place of business [in] Germany.” Complaint ¶ 3 

2/.  It apparently chose the Northern District of Illinois for the convenience of its counsel, rather 

than for that of any party or witness.  Convenience of counsel, however, is entitled to no weight.  

See, e.g., Wolford v. Amer. Home Prods. Corp., 948 F. Supp. 47, 50 (N.D. Ill. 1996).  

 The only connection with Illinois alleged by Papst Licensing is that some, unidentified  

Fujifilm products are allegedly sold here.  None of the manufacturing or design work is alleged 

to occur in Illinois.  Moreover, as Papst admits, there is nothing unique about Fujifilm having a 

sales presence in Illinois, because Fujifilm has an “on-going business throughout the United 

States.”  Complaint ¶ 4 (emphasis added).  When a product is distributed across the United 

States, the fact that some entities sell the product in Illinois is insufficient to establish a 

substantial connection to this forum when considering a motion to transfer.  “[S]ales alone are 

insufficient to establish a substantial connection to the forum if the defendant's goods are sold in 

many states.”  Technical Concepts, 2002 WL 31433408 at * 3, quoting, Energaire Corp. v. E.S. 

Originals, Inc., 1999 U.S. Dist. LEXIS 17304, at * 7 (N.D.Ill. Oct. 27, 1999), and Anchor Wall 

Systems, Inc. v. R & D Concrete Prods., Inc., 55 F.Supp.2d 871, 874 (N.D.Ill.1999). 

 The convenience of witnesses and parties weighs in favor of the District of Columbia.  

Among other things, Fujfilm U.S.A. is a New York corporation and its principal place of 

business is in Valhalla, New York, which is closer and more easily accessible to the District of 

Columbia than Chicago.   

                                                 
2/ It is beyond question that Papst Licensing is subject to the jurisdiction of the District 
Court for the District of Columbia.  See 35 U.S.C. § 293.   In contrast, as discussed in Section 
II.C., infra., the Complaint in this action fails to allege facts sufficient to establish personal 
jurisdiction over Fujifilm Japan and thus should be dismissed as to that defendant.  That fact also 
weighs in favor of dismissing or transferring this action in favor of the declaratory judgment 
action now pending in the District of Columbia.  Abbott, 1999 WL 162805 at * 3 
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 Again, the facts of this case are highly analogous to Coleman.  In Coleman, this Court 

transferred an action to Virginia even though the defendant had sales offices in the Chicago area 

and solicited customers in Chicago.  The parties were not Illinois corporations, they did not 

conduct any manufacturing or design activities in Illinois, there were no significant witnesses 

within the Court’s subpoena power, and Illinois lacked any “significant” connection with the 

case.   “Limited sales activities,” without more, did not warrant keeping the case in Chicago.  

Moreover, the defendant’s facilities in Connecticut and North Carolina were closer to the 

transferee forum (Virginia) that to Illinois.  Coleman, 1996 WL 41484.   

Accordingly, on balance, the convenience of the parties and witnesses supports dismissal 

of this action or transfer to the District of Columbia. 

3. Papst Licensing’s Apparent Forum Shopping Also Supports Transfer 

In the Casio Action, Magistrate Judge Robinson recently granted Casio’s motion for 

sanctions against Papst for failing to provide discovery.  Although Papst Licensing’s request for 

a clarification of that sanctions order remains pending, it appears that the sanctions imposed on 

Papst Licensing may include waiver of certain privileges and protections over documents 

requested by Casio in discovery as well as attorneys’ fees and costs associated with Casio’s 

motion.  With that recent set-back in the Casio Action, due to Papst Licensing’s own misconduct, 

it appears that Papst Licensing has decided to look for other district courts in which to seek 

resolution of disputes relating to the patents- in-suit.  Particularly in light of the lack of any 

meaningful connection between the Northern District of Illinois and Papst Licensing, Fujifilm, 

and/or the subject matter of the instant action, it is apparent that Papst Licensing is shopping for 

a more favorable forum than the District of Columbia in which to press its claims.  Such forum 

shopping should not be condoned. 
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II.  THE COMPLAINT ALSO SHOULD BE DISMISSED UNDER FED. R. CIV P. 
12(b)(2) and 12(b)(6) 

A. The Complaint Should Be Dismissed For Failure To State A Claim 

 In ruling on a Rule 12(b)(6) motion, a Court should consider only well-pleaded facts.  

Chisholm v. Foothill Capital Corp., 940 F. Supp. 1273, 1280 (N.D. Ill. 1996).  The Court is “not 

obliged to accept mere conclusory allegations, without any supporting facts, as true.”  Id. (citing 

Tamari v. Backe & Co. (Lebanon) S.A.L., 565 F.2d 1194, 1199 (7th Cir. 1977)).  Indeed, the 

Supreme Court recently recognized that “a plaintiff’s obligation to provide the ‘grounds’ of his 

‘entitle[ment] to relief’ requires more than labels and conclusions, and a formulaic recitation of 

the elements of a cause of action will not do.”  Bell Atlantic Corp. v. Twombly, 127 S. Ct. 1955, 

1964-65 (May 21, 2007).  Accordingly, a plaintiff cannot avoid dismissal “simply by attaching 

bare legal conclusions to narrated facts which fail to outline the bases of their claims.” Perkins v. 

Silverstein, 939 F.2d 463, 466 (7th Cir. 1991). 

 The Complaint filed by Papst Licensing in this Court fails to satisfy even notice pleading 

standards.  Indeed, it does not allege any act of patent infringement.  Instead, it alleges only that 

“[a] reasonable opportunity for further investigation or discovery is likely to provide evidentiary 

support [sic] the Fujifilm defendants have made, used, sold or offered to sell to numerous 

customers in the United States or have imported into the United States digital cameras which 

infringe the Patents in Suit.”  Complaint ¶ 9.  It contains similarly vague allegations with respect 

to contributory, induced and willful infringement.  See id. ¶¶ 10-11.  Thus, the allegations do not 

even support a conclusion that Papst Licensing has conducted an investigation of available facts 

sufficient to support a good faith belief that Fujifilm has infringed the patents- in-suit.   

 Indeed, if any reasonable inference can be drawn from the highly conclusory allegations 

of the Complaint, it is that Papst Licensing has not conducted a reasonable investigation or 
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analysis of its claims, because it has alleged merely that “further investigation or discovery” 

might lead to evidence to support a claim of infringement.  If any such “evidence” had been 

identified to date, or Papst Licensing undoubtedly would have alleged at least some fact relating 

to infringement of the patents- in-suit.  Because the Complaint does nothing more than state a 

“suspicion [of] a legally cognizable right of action,” it must be dismissed under Rule 12(b)(6).  

See Bell Atlantic, 127 S. Ct. at 1965 (quoting 5 C. Wright & A. Miller, FEDERAL PRACTICE AND 

PROCEDURE § 1216, pp. 235-236 (3d ed. 2004)).      

B. The Complaint Should Be Dismissed For Failure To Identify Accused Products 

 It is well-established that “[f]or fair notice to be given, a complaint must at least include 

the operative facts upon which plaintiff bases his claim."  Kyle v. Morton High Sch., 144 F.3d 

448, 455 (7th Cir. 1998) (internal quotation marks omitted)).  In the context of a patent 

infringement complaint, a plaintiff must either identify the specific products it is accusing of 

infringement or provide a “limiting parameter” that would allow defendant to determine which 

of its products are accused products.  See, e.g., Bay Industries v. Tru-Arx Mfg., L.L.C., 2006 WL 

3469599 (E.D. Wis. 2006); Agilent Tech., Inc. v. Micromuse, Inc., 2004 WL 2346152 (S.D.N.Y. 

2004); In re Papst Licensing GmbH Patent Litigation, 2001 WL 179926 (E.D. La. 2001).  The 

reason for this rule is that a defendant “should not have to guess which of its products infringe 

nor guess how its products might fall within plaintiff’s interpretation of the claims of the patent”.  

Bay Industries, 2006 WL 3469599 at *2.  See also eSoft, Inc. v. Astaro Corp., 2006 U.S. Dist. 

LEXIS 52336, *4 (D. Colo. 2006) (“Defendant cannot realistically be expected to frame a 

responsive pleading without risk of prejudice in the absence of any indication as to which of its 

products are accused.”).   
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 The Complaint before this Court does not identify any specific accused products; instead, 

it broadly asserts a potential claim against certain unnamed Fujifilm “digital cameras.”  Fujifilm 

has manufactured and sold dozens of different digital camera models with different types of 

operating systems, features, and components. The Complaint does not identify even a single 

Fujifilm digital camera model that is accused of infringement.  Nor does it provide any “limiting 

parameter” that would enable Fujifilm to determine which products Papst Licensing is accusing.  

For that reason as well, the Complaint is defective and should be dismissed. 

 C. The Complaint Fails to Plead Facts Establishing That This Court Has 
Personal Jurisdiction Over Fujifilm  

  
 Under Rule 12(b)(2), a Complaint must be dismissed if it fails to allege facts sufficient to 

establish that the Court has jurisdiction over a defendant.  This Court conducts a two-step inquiry 

to evaluate whether a complaint adequately pleads personal jurisdiction:  (1) it determines 

whether plaintiff has pled facts demonstrating that defendants are subject to jurisdiction under 

Illinois’ long-arm statute; and (2) it considers whether plaintiff has pled facts demonstrating that 

the exercise of jurisdiction comports with due process requirements.  See Brooks v. Bekins Van 

Lines, LLC, 2006 WL 3524426 (N.D. Ill. 2006).  Plaintiff bears the burden of making a prima 

facie showing that the complaint satisfies the statutory and constitutional requirements for 

personal jurisdiction.  See Vandeveld v. Christoph, 877 F. Supp. 1160, 1163 (N.D. Ill. 1995). 

 The Complaint fails to establish personal jurisdiction over defendants in this case.  With 

respect to Fujifilm U.S.A., plaintiff has alleged only that it has a sales office in Hanover Park, 

Illinois.  Complaint ¶ 4.  The Complaint contains no allegations regarding the involvement of 

this sales office in the conduct that is alleged to be infringing.  Likewise, there are no allegations 

that would demonstrate that this office engages in the type of continuous and systematic contacts 

with this forum that would support the exercise of general jurisdiction over Fujifilm U.S.A. 
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 The Complaint even more clearly fails to allege facts sufficient to support this Court’s 

exercise of personal jurisdiction over Fujifilm Japan.  Plaintiff alleges only that Fujifilm is a 

“multinational corporation having an established and on-going business throughout the United 

States.”  Complaint ¶ 4.  That allegation sets forth no facts relating to Fujifilm Japan’s contacts 

with this forum.  Moreover, courts in Seventh Circuit have repeatedly held that this type of 

conclusory allegation is insufficient to support the exercise of personal jurisdiction over a non-

resident defendant.  See, e.g.,  Gentry v. Environmental Recycling, Inc., No. 1:05-CV-0507-SEB-

VSS, 2006 WL 3198025 (S.D. Ind. March 6, 2006); Wasendorf v. DBH Brokerhaus AG, No. 04-

C-1904, 2004 WL 2872763 (N.D.Ill. Dec. 13, 2004); Sanderson v. Spectrum Labs, Inc., 227, 

F.Supp.2d 1001, 1013 (N.D. Ind. 2000); Search Force, Inc. v. Dataforce Intern., Inc., 112 

F.Supp.2d 771, 774 (S.D.Ind.2000); Meltzer v. McGeorge School of Law, No. 87 C 2542 1997 

WL 28263 (N.D. Ill. Nov. 16, 1987); see also Massachusetts School of Law at Andover, Inc. v. 

American Bar Ass'n, 107 F.3d 1026, 1042 (3d Cir.1997) (“mere unsupported allegation that the 

defendant ‘transacts business' in an area is ‘clearly frivolous' ”). 

 To the extent the Complaint alleges the existence of a “Fujifilm” sales office in Hanover 

Park, Illinois, Complaint ¶ 4, that allegation also is insufficient to establish personal jurisdiction 

over Fujifilm Japan.  As the Complaint itself acknowledges, Fujifilm U.S.A. and Fujifilm Japan 

are separate corporations.  The sales and distribution center located in Hanover Park, Illinois is 

an office of Fujifilm U.S.A., not Fujifilm Japan.  See Exhibit D, Declaration of Jonathan E. File 

¶¶ 5-6 (submitted solely in support of Fujifilm’s motion under Rule 12(b)(2)).  The law is clear 

that personal jurisdiction over a parent corporation cannot be premised merely on the conduct of 

a subsidiary.  See IDS Life Ins. Co. v. SunAmerica Life Ins. Co., 136 F.3d 537, 540 (7th 

Cir.1998)).  Accord, e.g., Purdue Research Found. v. Sanofi-Synthelabo, S.A., 338 F.3d 773, 
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788 n.17 (7th Cir. 2003); Joseph P. Caulfield & Associates, Inc. v. Litho Productions, Inc., 155 

F.3d 883, 887 (7th Cir. 1998); A.M Mfg. Co., Inc. v . J.C. Ford Co., 2006 WL 1987825 (N.D. Ill. 

2006); Faust Printing, Inc. v. Man Capital Corp., 2006 WL 1719532 (N.D. Ill. 2006).  

 Because the Complaint contains no factual allegations regarding the contacts of Fujifilm 

Japan with this forum, and because the contacts of Fujifilm U.S.A. cannot, as a matter of law, be 

attributed to Fujifilm Japan, the Complaint is deficient and should be dismissed because it does 

not adequately plead personal jurisdiction over Fuji Japan. 3/  

Conclusion 

 For the foregoing reasons, the Court should dismiss the Complaint for improper venue 

under Rule 12(b)(3), for failure to state a claim as required by Rule 12(b)(6), and for failure to 

allege facts establishing personal jurisdiction under Rule 12(b)(2).  In the alternative, the Court 

should transfer this case to the United States District Court for the District of Columbia where 

there are actions already pending that involve the same patents asserted in this action.   

Dated: June 22, 2007 Respectfully submitted, 

By: s/ Matthew J. Gryzlo    
Matthew J. Gryzlo (mgryzlo@mwe.com) 
Brent A. Hawkins (bhawkins@mwe.com)  
McDERMOTT WILL & EMERY LLP 
227 West Monroe Street, Suite 4400 
Chicago, Illinois  60606 
(312) 372-2000 
(312) 984-7700 (facsimile) 
 

 Counsel for Defendants-Fujifilm 
Corporation, and Fujfilm U.S.A., Inc. 

                                                 
3/ The Complaint is defective for the additional reason that it does not allege that either of 
the Fujifilm defendants has committed any acts of infringement in this judicial district under 28 
U.S.C. § 1400(b).  
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