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L THE FACTS

On March 6, 2007, Papst filed a Motion to Continue the Initial Status Conference. In
connection with that motion, Papst argued that there had not been a proper 26(f) conference,
Exhibit A, p. 3 (all Exhibits are attached to the Gold declaration). In Casio America’s March 7,
2007 Response, it advised the Court of its concern that Papst was trying to “avoid or needlessly
delay discovery,” and that Casio had no objection to a continuance of the status conference “so
long as discovery proceeds in the interim.” Exhibit B, p. 2. In its Reply, Papst again argued that
no 26(f) Conference had taken place. Exhibit C, p.2.

In response to these filings, on March 13, 2007, this Court issued an Order specifically

holding that “discovery between Plaintiff and Defendant is to proceed.” Exhibit D (emphasis

added).

On March 30, 2007, three days before the Papst responses and objections were due, we

wrote to counsel for Papst and reminded them of their obligations with regard to our pending
interrogatories and document requests. We stated “[tJhe court ordered discovery to proceed,”
and that “[w]e expect full and appropriate responses on April 2, 2007 and if we do not receive
them we will take appropriate action.” Exhibit E.

Despite the Court’s clear Order, and warnings from counsel for Casio at a time when
Papst could still file objections, Papst did nothing. It refused to proceed with discovery, and did
so with its eyes wide open to the risks.

1t was not until May 30, nearly three months after the requests were served, 2 Y% months
after this Court ordered discovery to proceed, and the night before the hearing with Magistrate-
Judge Robinson, that Papst served any objections or responses. Not a single document was

produced until mid-June, and still Papst has not produced many documents.

-NY/2192822.0 ]
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From the oral hearing and briefing before Magistrate-Judge Robinson, both parties
plainly understood the waiver that Casio was requesting, and that this included all objections,
including privilege and work product. The Papst opposition memorandum itself stated the issue
as follows: “Casio’s first request [is] that Papst Licensing be deemed to have waived all

potential objections. . . .” Exhibit F, p. 9 (emphasis added). And at the hearing, Magistrate-

Judge Robinson expressly inquired as to the objections Papst had made the night before, and she
was advised that there were objections based on privilege and work product. Exhibit G, p. 4. At
no time did counsel for Papst ever argue that privilege, work product, or relevancy objections
should be excluded from any waiver ruling,

Magistrate-Judge Robinson sanctioned Papst for its failure to abide by the Court’s March
13 Order, and unequivocally held that Papst must now respond “without objections.” Her sound
reasoning is provided at pages 25-27 of the hearing transcript. Exhibit G, pp. 25-27.

Papst now argues it is not clear whether privilege and work product objections have been

waived. But the Order states that Papst’s responses must be “without objections” (Fxhibit G,

p-27, emphasis added). This ruling was made after Magistrate-Judge Robinson inquired as to the
nature of the objections raised and was advised that they included privilege and work product.

Papst also now argues that it is “not clear whether the Magistrate-Judge ordered that any
objections as to relevance have been waived” (Papst Mem. at 9). But this alleged confusion also
flies in the face of the Order itself, which required responses without objections. Exhibit G, p.
27.

1L THE STANDARDS FOR OBJECTIONS

To overturn Magistrate Robinson’s decision, Papst must show that the decision at issue is

“clearly erroncous” and “contrary to law.” Fed. R. Civ. P. 72(a), “On review, the magistrate

L-NY/2192822.1
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judge’s decision is entitled to great deference. . . . " Neuder v. Battelle Pacific Northwest
National Lab., 194 F.R.D. 289, 292 (D.D.C. 2000). The decision should stand unless the Court
is left with the “definite and firm conviction” that the decision is in error.’

New arguments may not be raised for the first time in Objections to a Magistrate-Judge’s
Order. Rule 72(a) “is not a de novo review permitting a ‘second shot’ based on new arguments.”
Claytor v. Computer Assocs., Int’l, Inc., 211 F.R.D. 665, 667 (D. Kan. 2003).

1. THE NEW PAPST ARGUMENTS ON APPEAL

A. Papst may not now, for the first time, try to carve out specific objections

Prior to the May 31 Order, counsel for Papst never briefed or argued to Magistrate-Judge
Robinson that any objections should be carved out of a waiver ruling. Never did counsel for
Papst even mention privilege, work product, or relevance objections, or argue that they somehow
deserved special consideration. Rather, Papst argued that its conduct was proper, and that
argument was rejected. Exhibits F and G.

Counsel for Papst was well-aware that Casio sought waiver of “all objections” as that was
requested in our Proposed Order and our supporting memoranda, and Papst itself confirmed that

Casio was requesting that Papst be “deemed to have waived all potential objections....” Exhibit

F, p. 9 (emphasis added). Moreover, Magistrate-Judge Robinson specifically inquired about the

nature of the objections, and she was advised that Papst had made objections of privilege and

Papst also seeks "reconsideration” of Magistrate-Judge Robinson's decision, which is somewhat confusing
since Judge Kessler has never considered it in the first place, and indeed many of the Papst arguments have
never been considered by even Magistrate-Judge Robinson.  The local rules make clear this isnota
reconsideration motion. “The Rule is intended to make clear that objections to the magistrate judge’s proposed
findings and recommendations should not be called motions for reconsideration . . . COMMENT TO LCVR
72.2 In any event, the standards for reconsideration are very stringent. 5/14/07 Scheduling Order {14
{"Motions for reconsideration are greatly disfavored...."). See New York v. United States, 380 F. Supp. 37, 38
(D.D.C. 1995 (new facts or clear evror of law required for reconsideration).

[-NY/2192822 1 3
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work product. Exhibit G, p. 4. Despite this exchange, counsel for Papst never requested that
these objections be excluded from a waiver ruling.

Having failed to argue these issues before Magistrate-Judge Robinson, Papst should not
be allowed to argue them here. Claytor, 211 F.R.D. at 667.

B. The other new Papst arguments should not be allowed

Papst also argues that sanctions should not be imposed because its misconduct occurred
early in the case, because Casio can show no prejudice, and because the discovery process has
not been seriously disrupted. See, e.g., Papst Mem. at 1. But we can find no such arguments
made to Magistrate-Judge Robinson. Papst should not be allowed to make these arguments here,
either. Claytor, 211 F.R.D. at 667.

IV.  PAPST’S CONDUCT WAS NOT JUSTIFIED

Notwithstanding the cropped quote provided by Papst at page 2 of its memorandum,
Federal Rule 26(d) actually states that Rule 26(f) conferences are required before discovery may

proceed, unless authorized by Court order. The Court did order discovery to proceed in its

March 13, 2007 Order. Thus, no Rule 26(f) conference was required, and so we will not here
again debate whether or not there was a 26(f) conference. Papst was ordered to proceed with
discovery and simply refused to do so.

Papst next argues that it did not understand the March 13 Order. Papst claims that it
understood “that the Order meant that all three parties should proceed with a Rule 26(f)
conference. . ,.” Papst Mem. at 3. According to Papst, the Court’s Order was unclear because it
did not “specifically mention Casio US’s interrogatories or document requests” and it “could

have meant that the three parties should ‘proceed” with the Rule 26(f) process....” /d. at 7.

P-NY/2192822.1 4
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This explanation is not believable, as no one could read the March 13 Order in the manner
suggested by Papst.”

V. THE WAIVER RULING SHOULD STAND

A. Privilege and Work Product

Should the Court decide to consider Papst’s new arguments that privilege and work
product should be carved out of Magistrate-Judge Robinson’s waiver ruling, the ruling should
still stand.

It is well-established that untimely objections to discovery requests can waive the work
product and attorney-client privileges when there is conduct such as that demonstrated by Papst.
See United States v. British Am. Tobacco Ltd., 387 F.3d 884, 891 (D.C. Cir. 2004) (untimely
objection can waive privilege); Schalk v. Teledyne, Inc., No. 1:90-cv-460, 1991 U.S. Dist.
LEXIS 1974, at *3-4 (W.D. Mich. Feb. 15, 1991) (untimely objection to discovery request
resulted in the waiver of the attorney-client privilege); Applied Sys. v. Northern Ins. Co., No. 97
C 1565, 1997 U.S. Dist. LEXIS 16014, at *8 (D. IlL. Oct. 7, 1997) (*[1]t is firmly established
[that] failure to object to a discovery request in a timely fashion may constitute waiver of the
[work-product] objection.”); Layman v. Combs, No. C-86-1692 CAL, 1988 U.S. Dist. LEXIS
18517, at *¥2-3 (N.D. Cal. Feb. 23, 1988) (“The law is well established that one who fails to
timely object to discovery requests waives all objections, including those based on privilege.”).

The cases cited by Papst are easily distinguishable. In none of those cases had the party

watved the right to argue that the privilege and work product objections should be carved out by

Es

There is a pattern of counsel for Papst claiming that they do not understand Court orders that are crystal clear.
They claimed that they did not understand that discovery was to proceed when the Court ordered that
“discovery between Plaintiff and Defendant is to proceed”; and now they question whether Magistrate-Judge
Robinson’s Order that responses must be served “without objection” means that relevance objections ate
waived; and they claim the same Order is not clear as to whether privilege and work product is waived, even
despite those objections being expressly discussed at the hearing before magistrate-Judge Robinson ruled.
Counsel for Papst are very experienced litigators - they understand these Court Orders.

INY/2192822.
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failing to argue it to the Magistrate, nor had any of the parties in those cases refused compliance
with a Court order. Bonds v. District of Columbia, 93 F.3d 801, 809 (D.C. Cir. 1996)
(considering sanction of effective dismissal); Barnett v. PA Consulting Group, Inc., No. 04-1245
(RWR), 2007 U.S. Dist LEXIS 18945, at *8-9 (D.D.C. Mar. 19, 2007) (privilege issue
specifically argued to the Magistrate-Judge, who found privilege preserved by objection to
another request seeking identical information and failure was only due to “carelessness™);
Layman, 1998 U.S. Dist. LEXIS 18517, at *4 (no court order violated, no undue disruption of
discovery); United Steel Workers of Am. v. Ivaco, Inc., No. 1.01-¢v-0426-CAP, 2003 U.S. Dist.
LEXIS 10008, at *14 (N.D. Ga. Jan. 13, 2003) (no waiver of privilege with minor procedural
violations, good faith attempts, or other mitigating circumstances); Gieco Casualty Co. v.
Beauford, 8:05-cv-697-T-24EAJ, 2006 U.S. Dist. LEXIS 76081, at *6 (M.D. Fla. Oct. 19, 2006)
(good cause for failure to timely respond, and only a short delay in the discovery).

In its memorandum at page 9, Papst also cites Byrd v. Reno, No. 96-2375 (CKK) (JMF),
1998 U.S. Dist. LEXIS 11855, at *15 (D.D.C. Feb. 12, 1998), in which this Court found a waiver
of privilege and work product due to a failure to file timely objections. Id. at *23 (*Defendants
objections [to interrogatories] as to . . . attorney-client or work-product privilege . . . are waived
because they were not timely asserted”; and see *29 holding same for document requests).

Papst’s conduct, in refusing to comply with a clear Court Order, withholding any
responses and objections until the night before the hearing on our motion three months after our
requests and 2 2 months after this Court ordered discovery to proceed and withholding
document production such that it is still not done, easily justifies a finding of waiver of al}

objections, including privilege and work product.

1-NY/2192822.] 6
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B. Relevance

Papst also argues, for the first time ever, that relevance objections should be carved out of
the waiver ruling. Like the privilege and work product objection, it should not be considered
now because Papst failed to make the argument to Magistrate-Judge Robinson. Claytor, 211
F.R.D. at 667.

Even if Papst had made this argument before Magistrate-Judge Robinson, it would not be
successful as it lacks any specifics -- Papst points to nothing in the Casio interrogatories or
document requests that allegedly are irrelevant. Papst cites to one case saying only that waiver
of the objection could lead to absurd results if “invariably waived,” and which gave an example
of a request for genealogy back to Eve when the objections are only a day late. Papst Mem. at 9.
That Court explained that the irrelevancy objection would not be waived if the information
sought is “patently irrelevant.” Byrd, 1998 U.S. Dist. LEXIS 11855, at *16. It merely held,
therefore, that there should not be “automatic waivers of an objection as to relevance....” /d. at
*30.

Here, Papst does not claim that Casio requested anything “patently irrelevant,” and Papst
was not a day late, but instead violated a Court Order and served its objections two months late
despite express warnings from counsel for Casio. If Papst had any specific relevancy objections
it wanted to preserve, that argument should have been presented both to Magistrate-Judge

B N 4 . . 1
Robinson, and in its Principal Memorandum here.”

: Papst should not be allowed to argue specific relevancy objections in its reply, when Casio has no opportunity
o respond. See, Hebert v. National Academy of Sciences, 974 F.2d 192, 196 (D.C. Cir. 1992) (“To consider
an argument discussed for the first time in a reply would be manifestly unfair to the appeltee who, under our
rules, has no opportunity for a written response.”);, Fivan v. Feazey Construction Corp. et. al, 316 F. Supp. 2d
186, 189 (D.D.C. 2004) (court will ignore new reply arguments or provide opportunity for sur-reply). Papst is
in no position to argue that anything Casio requested is irrelevant. The patents-in-suit allegedly cover only
one of many, many functions and features of the Casio cameras, but the 74 Papst document requests we
received from Papst are not even remotely tailored to the issues in the case. They demand, for example,
production of every document ever written, created, received, or generated by any Casio-related entity

I-NY/2192822.1 7
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C. Papst’s new argument that the sanctions are too harsh

Papst now argues that the sanctions are too harsh for its misconduct. But Papst’s conduct
was inexcusable — no reasonable person could believe the March 13 Order meant only that the
parties should have a 26(f) conference; nor was it reasonable to believe that a 26(f) conference
was required when the Court had expressly ordered that discovery proceed. All the evidence
points to conduct that was “inexcusable” and in “bad faith.” United States v. British Am.
Tobacco Ltd., 387 F.3d 884, 891 (D.C. Cir. 2004); see also National Hockey League et. al. v,
Metropolitan Hockey Club, et. al., 427 U.S. 639, 643 (1976) (sanctions are not “merely to
penalize those whose conduct may be deemed to warrant such a sanction, but to deter those who
might be tempted to such conduct in the absence of such a deterrent™); Update Art, Inc. v. Modiin
Publishing, Ltd., 843 F.2d 67, 71 (2d. Cir. 1988} (sanctions are “necessary to achieve the purpose
of Rule 37 as a credible deterrent rather than a paper tiger”) (internal quotations omitted).

The interrogatory responses and document production of Papst were both due on April 2,
and according to Papst many documents will not be produced for weeks. Thus, Papst’s conduct
has unilaterally sliced three months from the period Casio was allowed to pursue its discovery —
leaving Casio six months from the date of document production to complete fact discovery,

instead of the nine months it would have had but for the Papst misconduct.

anywhere in the world that has any relation to a Casio Digital Camera (Request 6), every document related to
Casio’s sales in every country of the world (as drafted, not even limited to cameras} {Request 193, every
document related to costs and profits for Casio Digital Cameras for every Cagio-related company world-wide
{Requests, 29, 30), every document related to every shipment and receipt of every Casic Digital Camera all
over the world (Reguests 8, 9), etc. See Exhibits H and 1. Our motion for sanctions under Rule 26(g) will be
fited shortly.

I-NY/2192822.1 8
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V. CONCLUSION

For all the foregoing reasons, we respectfully request that the Court affirm Magistrate-

Judge Robinson’s Order in all respects. Casio further seeks its reasonable attorneys fees under

Fed. R. Civ. P. 37 associated with the preparation of this opposition, in the ongoing effort to get

responses to 1ts discovery requests.

DATED: June 20, 2007

LNY/Z192822.0
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UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF COLUMBIA

—— R e et e X
CASIO INC., 570 Mount Pleasant Avenue, :
Dover, New Jersey 07801 :
: Civi] Action No. 1:06 CV 01751
Plaintiff, . Judge: Gladys Kessler

: Magistrate: Deborah A. Robinson

: Next status conference: December 4, 2007

PAPST LICENSING GMBH & CO. KG,
Bahnhofstrasse 33, 78112 Georgen,
Germany

Defendant. :
- — — e ——— X
o e et e X
PAPST LICENSING GMBH & CO. KG, '
Bahnhofstrasse 33, 78112 Georgen,

Germany :
: Civil Action No. 1:06 CV 01751
Counter-Plaintiff, . Judge: Gladys Kessler
: Magistrate: Deborah A. Robinson
v,

. Next status conference: December 4, 2007

CASIO INC. and
CASIO COMPUTER CO., LTD.

Counter-Defendants :
_____________________ — X

DECLARATION OF JEFFREY M. GOLD, ESQ.

I, Jetfrey M. Gold, hereby declare as follows:

1. I am a partner at the law firm of Morgan, Lewis & Bockius LLP in the New York
Office located at 101 Park Avenue, New York, New York 10178.

2. I have been admitted to practice law in the State of New York since 1997. | am
further admitted to practice in the Southern and Fastern Districts of New York, the Federal
Circuit Court of Appeals and before the Patent and Trademark Office. T am also currently
admitted pro hac vice before this court as part of this action.

I-NY/21927351
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3. Attached hereto as Exhibit A, is a true and correct copy of Defendant Papst
Licensing GMBH & Co. KG’s Motion to Continue the March 20, 2007 Initial Status Conference
served on counsel for Casio on March 6, 2007.

4. Attached hereto as Exhibit B is a true and correct copy of Plaintiff Casio In¢.’s
Response to Papst Licensing GMBH & Co. KG’s Motion to Continue the March 20, 2007 Initial
Status Conference, filed with this Court and served on counsel for Papst on March 7, 2007.

5. Attached hereto as Exhibit C is a true and correct copy of Defendant Papst
Licensing GMBH & Co. KG’s Reply Brief in Support of Papst’s Licensing’s Motion to Continue
the March 20, 2007 Initial Status Conference served on counsel for Casto on March 9, 2007.

6. Attached hereto as Exhibit D is a true and correct copy of this Court’s Order dated
March 13, 2007.

7. Attached hereto as Exhibit E is true and correct copy of a correspondence trom
counsel for Casio to counsel for Papst dated March 30, 2007,

8. Attached hereto as Exhibit F is a true and correct copy of Defendant Papst
Licensing GMBH & Co. KG’s Memorandum in Opposition to Casio Inc.’s Motion to Compel
and for Sanctions.

9. Attached hereto as Exhibit G is a true and correct copy of the Transcript of
Motions Hearing Before the Honorable Deborah A. Robinson United States Magistrate Judge
held on May 31, 2007.

10.  Attached hereto as Exhibit H, is a true and correct copy of Defendant Papst
Licensing GMBH & Co. KG’s First Set of Requests for the Production of Documents and Things
to Casio Inc. served on April 20, 2007.

11.  Attached hereto as Exhibit I, is a true and correct copy of Defendant Papst
Licensing GMBH & Co. KG's First Set of Requests for the Production of Documents and Things
to Casio Computer Co., Ltd. served on April 20, 2007.

I declare under penalty of perjury under the laws of the United States of America that the

foregoing is true and correct. I, Pon
Dated: June 20, 2007 By: ; u&/ v 7L
17 leffrey M. Gold
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UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF COLUMBIA

CASIO INC,
Plaintiff,
v.

PAPST LICENSING GMBH & CO. KG,
Defendant.

PAPST LICENSING GMBH & CO. KG,
Counter-Plaintiff

V.

CASIO INC. and
CASIO COMPUTER CO., LTD.

Counter-Defendants

Civil Action No. 1:06 CV 01751

Judge: Gladys Kessler

PAPST LICENSING GMBH & CO. KG’S MOTION TO CONTINUE THE

MARCH 20, 2007 INITIAL STATUS CONFERENCE

Defendant and Counter-Plaintiff Papst Licensing GmbH & Co. KG (“Papst

Licensing™) respectfully requests that this Court postpone the initial status conference

scheduled on March 20, 2007 until May 21, 2007, or such other date as is convenient for

the Court. The two month postponement is warranted to allow Papst Licensing to serve

its Answer and Counterclaim on Counterclaim Defendant Casio Computer Co., Ltd.

{*Casio fapan™}, & Japanese company affiliated with Plaintiff Casio Inc. (“Casio US.7),

Pursuant to Local Rule 7{m}, counsel for Papst has conferred with counsel for Casio US,

who opposes this motion.
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Casio US filed its Complaint under the Declaratory Judgment Act against Papst
Licensing, a German company. This case concerns two patents owned by Papst
Licensing covering technology used in digital cameras. On January 3, 2007, Papst
Licensing filed and served its Answer and Counterclaim against Casio US. Papst
Licensing's Counterclaim alleges patent infringement by both Casio US and Casio Japan.

Soon after filing its Answer and Counterclaim, counsel for Papst Licensing
contacted counsel for Casio US to inquire if they would accept service on behalf of Casio
Japan so that this case would not be delayed due to the time required to serve Casio Japan
through the Hague Service Convention. At that time, counsel for Casio US declined to
accept service.

Accordingly, Papst Licensing immediately took steps to effectuate service on
Casio Japan through the Hague Service Convention. Specifically, Papst Licensing
retained a foreign service specialist, Mr. Rick Hamilton, who is authorized by the United
States Department of Justice to coordinate the service of foreign entities through the
Hague Service Convention. (See Ex. A, Hamilton Affidavit) Mr. Hamilton caused the
Answer and Counterclaim to be translated into Japanese, prepared all necessary service
documents and delivered those service papers to Japan's Ministry of Foreign Affairs in
Tokyo on February 7, 2007, (Hamilton Affid.) Mr. Hamilton estimates that it may take
four to six months to complete service in Japan in accordance with the Hague Service
Convention, and that there is no procedure prescribed by the Hague Service Convention
that would compel the Japanese authorities to expedite service. (Hamilion Affid.)

Therefore, this service process will assuredly poi be completed before the initial status
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conference scheduled on March 20, 2007 and it therefore appears that Casio Japan will
not be a represented party at that hearing.

The critical need for Casio Japan's representation as a party in this case has
already been demonstrated by counsel for Casio US's recent attempt to conduct a Rule
26(f) conference on March 2, 2007. During this telephone conference, counsel for Casio
US repeatedly confirmed that he could not and would not commit to any discovery
proposals in any case management proposal on behalf of Casio Japan until Casio Japan
was served. Counsel for Casio US also could not and would not provide any information
concerning Casio Japan's computer systems or electronic discovery, rendering any
meaningful discussion on electronic discovery procedures impossible without any factual
context. (Ex. B, Cwik E-mail) Therefore, not only would Casio Japan’s absence render
the initial case management conference unproductive, the lack of Casio Japan’s presence
to date has also rendered the parties unable to complete any meaningful Rule 26(f)
conference.l To the extent Casio US objects to this extension, Papst Licensing's extension
request is made necessary by Casio US counsel's refusal to accept service on behalf of
Casio Japan or discuss any discovery relating to Casio Japan.

Papst Licensing respectfully suggests that a meaningful initial status conference
with the necessary discovery plan and other pretrial tasks cannot be conducted until Casio
Japan is formally made a party and is represented by counsel in this case. Papst
Licensing has promptly and diligently pursued service in Japan. The interests of justice
will be best served and the Court’s time and resources best preserved if the initial status
conference is postponed approximately two months to permit overseas service to be

accomplished and for Casio Japan to participate as a party at the hearing.
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Accordingly, Papst Licensing respectfully requests that the Court grant this
motion and reschedule the initial status conference for May 21, 2007, or such other date

as is convenient for the Court.

Dated: March 6, 2007 Cuww m%/\

Campbell Killefer (Bar. No. 2%433)
VENABLE LLP

575 7" Street, N.W.

Washington, D.C. 20004

(202) 344-4000

Jerold B. Schnayer

Joseph BE. Cwik

WELSH & KATZ, LTD.

120 South Riverside Plaza » 22nd Floor
Chicago, Illinois 60606

(312) 655-1500

Attorneys  for  Defendant/Counter-
Plaintiff Papst Licensing GmbH & Co.
KG
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CERTIFICATE OF SERVICE

1 hereby certify that the foregoing was served upon the following counsel for
Plaintiff and Counterclaim Defendant Casio Inc. through the Cqurt's ECF electronic
service and by regular U.S. Mail, postage prepaid, this March ~2007:

J. Kevin Fee

MORGAN, LEWIS & BOCKIUS LLP
1111 Pennsylvania Avenue, NW
Washington, D.C. 20004

Scott D. Simpson

Jeffrey M. Gold

MORGAN LEWIS & BROCKIUS LLP
101 Park Avenue

New York, New York 14178

Counsel for Casio Inc.

Confalf cllefor

Campbell Killefer
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Exhbit A

UNITED STATES DISTRICT COURT, FOR THE DISTRICT OF COLUMBIA

CASIO INC,,
Plaintiff

PAPST LICENSING GMBH & CO. KG.

Defendant,
Cause No. 1:06 CV 01751

PAPST LICENSING GMBH & CO. KG. AFFIDAIVT OF RICK HAMILTON

Counter-Plaintiff

s,
CASIO INC. AND CASIO COMPUTER CO.,

LTD.
Counter-Defendanis

Stare Of Washington, County of King
The undersigned, being first duly sworn on oath, deposes and says:

That I'm now, and at all times herein mentioned, a citizen of the United States and resident of the State of
Washington, over the age of zighteen, not 3 party to nor interested in the above entitled ection, and competent to be

a witness therein.

That I'm Director of Operations for Process Forward ing International contracted by the United States Department of
Justice to act as Central Authority in sccordance with the Hague Convention on the service abroad of judicial and
exira judicial docyments in civil and commercial matiers (Hague Service Convention) and oversee 10 service of
process 40 and from other member nations including Japan.

That on January 31, 2007 1 received a Summons in a Civil Case: Papst Liconsing GmbH & Co. KG's Angwer,
Counterclaim and Jury Demand: and Certificate of Service in the above titled action with instructions to have these
documents served upon Casio Computer Co., Ltd. at their address in Japan in accordance with the Hague Service

Convention.
That after preparing the application for process service and causing the aforsmentinned documents to be translated
ino fapanese § submitted the application for process service and documents to the Minisier of Foreign Affairs in

Tokyo as prescribed by the Hague Service Convention by Federal Express, attached hereto is a copy of the
application for service and ranslasions completed

That Federal Express confirme the application for process service and ather documents wers received by the
Tapanese authorities on February 7. 2007, attached herein 1% & copy of the confirmation received from Federal

Express.

Page | of 2 V572007 135 PM
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That it is my belief based on my prior experiences a process service request sent to Japan in sccordance with the
Hague Service Convention may take four to six months to complete, and 1 know of no mechanism or procedure
prescribed by the Hague Service Convention that would allow me to compel the foreign authorities to expedite 2
process service request.

LS

[ TR

ki 3
Rick Hamilton s

Subscribed 394 eo%ﬁ)ﬁ?
7 P

Robin Hamilton, a Notary Public in the State of Washington,
resiging, at Seattle

Weish & Katz, Lid. Affidavit of Rick Hamition Process Forwmrding international
Tracking # 2400625

PageZof3 1572007 1:35 M
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REQUEST
FOR SERVICE ABROAD OF JUDICIAL OR EXTRAJUDICIAL DOCUMENTS

Convention on the service abroad of judicial and extrajudicial documents in civit or
commercial matters, signed at The Hague, November 15, 1965,

Identity and address of the applicant T Address of receiving suthority
The Minister of Reedon Affades
Rick Hamilton 2-2-1 emmicpeeid, Chiyodh-iu
633 Yesier Way Jhap 100, Jegen
Seattle, WA 58104

United States of America

Asthnrized applican pursean 10 pullic law 9T-15 1 of Febn 26, 1583
which smended rak 4(e1 2a) Federal Rules of Civil Procedure

The undersigned applicant has the honour 1o transmit-in-duplicate the documents listed below and, in
conformity with article 5 of the above-mentioned Convention, requests prompt service of one copy thereof

on the addressee, e

(identiry and address)

CASIO COMPUTER CO., LTD.
6-2 HONMACH! 1-CHOME
SHIBUYA-KU

TOKYO 151-8543

DOR: Phone:

] (a) in accordance with the provisons of sub-paragraph (a) of the first paragraph of article 5 of the Convention.”
[ (b in accordance with the following particular method (sub-paragraph (b) of the first paragraph of article 5):*

[ (c) by delivery to the addressee, if he accepis it voluntarily (second paragraph of aticle 5).*

The authorily is requested 1o return or to have returncd to the applicant a copy of the documents — and of the
annexcs® — with a certificate as provided on the reverse side.

Hearing Date:
List of documents:

SUMMONS IN A CIVIL CASE; PAPST LICENSING GMEH & ;
S ANSWER, COUNTERCLAIM AND JURY DEMAND; Done at Seattle, Washington USA, on Jan 30 2007

CERTIFICATE OF SERVICE
Signature and/or stamp

TRACKING

i

: i USM-04 (e {12277
Eg hgmarly GRD-1 16, whith was {frmally LAA-T15, hath of wiiich may siilh be ascd)
- Dedete i insppropriste
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)

SUMMARY OF THE DOCUMENT TO BE SERVED

Convention on the service abroad of judiciat and extrajudicial documents in civil or commercial
matters, signed at The Hague, November 15, 1965,

(article 5, fourth paragraph)

Name and address of the requesting authority:  Rick Hamilton

633 Yesler Way

Seattle, WA 98104

United States of America

Particulars of the parties:
CASIO INC., vs. CASIO INC. AND CASIO COMPUTER CO., LTD,
Plaintiff Counter-Dafandants
PAPST LICENSING GMBH & CO. KG.
Detendant,
PAPST LICENSING GMBH & CO. KG.
Counter-Plaintitf
JUDICIAL DOCUMENT*

Nature of rhe document:

Nature and purpose of the proceedings and, where appropriate, the amount in dispute:
Plaintiff is seeldng a declaratory ad driuctive hooeot, amuch 1O Do Geberm

Date and place {or enicring appearance:*
Churher-Deferdert: bas twenty days from receipt of the Simors bo anewer to te claim, adkess
TisToted o the Sumere,

Court which has given judgment:®

n/a

Date of judgment:®

o2

Time limits stated in the document;™

Hearing Date:

EXTRAJUDICIAL DOCUMENT*

Name and purpose of the document:
7 SUDENE —

Time tmits stated in the document:®

HEhA-04 (B 1122
iFamarty DRD-1 1A, whih wag formatiy LAA- 114, both of which may Ml be osed}

 Deitss o cnappropise
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P

e

FedEx | Track Page 1 of 1

Track Shipments {7) Quick Hsip
Detailed Resuits

Tracking numbaer 799082208777 Destination TOKYO JP
Signed for by TAKAHASHE Delivered to Mailroom
Ship date Fab 5, 2007 Service type Priority Envelope
Delivery date Fab 7, 200712111 PM  Waight 0.8 bs.
Stotus Deilvered
Date/Time Activity Location Details
Feb 7, 2007 12: 11 PM  Delivered TOKYQ P
13:13 AM  On FedEx vehicle for delivary  TOKYO-KOTO-KU
JP
10:32 AM At iocai FedEx facility T;)KYO-KOTO-KU
J

8:37 AM  intl shipment ralease NARITA-SH! JP

B:37 AM  Intranait NARITA-SHI JP

£:26 AM  in transit NARITA-SHI JP Packaga avallable for

clearancs

Feb 6, 2007 2:00 AM  Daparied FedEx location CAKLAND, CA
Fab 5, 2007 10:52 PM  Arrived at FedEx location OAKLAND, CA

§: 30 PM  Left origin SEATTLE, WA

5:5 PM Package dats ransmitted to

FedEx
527 PM  Picked up SEATTLE, WA

(__Signature proof ] E-maliresuits ) Track more shipmenis |

Subscribe to tracking updatas {optionat)

Your Name: Your B-mali Address:

E-mall address Language me" ﬁm
English -
Engiish fe
English -
English -

Select format; ‘¥ FTML . Text | Wirelegs
Add pargonal message:

Mot availabie for Wirsiess or
non-English characters.

- By selecting this check box and the Submit button, | agree to these Terms ard
Gonditiang

hitpifwww fedex. com/Tracking/Detailfte_start_url=&totaiPieceNum=&back To=&templat... 3/5/2007
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Exhibt B

Killefer, Campbeli

From: Cwik, Joseph [jecwik@welshkatz.com]

Sent: Tuesday, March 08, 2007 9:59 AM

To: jgold@rmorganiewis.com

Ce: Kiilefer, Campbeli; Stiwinski, Cynthia; Schnayer, Jerold; sstimpson@morganiewis.com
Subject: RE: Casio Inc. Discovery Requests

Jeff,

Jeff,

Cur telephone conference on March 2, 2007 was not a final Rule 26{f} conference given that
one of the Counter-Defendants, Casio Computer Co., Ltd. refused to participate. Until we
have completed the Rule 26(f) conference, it is not proper to serve discovery, and we
consider Casio Inc.'s First Set of Interrogatories and First Set of Requests to Produce

withdrawn.

Regards,
Joe

Joseph E. Cwik

Welsh & Katz, Ltd.

120 8. Riverside Plaza, 22nd Floor
Chicago, IL 60606

Direct Phone: {312) 526-1622

Fax {312) 65%-1501

----- Original Message«--.-
From: jgolde@morganlewis,com [mailto:jgoldemorganlewis.com]
Sent: Monday, March 05, 2007 2:49 PM

To: Cwik, Joseph
Cec: Killefer, Campbell; Siiwinski, Cynthia; Schnayer, Jerold; sstimpson@morganlewis.com

Subject: Re: Requeat to Extend Time for Case Maragement Confarance

Joseph,

We have the following responses to your email, following our 26(f) conference on Friday:

1} We would not oppose a two week postponement of the hearing now set
for March 20th as long you will agree to the following:

a. This postponement will not effect the timeframe for Papst's
responses to Cagio, Inc.'s discovery requests. They were served on vour DC counasl by
hand on Friday making responses dus on April 2, z007;

. You will provide us with copies of the Hague convention
gervice
papers you claim to have served on Casio Japan 86 wae can verify that you have actually

Degun the process; and
You will not sesk any further postponements of the Initial

<.
Boheduling Conference is Lthig cass.
2} A draft 26{(f: report is in the works and will be forwarded to you
i

due course.

3} Mo part of any discussions we had during the 26(f] conference, or
i



e
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gince then, has been on behalf of anyone other than Casie, Inc.

4) Regarding your requests to identify the gpecific details of the

Casio, Inc., Casio Japan and any “"related entitieg?” computer systems, such a request is
beyond the scope of a 26(f) conference. That said, in the spirit of cooperation and with
the expectation that Papst will respond with information about its systems, Casioc Inc. has
a Windows based email server that containg about 50 GB of emails and a Windows bhased file
and print sharing server with about 200 GB of data from about 400 users. Tt would be
Casio Inc.'s position that most of this information would be completely irrelevant to this
litigation. If you belisve you are entitled to any more information about Casio Inc.'s
system or any specific discovery, please serve a discovery request and we will consider

it

Regards.

Jeffrey M. Gold, Esg.
Morgan Lewis & Bockius, LLP
101 Park Avenue

New York, New York 10178
{212) 309-2113

"Cwik, Joseph®

<jecwik@welshkat
Z.com>
Te
jgoldemorganlewis.com,
03/62/07 06:06 sstimpson@morganlewis.com
PM
cc
"Killefer, Campbell®
«CKilleferaVenable.com>, "Sliwinaki,
Cynthia" <csliwinskigwelmhkatz.coms,
"Schnayer, Jerold*
<jbschnayerewelshkatz. coms
Subject

Request to Extend Time for Case

Management Conference
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Jeff,

This will confirm the telephone conference with us today. We asked you
for a two month extension of time for the Case Management Conference given that one of the
parties, Casio-Japan, is not represented and has not yet been served. You declined this
extengion request. When we asked if you would agree to any extension, you replied that you
would need to agpeak to your client first and would provide us with a responase by early

next week.

Please let us know your client's response on this issue as socon as posgible,

As for the other issues you did mention today, you stated that you could not and would not
speak on behalf of one of the parties in this case, Casic-Japan. When we asked if Casic
Japan agreed to each of your case management proposals, you indicated that you could not
and would not answer that question. You also atated that you would soon provide us with
your written proposmal for a Rule 26(f) report.

relevant computer systems and databases that are and have been used by Casio Inc., Casio
Japan and all related entities so that any electronic discovery proposal can be congidered
in an actual factual context, Also, please provide us with a detailed description of the
size of the potentially relevant data for each of those correasponding databases or

A3 we agked you today, please provide us with a detailed description of all potentially

Regards,

Joe
Joseph E. Cwik

Welsh & Katz, Ltd.

120 §. Riverside Plaza, 22nd Ploor
Chicago, IL 6060%

Direct Phone: (312) 526-1622

Fax (312) 655-1501

DISCLAIMER

Thie e-mail message is intended only for the personal

use of the recipient({s) named above. This message may

be an attorney-client communication and as such privileged

and contidential. If you are not an intended recipient,

you may not review, copy or distribute this message. If

you have received this communication in error, pleage

notify us immediately by e-mail and delete the original message.
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J. Kevin Fee, Esq.

Morgan, Lewis & Bockius LLP
1111 Pennsylvania Avenue, NW
Washington, D.C. 20004

Tel.: (202) 739-3000

Scott D, Stimpson, Esq. (pro hac vice)
Jeffrey M. Gold, Esq. (pro hac vice)
Morgan Lewis & Bockius LLP

101 Park Avenue

New York, New York 1018-0060

Attorneys for Plaintiff

Casio Inc.
UNITED STATES DISTRICT COURT
DISTRICT OF COLUMBIA

CASIO INC,, Case Ne. 1:06-CV-01751
Plaintiff
Y.

PAPST LICENSING GMBH & CO. KG Judge: Gladys Kessler
Defendant,

Plaintiff Casio Inc. (“Casio US") responds herein to Defendant Papst
Licensing GMBH & Co, KG's (“Papst”) Motion to Continue the March 20, 2007 Initial

Status Conference.

RESPONS

This request to postpone the Initial Status Conference, now scheduled for March 20,
20607, is the second made by Papst. Papst aiready asked for 2 continuance of the initia!l

Status Conference that was originally set for February 1, 2007, a request that Casio US did

not oppose.

1-NY/ 21513470
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Service by the Hague Convention should not take four to six menths, as Papst claims.
Indeed, when counsel for Papst refused to accept service of the Complaint at the beginning of
this action, Casio US was forced to proceed to serve by the Hague Convention and service was
completed in less than six weeks. Research indicates that the process, if done correctly, should
be completed in much less than the time Papst has already had to serve Casio Japan. In fact, the
State Department website indicates that “central authorities generally accomplish service within
two months,” See Hague Convention on the Service Abroad of Judicial and Extra-Judicial
Documents in Civil and Commercial Matters, United States Department of State, available at
http://iravel.state. gov/law/info/judicial/judicial_686.htm! (under the “Time Frame” heading --
last visited March 7, 2007).

Casio US does not object to a short postponement of the Scheduling Conference while
Papst continues to try to add Casio Japan, so long as discovery proceeds in the interim. Casio
US’s primary concemn is that Papst will use this postponement to avoid or needlessly delay
discovery. Also, as the present case will involve discovery from foreign countries, including
Germany where Papst and (we believe) the named inventor are located, it is important to
commence this discovery sooner rather than later,

It is black letter law that once a 26(f) conference takes place, discovery can begin.
U.8.C.8. Fed. R. Civ. P. 26(d); see also Old Dominion Electric Coop. v. Ragnar Benson, Inc.,
No. 3:05CVO034(JRS), 2005 U.S. Dist. LEXIS 9842, at *2 (D. Va. 2005). This is applicable
whether or not all parties have been served. See, e.g., Steppes Apt., Lid. v. Armstrong, 188
F.R.D. 642, 644 (D. Utah 1999); Biocore, Inc. v. Medica Rents Co., No. 98-2268, 1998 U.S.
Dist. LEXIS 14372, at *6 (D, Kan, 1998). Casic US and Papst have had their Rule 26(f)

P ey

conference, and pursuant to Rule 26, discovery should begin. The March 2, 2007 teleconference

PNY/ZI51347.0 2
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was set up in advance by counsel for Casio US to be the case's 26(f) conference and, during the
teleconference, every item specified in this Court's local rule, LCVR 16.3, as well as electronic
discovery, was addressed. Accordingly, Casio US served interrogatories and document requests
on Papst on March 2, 2007 once the conference was complste.

Accordingly, Casio US respectfully request that the Court either proceed with the
Scheduling Conference on March 20, or that any postponement of the Conference not be in
excess of another month. Either way, Casio US requests that discovery between Casio US and

Papst be allowed to proceed.

Respectfully submitted,

y o "

e T

plo, B4
Scolf . $timpson, Esq. (pro hac vice)
Jeffrey M. Gold, Esq. (pro hac vice)
Morgan Lewis & Bockius LLP

101 Park Avenue
New York, New York [0178

DATED: March 7, 2006

J. Kevin Fee, Esq.

Morgan, Lewis & Bockius LLP
1111 Pennsylvania Avenue, NW
Washington, D.C. 20004

Attorneys for Plaintiff
Casio Inc,

I-NY/ 2151347 1 3
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UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF COLUMBIA

CASIO INC.

Plaintiff,
Civil Action No. 1:06 CV 01751

v.
Judge: Gladys Kessler

PAPST LICENSING GMBH & CO. KG,
Defendant.

PAPST LICENSING GMBH & CO. KG,
Counter-Plaintiff

V.

CASIO INC, and
CASIO COMPUTER CO., LTD.

Counter-Defendants

REPLY BRIEF IN SUPPORT OF PAPST LICENSING’S MOTION TO

CONTINUE THE MARCH 20, 2007 INITIAL STATUS CONFERENCE

Defendant and Counter-Plaintiff Papst Licensing GmbH & Co. KG (“Papst
Licensing”) respectfully submits this short Reply in support of Papst Licensing’s motion
to postpone the initial status conference scheduled on March 20 until May 21, 2007, or
such other date as is convenient for the Court. Plaintiff Casio Inc.'s opposition to the
motion does not undercut the reasons why a two-month postponement is warranted to
allow Papst Licensing to serve its Answer‘and Counterclaim on Counterclaim Defendant
Casio Computer Co., Ltd. (*Casio Japan”), a Japanese company affiliated with Plaintiff

Casio Inc, (“Casio U.S."). We will make three short points in reply.
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First, Casio U.S.'s argument that a telephone call on March 2, 2007, constituted
the parties’ Rule 26(f) conference does not satisfy Local Rule 16.3(a). This Court's Local
Rule anticipates that, if all Defendants cannot (or will not) participate in the Rule 26(H)
conference, the conference should be continued until all parties are served and are
formally "Defendants” who must participate. As discussed in the attached March 7 letter
to Casio U.S.'s counsel (see Exhibit A attached hereto), counsel for Casio U.S, would not
and could not make any representations or commitments for Casio Japan. Even simple
questions such as Casio Japan's electronic data and e-mail systems went unanswered.
During the March 2 phone call, the chair for Casio Japan was empty.

Second, the evidence that Papst Licensing seeks to prove patent infringement by
Casio U.S. and Casio Japan likely resides within the control of Casio Japan in Japan. On
information and belief, Casio U.S. does not design or manufacture the infringing devices.
Instead, the locus of the infringing activities is likely at Casio Japan, which is the
parent/affiliate that controls the design and manufacture of the equipment, and later
controls the shipment of the equipment for further distribution by Casio U.8. Proceeding
with a discovery plan now, when Casio Japan has not yet been served and counsel for
Casio U.S. will not and apparently cannot speak for Casio U.S., will waste the time and
resources of the Court and the parties.

Third, what really is going on is that Casio U.S. is attempting to gain tactical
advantage in discovery by claiming to have conducted a good faith Rule 26(f) conference
on March 2, and immediately thereafier serving written discovery on Papst Licensing,
when the phone cail was missing the critical Defendant's counsel. (See March 7 letter

atlached hereto as Exhibit A). Casio Japan has not yet been served with the summons
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and Complaint because counsel for Casio U.S. declined to accept service and Papst
Licensing therefore has no choice but to proceed with the “jump through the hoops”
service in Japan under the Hague Service Convention as set forth in the Affidavit of Rick
Hamilton (see Exhibit A accompanying Papst Licensing's motion). Casio U.S. merely
points to a State Department website, but offers no evidence to undercut Mr. Hamilton's
statements under oath about Papst Licensing's prompt and diligent efforts to serve Casio
Japan in Japan.

Needless to say, Papst Licensing will participate in the March 20 initial status
conference if the Court so directs. With all due respect, the same "empty chair” for Casio
Japan will be present in the courtroom if we proceed without counsel for Casio Japan on
March 20,

Accordingly, Papst Licensing respectfully requests that the Court grant its motion

and reschedule the initial status conference for May 21, 2007, or such other date as is

convenient for the Court.

Dated: March 9, 2007
Campbell Killefer (Bar. No. 268433)

VENABLE LLP
575 7° Street, N.W.,
Washington, D.C. 20004
(202) 344-4000

Jerold B. Schnayer

Joseph E. Cwik

WELSH & KATZ, LTD.

120 South Riverside Plaza » 22nd Floor
Chicago, linois 60606

(312) 655-1500

Attorneys for Defendant/Counter-
Plaintiff Papst Licensing GmbH & Co.
KG
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CERTIFICATE OF SERVICE

I'hereby certify that the foregoing was served upon the following counsel for
Plaintiff and Counterclaim Defendant Casio Inc. through the Court’'s ECF electronic
service and by regular U.S, Mail, postage prepaid, this March , 2007;

J. Kevin Fee

MORGAN, LEWIS & BOCKIUS LLP
1111 Pennsylvania Avenue, NW
Washington, D.C. 20004

Scott D. Simpson

Jeffrey M. Gold

MORGAN LEWIS & BROCKIUS LLP
101 Park Avenue

New York, New York 10178

Counsel for Casio Inc.

Kbyl

Campbell Killefer U

DO DOCRT #2361 14-v]
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A GIOHEY HATE
RICHARD L. WOODL*
JEROLD &. BCHNAYER
SONEPH R MARCUS
SERALD 3. SCHUN
GERALD 1. SHINLECTON
JAMES A SCHEER
DANIEL R. CHEARY
ROBERT B, BREISHLATY
JAMES B WHITE

R MARK HALLIGAN
HARTWELL # MORSE, 1)t
ELWARD ®, GAMSON. Py 0.
KATHLEEN A REEINTGEN
THOMAS & TOLPRIN®
HCHARD W. MCLAREN, Jnm,
ELLIOTT & NANKENDORY
CRIC §. COHEN

GORN L AMBADO)

JULAE A, KaATX

JON P CHRISTENBEN
WALTER J. KAWULA, JR.
LEQHNARD FRIEDKAN
STEVEN £, FELDMAN
JEFFALY W, BALMON
LOUISE T, WALSH

PAUL M, YARGO, Pu.D),
JOSEPH £ CWiN

WeLsH & KA1z, LTD.

Wd.%v

120 SourH RIVERSIDE Praza « 228D Fioonr

Cricago, lLungis 60606-30 2

TELERHONE (B12) 6554800
FACSIMILE (312) 655. B0

www.weighkatz.com

March 7, 2007

YIA FACSIMILE AND U.S. MAIL

Jeffrey Gold, Esq.

Morgan Lewis & Bockius, LLP

101 Park Avenue

WE} hbd /'L

4 ARON CARNARAN

ERIK B, FLOM, Pu .

JAMES §. RADEN

RICHARD J gusiax

DAMICL M. GURFINREL

HICHELE 8. ATE

BRALAN J. S00DIKOFF

BRETY M, TOLMIM

GECRSE 3, FavLIK

MICHALL A, KROL, #u.D,

SHERRY L. ROLLO

CRAS M. HUCHH

STEPHEN P, BENSON

SREGOAY 4. SKONY
[

AF COUNSEL

LAURIE A, HAvnIE

JAMEN J. MYMOK

THOMAS M. vigil,

PHILIF O. SEGREST, Ja.+

WALLACE 1. DUIVER, Pu.D.

LAUNA &, LABESTS, #u.D,

DONALG L. WELSN (ioEs-1008)

" ALEOQ ADMITTED 1M SHITIICT OF COLYMMES
T ALKQ ABMITTED N ALAMIAWA

New York, New York 10178

Re:  Casio Inc, v. Papst Licensing, Case No. 1:06 CV 011751 (GK)

Dear Jeffrey:

['write to address your March 6, 2006 e-mai} asserting that the parties had a Rule 26(H
conference on March 2, 2007, and therefore discovery may now proceed. There was not and
could not be a Rule 26{f) conference for several reasons.

First, there could not be a Rule 26(f) conference because one of the parties, Casio
Computer Co,, Ltd,, refused to participate. At our March 2, 2007 conference, you stated that you
could not and would not speak on behalf of one of the parties in this case, Casio Japan. When
we asked if Casio Japan agreed to each of your case management proposals, you indicated that
you could not and would not answer that question. When we asked if you knew any of the
details concerning Casio Japan's electronic information and computer systems, you stated that
you could not and would not provide that information, Accordingly, there was not and could not

_ be a Rule 26(f) conference given that the required topics for any suc ce, such as the
scope of each party’s electronic discovery, could not be addressed. Furthermore, Local Rule

16.3(a) clearly anticipates that if all parties cannot participate at a Rule 26(f) conference, the

conference should be continued unti] such time all parties are served, Here, Casio fapan has not

yet been served because vour firm has refused to acee
result, Papst Licensing has been forced
Service Cenvention procedure. Becaus

WASHINGTON OFFICE
CRYSTAL PLAZA GNE - SUITE 337

200 JEFFLASON DAVIS HISHWAY

to effectuate service through
¢ the Affidavit of Rick Hamil

ARLINGTON, ViRQNA 2RFOLNBOY -

pt service on behalf of Ca

sio Japan. Asa
the months long Hague
ton clearly demonstrates

TELEPHOME (70X AIE 4TS
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that Papst Licensing has diligently pursued its service of Casio Japan, any delays in service are
the fault of your firm, not Papst Licensing,

Second, Papst Licensing never agreed that the March 2, 2007 telephone conference
would in fact be a Rule 26(f) conference. Instead, Papst Licensing participated on March 2,
2007 to listen to proposals that Casio Inc. had concerning scheduling, to ask questions related
thereto, and to request a two-month extension of any Rule 26(f) conference and the initial case
management conference. If Casio Inc, had actually intended for the March 2, 2007 conference to
be a Rule 26(f) conference, it would have Sent a proposed case management plan in advance of
the conference. In faet, Papst Licensing specifically asked you by e-mail on March 1, 2007 and
early on March 2, 2007 if there were any materials that you wanted Papst Licensing to review
before the conference. Because Casio Inc, Sent no proposed case management plan or any other
materials in advance of our March 2, 2007 conference, there was clearly no expectation on
behalf of the parties that anything other than a preliminary discussion would oceur.

Therefore, the parties have not yet conducted a Rule 26(f) conference, your March 2,
2007 service of discovery was premature and not permitted under the Federal Rules of Civil

Procedure,
By A< %
ph E. Cwi

JEC/pm
cc:  Jerold B. Schnayer
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UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF COLUMBIA

CASIO, INC,,
Plaintiff & Counter-Defendant,

v, : Civil Action No. 06-1751 (GK)

PAPST LICENSING GMBH & CO.,KG, ;

Defendant & Counter-Plaintiff,

ORDER

Upon consideration of the Motion of Defendant and Counter-Plaintiff, Papst Licensing
GMBH & Co., KG, to continue the March 20, 2007 Initial Scheduling Conference, the Opposition,
and the Reply, it is hereby

ORDERED, that the Motion is granted; and it is further

ORDERED, that the Initial Scheduling Conference is continued until May 14,2007 at 10:15

a.m.; and it is further

ORDERED, that no further continuances of the Initial Scheduling Conference will be

granted; and it is further

ORDERED, that discovery between Plaintiff and Defendant is to proceed; and it is further

ORDERED, that all counsel are to comply with LCvR 7(c), which they do not seem to be

aware of.

March 13, 2007 s/
Gladys Kessler
United States District Judge

Copies via ECF to all counsel of record



ROt THUSRMIAR Dd2omenedd46-6 FilEdeanBIZR0R807 Pagade df af 2

' Morgan, Lewis & Bockius up )
A 101 Park Avenue Mom | WIS
New York, NY 10178-0060
Tel: 212.309.6000 COUNSELORS AT LAW
Fax: 212.308.6001
www.morganiewis.com

Jeofirey M. Gold
2123692113
igold@morganiewis.com

March 30, 2007

VIA ELECTRONIC MAIL

Joseph E. Cwik

Welsh & Katz, Ltd.

120 South Riverside Plaza
22nd Floor

Chicago, IL 60606-3912

Re:  Casio Inc. v, Papst
Dear joe:

In response lo your letter of March 28, we believe that your continued efforts to delay discovery
are completely off base and unsupported. The court ordered that discovery proceed, despite
Papst’s request that it not proceed, We held the required 26(f) Conference on March 2, 2007,
and our discovery was properly served thereafter. We expect full and appropriate responses on
April 2, 2007 and if we do not receive them we will take appropriate action.

With respect to the case management report and schedule we proposed two weeks ago after the
26(f) Conference, to which you have not responded, Casio Japan will agree to the proposed
dates, content and discovery related terms. Please provide your comments so we can submit the
documents as required in a timely fashion in advance of the May 14, 2007 Initial Scheduling

Conference.

To the extent you wish to further discuss electronic discovery, we are amenable to doing so in an
effort to agree on mutually acceptable terms. We note that we proposed several electronic
discovery procedures at the 26(f) Conference and followed up with information you requested
regarding Casio Inc. and have received no response from you. Regardless, no one from Casio
will participate in such a discussion, nor is there any requirement that they do so, We will be
able to provide the information required under the ruies. Further, unti! we khow what you intend
10 request in this litigation, we can not estimate the volume of electronic material that will be

responsive and/or relevant.

NV IO
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Morgan Lewis
Joseph E. Cwik COUNISLONE &Y Law
March 30, 2007
Page 2

Additionally, in an effort to advance discovery, please inform us whether you intend to take the
position that Tasler’s and/or LTT s documents are not within your custody and control, We
would also like to know whether you intend to produce them in response to our requests.

Finally, as a house keeping matter, please direct all future correspondence to the following email
addresses:

SStimpson@MorganLewis.com
JGold@MorganLewis.com
JKFee@MorganLewis.com
LKrawczyk@MorganLewis.com

Sincerely,

b([-*.--e}, 14
Jeftrey M. Gold

P-NY/2Ini0BT
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UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF COLUMBIA

CASIO INC.

Plaintiff,
Civil Action No. 1:06 CV 01751
V.
Judge: Gladys Kessler

PAPST LICENSING GMBH & CO. KG,
Defendant.

PAPST LICENSING GMBH & CO. KG,
Counter-Plaintiff

V.

CASIO INC, and
CASIO COMPUTER CO., LTD.

Counter-Defendants

PAPST LICENSING GMBH & CO. KG’S MEMORANDUM IN OPPOSHTON
TO CASIO INC.’S MOTION TO COMPEL AND FOR SANCTIONS

Defendant and Counter-Plaintiff Papst Licensing GmbH & Co. KG (“Papst
Licensing™) respectfully requests that this Court deny Casio Inc.’s (*“Casio USA™) Motion
to Compel and for Sanctions. Casio USA's motion gives the word "overreaching” a new
meaning and should be denied.

1. INTRODUCTION

The underlying premise of Casio USA’s motion is that the parties engaged in an
alleged Rule 26(f) conference via telephone call on March 2, 2007 even though one of the

parties in this case, Casio Computer Co., Ltd. (“Casio Japan”), refused to participate in
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the conference call and even though Papst Licensing never agreed to such a conference.
(Casio USA and Casio Japan are referred to collectively as "Casio" at appropriate points
in this legal memorandum.) Instead of waiting for a proper Rule 26(f) conference to
occur with Casio Japan as a participant, Casio USA jumped the gun on March 2, 2007 by
purporting to serve Interrogatories and Requests for Production of Documents by hand
delivery that same day on counsel for Papst Licensing. The March 2 conference call was
a mere trick to allow Casio USA to serve improper written discovery without a full and
complete Rule 26(f) conference.

Ever since March 2, 2007, Papst Licensing has diligently sought informal
discovery from both Casio USA and Casio Japan so that a meaningful and proper Rule
26(f) conference could occur as soon as possible. In response to Papst Licensing’s
requests for informal discovery, Casio USA and Casio Japan have refused to provide the
basic information logically needed to determine how long discovery will take in this case
and from whom discovery will be required (e.g., information concerning their computer
systems that will affect e-discovery). Rather than meet and confer with Papst Licensing
in a good faith basis to determine whether agreements can be made regarding scheduling
and the scope of discovery, Casio USA now steadfastly refuses by claiming that a proper
Rule 26(f) conference took place on March 2, 2007, and nothing else needs to be
accomplished.

The parties’ joint case management plan is now due to the Court no later than
May 7, 2007. Papst Licensing submits that the parties should be focusing their efforts on
providing thoughtful proposals to the Court rather than briefing a meritiess motion to

compel discovery and for sanctions. Therefore, Papst Licensing respectfully requests that
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this Court deny Casio USA’s motion, and order both Casio USA and Casio Japan to
participate, in good faith, in a Rule 26(f) conference within the next three days. If the
Court were to find that Papst Licensing should provide responses to Casio USA’s written
discovery requests, Papst Licensing is prepared to do so within seven days of any such
Court order. Any such discovery responses, however, would be incomplete and
preliminary because of Casio's failure to conduct a proper and complete Rule 26(f)
conference.

11. FACTUAL BACKGROUND

Casio USA filed its Complaint under the Declaratory Judgment Act against Papst
Licensing, a German company. This case concemns two patents owned by Papst
Licensing covering technology used in digital cameras. On January 3, 2007, Papst
Licensing filed and served its Answer and Counterclaim against Casio USA. Papst
Licensing’s Counterclaim alleges patent infringement by both Casio USA and Casio
Japan.

Soon after filing its Answer and Counterclaim, counsel for Papst Licensing
contacted counsel for Casio USA to inquire if they would accept service of a summons
and the counterclaim on behalf of Casio Japan so that this case would not be delayed due
to the time required to serve Casio Japan through the Hague Service Convention.
Counsel for Casio USA declined to accept service for Casio Japan despite the fact that
Casio USA and Casio Japan are represented by the same law firm, Morgan Lewis and
Bockius, LLP. Accordingly, Papst Licensing immediately took steps to effectuate service

on Casio Japan through the Hague Service Convention.
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Before Casio Japan could be served, Casio USA demanded that Papst Licensing
hold a Rule 26(f) conference on March 2, 2007. Without ever agreeing that a Rule 26(f)
conference could or would occur without participation by Casio Japan, Papst Licensing
received Casio USA’s phone call on March 2, 2007 in an attempt to discuss an exchange
of informal discovery on Rule 26(f) issues, and how a Rule 26(f) conference could occur
without the participation of one of the three named parties to the case. At that time, Papst
Licensing informed Casio USA that a meaningful Rule 26(f) conference could not occur
until Casio Japan participated in the Rule 26(f) conference, and requested that any Rule
26(f) conference be postponed until all the named parties were ready to meaningfully
participate. (Ex. A) Papst Licensing had no expectation that a Rule 26(f) conference
would actually occur on March 2, 2007. 1d. Furthermore, Papst Licensing received no
scheduling proposals from Casio USA prior to that March 2, 2007 conference despite
Papst Licensing’s request for a scheduling proposal before any Rule 26(f) conference. Id.

The need for Casio Japan’s participation in any Rule 26(f) conference
demonstrated itself on March 2, 2007. During a conference call, counsel for Casio USA
confirmed that he could not and would not commit to any discovery proposals in any case
management proposal on behalf of Casio Japan. Counsel for Casio USA also could not
and would not provide any information concerning Casio Japan’s computer systems or
electronic discovery, thereby rendering any meaningful discussion on electronic
discovery procedures impossible without any factual context. Therefore, the lack of
Casio Japan’s participation on March 2, 2007 rendered the parties unable to address the

Rule 26() topics in the thoughtful manner that Rule 26(f) anticipates.
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When it became apparent that Casio Japan would likely not yet be served with the
summons and counterclaim and therefore would not attend the Court’s initial case
management conference set for March 20, 2007, Papst Licensing filed a Motion to
Continue the initial case management conference on the grounds that Casio Japan’s
absence from the case rendered the parties unable to complete any meaningful Rule 26(f)
conference and would render the initial case management conference unproductive.
[Docket #12] In its response brief, Casio USA argued that the motion should be denied
because “Casio U.S. and Papst have had their Rule 26(f) conference...” [Docket #13]
This Court granted Papst Licensing's motion and continued the initial case management
conference until May 14, 2007. [Docket #16) This Court’s Order was also silent on
whether a Rule 26(f) conference had actually occurred. /d. While this Court’s Order did
state that “discovery is to proceed,” that Order was consistent with Papst Licensing
Motion to Continue, which argued that the parties needed informal discovery on Rule
26(f) issues before any meaningful Rule 26(f) proposals could be discussed. [Docket
#12].

Since this Court’s ruling on March 13, 2007, Papst Licensing has diligently
sought to obtain informal discovery from both Casio USA and Casio Japan so that a
meaningful Rule 26(f) conference could occur. Specifically, Papst Licensing requested
details on the computer systems and electronic information possessed by Casio USA and
Casio Japan. Recognizing that such information was indeed relevant to Rule 26(f)
scheduling issues, Casio USA and Casio Japan later agreed to exchange some of the
requested electronic systems information on April 13, 2007. (Ex. B). When Casio

previously represented that it would need to know the types of discovery that Papst
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Licensing would request to fully consider the Rule 26(f) issues, Papst Licensing
informally provided that information in its letter dated April 2, 2007. (Ex. C) Papst
Licensing also provided Casio with formal discovery requests on April 20, 2007, with the
stated understanding that such requests would only be considered as having been
formally served when the parties completed their Rule 26(f) conference. (Ex. D).

Despite Papst Licensing’s requests informally to exchange discovery on Rule
26(f) issues, Casio has essentially ignored those requests. For example, on April 6, 2007,
counsel for each party met and conferred to discuss the Rule 26(f) issues on a preliminary
basis. (Ex. E) At that time, Casio USA and Casio Japan were unable to provide
information on several issues that are logically needed by Papst Licensing to determine
from whom discovery will be sought and how long discovery will take. Specifically,

Papst Licensing asked:

I. What are the names of all the Casio companies (or third-parties) that were
involved in the design and development of each Casio Digital Camera?

2. What are the names of all the Casio companies (or third-parties) that were
involved in the manufacture of each Casio Digital Camera.

3. What are the names of all the Casio companies (or third-parties) that were
involved in the sale or offer for sale of each Casio Digital Camera
worldwide?

4. Are both Casio Japan and Casio U.S. wiling to voluntarily (and without
third-party subpoena} produce relevant information and witnesses from all
of their parent companies, sister companies, subsidiaries, predecessors,
successors in interest, related entities, any person employed by any of
these entities, and all of Casio’s agents and representatives (including but
not limited to its attorneys, accountants, and consultants)?

5. Is all of Casio Japan’s and Casio U.S’s potentially relevant electronic
information “reasonably accessible” as that term is used in Fed.R.Civ.P.

267
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6. What are the names, titles and employers of those individuals at Casio
Japan and Casio U.S. who have specialized knowledge of each respective
party’s computer systems, applications and potentially relevant electronic

information?
(Ex. E)

Answers to these questions would significantly assist the parties and the Court in
determining for how long discovery should be scheduled, and how discovery should be
handled in this case. See, Rule 26(f)(requiring discussion on “the subjects on which
discovery may be needed, when discovery should be completed, and ...issues relating to
disclosure or discovery of electronically stored information, including the form or forms
in which it should be produced” Fed.R.Civ.P. 26(f)(1). Because neither Casio USA nor
Casio Japan could provide answers to these questions, the parties agreed to continue the
Rule 26(f) conference to April 18, 2007. (Ex. E). Papst Licensing again provided these
requests by letter to Casio USA and Casio Japan on April 18, 2007. (Ex. E).

Notwithstanding their agreement for a continued conference, Casio USA’s
counsel called the morning the April 18, 2007 to inform Papst Licensing that they were
unilaterally cancelling the conference scheduled for later that day, and informed Papst
Licensing for the first time that Casio USA would not provide any information on the
Rule 26({) issues stated above. (Ex. F). Casio USA’s purported reason for cancelling the
conference was that Casio USA had not yet received Papst Licensing’s written proposals
for the Rule 26(f) report, even though the report was not due to the Court until several
weeks later on May 7, 2007, Nonetheless, in yet another effort to move the Rule 26(f)
process along, Papst Licensing provided Casio with its written proposals for a Rule 26(f)

report on April 25, 2006, a full twelve days before the report was even due to the Court.

(Ex. G).
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Unfortunately, Papst Licensing was forced to provide its Rule 26(f) proposals in a
vacuum without the informal information previously requested from Casio and without
Casio’s willingness to even talk about the issues in the previously scheduled conference
set for April 18, 2006. As a result, Casio has reached the point where it is refusing to
participate in any further Rule 26(f) conference, and is instead steadfastly sticking to its
misguided belief that a phone call on March 2, 2007 constituted a complete and proper
Rule 26(f) conference despite the lack of participation by Casio Japan.

ITI.  Cas10’s MoTION TO COMPEL SHOULD BE DENIED As NO PROPER RULE 26(D)
CONFERENCE OCCURRED.

As provided in Fed.R.Civ.P. 26(d), “a party may not seek discovery from any
source before the parties have conferred as required by Rule 26(f).” Furthermore,
“Without leave of court or written stipulation, a request [for production] may not be
served before the time specified in Rule 26{(d).” Fed.R.Civ.P. 34(b). Similarly, “Without
leave of court or writfen stipulation, interrogatories may not be served before the time
specified in Rule 26(d).” Fed.R.Civ.P. 33(a).

This Court's Local Civil Rules contemplate that the time for the parties to confer
in accordance with Fed.R.Civ.P. 26(f) runs from the time "the defendant who is given the
longest time to answer. . . ." {i.e., Casio Japan). See LCvR 16.3(a}3). In this case, the
parties have not completed their Rule 26(f) conference due to Casio’s games-playing.
Therefore, Casio’s discovery requests were served prematurely, were ineffective, and

should not be the basis of a motion to compel.
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Iv. CAs10’S MOTION FOR SANCTIONS SHOULD BE DENIED BECAUSE PAPST
LICENSING’S CONDUCT HAS BEEN PROPER AT ALL TIMES

Because Papst Licensing’s conduct has been proper at all times, Casio’s request
for sanctions is particularly overreaching in this case. Casio’s first request that Papst
Licensing be deemed to have waived all potential objections to Casio’s discovery
requests should be denied as there is no authority for such a drastic remedy in a case such
as this one. Specifically, Casio’s citation to Richmark Corp. v. Timber Falling
Consultants, 959 F.2d 1468, 1473 (9™ Cir. 1992) has no application here because the
Chinese corporation in that case declined to provide answers to discovery afier the Court
issued two orders directing that specific discovery be answered. Here, Papst Licensing
has not violated any Court orders that discovery be answered. Similarly, the case of Kurz
v. Mairone, 1998 U.S.Dist LEXIS 5258, *5 (E.D.Pa. 1988) is not applicable because
there was no dispute in that case that discovery requests were issued afier a Rule 26(f)
conference.

Casio’s request for fees and the adoption of Casio’s proposals for the case
schedule should also be denied. As a preliminary manner, the parties’ joint case
management plan is not even due until May 7, 2007. In accordance with that deadline,
Papst Licensing submitted its written proposals to Casio's counsel on April 25, 2007, and
further requested a continued Rule 26(f) conference so that additional agreements on
Rule 26(f) issues could be reached by the parties. (Ex. G). Rather than accept Papst
Licensing’s offer to meet and confer in accordance with Rule 26(f), Casio apparently
concluded that it would be more disruptive to file its sanctions motion.

Casio’s additional citations to case law only demonstrate how overreaching its

requests for sanctions are in this case. The case of In Re Heritage Bond Litigation, 223
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F.R.D. 527, 533 (C.D.Cal. 2004) is distinguishable because the at-issue party in that case
willfully disobeyed a previous court order to turn over specific documents and pay a
certain fine. Here, there is no such previous order to answer specific discovery, or a
finding that Casio’s discovery requests were properly served in the first place. Casio’s
other cases suffer from the same flaws. See,e.g. Daval Steel v. M/V Fakredine, 951 ¥.2d
1357, 1366 (2™ Cir. 1991)(seeking sanctions after only after one party violated “an
unequivocal order of the court requiring it to produce a witness for a deposition, and to
produce documents relating to that deposition.”); Albert v. Starbucks Coffee Co., 2007
U.S.App.LEXIS 196, *2 {D.C.Cir. 2007)(secking sanctions only after the plaintiff
refused to attend a deposition previously ordered by the Court and afier being warned by
the Court that the case would be dismissed if he did not attend); National Lawyers Guild
v. Attorney General, 94 F.R.D. 600, 602 (S.D.N.Y. 1982)(seeking sanctions only after

failing to comply with two specific court orders).

10
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CONCLUSION
For all the reasons discussed above, Papst Licensing respectfully requests that this
Court deny Casio USA’s Motion to Compel and For Sanctions, and further Qrder Casio
USA and Casio Japan to participate in and complete the parties Rule 26(f) conference

within three (3) days.

*

Campbeil Killefer (Bar. No. 265¢33)
VENABLE LLP

575 7™ Street, N.W.

Washington, D.C. 20004

(202) 344-4000

Dated: May 1, 2007

Jerold B. Schnayer

Joseph E. Cwik

WELSH & KATZ, LTD.

120 South Riverside Plaza » 22nd Floor
Chicago, Illinois 60606

(312) 655-1500

Attorneys for Defendant/Counter-
Plaintiff Papst Licensing GmbH & Co.
KG

11
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CERTIFICATE OF SERVICE

Ihereby certify that the foregoing was served upon the following counsel for
Plaintiff and Counterclaim Defendant Casio Inc. and Counterclaim Defendant Casio
Computer Co., Ltd. through the Court’s ECF electronic service and by regular U.S. Mail,
postage prepaid, this May 1, 2007:

J. Kevin Fee

MORGAN, LEWIS & BOCKIUS LLP
1111 Pennsylvania Avenue, NW
Washington, D.C. 20004

Scott D. Simpson

Jeffrey M. Gold

MORGAN LEWIS & BROCKIUS LLP
101 Park Avenue

New York, New York 10178

Counsel for Casio Inc.

Campbell kliiefer

12
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JOSEPMH E. CWiK

VIA FACSIMILE AND U.S, MAIL
Jeffrey Gold, Esq.

Morgan Lewis & Bockius, LLP

101 Park Avenue

New York, New York 10178

Re:  Casio Inc. v. Papst Licensing, Case No, 1:06 CV 011751 (GK)

Dear Jeffrey:

Twrite to address your March 6, 2006 e-mail asserting that the parties had a Rule 26(f) i
conference on March 2, 2007, and therefore discovery may now proceed. There was not and
could not be a Rule 26(f) conference for several reasons,

!

First, there could not be a Rule 26(f) conference becawse one of the parties, Casio
Computer Co., Ltd., refused to participate, At our March 2, 2007 conference, you stated that you
could not and would not speak on behalf of one of the parties in this case, Casio Japan. When
we asked if Casio Japan agreed to each of your case management proposals, you indicated that
you could not and would not answer that question. When we asked if you knew any of the
details concarning Casio Japan's electronic information and computer systenis, you stated that _ !
you could not and would not provide that information. Accordingly, there was not and could not ) f
be a Rule 26(f) conference given that the required topics for any such conference. such as the i
scope of each party's electronic discovery, could not be addressed. Furthermore, Local Rule .
16.3(2} clearly anticipates thet if 2}l parties cannot participste at a Rule 26(f) conference, the :
conference should be continued until such time all parties are served. Here, Casio Japan has ot
yet been served because your firm has refused to accept service on behalf of Casio Japan. Asa
result, Papst Licensing has been forced to effectuate service through the months long Hague
Service Convention procedure. Because the Affidavit of Rick Hamilton clearly demonstrates

WASHINGTON OFFICT

CRYSTAL PLATA ONL - SUITE 241 < 2001 JUFFERSON DAVIS HIGHWAY . ARLINGTON, VIROZNHA 2R2GK. 3803 - TELEFHONE (703 4104737

= EXHIBIT
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that Papst Licensing has diligently pursued its service of Casio Japan, any delays in service are
the fault of your firm, not Papst Licensing.

Second, Papst Licensing never agreed that the March 2, 2007 welephone conference
would in fact be a Rule 26(f) conference. Instead, Papst Licensing participated on March 2,
2007 to listen to proposals that Casio Inc. had concerning scheduling, (o ask questions refated
thereto, and to request a two-month extension of any Rule 26(f) conference and the initial case
management conference. If Casio Inc. had actually intended for the March 2, 2007 conference to
be & Rule 26(f) conference, it would have sent a proposed case management plan in advance of
the conference. In fact, Papst Licensing specifically asked you by e-mail on March 1, 2007 and
early on March 2, 2007 if there were any materials that you wanted Papst Licensing to review
before the conference. Because Casio Inc. sent no proposed case management plan or any other
materials in advance of our March 2, 2007 conference, there was clearly no expectation on
"behalf of the parties that anything other than a preliminary discussion would oceur.

' Therefore, the parties have not yet conducted a Rule 26(f) conference, your March 2,
2007 service of discovery was premature and not permitted under the Federal Rules of Civil

Procedure. )
By: E %
ph E. Cwi

JECfpm
cc:  Jerold B, Schnayer
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Killefer, Campbell

From: Cwik, Joseph fjecwik@welshkatz.com}

Sent: Tuesday, March 08, 2007 9:56 AM

To: igold@morganiewis.com

Ce: Killefer, Campbell; Stiwinski, Cynthia; Schnayer, Jerold; sstimpson@morganiewis.com
Subject: RE: Casio Inc. Discovery Requests

Jeftf,

Jeff,

Our telephone conference on March 2, 2007 was not a final Rule 26{f} conference givep that
one of the Counter-Defandants, Casio Computer Co., Ltd. refused to participate. Until we
have completed the Rule 26(f) conference, it is not proper to serve discovery, and we
coneider Casgio Inc.'s First Ser of Interrogatories and First Set of Requests to Produce

withdrawn.

Regards,
Joe

Joseph E. Cwik

welgh & Katz, Ltd.

126 $. Riverside Plaza, 22nd Floor
Chicage, IL 60606

birect Phone: {312) 526-1622

Fax (312} &55-150%

————— Criginal Meggage----~-
From: jgold@morganlewis.com [mailto:jgold@morganlewis.com}

Sent: Monday, Marxrch 05, 2007 2:49 PM

To: Cwik, Joseph
Ce: Killefer, Campbell; Sliwinski, Cynthia; Schnayer, Jerold; sstimpsonémorganlewis.com

Subject: Re: Request to Extend Time for Case Management Conference

Joseph,
We have the following responses to your email, following our 26(f) conference on Friday:

1} We would not oppose a two week postponement of the hearing now seb
for March 20th as long you will agree to the following:

B a. This postpénement will not effect the timeframe for Papst's
responses to Casio, Inc.'s discovery requests. They were served on your DC counsel by

hand on Priday making responses due on April 2, 2007;
- You will provide us with copies of the Hague convention

service
papers you claim to have served on Casio Japan s$o we can verify that you have actually

hegun the process; and
c. you will not seek anpy further postponements of the Initial

Scheduling Conference is this case.

2} A drafr 26(f} report is in the works and will be forwarded to you

in

due course.

No part of any discussions we had during the 26{f} conference, or
i

3
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since then, has been on bhehalf of anyone other than Casgio, Inc.

4} Regarding your reguests to identify the specific details of the

Casio, Inc., Casic Japan and any “related entities” computer systems, such a request is
beyond the scope of a 26{f} conference. That said, in the spirit of cooperation and with
the expectation that Papst will respond with information about its systems, Casio Inc. has
a Windows based email server that contains about 50 GB of emails and a Windows based file
and print sharing server with about 200 GB of data from about 400 users. It would be
Casic Inc.'s position that most of this information would be completely irrelevant to this
litigation. If you believe you are entitled to any more information about Casio Inc.'s
system or any specific discovery, pleace serve a discovery request and we will consider

ik.

Regardes.

Jeffrey M. Gold, Bsqg.
Morgan Lewis & Bockius, LLP
191 Park Avenue

New York, New York 10178
{212} 30%-2113

vCwik, Joseph"

<jecwik@welshkat
z.com>
T
jaoldemorganlewis.com,
03/82/07 06:06 sstimpson@morganlewis.com
-BM
cc .
skillefer, Campbell®
<CKillefergVenable.com>, "Sliwinski,
Cynthia* <csliwinski@welshkatz.coms,
"&chnayer, Jerold*
<jbschnayera@welshkatz .coms
Subject
requeat to Extend Time for Case

Management Conference
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Jeff,

This will confirm the telephone conference with us today, We asked you

for a two month extension of time for the Cases Management Conference given that one of the
barties, Casio-Japan, is not represented and has not yet been served. You declined this
extension request. When we asked if you would agree to any extension, you replied that you
would need to speak to your client first and would provide us with a response by early

next week.

Please let us know your client's response on this issue as soon as possible.

hs for the other issues you did mention today, you stated that you could not and would not
speak on behalf of one of the parties in this case, Ceasio-Japan. #When we asked if Casio
Japan agreed to each of your case management proposals, you indicated thar you could not
and would not answer that question. You alac stated that you would soon provide uas with

your written proposal for a Rule 16(f) report.

ha we asked you-today, please provide us with a detailed description of all potentially
relevant computer systems and databases that are and have been used by Caeiv Inc., Casic
Japan and all related entities so that any electronic discovery propesal can be considered
in an actual factual context. Aleo, please provide us with a deteiled description of the
size of the potentially relevant data for each of those correspending databases or

computer systems.
Regards,

Joe
Joseph E. Cwik

Welsh & Katz, Ltd.

120 8. Riverside Plaza, 22nd Floor
Chicage, IL 60606

Direct Phone: (312) 526-1622

Fax {312} 655-~1501

DISCLAIMER
This e-mail message is intended only for the perscnal

ugse of the recipient{s} named above. This message may
be an attorney-¢lient communication and as such privileged

and confidential. If you are not anm intended recipient,

you may not review, copy or distribute this message. If

you have received this commmnication in error, please

notify us immediately by e-mail and delete the original message.
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Morgan, Lewis & Bockius wtp .
J01 ok v Morgan Lewis
New York, NY 10178 COUNSELOXKS AT 1AW
Tel: 212.309.6000

Fax: 212.309.6001

wwiv.morganiewis.com

Jeffrey M. Gold
212.309.213
jgcit@meorganiowis.com

April 12, 2007

YIA ELECTRONIC MAIL

Joseph E. Cwik

Welsh & Katz, Lid,

120 South Riverside Plaza
22nd Floor

Chicago, I 60606-3912

Re:  Casiolnc. v. Papst

Dear Joe:

This letter addresses the exchange of information the parties agreed to at the teleconference of
April 6, 2007. As we have discussed in the past, it is Casio’s position that the 26(f) Conference
was held in this case on March 2, 2007 and that Papst’s continued failure to respond to our
discovery requests is in direct violation of the Court’s Order and the Federal Rules of Civil

Procedure.

That said, we provide the following information in the spirit of cooperation in hopes that Papst
will finally provide comments to our proposed 26(f) Report, which we first forwarded to you on
March 9, 2007. Further inquiries may be addressed in formal interrogatories and document

requests.

Casio Japan's Electronic Documents:;

The following sets forth our general understanding about how Casio Japan stores its electronic
information,

1) There is no set email system used by all Casio Japan personnel. The design personnel
generally use “AL-Mail” and most others use MS Outlook,

2) The Digital Camera division has its own server, and documents on that server are shared
with personnel in that division. Most documents are created using Microsoft applications, such

as Word, Excel, etc.

: EXHIBIT

1-NY/2166543.) g &
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Morgan Lewis

COUNFILORE AY LA W

Joseph E, Cwik
April 12, 2007
Page 2

3 There are no backup tapes for the Casio servers, but instead there are muliiple servers
(one serving as a backup in case the primary server runs into trouble).

asio Inc’s El ni ents:

The following sets forth our general understanding of how Casio Inc. stores its electronic
information. '

1) Casio Inc, has 8 Windows based email server that contains about 50 GB of emails

4 Casio Inc. has a Windows based file and print-sharing server with about 200 GB of data
from about 400 users.

Sincerely,

Iﬁcﬁ:{ M. Go{d

E-NY/2166543.1



CaSask 1603+t SRYRMIAR DdoomeneAd4s®-7 FilEdeaiOBIZR807 Pagage?as 6655

Case 1:06-cv-01751-GK

A SHINEY RATZ:
RICHARS L. WOOD-
SJEROLD B. SCHNAYER
SOSEPH R MARCUS
GERALD 5. SCHUR
GERALD T. SHEKLETON
JAMES A, SCHELR
DANIEL, R, CTHERRY
ROBERT 8. BRCISALATY
HAMES P, WHITE

R. MASH HALLIGAN
HARTWELL P, MORSE, I
EDWARD P, GAMEGN, Pr.D.
HATHLEEN A, RHETNTGEN
FHOMAS W, FOLPIN-
HICHARD W. McLAREN, JR.
LLLIOTY C. BANKENDORF
ERIC D. COHEN

JOHN L AMBROA!

SULEE AL KAT2

JON R CHALATENSEN
WALTER J. KAWDILA, JR.
LEONARD FRIEDMAN
STEVEN E. FELDMAN
SEFFREY W. SALMON
LOVISE ¥, WALSH

PAUL M. VARGD. Px.D.
JOSEPH E. CWIK

VIA E-MAIL & U.S. MAIL
Jeffrey Gold, Esq.

Morgan Lewis & Bockius, LLP
101 Park Avenue

New York, New York 10178

Re:  Casio Inc. v. Papst Licensing, Case No. 1:06 CV 01175] (GK)

Dear Jeffrey:

Pursuant to our previous agreement to exchan
computer systems and applications, please be advised that Papst Licensing possesses a small
number of personal computers that may contain electronic information relevant to the current
personal computers are Microsoft Windows XP, !

Cutlook, Internet Explorer and Vista. Potentially relevant information may also
exist on a Papst Licensing server. Papst Licensing estimates that there may be around 5 i

litigation. The applications existing on these

Word, Excel,

Document 25-3

WeLsH & KaTz, LTD.

.Wd.gm

120 Sourts RiveErsiDE PLaza - 228D FLoor

CHicaso, lLLiNGIS SO608-2912

TELEPHONE (312) 685.-1500
FACSIMILE (312) 68B5.1801

www.welshkatz.com

April 13, 2007

gigabytes of potentially relevant electronic information,

JEC/pm
¢c: Jerold B. Schnayer
Campbell Killefer

WASHINGTON OFFICE

LRYSBYAL PLAZA ONE - SUITE 24 . 2001 JLFFERSON DAVIS HIGWAY

Filed 05/01/2007

ge information today regarding each party's

© ARLINGTON, VIRGINIA 2E202-3603 TELEPHONE 1703 404777

Page 3 of 3

. AROMN CARNANAN
ERIK B. FLOM, Pu D
LAMES B. HADEN
RECHAAD J, GURAK
DAMIEL M. GURFINKEL
MICHELE &. KATZ:
BRIAN J. SOVIKCFF
HRETT M, TOLPIN
GEQAGE §. PAVLIN
MICHALL A KROL, Pu.D.
SHERRY . ROLLO
CRAIG . KUCHI
STEPHEN F. BENSON
GREGORY J. SHONY

Qar CouNSEL

LAUMIE A, MAYNIE

SAMES 3, HYRICK
THOMAS R. ViGH,

PHILI® O, SEGREST. g8
WALLACE i CLIVER. Pu.B,
LAURA A, LABEOTS, Pu.l.

ODRALD L. WELSH H$285- 1998

* ARSC ADMITTLES IN DISTRICT OF COLLMEA
HALRO ADMITYED N ALARAMA
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WeLsH & KaTz, LTD.
A SIDNEY KATZ- J. ARGN CARNAHAN
RICHARD L. WOOD- M’éma}z al .2«: ERIK B. FLOM, By 0.
JAMES B. RADER H

JERGLD B, SCHNAYER
JOSEPH R, MARCUS

| GERALD 5. SCHUR
GERALD T. SHEKLETON
JAMES A. SCHEER
RANIEL R. CHERRY
ROBERY 8. BREISBLAYY
JAMES M. WHITE
R. MARK HALLIGAN

HICHARD J. GURAK
DANIEL M. GURFINKEL
MICHELE S. KATI"
BRIAN 1. SODINOFF
GRETY M. TOLPIN
GEGRAEL 5. PAVLIK
MICHALL A KACGL. Pu.D.
BHERRY L. ROLLO

120 Sourtn Riversioe Puaza - 22n0 Floor
CHicago, ILLINGIS BOG06-3012

TELEPHONE {312) 88B-1B500
FACSIMILE (3I2) 888.180!

www.walshkatz.com

HARTWELL #. MORSE. 11}

EOWARD #, GAMEON, Pu.ly.

KATHLELR A. #MEINTGEN
THOMAS W, TOLBIN

RICHARD %. McLAREN, JR.

ELLIOTT C. BANKENDORF
ERIC D, COHEN

JOHN t. AMBROG!

SULIE A, KATZ

JON P. CHRISTENSEN

CRANG M. KUGCHIE
SYLPHEN P. BENSON
GREGORY J. BRONY

OF COUNSEL

EAURIE A, HAYNIE
SAMES J. HYRICK
THOMAR &, VIGIL,

PHILIP U, BEGREST, 4R,

WALLACE L, OLIWER. Pu.D.
Aprﬂ 2 20{}? LAURA A. LABEOTS. Pw.D,
¥ b

DONALD L. WELSH 1«28 10881

WALTER J, KAWULA. J#.
LEQONARD FRIEDMAN
STEVEN £, FELDMAR
JEFFREY W. BALMON

LOUISE T. WALEH
T MO ADHITTED 1N IESTRICT OF COLUMAIA

PAUL M. VARGO, Pu.D.
T ALED ADMITTED 1N ALABAMA

JOBEFH E. TWIX

VIA E- L&U.

Jeffrey Gold, Esq.

Morgan Lewis & Bockius, LLP
101 Park Avenue

New York, New York 10178

Re:  Casio Inc. v. Papst Licensing, Case No. 1:06 CV 011751 {GK)

Dear Jeffrey:

In response to your letter of March 30, 2007, we believe it is improper for Casio US and
Casio Japan to continue to refuse to participate in a Rule 26(f) conference. Given that it is our
understanding that Casio Japan will be filing a responsive pleading today and that Papst
Licensing will require time to review that pleading, we again request that all parties participate in
a preliminary Rule 26(f) conference soon and suggest that this conference ocour on Friday, April
6, 2007 at 10:00 a.m., Chicago time. Ifthis date is unacceptable, please provide us with
alternative dates on which Casio US and Casio Japan would both be available for a preliminary

Rule 26(f) conference.

As for Casio US’s discovery requests, they are premature without a proper Rule 26(f)
conference, and Papst Licensing considers them not served unti! the day the parties complete a

proper Rule 26(f) conference.

We are also confused by your argument that Casio US and Casio Japan cannot discuss
certain electronic issues until Papst Licensing first issues its discovery requests. By rule,
discovery cannot issue until the Rule 26(f) conference is first completed. Furthermore, as a well
experienced patent litigation law firm, your firm must be aware of the types of discovery that are
typically sought in patent litigation. This discovery includes documents concerning validity,

2 EXHIBIT

WASHINGTON QFFICE

CHYSTAL PLAZA ONE . SIITE 3¢ . 2001 SEFFERSON DAVIS MIGHWAY . ARLINGTON, VIRGINIA 22202.3803 . TELEPMONE (FOX 41 %4777

_C
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Jeffrey Gold April 2, 2007
Page 2
infringement, enforceability, willfulness, damages, potentially accused products, sales of accused
products, Casio’s alleged prior art, etc. Accordingly, we again request that Casio Japan and :
Casio US agree to participate, and be fully prepared at the Rule 26(f) conference to discuss all - . .
potential electronic discovery issues. In particular, we request that Casio Japan and Casio US be g
fully prepared to discuss (1) the details of each party’s information systems, (2) the types of
potentially relevant electronic information stored on each system, (3) the valume of potentially
relevant electronic information stored on each system, (4) the applications that have run and/or
displayed each type of potentially relevant electronic information, (5) the forms in which each
type of electronic information might be produced, (6) the identification of those individuals
potentially possessing relevant electronic information, and (7) the identification of those
individuals at Casio Japan and Casio US with specialized kmowledge of their respective
computer systems. See, Advisory Committee Notes to Rule 26(f) noting the need address the

above topics.

Accordingly, please advise as to your availability for a preliminary Rule 26(f)
conference this Friday, April 6, 2007 at 10:00 a.m., Chicago time.

Finally, as a house keeping matter, please direct all future correspondence to the
following e-mnail addresses:

jbschnayer@welshkatz.com
jecwik@wels (o)

csliwinski@welshkatz.com
ckillefer(@venable.com

JEC/pm
¢c:  Jerold B. Schnayer
Campbell Killefer
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A SIDNEY KATZY
RICHARD L. WOOD"
EROLD 8. SUHNAYER
SOBEPH H. HARCUS
GERALD 5, SCHUR
GLRALD T. SHENLETON
JARES A. STHEER
BANIEL R. CHERNRY
ROBERT B. BREISALATY
JAMES P. WHITE

R. WAL HALLIGAN
HARYWELLL P. MORSE, Bl
EDWARD £, SAMEON. Fu. s,
KATHLEEN A, RHEINTGEN
THOMAS W. TOLBIN
RICHARD W. McLAREN. JR.
ELLOTT . BANKERDORF
ERIC 0, COMEN

SJOHN L. AMBROGH

SULIE A, KATZ

SOR P, CHRISTEMSEN
WALYER J. KAWLILA, JR.
LEGNARD FRIEDKAN
STEVEN £. FELOMAN
HEFFREY W. SALMON
LOUISE T. WALSH

PALL, M. VARGO. Pr.D;
JOSEPH E. CWiIK

WeLsH & KaTz, LTD.

ltonneys at Sos

120 Sourtn Riversioe Praza - 22No FLoor

CricAGD, ILLingis BOGOS-3912

TELEPHONE (21 2) 655-1500
FACSIMILE (312) 8855B-1801

www.welshkaiz.com

April 20, 2007

E-MAIL & U.S. MAIL

Jeffrey Gold, Esq.

Morgan Lewis & Bockins, LLP

101 Park Avenue

New York, New York 10178

Re:  Casio Inc. v. Papst Licensing, Case No. 1:06 CV 011751 (GK)

Dear Jeffrey:

Filed 05/01/2007

Page 1 of 1

J. ARGN CARNAHAN
FRIK B FLOM. Pr.D.
JAMES 8. RADEN

RICHAAD J. GURAK
DANIEL M, GURFINKEL
MICHELE 5. RATZ:
BRIAN J. SODIKOFF
BREFT K. TOLRIN
GEQRGL 5. PAVLIX
MEICHAEL A, KROL, Pu.D.
SHERRY L, ROLLE
CRALG M. RUICHI
STEPHEN P, BENSOMN
GRESGORY J. SKONY

OF COUNEBEL

LAURIE A, HAYMIE

JAMES J. MYRICK
THOHNAS R, VIB(L,

PRILEF D, SEQREST. JR
WALLACE L. QLIVER. Pu.D.
LAURA A LABLOTE, Pu.D,

—

OONALD L WELSH (19280880}

* ALBC ATHITTED IN DISTRICY OF COMBIRA
" ALSO ADMITTED ¥ ALARAMA

You previously indicated that it would be helpful to the parties’ Rule 26(f) conference if
Casio understood the types of discovery that Papst Licensing intended to pursue. Accordingly,
we hereby submit to you Papst Licensing’s requests with the understanding that they will not be
considered served until such time as the parties complete the Rule 26(f) conference.

JEC/Hm

cc:  Jerold B. Schnayer
Campbeli Killefer

WASHINGTON QFFICE
CRYSTAL PLAZA ONE . SUITE 314

-
=

- RROT JEFFERSON DAVIS MIGHWAY

EXHIBIT

0

ARLINGTON. VIRGINIA 22202-36032 .

YELEPHONE 1705) 4i5-4727
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WeLsH & KaTtz, LTD.

A. BIBNEY RATZ: 4. ARON CARNAHAN
RICHARD ¢. WDOOD" M et Lo ERIK 8. FLOK, Pu.b.
SJEROLD B, SCHNAYER JAHES B. AADEN
JOSEPH R MARCUS 120 Soutn RIVERSIDE PLaza - Z228p FLOOR r—
GERALD &, SCHUR c 1 RICHARD J. GURAK
GERALD T, SHEKLETON HICAGO, lLLINOIS B0O806-3812 DANIEL M. SURFINKEL
SAMES A, SCHEER MICKELE 5. MATZ'
::;:::;r“é Csh;‘t;::u" TELEPHONE (312) 6551500 BRIAN & SODIKOFF

. " BRETY M. TOLPIN
JAMES P. WHITE FACSIMILE (BI2) 685-1850! GEORGE 3. FAVLIK
B, MARK HALLUMGAN MICHATL A KRQL, Pu.D.
HARTWELL P. MORSE, Hi www. welshkatz.com SHERAY L. ROLLO
EDWARD P, GAMSON. Fa.T1, . . . CRAIG M. KLICHE

STEFHEN P, BENSON

KAYHLEEN A RHERTGEN
THOMAS W, TOLPIN: GREGORY J. BRKONY
RICHARD W. MolAREN, JR.

:;té&;‘rccé :;:KﬁNOQRF oF COUNEEL
. LAUIE A, HAYNIE
JOHN L ANBROGE
JAHES J. NYRICK
HULIE A, KATZ THOMAS R. VIGLH,
JOH P CHRISTERSEN PHEIP D, SEGREST. JR."
WALTER J. KAWULA, JA. ) . P
FECa LA WALLACE &, OLIVER. Px.O).
- LALIRA A, LABEOTS, Pu.D.
STEVEN £, FELDMAN April 9, 2007 LI LARRCTS. Pr.0
SEFFREY W. SALMON
LOVISE T, WALEN DONALL L. WELSH (132X 198}
FALI, M. VARGD. Pw.O. * ALSO ADMITTED 8 i YRICT OF COLUMMA
*ALSG ADMITYED 1N ALAURAMA

JOSEPH £, CWIK

Via E-MAIL & U.S. MAIL
Jeffrey Gold, Esq.

Morgan Lewis & Bockius, LLP
101 Park Avenue

New York, New York 10178

Re:  Casio Inc, v. Papst Licensing, Case No. 1:06 CV 011751 (GK)

Dear Jeffrey:

Thank you for your phone call on April 6, 2007 wherein the parties were able to discuss
the Rule 26(f) issues on a preliminary basis. As we agreed, the parties will exchange further
information regarding each party’s computer systems and programs on April 12, 2007. This
information should further aid the parties in carefully developing a litigation schedule. We have
further agreed to reconvene the Rule 26(f) conference on April 16, 2007 at 2:00 p.m., Chicago

fime.
At the conference, we asked you several questions relevant to developing a carefully

considered litigation schedule. At that time, you were unable to provide answers to several of
our questions. We ask that you please provide us with answers to these questions before our next

meeting on April 16, 2007:

1. What are the names of all the Casio companies (or third-parties) that were
involved in the design and development of each Casio Digital Camera?

2. What are the names of all the Casio companies (or third-parties) that were
involved in the manufacture of each Casic Digital Camera?

WASHINGTON QOFFICE
CRYSTAL PLAZA OHEL . SUITE 361 - 2000 JEFFERSON OAYIS HIGHWAY . ARLINGTON, VIRGINIA 222Z0Z.2603 - TELEPHONE (703} 4154777
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April 9, 2007

leffrey Gold
Page2

3. What are the names of all the Casio companies (or third-parties) that were
involved in the sale or offer for sale of each Casio Digital Camera worldwide?

4, Are both Casio Japan and Casio U.S. willing to voluntarily (and without third-
party subpoena) produce relevant information and witnesses from all of their
parent companies, sister companies, subsidiaries, predecessors, successors in
interest, related entities, any person employed by any of these entities, and all of
Casio’s agents and representatives (including but not limited fo its attorneys,

accountants, and consultants)?

5. Is all of Casio Japan’s and Casio U.S’s potentially relevant electronic information
“reasonably accessible” as that term is used in Fed R.Civ.P. 267

6. What are the names, titles and employers of those individuals at Casio Japan and
Casio U.S. who have specialized knowledge of each respective party’s computer
systerns, applications and potentially relevant electronic information?

We appreciate your anticipated cooperation on this issue, and are still hopeful that this
process can result in a good faith attempt to agree on most, if not all, Rule 26(f) issues,

We look forward to your response.

JEC/pm
oe Jerold B. Schnayer
Campbell Killefer
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Cwik, Joseph

From: Cwik, Joseph

Sent: Monday, Aprit 09, 2007 11:34 AM

To: 'joold@morganiewis.com’; 'sstimpson@morganiewis.com'; ‘tkrawczyk@morgantewis.com’,
‘[kfee@morganiewis.com’

Cc: Schnayer, Jerold; Sliwinski, Cynthia; Kiliefer, Campbell

Subject: RE: Casio v. Papst

Attachments: gold4-9.pdf

Jaff,

Piease note that our next meeting is scheduled for April 18, 2007 at 2:00 p.m., Chicago time. Not Aprif 16, 2007
as indicated in my letter.

Sorry for the confusion,

Regards,

Joe

Joseph E. Cwik

Welsh & Katz, Ltd.

120 8. Riverside Plaza, 22nd Floor
Chicago, IL 60606

Direct Phone: (312) 526-1622

Fax (312) 655-1501

From: Cwik, Joseph

Sent: Monday, April 09, 2007 11:16 AM

To: jooid@morganlewis.com’; sstimpson@merganiewis.com; lkrawczyk@morganlewis.com;
jkfee@morganiewis.com

Cc: Schnayer, Jeroid; Sliwinskl, Cynthla

Subject: Casio v. Papst

Please see attached.

Regards,
Joe

Joseph E. Cwik

Welsh & Katz, Ltd. _

120 S. Riverside Plaza, 22nd Floor
Chicago, IL. 60606

Direct Phone: (312) 526-1622

Fax (312) 655-1501

5/1/2007
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A. SIDNEY KATZ
RICHARD L. WOOD-
SJERQLED B ACHNAYER
SOSEPH R MARCUS
GEAALD &, SCHUR
GERALD Y. SHEKLETON
SJAMES A, SCHEER
DAHIEL B, CHERRY
ROBERY 8. BREISHLATY
JAMES P, WHITE

R. HARK HALLIGAN
HARTWELL P. MORSE, 10

EOWARD P. GAMSON, Py,

KATHLEEN A, RHEINTGEN
THOMAS W. TOLPIN

RICHARD W, McLAREN. JR.

ELLIOTT €. BANKENGORF
ERIC B. COMEN

SJOHN L AMBROGE
SULIE A, BATZ

JOR P CHRISTENSEN
WALTER J. KAWULA. JR,
EEONARD FRIEDMAN
STEVEN £ FELDMAN
SJEFFREY W. SALMON
LOUISE T, WALSH

PAUL M. VARG, Fu.D,
JOSEPH E. CWIK

VIA E-MAIL & U.S. MAIL

Jeffrey Gold, Esq.

Morgan Lewis

101 Park Avenue
New York, New York 10178

Re:
Dear Jeffrey:

We are

cancelling our previously agreed upon continuation of the Rule 26(f) conference scheduled to

Filed 05/01/2007 Page 1of2

WeLsH & KA1z, LTD.

Jo ARON CARNAFAN

%m}s af .Za ERIK B. FLOM, Pu.D,
JAKES 9. RADEN
20 SouTtH Riversioe Puaza - 22no FLook B
RICHARD J. QGURAR
CHicago, hunos 60806-3812 DANIEL M. GURFINKEL
MECHELE §. HATZ"
TELEPHONE {312) 6851500 BRIAN J. SODINOFF
- BRLTY M. TOLMN
FACSIMIE (312} B55-1801 GEORSE 5. PAVLIN
MICHAEL A, KROL, Pu.D.
www.welshkatz.com SHERRY L. ROLLO

- . . CRAIG M. KUCHH
SEEPHEN P BENSON
GRESORY J. BKONY

OF COUNSEL

LAURIE A, HAYNIE

SAMES 1 MYRICK
THOMAS R, vIan,

PHILIP D. SCGREST. JR.-
WALLACK L. OLIVER. Pr.D.
LAURA A LABEQTSY, B0, 0,

April 18, 2007 a

DONALD L. WELSH ciazB-1908)

*ALBO ADKITTED M DISTRICT OF COLUMBEA
“* ALED ADHITTED iN ALARAMA

& Bockius, LLP

Casio Inc. v. Papst Licensing, Case No. 1:06 CV 011751 (GK)
z

disappointed that you called this morning to state that you were unilaterally

occur today. As we understand it, you are unwilling to participate in today’s conference because

you have not yet received Papst Licensing's formal proposals for the Rule 26(f) report.

However, at this time, you also indicated that you are unwilling to discuss many of the

Rule 26(f) issues that will help the parties develop a carefully developed scheduling plan.
Specifically, you told me for the first time that you are unwilling to discuss the following
questions that we previously proposed be discussed at today’s conference:

L

WASHINGTON OFFICE

CRYSTAL PLAZA OKE - SUITE 361 - 2001 JEFFERSON DAVES MIGHWRAY

What are the names of all the Casio companies (or third-parties) that were
involved In the design and development of each Casio Digital Camera?

What are the names of all the Casio companies (or third-parties) that were
involved in the manufacture of each Casio Digital Camera.

EXHIBIT

g

ARUNGTON, VIRGIMNIA 22208-3802 - TELEPHONE (703) 4154777
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3 What are the names of all the Casio companies (or third-parties) that were
involved in the sale or offer for sale of each Casio Digital Camera worldwide?

4, Are both Casio Japan and Casio U.S. wiling to voluntarily (and without third-
party subpoena) produce relevant information and witnesses from all of their
parent companies, sister companies, subsidiaries, predecessors, successors in
interest, related entities, any person employed by any of these entities, and all of
Casio’s agents and representatives (including but not limited to its attorneys,
accountants, and consultants)?

s. Is all of Casio Japan's and Casio U.S’s potentially relevant electronic information
“reasonably accessible™ ag that term is used in Fed.R.Civ.P. 267

6. What are the names, titles and employers of those individuals at Casio Japan and
Casio U.S. who have specialized knowledge of each respective party’s computer
systems, applications and potentially relevant electronic information?

As we discussed with you previously, answers to each of these questions are needed to
provide you with an informed proposal as to how long discovery should take and how electronic

discovery wiil be handled in this case.

Since you refuse to provide us with the requested information, we have no choice but to
try to prepare a plan without your information. We will do so in the next few days, send it to you
and then ask for a further meeting to try to amicably resolve our differences.

JEC/pm
cc:  Jerold B. Schnayer
Campbell Killefer
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Cwik, Joseph

From: Cwik, Joseph

Sent: Wednesday, April 25, 2007 1:55 PM

To: jgold@morganlewis.com; sstimpson@morganiewis.com; lkrawczyk@morganlewis.com;
ikfee@morganiewis.com

Ce: Schnavyer, Jerold; Sliwinski, Cynthia; Killefer, Campbeill

Subject: Casio v. Papst
Attachments: 26_f_Repon-Papst-4-25-tracked. pdf

Jaff,
Attached are Papst Licensing's current proposais for the Rule 26(f) report.

Please advise as to when you could be available next week for a teleconference to see if we can reach further
agreements pursuant to Rule 26(f).

Regards,
Joe

Joseph E. Cwik

Weish & Katz, Ltd.

120 8. Riverside Plaza, 22nd Floor
Chicago, IL. 60606

Direct Phone: (312) 526-1622

Fax (312) 655-1501

: EXHIBIT

&

4/30/2007
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J. Kevin Fee, Esq. Campbell Killefer
Morgan, Lewis & Bockius LLP Venable ILLP
1111 Pennsylvania Avenue, NW 575 Tth Street, NW
Washington, D.C. 20004 Washington, DC 20004
Tel.: (202) 739-3000 Tel: (202) 344-4000
Scott D. Stimpson, Esq. (pro hac vice) Jerold B. Schnavyer
Jeffrey M. Gold, Esq. (pro hac vice) Joseph E. Cwik
Morgan Lewis & Bockius LLP Welsh & Katz, Lid.
101 Park Avenue 120 S, Riverside Plaza, 22™
New York, New York 1018-0060 Chicago, IL. 60606

1312 -
Attorneys for Plaintiff
Casio Inc. ttornevs for Papst Licensin, H & Co. KG

UNITED STATES DISTRICT COURT
DISTRICT OF COLUMBIA

CASIO INC,, Case No. 1:06-CV.-01751

Plaintiff
v.

PAPST LICENSING GMBH & CO. KG

Judge Gladys Kessler
Defendant.
PAPST LI 8 H&CO.KG
A
CASIQ INC. and
ASIO COMP . LTD.

Counter-Defendants

26(h CONFE CE REPORT

This report summarizes the Rule 26(f) Mareh-2;-2007 teleconferences held between

HPlaintiff Casio Inc., Casio Computer Co., Ltd, (hereinafter collectively “Casio™) and Papst

1-MY/2149622.2 1
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Licensing GMBH & Co. KG {*Papst Licensing”)- Pursuant to the Court’s local rule LCVR 16.3,

the parties discussed the following items and reached the following agreements:

1. Whether the case is likely to be disposed of by dispositive motion; and whether, if
a dispositive motion has already been filed, the parties should recommend to the court that
discovery or other matters should await a decision on the motion.

Casio proposesThe-parties-agree that this case is not likely to be disposed of by
dispositive motion at least until fact discovery can be completed. Papst Licensing proposes that

this case is not likely to be disposed of by dispositive motion at any time.

2 The date by which any other parties shall be joined or the pleadings amended, and
whether some or all the factual and legal issues can be agreed upon or narrowed.

Casio Ime: proposes that procedural motions, including motions to amend the
pleadings and motions to join additional parties must be filed no later than April 30, 2007, unless
good cause is shown. Papst Licensing proposes that the parties shall be free to join parties and

amend their pleadings at any time upon appropriate motion before the Court. Papst Licensing

respectfully submits that setting a deadline is particularly inappropriate in this case given that

fact discove il I

liable for patent infringement and should be parties to this action, Fn-addition-The parties agree

Cosie-Ine-proposes-that the legal and factual issues cannot be narrowed at this time.-

3 Whether the case should be assigned to a magistrate judge for all purposes,
including tal,

The parties preliminarily agree that this case should not be assigned to a

magistrate judge for any purpaose, including trial.

4. Whether there is a realistic possibility of settling the case.

1-NY/2149622.2 2
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Casio’s position: The parties are very far apart with respect to settlement at this

time.

Papst Licensing’s position: Papst Licensin g believes that this can be settled soon. .
Papst Licensing provided a written settlement offer to Casio U.S. and Casio Japan, but

received no written response in refurn,

5. Whether the case could benefit from the Court’s alternative dispute resolution
(ADR) procedures (or some other form of ADR); what related steps should be taken to facilitate
such ADR; and whether counsel have discussed ADR and their response to this provigion with
their clients. In assessing the above, counsel! shall consider:

(i) the client’s goals in bringing or defending the litigation;

(i1) whether settlement talks have already occurred and, if so, why they did not
produce an agreement;

(iii) the point during the litigation when ADR would be most appropriate, with
special consideration given to:

(aa) whether ADR should take place after the informal exchange or
production through discovery of specific items of information; and

(bb) whether ADR should take place before or after the judicial resolution
of key legal issues;

(iv} whether the parties would benefit from a neutral evaluation of their case,
which could include suggestions regarding the focus of discovery, the legal merits of the claim,
an assessment of damages and/or the potential settlement value of the case; and

(v} whether cost savings or any other practical advantages would flow from a
stay of discovery or of other pre-trial proceedings while an ADR process is pending.

Casio Ine—proposes Mediation after the close of discovery. Casio Ine: further

proposes that an independent mediator be used. Papst Licensing proposes Mediation as soon as

possible. Both parties agree that the case is not amenable to arbitration.

6. Whether the case can be resolved by summary judgment or motion to dismiss:
dates for filing dispositive motions and/or cross-motions, oppositions, and replies; and proposed
dates for a decision on the motions.

1-NY72149622.2 3
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Casio Ine- proposes that this case could be resclved by summary judgment after

the close of fact discovery._Papst Licensing proposes that this case is not likely to be disposed of

by dispositive motion at any time. Papst Licensing proposes that no deadline for dispositive

motions is required.

7. Whether the parties should stipulate to dispense with the initial disclosures
required by Rule 26(a)(1}), F.F.Civ.P., and if not, what if any changes should be made in the
scope, form or timing of those disclosures.

Casio fwe—proposes that initial disclosures are necessary and that these be served

on March 30, 2007. Casio Ise:- does not propese any changes to the scope, form or timing of

these disclosures. Papst Licensing agrees that Rule 26(a)(1) disclosures are necessary, but

proposes that they be exchanged on June 4, 2007.

8. The anticipated extent of discovery, how long dxscovery should take, what limits
should be placed on discovery; whether a protective order is appropriate; and a date for the
completion of all discovery, including answers to interrogatories, document production, requests

for admissions, and depositions.

The parties agree Gasio-Ine—propeoses that discovery is needed on all the separate

causal actions in this case (e.g., invalidity and non-infringement). Casio Ise- proposes that fact
discovery close on December 11, 2007 and that expert discovery close on June 16, 2008. Casio
Ise: further proposes that a Protective Order is necessary and appropriate to govern
confidentiality matters in the case. Casio Ine- will provide a draft protective order to Papst for

consideration in advance of the March 20, 2007 Scheduling Conference.

Papst Licensing proposes that fact discovery close on June 9 2008 This is a complex

case that will extengive international discovery from Papst Licensing located in Germany, the

Inventor is located in Germany, and Casio Japan and its related entities are located in Japan and
other countries in the Far East. It has been difficult for Papst Licensing to determine an

1-NY/21496222 : 4
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appropriate fact discovery deadline because Casio has been unwilling to provide Papst Licensing

with many details regardin tential discovery from Casio in this action.  Thus, Papst

Licensing reserves the right to request acid-igjonai time for fact discovegx should it become
necessary. Panst L;censmg agrees that a Protective Ordcr is appropriate to govern cgg_ﬁdmﬂﬂxgy

matters in the case

9. Whether the requirement of exchange of expert witness reports and information
pursuant to Rule 26(a}(2), F.R.Civ.P., should be modified, and whether and when depositions of

experts should oceur.

Casio Ine- proposes that opening expert reports are due on February 15, 2008 and
that rebuttal expert reports are due on March 17, 2008. All experts will be deposed and expert

discovery will close on June 16, 2008.

Papst Licensi roposes the fo ing schedule with respect t

(a). __the party bearing the burden of proof with respect to any claims and defenses shall

disclose the name, address, and curriculum vita of all expert witnesses, and shall serve the

reports required by Fed. R. Civ. P. 26{a)(2) no later than August 8, 2008. To aveid any
uncertainty on the patent validity issue, Casio US and Casio Japan will serve anv expert reports

relating to any objective indicia of non-obviousness at this time,

(b.) __ The name, address, and curriculum vita of any expert witnesses offering opinions
in response_to any reports described in paragraph (a.} above and the corresponding responsive
repori(s) governed by Fed. R. Civ. P. 26(a)(2). shall be served 5o later than September 8, 2008.

Papst Licensing will serve any expert reports relating to Cagio US’ and Casio Japan’s alleged

obiective indicia of non-obviousness at this time,

{z.)__ The name, address, and curriculum vita of all expert witnesses offering opinions

solely to rebut evidence raised in response to the responsive reports discussed in paragraph (b.)

I-NY/2149622.2 5
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above, as well as the corresponding rebuttal report(s) governed by Fed. R. Civ, P. 26{a)(2), shall
be served no later than October 8, 2008,

. (d). _ The depositions of all experts shall begin on October 8, 2008, and be completed

by November 7. 2008.

10. Class Actions: N/A
11. Whether the trial and/or discovery should be bifurcated or managed in phases, and

& specific proposal for such bifurcation.
The parties disagree as to whether damages and willfulness should be bifurcated

from the liability phase of trial.

Casio Ine- proposes that (a) there be a separate trial on the issue of damages and
willfulness, after liability is decided; and (b) that the Court stay discovery as to damages and

willfulness pending a determination of liability.

-Casio has failed to satisfy its burden that bifircation of this action is necessary, More

importantly, Papst Licensing will be greatly prejudiced if bifurcation is granted. Among other

things, the final and complete resolution of this matter will be delayed, and Papst Licensing will

be forced to incur substantial additional cost and time to conduct fwo separate phases of

discovery and two separate trials before two separate juries. This is especially true i this case

where the vast majority of potential fact witnesses reside overseas.

The decision whether to bifurcate a patent case ig left to the discretion of the irial court,

and _the party seeking bifurcation has the burden of showing bifurcation is appropriate.

Inngvative Office Products. v. SpaceCo, 2006 U.S Dist LEXIS 20439, *3 (F ID.Pa, 2006): Mellon

1-NY/2149622.2 &
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v. Beecham Group PLC, 17 USP.Q2d 1149, 1154 (D.N.J. 1989)(“The parties seeking

bifurcation have the burden of showing that bifurcation is proper in light of the general principle

that a single triai tends to lessen the delay, expense and inconvcnie ce to all parties.” deed

bifurcation “is pot thc usuai course that should be foiiowed » Kemberly»Clark Corp. v. James

River Corp, of Va.. 131 FER.D. 607, 608 (N.D.Ga. 1989

Bifurcation js not appropriate when issues and evidence overlap. Monaghaon v. 323 33

0CS. F.Supp. 233, 245 (S.D.N.Y. 1993), Here, several issnes in this case overlap

Plaintiff correctly argues that the damages tnal cannot be conducted in an
evidenti vacuum. 11 have 0 be T with the aten at msue the

that can be exnected to be mtmducedm a trxal " . es wﬂl duplxcauve f the
evi ccthtcanhee ected to be presen trial on liabili If the case
hlfuma ould be nec {11) rewsu e tcstunon ci dsmo tratwe

Qt Lmear gg_;des are, hgg they operate, hgw theyare made, used, sold @4 o;ger
basic information. It goes without saying that if proof overlaps substantially, the
parties, the witnesses, and the Court would be inconvenienced by the presentation

of the same evidence several times.

L 151 F.

Here. as in the THK Am. (NSK) case, having two separate trials before two separate juries

would require substantial duplication in terms of presenting evidence at trial and offering

testimony of the same witnesses. Furthenmore, given that two of the three parties in this action

are foreign companies whose factual witnesses reside overseas (plus a third-party inventor_in

Germany), bifurcation would result in multiple depositions and trial appearances of the same

foreion witnesses which will greatly burden the parties and counsel in fterms of costs and fime.

1-NY21496222 7
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There is simply no need to travel gverseas to depose the same individuals on multiple occasions,
The most efficient course is for all the foreign factnal witnesses to be deposed once.

Furthermore, given the fact that discovery of third-party fact witness will likely have to achieved
through the Hagye Convention and the like, it is very possible that the parties will only be
permitted by the international guthorities to depose a third-party fact witnegs once.

everal other 1 issues overlap in this action. Casi lie t each patent-in-

suit is invalid under 35 U.S.C, § 103, or in other words, obvious in view of the prior art.

need to relv upon the “the sales dats of the infringing products, size of th et_involv

market share, market share growth, and the extent to which market share is attributable to the

erts of the claimed invention as opposed to eous fac uch as advertising and product

romotion.” IPPV Enters. v. Cabl me Comme'n Corp, 26 U.S.P.0.2d 1714, 1713 Lal.

1993).

Evidence of commercial success is equally relevant to the issue of damages. Commercial

success _is ope_of the pr factors in determining a reasonable rovalty, See, Willemifin

Houderstermaatschaapii BY v. Apollo Computer, Ing.. 707 F.Supp, 1429, 1434 (D.Del. 1989).

The court in THE Am. (NSK) noted the substantial overlap, stating that:

Evidence regarding commercial success of plaintiff’s patented [invention] will be
the same in significant respects as the evidence relating to damages and. therefore

ought to be presented once rather than twice. THK 4m. (NSK), 151 F.R.D. at 629.
There is also an overlap between liability and willfulness issues and evidence in this case.

Courts have held that the question of whether an infringement was willful touches upon both

1-NY72149622.2 8
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(N.D.IIL. 1991). For instance, evidence of copying is relevant to both validity and willfulness.

THE Am. (NSK), 151 F.R.D, at 630,

Moreover, only the fact finder concerning Hability issues can appropriately put the nature

f Casio’s infringement in the er context to determine if that infringement was wi e

Kimberly-Clark, 131 F.R.D. at 609. (“[Tlhe willfulness determination. i.e., the defendant’s state
of mind when it infringed atent, is a finding of fact inextricably bound to the facts

underlving the ad infringement.”{citing Smith v. Alevska Piveline Serv, Co.. 538 F.Supp.

“The evidence relati defendant’s] state ind when it committed the infringemen

which is clearly relevant to damages, cannot be neatly separated from the underlying liability
issue of whether the patent was infringed upon in the first place.”) Indeed. as one court has

served:

erely apprising the damages jury of the liability fury’s determinati ta
particular party’s conduct was willful will not inform them of the degree of

willfulness. Consequently, the damages jury will be without the necessary factual

predicate upon which to assess damages for willful conduct. And if the parties
were required to provide the necessary factual predicate to the damages jury,

wasteful duplication of evidence and effort would oceur, and the parties’ litigation
expenses would concurrently be increased.

THK Am. (Nippon), 141 F.R.D. at 465. Having a single trial on all issues, including

liability and willfilness, would avoid the inefficient and costly duplication of two

separate rials before two different juries.

Considering whether separate trials will unduly prejudice the nonmoving party is

aramount. See. HB. Fuller Co. v. Nat'l Starch & Chem. Corp., 595 F Supp. 622, 625

1-NY/2149622.2 9
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{D.Del. 1984); Calmar v. Emson Research Inc.. 850 F.Supp. 861, 866 (C.D.Cal. 1994}

Keves Fibre 763 F.Supp. at 375 Indeed, “[elven when bifurcation has been found to

promote judicial economy, courts have refused to order separate trials if bifurcation

would result in unnecessary delay, additional expenses. or some other form of prejudice,

See Willemifin, 707 F Supp. at 1433.

laintiff has ¢ indicat rejudice under these circumstances

disposition of the matter.” Jd This

prejudice would be further exacerbated if Casio appeals an adverse decision on liability,
because final resolution of the_case will be further delaved. See 28 U.S.C. § 1292{c)(2).
The delay alone establishes prejudice to Papst Licensing. Therefore, for all the reasons

discussed above, Casio has not and cannot meet its burden to demonstrate that bifurcation

15 appropriate,

12 The date for the pretrial conference {understanding that a trial will take place 30
to 60 days thereafter).

Casio Ine: proposes that the pretrial conference take place on September 15, 2008.

Papst Licensing proposes that the pretrial conference take place on Januvary §

I-NYA2149622.2 10



CaSask 1663+t SRYRMIAR DdoomeneAdb4sB-7 FilEdeaiOBIZB0R807 Pagager4at 6655

Case 1:06-cv-01751-GK  Document 25-8  Filed 05/01/2007 Page 12 of 20

13. Whether the Court should set a firm trial date at the first scheduling conference or
should provide that a trial date will be set at the pretrial conference from 30 to 60 days after that
conference.

The parties agresGesio-Ipe—propeses-that the court shall set a trial date at the

pretrial conference that will be 30 to 60 days after that conference:

14. Such other matters that the parties believe may be appropriate for inclusion in a
scheduling order.

See list of additional matters below.

1-NY/21496222 1
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ADDITIONAL MATTERS DISCUSSED AT 26(f) CONFERENCE

1. DISCOVERY: The parties agreeCasio-Ine—propeses that attomey-work product

and attorney-client privileged materials created by counsel after the Complaint was filed by
Casio Inc. are to be excluded from production and need not be placed on any privilege logs

produced in response to any discovery requests, except for those materials addressed in

paragraph 6 below-

2 SCHEDULING: Casio Inc. proposes that this case be considered a complex

litigation due to the involvement of foreign entities and that the case will require approximately
18 months to be ready for trial._Papst Licensing agrees that this case should be considered a
complex litigation and that the case will approximately be ready for trial approximately § months

after the close of fact discovery-,

3. SERVICE: The parties agree on Casio-Ine—propeses—c-mail service of

documents, excluding large appendices.

prepeses-The parties agree that documents willbe served in PDF format except for any discovery

documents requiring a response (for example, but not limited to, discovery requests) which will

be served in both PDF and word format. Any large appendices will be sent by gvernight

delivervFederal Express for next day delivery. Service will not be considered achieved until the

date the complete document, including all appendices and exhibits, is actually received by both
local and tmial counsel for the opposing party.

1-NYZ2149622.2 12
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4. EXPERT REPORTS: Casio Ine—proposes that no draft expert reports will be

discoverabie.

. Papst Licensing proposes the following stipulation concerning expert discovery:

a. The parties agree the following categonies of information are protected, outside

during deposition;
1, Except as provided below, any correspondence or other corpmunications
whether oral or wri setween the ex and atto £

compensation ent with the ¢ itness,
2. Prelimi inte iate o inj T or at the
witness

3. Excent as provided below, notes of the expert that are not part of the

exXpert 1eport.

b. Note iti d d oral or written communications that are relied on
by the expert in connection with the expert’s opinions in this matter are not
outside the scope of permissible discovery.

¢. To the extent that any part of this Stipulation waives disclosure requirements

under Fed. K. Civ. P. 26(a)(2)(B), the parties agree to such waiver,

52,  EDISCOVERY: Cagio’s Statement: The parties discussed ediscovery. Casio

Inc. suggested two options for production of documents, TIFF format or native format. Casio

1-NY72149622.2 13
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Inc. proposes that the parties produce Bates numbered TIFF images of native files. Files that are
not amenable to TIFF format will be produced in native format. In order to produce the TIFF
images, the parties will give a reputable vendor their native files burned to a DVD and the
vt;:ndor will create the images, consecutively Bates numi)er the documents énd keelp tm;:k of
document breaks and source information. Such information will be produced by each party with
the corresponding TIFF images. If a printout is unreadable, it will be produced in native format.
Production in TIFF format is more efficient since the bates numbers allow the parties to track
where a file came from. The parties can also choose to create a searchable database which can

be imported into Concordance or other document viewing software.
st Licensing’s Positi

Papst Licensing proposes the following;
L. Format of Production
{a). _ The parties shall produce all responsive hard copy and electronic doguments in

Concordance load file, an extracted text file of electronic documents that are unredacted, and an

Optical Character Recognition (“OCR™) text file of unredacted portions of redacted documents

and hard copy documents,

(b). _ Documents that present imaging or formatting problems shail be promptly

identified and the Parties shall meet and confer to attemnpt to resolve the problems. The Parties

are not required to produce exact duplicates of electronic documents stored in different electronic

locations. The metadata for documents which have been “de-duplicated” across custodial files

will indicate the names of the custodians in whose files the documents are lIocated. The parties

1-NY/2148622.2 14
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shall produce documents on either DVD or CD and may produce fact sheets by email in “.pdf”

format,
(c). _ Each page of a produced document shall have a legible, unique page identifier
(“Bates Number™) and confidentiality legend (where applicable) on the face of the image ata

location that does not obliterate, conceal, or interfere with any information from the source

documents, Noo legend or & wil] be placed on the document image other than the Bates

Number, confidentiality legend {where applicable), and redactions addressed above,
{d}. _ Forredacted documents, the metadata for each document will indicate the basis

fi e ion at the time the ed document is produced,
o Metadata
To the extent possible and practicable, the parties will provide the following metadata
elds;
(a) Electronic document type;
(b} Create date;
{c) File name;

{d)____File location:
{(e) Source Iocation;

{H Starting production number;

{2} Ending production number;

(h) __ Custodian:
Ry Last date modified;
1 Author;

(k) ___ Recipient(s);

{1 Document date (if different from creaie date);

{m}  cofs);
(n)___ becfs):
{0} Subject;

{p} Title: and
{q) Attachment information {for e-mails).

If a party determines that it is impossible to produce certain metadata fields for a type or
types of documents, the party shall so inform opposing counsel. If a party determines that the

1-NY/2149622.2 is
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| production of certain metadata fields for a type or types of documents would be impracticable,

unduly burdensome or unduly expensive, the party shall so inform opposing counsel, and the

parties shall promptly meet and confer on what should be done, without prejudice to that party’s

right to object to production of such metadata fields or the opposing party’s right to move to

compel such production.

that they are not liable to Papst Licensing concerning the issue of inducement of patent

infringement,

This procedure s required because the opinions of counsel received by Casio Japan and

Casio U.S. may be discoverable as a result of defenses that Casio Japan and Casio U.S. may pose

regarding willful infringement. Generally. where a potential infringer has actual notice of
another’s patents rights, he bas an affirmative duty of due care to respect those rights. Ryco Inc.

v, Ag-Bag Corp., 857 F2d 1418, 1428 (Fed.Cir. 1988} The duty of care often involves the

potential infringer obtaining complete legal advice before engaging or continuing aliegedly

1-NY/2149622.2 16
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infringing activities. Ryco, 857 F.2d at 1428. A party that seeks and follows advice of counsel

may assert reliance on that advice as evide t it did not breach its duty to respect the patent
rights.

When good faith reliance on advice of counsel is asserted to defend against a charge of

advice. Abbott Labs v. Baxter Travenol 76 232 (N.D.IL 1987). Moreover, a

party cannot claim reliance on advice of counsel and, at the same time, conceal the full nature

and extent of that advice. Jd at 833 fore, whe iance on advice of counsel i

ommunications on that subject matter. Jd. at §

Therefore, if Casio Japan or Casio U.8. injects into this case an allegation that it relied on advice

of counsel. it must be done on June 2, 2007, so that all communications and/or privilege logs on

£ e subjec e discovered during fact discovery. Belmont ] ach gr.

4 upp.2d 521, 523-24 (W.D.N.C. 1999).

__Also at iss

infringe the patents in snit. Active inducement occurs when one party, who does pot directly
infringe the patent, nevertheless induces another to directly infringe the patent with knowledge

2006} “[tlhe plaintiff has the burden of showing that the alleged infringer’s actions induced

infringing acts and that he kmew or should have known his actions would induce actual

infringements.”) Therefore, Casio Japan's and Casio U.S.’s knowledge of the at-issue patents
and its understanding of whether the actions that induced its customers to make would infringe
the patents at issue, are highly relevant to this case,

1-NY/2149622.2 17
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Allowing Casio Japan and Casio U.S. to withhold this discoverable information until the

the discove) iod would add e cost of the Hteat ini e first disclosed

after the deggsmons of fact witnesses have been comglated, Papst Llceggmg will likely be forced

to conduct a second round of deposmons, at Iaast including the recipients of the opinions, or

those who are alleged to have acted in reliance on the opinions. To avoid re-deposing witnesses,

Further, delaying discovery on these issues will have the effect of cutting Papst Licensing
off from any follow-up discovery, such as deposing the persons who requested, prepared. and

determined by discovering the state of mind of the persons within the corporation. Documenis
may go a long way toward establishing the state of mind of Casio Japan and Casio U.S.. but
documents are unlikely to tell the full story. Papst Licensing should be allowed to take discovery
on the issue of Casio Japan’s and Casio U.S.’s state of mind throughout the discovery process.

¢ achieve this end. it is respectfully requested that this Court require that ter than June 2

either that they (1) they will rely on an opinion of counsel concerning the issue of willful

infringement; or (2) will contend that they are not liable to Papst Licensing concerning the issue
of inducement of patent infringement.

1-NY/2149622.2 18
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Morgan, Lewis & Bockius LLP Atterneys-for-Defendant-Papst
1111 Pennsylvania Avenue, NW Lieensing-GMBH-&-Co- kG
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Scott D. Stimpson, Esq. (pro hac vice) (202) 344-4000
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PROCEEDINGS

THE CLERK: Civil Case Number 06-1751. This is
in the matter of Casio, Inc. versus Papst Licensing GMBH &
Company. I don't know what the "KG" is. I have that on our
archive, Kevin Fe and Scott D. Stimpson for the Plaintiffs;
Jerold B, -~

MR, SCHNAYER: '"Schnayer."

THE CLERK: -- Schnayer and Damcon Wright for the
Defendant. This is set for a motions hearing.

THE MAGISTRATE JUDGE: HNow, good afterncon to all
of you. This matter was scheduled for a hearing on the
motion filed by Casio, to compel and for sanctions.

The issue presented by the motion is a relatively
straightforward one, and the Court indeed considered ruling
on the motion without scheduling a hearing. But recognizing
that the status of the issue presented might have changed
as of the time the Court made a ruling had there been no
hearing, the Court thought it prudent for counsel to come in
and address the matter.

I understand, based upon your informal discussion

‘that may not fully address the pendin motion, the Court
; b P

\will hear first from Plaintiff's counsel, then from counszel
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for the Defendant, regarding thess lssues.

Now, whoe wiil address the matter on behalf of
the Plaintiff?

MR, STIMPSON: I will, Your Honor. Scott
Stimpson.

THE MAGISTRATE JUDGE: Mr. Stimpson, good
afternoon.

MR. STIMPSON: Good afternoon, and thank you.

I will be Dbrief.

We were served last night with responses to
interrogatories and document requests. There are many
objections. We still have not received a single document
in document production.

I think it would help ‘ust to have a very short
recitation of the chronolegy as things have played cut here.

On March 2 we had what we believed to be our 26(f)
conference and we served cur discovery reguests. We served
a propesed discovery plan on the other side on March §. It
was more than six weeks later before we got any comments
from the cother side after this motion was filed,

On March 13, Judge HKessler issued an order that

Exhibit J to ocur motion is & lefter we ssnt to
cpposing counsel shortly before their responsses were due,

which I tnink is instructive here. HWe were getting wind
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that -- it's "J," Your Honor. We were getting wind that
perhaps they were not golng to respond on time, and we sent
a letter telling them that Judge Kessler has ordered
discovery to proceed and we expect full and appropriate
responses, and if we don't get them we are golng to take
appropriate action.

So counsel for Papst tock the risks they were
taking with their eyes wide open to what might happen hare.

It is now May 31. We are about three months since

we served our discovery requests. We are two-and-a-half

‘months after Judge Kessler cordered discovery to proceed.

We do not have a single deccument. And the responses we
received last night are riddled with objections.

THE MAGISTRATE JUDGE: May I ask you to state the
substance of some of the objections. In other words, what
sort of objections were raised.

MR. STIMPSON: I only received them last night,
so I went over them brisfly today, Your Honor.

The objections to the document regquests -- thel

= + + 7 N
Ong Oon a protegtive orger

have oniection
on over-preadth, they have, you know, your typical

objections you'd expect, privilege and work product.

Some of the document reguestsz, they ga

‘give us some documents at some unspecified date. Some of

e

(the document requests, tThey simply -- 1f I remember
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correctly, they simply say, "Ne¢,"™ or "We'll think about it.
We'll talk to you at some cther time." Or, "We'll have a
meet and confer, and discuss it.”

But as I say, we have yet to recelve a single
document, and the case has been going for three months now -
discovery has been going for three months.

THE MAGISTRATE JUDGE: What is vour proffer

i

regarding whether or not any agreement was reached with
respect to objections?

MR, $TIMPSON: I believe nc agreement was reached
-~ absolutely none.

THE MAGISTRATE JUDGE: Very well, you may
continue.

MR. STIMPSON: So, Your Honor, my cpponent 1s
trying to make this into a 26(f) issue. 26(f) is long since
done, and this is not a 26(f) issue. This is a 26{d} issue.
This is about a faillure to respond to the Court order.

26 (dy says that discovery can procsed regardless of whether

‘there's been a 26(f) cvonference if the Court orders it, and

unquestionably the Court crdered i,

o the guestion, I think, cr the cocnsequences of

L]

what'zs happened here, it's very <¢lear that the Court order
has peen -~ thevy have not complied with the Court order.
aAnd so we reguest basicalily four remedies for that.

One 1z, since the cblecticns are untimely, they
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are wailved.

documents that shculd have besn produced,

our fees and costs under 37(a)

THE MAGISTRATE JUDGE:

That we get prompt discovery,

including all the
We also reguest
and (b}.

And by "fees and costsg,"”

may I assume you mean fees and costs asscociated with the
filing of the motion?

MR, STIMPSON: Correct. Correct. And lastly,

Your Honor, I think an appropriate sanction in this
situation weuld be entry of an order bifurcation. I think,
for one thing, it's going to avoid another motion which may
be coming, and bifurcation is particularly appropriate in
this case.

Judge Kessler has asked that fact discovery be

completed by December, December of this year. We've now had

three months of our fact discovery period go by. We haven't

received a single document. We've now just got six months

left., And if damages and wilifulness are left in this case,
it is golng to be darn near impossible to get this done

pursuant to Judge Kessler's order. And it's a particularly

here, Your Honor, because they're

shisld to

muestlions, I'11 turn it

my opponent,

THE MAGISTRATE JUDGE:
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lleave that ar

it's appropriate, we reques

additional questicn, Mr. Stimpson. Is your request for what

‘you term "bifurcation" a request for a sanction or is it

simply your view that, given the delay in making discovery
that discovery cannot be completed in the time for which the
Court already provided.

MR. STIMPSON: Well, it's both actually, Your
Honor. We've cited cases where, in fact, one Court
specifically mentioned entering a scheduling order by
opposing party if they didn't comply with the Court orders.
It's certainly an appropriate sanction for what's happened
here.

But stepping back and just looking at where we are
now, and we've got six more months of fact discovery, it's a
very complicated case, even liability-wise. We've got two
patents, we've got many accused preducts, we've got lots and
lots of prior art. I assume there will be many accused
claims of each patent that are alleged to be infringed.
It is going to be a mountain for a jury. And if you add
damages and willfulness to that, it is going to be a very

lengthy trial and I can't see how we can really get it done

Y v o - P e R R N . e L2 3
& many reascns for bifurcation. I will

s

o Ther

O

o

Fy

t for ancther day, 1 s neaded. But a

o]

ue

[1a]

‘short answer to your questlion is, as a sanction and because

bifurcation.

t
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THE MAGISTRATE JUDGE: Very well. Thank you very

much, Mr. Stimpson.

MR, STIMPSON: Thank you.

THE MAGISTRATE JUDGE: Mr. Schnavyer?

MR. SCHNAYER: Yes, Your Honor.

THE MAGISTRATE JUDGE: Very well. Good afternoon.

MR. SCHNAYER: Good afternoecn. HNice to see you

again.

Your Honcr, first of all, let me make 1t clear we

and I would like to point out

did serve discovery responses,

that the -- I'm going to hand up a copy -- they only have
one copy, but I'd like to point out --

THE MAGISTRATE JUDGE: Let me interrupt you just
one moment.

MR. SCHNAYER: Sure,

THE MAGISTRATE JUDGE: I don't believe that I need

to see the responses., Let me ask whether you ceoncede that

service of any responses last night was well bevond the fime

in which ==
| ME. SCHNAYER: o, Your Honor
THE MAGISTRATE JUDGE -— the responses were due.
Mr. SCHNAYER: Your Hoéncr -- no.
THE MAGISTRATE JUDGE When were vou served with
the discovery requests?

We were served with the discovery
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| Japan.

requests -- maybe I shou
cf what happened,

THE MAGISTRATE
were served with the dis

MR. SCHNAYER:
the discovery responses,

THE MAGISTRATE

MR. SCHNAYER:

THE MAGISTRATE
continue.

MR. SCHNAYER:
we had been having discu
I'm going to go back to
needs to be understood,.

about charges of infring

concerning two patents €

They concern digital cam

never with their client,
usually have five, Ten m

issuss.

We filed a cou
was Casic

And when we sued

lour understanding that t

1d go back and give you my version

JUDGE: Well, let me ask when vyou
covery requests,

On March Znd, we were served with
Your Honor. And --
JUDGE: Discovery "requests."”
Discovery reguests,

JUDGE :

Very well., You may

Your Honor, in this case originally
ssions about infringement charges.
the beginning, because I think it
We've had discussicns with Casio
ement we made against them

hat are involved in this lawsult.
eras, We had cone meeting with them,

and my normal experience 1s we

eetings with companies and we

nterclaim against
J5R involved, and we also sued
Casic Japan we did so because it's

hey manufacture the infringing goods
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here.

And we had meetings with counsel before the
Rule 26(f) ceonference that they clalm happened, and we said
to them, "Lookit, do you represent Casic Japan? Would you

accept service of process Ffor Casio Japan?”

And we were told, "We don't fepresent Casio Japan
and we won't accept service of process for Casic Japan."

So we were forced to go through the Hague
since it's a foreign

Convention. What that means is,

company we have to file a reqguest with the Court, the Court

files a reguest with the Justice Department, the Justice

Department here files a reguest in Japan, and they serve the

company, and eventually they got served,

And so a lot of delay that was caused in this case
was caused by the Plaintiff in this case. Thay could have
accepted services of process.

and we asked them to

Now, we have this meeting,

provide us with a

them whether they

‘"We don't represe

30 1 sa

draft before the meeting.

represented Casio Japan,

3

come o the

&£

]

proposal for the

We alsc asked

Because Casio

weating, wWe never

scheduling corder

esent to the Court -~ they're the

nt Casio Japan."

id, "Well,

N 1 g - I 3 R -
they come to the meefing and they say,

how could we have g 261(f;
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‘conference if you don't represent Casic Japan?"

And they said, "Well, we don't represent them.
And we're not going to accept service of process.”

Counsel wasn't at that conference. It lasted for

about 15 minutes.
THE MAGISTRATE JUDGE: Do you agree, Mr. Schnavyer,

that there's no authority which holds that even the complete

‘absence of a meet and confer session relieves a party of

the time limits which otherwise apply to the service of

responges to interrogatories and reguests for production of

documents?

MR, SCHNAYER: I don't. I think the rule is

clear. I think you have --

THE MAGISTRATE JUDRGE: What porticon of the rule

ig it ee
MR. SCHNAYER: 26(L) -

THE MAGISTRATE JUDGE: ~~ on which you rely?

MR. SCTHNAYER: Okay. Yes. It says --

THE MAGISTRATE JSUDGE: What porticon are you

ME, SCHNAYER: I'm in Z2éi¢d}, Timing and Seguence
of Discovery. "Except in categories of procesdings exempt
from initial disclosure under Rule Z6{z; {1} {E} or when

authorized under thesse rules or by order of agreement of

the parties, a party may not seesk discovery from any source
| ¥
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before the parties have conferred as required by Rule

oo (]
EO\f}.

And then, Your Honor =--

THE MAGISTRATE JUDGE: Doesn't the order of Judge
Kessler, which directed that discovery proceed, mean that
your reliance on that rule is misplaced?

MR. SCHNAYER: I don't think so, Your Honor,
at all., It's not how I read the Judge's order.

Counsel asked that discovery be allowed to go
forward, After we had that 15-minute conference, this
so-called 26(f) conference, we met numerous times for many
hours on the phone.

And when I saw the Judge's order, 1t was nmy
understanding that we had to -- that discovery would go
forward, but the Judge never said that you don't have to
comply with 26(d). 26{(d) is very specific. It says you
have to have a 26(f) conference. That doesn't mean meet for
15 minutes and discovery goes forward. It means vou're

supposed Lo prepare a discovery plan. You're supposed o

o

discuss the issues. And I have a secticn of the statute

.

that -- I'm going to hand up a copy of this, if I may, Your

Honor?

THE MAGISTRATE JUDGE: You need not hand up the

statute or the rule. We have it hers.
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- committee notes for that, that were part of it, describing
what was contemplated under new twenty -- or, 26{f), and
what 1t basically talks abocut is -- these were recently
passed. It talks about electronic discovery, it talks about
the reguirement to talk about electronic discovery, to
exchange information; that the committee now wants these
initial conferences to be significant, to exchange
information, for the parties to cooperate.

And the first conference we had, one of the
parties wasn't even present at that conference. Because
they wouldn't agree -- the same attorneys that represent
them now wouldn't agree to talk on their behalf. We
couldn't have had a conference.

I asked them to provide me with information about
electronic discovery. The new rules say this is an
important issue that must be addressed, and we had hours of

conversations after this. Right up until the fime we filed

the 26{f) statement. And we ~- wg ~—- took the initiative

on that.

Y

information. If you look at the latters attached to my

tters and we show vou a list o

{0

on, we sent out 1
gquastions we asked them, that they never ccmplied with.

o, for example -- we were trying to hone the

el

€3]

‘issues down. This is a complicated case. Understand,
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there's a Japanese company and a U.5. company. This is not
gasy. There might be additional companies involved here.

If we don't get the parties that we need invelved or find
out about the electronic data, it's hard for us to comply
with Rule 2€(f) as contemplated by the rules. And we had
conversation after conversation with them. And they
wouldn't provide us with the information. Their answer was,
"We're not going to give you free discovery."

Serve formal regquests. Well, the rule
contemplates the parties are going to cooperate. We hoped
te get a 26(1) conference completed pretty guickly, but we
couldn't until the very last day because the parties were
exchanging extensive drafis, because we weren't getting
cooperation. In the end, I finally threw up my hands and
said, "Ckay, I have to move forward, I have Lo agree on
something," and we submitted a joint report to the Court.

THE MAGIEZTRATE JUDGE: Do you agree that in the

Jolnt report this issue which ~- when T gay the “joint
report,” I mean the joint report which vyou alsce signed -
does not ralse this issue at all?

MR. SCHNAYER: o, 1t doesn't really address it at

THE MAGISTRATE JUDGE: Do you alsc acknowledge

TR

that you did not file a motion to extend the deadline for
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serving your answers to these discovery reguests until a
more meaningful meet and confer session could take place?

MR. SCHNAYER: Your Honor, I didn't -- the rule is
specific. It says you have to have one beforehand.

You knew, I feel like I'm getting set up here,

You know, they complain my answers aren't sufficient. Your
Honor, they gave me nothing in their answers. They gave me
nothing. They objected to everything. I provided them with
substantive responses. You know, we walk intoc this case --

THE MAGISTRATE JUDGE: Is there a motion pending
regarding yeur client's concerns about the sufficiency of
the responses served by Casio?

MR, SCHNAYER: I haven't had a chance tc meet and
confer with them. We were preparing for this motion, and
we'll deal with it. We have to meet and confer. I was only
-- he comes in and he says my responses aren't good. I was
responding to that. And I was pointing ocut to you and I was
going to show vcou, here's a several-page response showing

how the claims read on their device.

J
it

bastantive responses. They didn't

)

We gave them =

penses. They wouldn't provide us

{

ntive re

{1

give us subst

with the information we needed for the 28(f) conference,

4§

It's my view that it never occurred until the day we
finalized, signed off on the agresement, and sent it to the

Court, and the answers aren't due untll -« they're nct aven
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due today. We served them early. By serving him yesterday,
we served him early.

THE MAGISTRATE JUDGE: What is your contention
regarding when the answers to discovery reguestis served on
March 2Znd, 2007, are due?

MR. SCHNAYER: They won't be due until a couple
of days from now. They're not due, because we never had a
26{f) conference.

THE MAGISTRATE JUDGE: What is the basis of vour
determination that they're not due until two days from
today?

MR. SCHNAYER: Because we tocok the exact date when
the parties did have a completed 26(f; conference, after
several substantive meetings, and the parties came to a
propesal to submit to the Ccurt and we submitted the
scheduling proposal. That's the day that we had our Z6(f)
conference and finalized it. And it's my position that's --
according to the rules, that's the only date that mskes

sense.,
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cipiicated case. There's complicated issues., We have been
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ng into getting documents, we've got a client from

Germany, we've got a -- the patentee doessn't work for ocur

ccompany, so 1t's not such an easy issue, but we have been
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anything like this in thelr discovery responsss.
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gathering documents. And we pul together a very substantive
Your Henor, they don't have

So this
took Lime to put together.

But they complain that I delayed everything. It's
not true. We tried to get the 26(f) conference done sooner,
We cculdn't get any responses from them. They didn't give
us the information. "1} peoint ocut the letters Lo you,
because I think those are important.

If you look at cur brief --

THE MAGISTRATE JUDGE: I have it here.
MR. SCHNAYER: And if you look at Exhibit A.
This is an interesting one. Exhibit A, in the back two
pages, 1is a letter from opposing counsel. It starts cut
as a =~ the bettom part is an e-mail from J. Gold, who is
Plaintiff's counsel, and Mr. Swick, Joseph Swick, who is the
top part, this 1s a respcnse to a e-mall, 1s on the part --

is the top part.

But 1f you look at the second page -- and this is
the letter that Mr. Gold sent aftsr that supposed
conference It gays, "With regard --" on the last page of
gthis. Second to last page, I'm scrry. Second toe last page,
point 4 of Exhibit A, 1t says ~-- Point 4 on there? Second
line?

THE MAGISTRATE JUDGE I have it
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MR, SCENAYER: Ckay. T"Regarding your regquest to
identify the specific details of Casio Inc., Casio Japan,
and any related entities' computer systems, such a reguest
is beyond the scope of the 26(f) conference." Then he goes
on and gives us a little bit of information about it, but
he says -- and this 1is the important part -- bottom line,
last line, "If you believe you are entitled to any more
information about Casio Inc.'s system or any specific
discovery, please serve a discovery request and we'll
censider it." That was their attitude. We're nobt going to
give you free discovery. As the rules contemplate, parties
should cooperate,

Then if you look at my letter, 1f you lock at

Exhibit ~- look at Exhibit, if vyou would, please, Your

' Honor, E. First page.

THE MAGISTRATE JUDGE: I have it.

MR. SCHNAYER: This discusses a conference that
Mr. Swick in my office had with Mr. Gold, and Mr. Gold
represents the Plaintiff. And you can see the second

paragraph. It says, "At the conference we asked you several

‘that yvou please provide us with answers to these questions

:pefore our next meeting on April 16th." So these were part
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' of the continuing meetings.

And you c¢an see we're asking questions about the
name of the companies that were involved in the design and

development, so we can decide if we have the right parties

and know how long discovery is going to take -- reascnable
questions. "What are the names of the companies that were
invoived in the manufacture of the cameras. What are the
T

"What are the names of all Casioc companies that

were involved in the sale of the cameras." That's also

relevant. "Are both Casic Japan and Casioc USA willing to
voluntarily produce relevant informatlion and witnesses from
all their parent companies?" So we're trying to find out

how much foreign discovery we have to do. That's a

reasonable reqguest.
Five, "Is Casio Japan and Casio US potentially

relevant electronic information reasonably accessible?"

The rules require you to talk about reasonable accessibility

is something you must

in the 26(f) conference. Thaz

discuss. OCr you should discuss. And that is, is the

formation reasonably accessible becauss electronic

bt

oo d 1 P oo b PR = - e
accessipie, Lhen you nave Lo L[alr about shifting costs and
i w1 Lo -y s ; a4 I e ¥ 4 e d o g e -~ i
who should pay for it And that's important, according to

the new rules, to deal with electronic discovery. We asked

them gquestions about that and we got noc answers.
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4 f =

20

And then we asked, "Who are the names cof the -~
names, titles and employers of those individuals at Casio
Japan and Casic US who have special knowledge about each
respective party's computer system." If you read the
section of the rule, the notes on it, it says that that's
the kind of information you're supposed to talk about,

In fact, they discuss and some Courts have said you've got
to bring somebody knowledgeable about it from the company
and have a real significant exchange. So we tried to do
that with them.

And now look, if you would, at Exhibit F.

Exhibit F is April 18th, a further letter from Mr. Swick to
Mr. Gold. "We are disappointed that you called this morning
to state you were unilaterally canceling our previocusly
agreed to upeon continunation of the Rule 26(f) confarence
scheduled to occur today. As we understand it, you are
unwilling to participate because you have not received

o proposal. However, at this time you also
indicated you were unwilling to discuss many of the

Rule 26{f}) issues that will help partiss develop a carefully
developed scheduling plan. Specifically, vou told me, for

the first time, you're unwilling to discuss the fellowing

iguessticons,” and those are the zame guesticons that we had
0 1

listed in cur other letter to them. And tLhere's no letter

L
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So a lot of the delay here was caused in having
the final Rule 26(f) conference by counsel for Plaintiff not
giving us, quote, "free discovery,” which is the kind cf
cooperation you need in a case to formulate a reascnable
discovery plan.

THE MAGISTRATE JUDGE: Am I correct, Mr. Schnaver,
that the sole basis of your client's determination to serve
no answers until last night has to do with the manner in
wnich the conference was conducted?

MR. SCHNAYER: The fact that there was no
conference. There was no conference. And --

THE MAGISTRATE JUDGE: Very well.

MR. SCHNAYER: There was none. That's not a
conference. And it didn't occur until we signed the papers
after many discussicns, and trying to do it in a gquick
fashion.

I also have one other point I'd like to make.

THE MAGISTRATE JUDGE: Yes.

MR. SCHNAYER: Counsel has raised an issue, and
thiz is szort of 2 side point, but I want to make this clear
because I think i1t’s important.

He saild one of the sanctions we want 1s that you
should segregate out the damages lssue and willfulness
issue, And I'd like to point out that at the hearing that

occcurred with the Judge, the scheduling hearing that we had,
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the one hearing, the Judge -- that issue was before the

Court because both parties addressed it in the papers they

filed, this big paper we put together finally which listed

the parties' positicons. And they asked the Judge for
bifurcation. They asked the Judge for bifurcation.

And the Judge, at the end of the hearing, issued
an order and that's -- of the record, and she ordered the
schedule. And there's nothing in the order that talks about
bifurcation. And after she read the order -- she read it
out loud, and then she issued it in writing after the
hearing, she said, "Are there any more guestionsg?" She

turned to Plaintiff first. Counsel didn't raise any

‘questions. He didn't raise this issue with the Judge.

Bifurcation was already considered by the Court =-
By the District Court Judge -- and denied. It was denied.
And now they're saying, we want the sanction of bifurcation.
Well, they have 1t -- 1t's already been ruled on. And
second, 1t's not a preoper -- there's no authority te say

anction undery the rules., There's no

43

that this is a proper
autheority for it. i1t's just like, we want it because we

want it. It's not proper. So it's already been ruled on.

fad

o < 1 e i+ At R F T — e Ty el ¥
So, Your Honor, we did believe that the Judgs's

to ask the Judge -~ and thay

{2

‘never did in the papers they filed -- Lo address the lssue

iof the Rule 2¢{f; conference. They never said to the Judge,
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"You know, we want a specific ruling that discovery should

be considered served as of that day." They never asked for

it in their pleading. And the Judge never ruled on it. If

you look at the paper they filed, it doesn't ask for that,

So they never asked for 1t, the Judge never ruled on it, and

we proceeded with that understanding.

If I'm wrong, I apoleogize. We served our

But it's not sanctionable, Your Honor.

discovery reguests.

THE MAGISTRATE JUDGE: Very well, thank vou,

Mr. Schnayer.

MR, SCHNAYER: Thank vou, Your Honor,.

THE MAGISTRATE JUDGE: Mr. Stimpson, if you wish

a brief reply I will hear you.

I don't (inaudible)

MR, STIMPSON: Your Honor,

have 30 seconds.

THE MAGISTRATE JUDGE: My expectation was that cne
of you would address the isgsue ~~ do you need a moment to
confer with Mr. Schnaver? If so, you certainly may do so

and I'm happy to take a prief recess if you need more than a

or two

-
moment

MR, STIMPSON:

MR, SCHNAYER Your Honor?

T OMAMTOTRDATE TIITWTE . w4 [ i vy

THE MAGISTERATE JUDGE: Mr. Schnayer, yss.

?~ BV . ~ T Loy 7 (258! i ¥ 1
MR, SCHNAYER: If I may, please. Thank vou.

| Counsel points out to me, co-counsel, that the commitise
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--~ Subsection (f}) of the committee notas

d it talks about Rule 26({f} as amended to

rties to discuss discovery electronically

stored information during their discovery planning

conference,
disclosure or
information.
involve -- do
case, of cour
And
it talks exte
the issues, t
proposal to t
To
haven't done
not consisten
committee not
gees through,
the hearing,

discuss thess

1
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THE

L3

You may have

And the rule focuses on the issues relating to
discovery of electronically stored

Discussion is not reguired in cases which

n't invoive electronic discovery. In this
se, 1t does.
it goes on in the committee notes, it says,

nsively about how this is important to focus

o focus the 1issues s¢ that you can have a good
he Judge and focus the discovery in the case.
have a 15-minute discussion where the parties
anything is not & local rule conference. It's
t with tnese guidelines that are set out in the
really contemplates that you -- and it

&5, It

anad if Your Honor would care ko read it after

it goes through and 1t savs you're supposed to
issues and narrow the issues.

MAGISTRATE JUDGE: The Court is eminentl

rhe commibtee noves,

SCHNAYER: Thank you, Your Honor.

MAGISTRATE JUDGE: Very well. Thank vou.
a seat.
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MR. SCHNAYER: Appreciate it. Thank you,

MR. STIMPSON: Your Heonor, 30 seconds., Just on
the last point that Mr. Schnayer raised, about this being
already -~ bifurcation aliready being decided by Judge
Kessler, And that meet and confer statement, I believe =—-
I don't have it in front cf me, but I believe the very first
thing we said was we're asking for this as a sanction, and
Judge Kessler said she's passing this motion on to Your
Honor. She certainly did not rule on bifurcation.

The rest of Mr., Schnayer's argument was all about
26{(f), and I don't believe this is about 26(f}y. This is
about noncompliance with Judge Kessler's order.

If you don't have any further questions, I'il sit

down.

THE MAGISTRATE JUDGE: Very well. Thank you.
You may have a seat.

MR. STIMPSON: Thank you.

THE MAGISTRATE JUDGE: As the Court indicated at
the outset, the Court reviewed the motion, the opposition
and the reply in advance of the hearing, and the Court has
now considered the proffers and arguments of counsel during

wearing. Having done so, the Court will

i
>
6]
1
&)
.
ry
431
(0
G
ey
ot
i
¢
o5

fgrant the motion, largely for the reasons offered by ths

17

iMovant, both corally and in writing.
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'substantially justified and that there are no

26

urges upen the Court is a novel way of counting the number
of days in which a party must serve responses to written

The Court uses the term, guole,

"novel," close guote, because there is simply no authority

which supports this method ¢of calculating the deadline.
The rules make plain when it is that a party is to
serve responses to written discovery requests. There was no

motion for enlargement of time filed by Papst. Papst did

not seek any clarification of the due date in the meet and

confer repcrt that counsel, along with cpposing counsel,
filed in this matter, and appears to have unilaterally taken
the position that because Papst was displeased with the
manner in which the Rule Z6(f) meeting or conference was
conducted that the responses to the written discovery
requests would be withheld.

However, there is no authority that suggests
that a party may unilaterally alter the rule which would
ctherwise apply, particularly in an instance such as this
where the Court ordered that discovery proceed, simply

pecause of a concern regarding the sufficiency of the 26(f)

For these reasons, the Court finds that the
ocppoesition to the motion to compel and £or sanctions was not

ircumstances

which would make the imposition of sanctions unijust.
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The Court therefore orders the following.

First, the Court orders that complete responses --
that is, without cobjecticns, which have been waived by the
failure to respond in a timely fashion -- be served within
10 calendar days of tcday's date.

Secend, the Court imposes as a sanction the costs
to Casio, including reascnable attorney's fees, of moving to
compel and for sancticns. The Court will corder that such
costs be paid within 30 days of today's date and that
counsel work cooperatively to share and comment upon the
reasconableness of those costs. This is not a matter that
should entail the filing of a motion, because the Court
expects that you will work cooperatively to determine what
the reasoconable costs are.

To the extent that there is an additional sanction
that Casio requests, the motion for any additional sanction
other than the fees and costs, is denied.

The Clerk will prepare a minute entry which will
indicate that the motion to compel and for sanctions was

granted for the reasons set forth on tThe record at the

hearing. There is no order, no written order, that will
follow The minute entry will also indicate that complete
responses without obtection are to be served within ten days
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Now, is there anything further in this matter
this afternoon? Mr. Stimpson or Mr. Fe?

MR. STIMPSON: Not that's pending before Your
Honor right now, nothing {(inaudible).

THE MAGISTRATE JUDGE: Very well, thank you.

My. Schnayer, Mr. Wright?

MR. SCHNAYER: HNothing further, Your Honor.
Thank you,

THE MAGISTRATE JUDGE: Very well. Thank you
very much.

There is nothing scheduled for the courtroom for
the rest of the day, so if you wish to stay and continue
your efforts to confer before you return to your respective
destinations, you are welccme to do so.

COUNSEL: Thank vyou.

THE MAGISTRATE JUDGE: Very well. Thank you
very much.

(Whereupon, proceedings were concliuded. )
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UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF COLUMBIA

CASIO INC.

Plaintift,
Civil Action No, 1:06 CV 01751
V.
Judge: Gladys Kessler
PAPST LICENSING GMBH & CO. KG,
Defendant,

PAPST LICENSING GMBH & CO. KG,
Counter-Plaintiff

v,

CASIO INC. and
CASIO COMPUTER CO., LTD.

Counter-Defendants

PAPST LICENSING GMBH & CO. KG'S
FIRST SET OF REQUESTS FOR THE PRODUCTION OF DOCUMENTS
AND THINGS TO CASIO INC.

Pursuant to Rule 34 of the Federal Rules of Civil Procedure, Defendant/Counter-
Plaintiff Papst Licensing GmbH & Co. KG (“Papst”) requests that Plaintiff’Counter-
Defendant Casio Inc. ("Casio”), produce the following documents and things for
inspection and copying in accordance with the Definitions and Instructions set forth
herein. If the manner of production is not otherwise agreed upon, production shall be at
the offices at Welsh & Katz, Ltd., 120 South Riverside, 227 Fioor, Chicago, Iliinois

60606, within thirty (30 days after service hereof, or as the parties may otherwise agree,
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DEFINITIONS AND INSTRUCTIONS

1. As used herein, “Casio” means (a) Casio Inc., Casio Computer Co., Ltd. and
all of their predecessor(s) and successor(s) in interest, parent(s), subsidiaries, related and
affiliated persons or entities, and any person employed by or for any or all of these
entities, and all agents or representatives (including but not limited to their attorneys,
accountants, and consultants).

2. As used herein, the term “document” shall have the full meaning ascribed to it
under Rule 34 of the Federal Rules of Civil Procedure including, without limitation, the
original (and every copy of the original which differs in any way from it) of any written
or graphic matter or any medium of any type or description upon which intelligence or
information is recorded or from which intelligence or information can be perceived,
which is or has been in the possession, custody, or control of Casio, or of which Casio
has knowledge, including, without limitation: electronic mail; correspondence;
memoranda; stenographic or handwritten notes; technical literature; specifications; plans;
blueprints; drawings, charts; computer tapes, print-outs, and any other computer or
electronic data capable of being produced in document form or displayed electronically;
advertising or promotional materials; laboratory notebooks; financial records; contracts:
drafts; agreements; instructions; studies; publications; films; prints; voice recordings;
reports; surveys; forecasts; minutes; statistical compilations; and every copy of such
writing, record, or graphic matter where such copy is a draft or not identical to the
original document or where such copy contains any commentary or notation whatsoever,

handwritten or otherwise, that does not appear on the other copies or on the original.
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3. I any of the information requested to be produced is availabie in machine-
readable form (such as punch cards, paper or magnetic tapes, drums, disks, or core
storage), state the form in which it is available and describe the type of computer or other
machinery required to access the information. If the information requested is only
available in machine-readable form, indicate whether you possess any existing program
which will print the records in some form, and identify the person(s) who is/are familiar
with the program. If no program exists, state whether you could develop one or whether
an existing program could be modified to print records in a readable form.

4. As used herein, the term “relate” (or variants thereof such as “relating” or
“related™), when used in connection with a document or thing, shall mean, without
limitation, any document or thing that constitutes, contains, embodies, evidences,
concerns, reflects, identifies, states, refers directly or indirectly to, or is in any way
refevant to the particular subject matter identified,

5. In the event any information, document, or thing responsive to these requests
is not provided by reason of a claim of privilege or work product, or for any other reason,
then the following shall be provided with respect to such information, document, or
thing: (a) a brief description of the subject matter of the information, document, or thing;
(b) the identity of the author or creator of the information, document, or thing; (c) the
source of the information, document, or thing; (d) all recipients of the information,
document, or thing (including, but not limited to those receiving copies and blind copies);
{2} the date the information, document, or thing {or any copy or draft thereof which is not
identical to the original) was created; and (f) the basis upon which the information,

document, or thing is being withheld.
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6. As wused herein, “and” or “or” shall be construed conjunctively or
disjunctively, or both conjunctively and disjunctively, so as to acquire the broadest
meaning possibie.

7. In the event a responsive document has been destroved: (a) identity the
person(s) who destroyed it; (b) the date it was destroved; (¢) the reasons why it was
destroyed; and (d} the circumstances under which it was destroyed.

8. As used herein, the term “day” or “date” shall mean the exact day, month, and
year. If the exact date is not ascertainable, the best available approximation should be
provided.

9. As used herein, “person” shall include, but is not limited to, any natural
person, business, partnership, corporation, or other entity, and any employee, agent,
attorney, or representative of any of the foregoing.

10.  As used herein, “Casio Digital Camera” shall mean any and all designs,
implementations, models, and versions of all Casio digital cameras capable of
transferring picture information to another device, that have been used, manufactured,

sold, offered for sale, licensed or imported into the United States since Qctober 22, 2002.

1. As used herein, “Patents-in-Suit™ refers to United States Patent No.

6,895,449 (“the 449 patent™) and United States Patent No. 6,470,399 (“the ‘399 patent™).

12. As used herein, “Lawsuit” means any fvpe of legal action where Casio
was a party or participant of any kind including, but not limited to, lawsuits filed in
federal or state courts, administrative proceedings, [TC proceedings, USPTO proceedings

and any international cases or proceedings filed in any tribunal.
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13. Where appropriate, the singular form of a word should be interpreted in
the plural and vice versa, and the masculine form of a word shall be interpreted to also
include the feminine and vice versa, to obtain the broadest possible meaning.

14. These document requests are continuing in nature, If after making its initial
response hereto (and up until the time of any hearing or trial), Casio or its attorneys,
agents, or representatives obtain or become aware of any further information or
documents responsive to these requests that was unavailable at the time of the initial
response hereto, Casio is requested to produce such information and documents.

I5. Unless indicated otherwise, these requests apply to all documents and
materials from 1997 to the present date.

16, The methods and format of Casio’s production shall be as follows:

i. Format of Production

A. The parties shall produce all responsive hard copy and electronic
documents in single-page Tagged Image File Format (“TIFF”) with an accompanying
Summation load file, an extracted text file of electronic documents that are unredacted,
and an Optical Character Recognition (“OCR") text file of unredacted portions of
redacted documents and hard copy documents.

B. Documents that present imaging or formatting problems shall be promptly
identified and the Parties shall meet and confer to attempt to resolve the problems. The
Parties are not required to produce exact duplicates of electronic documents stored in
different electronic locations. The metadata for documents which have been *de-

duplicated” across custodial files will indicate the names of the custodians in whose files
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the documents are located. The parties shall produce documents on either DVD or CD
and may produce fact sheets by email in “.pdf” format.

C. Each page of a produced document shall have a legible, unique page
identifier {“Bates Number”) and confidentiality legend (where applicable) on the face of
the image at a location that does not obliterate, conceal, or interfere with any information
from the source documents. No other legend or stamp will be placed on the document
image other than the Bates Number, confidentiality legend (where applicable), and

redactions addressed above.

D. For redacted documents, the metadata for each document will indicate the

LY

basis for the redaction (e.g., “other Casio product,” “privacy,” or “privilege™) at the time

the redacted document is produced.

I Metadata

To the extent possible and practicable, the parties will provide the following
metadata fields:

{a) Electronic document type;

(b) Create date;

(c) File name;

(d)  File location;

(&) Source location;

H Starting production number;

(g) Ending production number;

(h) Custodian;

(i) Last date modified;

() Author;

(k) Recipient(s);

(h Document date (if different from create date);
(mj  cefs)

(n)  beels);

{0) Subiject;

{p) Title; and

(q) Attachment information (for e-mails).
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If a party determines that it is impossible to produce certain metadata fields for a
type or types of documents, the party shall so inform opposing counsel. If a party
determines that the production of certain metadata fields for a type or types of documents
would be impracticable, unduly burdensome or unduly expensive, the party shall so
inform opposing counsel, and the parties shall promptly meet and confer on what should
be done, without prejudice to that party’s right to object to production of such metadata

fields or the opposing party’s right to move to compe! such production.

REQUESTS FOR DOCUMENTS AND THINGS

1. One sample of each and every Casio Digital Camera that has been used,
manufactured, sold, offered for sale, licensed or imported into the United States since
October 22, 2002.

2. All documents referring or relating to the research, development, design, re-
design, prototype production, testing, licensing, or commercial production of any and all
Casio Digital Cameras.

3. All documents identifying all entities or persons involved in the research,
development, design, re-design, prototype production, testing, licensing, manufacturing,
commercial production, sale, offer for sale or importation of any and &ll Casio Digital
Cameras.

4. All documents referring or relating to the research, development, design, re-
design, prototype production, testing, manufacturing or commercial production of any
and all Casio Digitai Cameras done by any persons or entities refained or consulted by

Casio,
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5. All engineering specifications, assembly drawings, production drawings, parts
drawings, schematic drawings, block diagrams, parts lists, bills of material, prototypes,
specitication sheets, sales manuals, brochures, instruction or operating manuals, user
manuals, technical publications, technical documentation, white papers, or technical
bulletins relating to any and all Casio Digital Cameras.

6. All documents written, created, received, and/ or generated by Casio that refer
or relate to any and all Casio Digital Cameras.

7. All documents concerning communications with Casio’s customers for any
and all Casio Digital Cameras.

8. All documents referring or relating to the shipment and receiving of any and
all Casio Digital Cameras.

9. All documents referring or relating to the shipment of any and all Casio
Digital Cameras to Casio’s customers.

10. All documents which refer or relate, in whole or in part, to the properties,
characteristics, advantages and/or disadvantages of any and all Casio Digital Cameras.

I1. A0l documents referring or relating to the construction, manufacture,
operation, use, intended use or potential use of any and Casio Digital Cameras.

12. All documents referring or relating to technical descriptions, operating
instructions or consumer instructions for any and all Casio Digital Cameras.

13. Ail documents, including but not limited to all memeoranda, notes and drafts,
which comprise or which refer or relate to (a.) any agreements between Casio and any
other individual{s) and/or entitv(ies), and (b.) and all events leading up to any such

agreements, which concern any and all Casio Digital Cameras,
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14. All documents, including but not limited to all memoranda, notes and drafts,
which comprise or which refer or relate to any indemnity agreements, subrogation
agreements or warranties of non-infringement relating to any and all Casio Digital
Cameras.

15. All settlement agreements and all other agreements related to any Lawsuit
relating to any and all Casio Digital Cameras in the United States between Casio and any
third party.

16. All documents relating to any Lawsuit relating to any and all Casio Digital
Cameras between Casio (as a party or participant) and any third party in any forum in any
country of the world.

17. All pleadings from any Lawsuit relating to any and all Casio Digital Cameras
in any country between Casio and any third party.

18. All interrogatory responses from any Lawsuit relating to any and all Casio
Digital Cameras between Casio and any third party.

19. Documents that relate to or show Casio’s sales (in units and revenues), by
year and month,.

20. Documents that relate to or show summaries of Casio’s sales for any and all
Casio Digital Cameras.

21. Documenis that relate to or show summaries of to whom, where, and when
any and all Casio Digital Cameras were sold.

22. Documents that relate to or show the percentage of sales in the United States
as compared to the rest of world (in terms of units and/or revenues) for any and all Casio

Digital Cameras.
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23. Documents that relate to or show Casio’s licensing revenue (in units and
revenues), by year and month, for each Casio Digital Camera.

24. Documents the relate to or show which companies Casio has licensed to sell
Casio Digital Cameras, the monthly number of cameras sold under each license, and the
monthly amount of revenue under each license.

25. Al of Casio’s license agreements related to the purchase, sale, manufacture
and distribution of any and all Casio Digital Cameras in the United States and throughout
the world.

26. All royalty reports provided to Casio for all license agreements related to the
purchase, sale, manufacture and distribution of any and all Casio Digital Cameras in the
United States and throughout the world.

27. Documents that relate to and show Casio’s purchases, including the number of
units purchased, monetary amounts paid, and source of the units purchased, of any and all
Casio Digital Cameras,

28. All documents and things relating to revenues Casio has received from the
manufacture, sale, offer for sale, importation, lease, distribution, or licensing in the
United States or any other country of any and all Casio Digital Cameras,

29. All documents and things relating to Casio’s profits (gross, contribution,
pretax, affer tax, or incremental) associated with the manufacture, sale, offer for sale,
importation, lease, distribution, or licensing in the United States or any other country of
any and all Casio Digital Cameras.

30. All documents and things relating to Casio’s costs (direct, indirect, common,

or allocated) associated with the manufacture, sale, offer for sale, importation, lease,

10
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distribution or licensing in the United States or any other country of any and all Casio
Digital Cameras.

31. All documents referring or reflecting any transfer of any interest or other
rights in the manufacturing, sale or distribution of any and all Casio Digital Cameras.

32. All documents which refer or relate to the impact or expected financial impact
that the manufacture, use or sale of any and all Casio Digital Cameras would have or may
have on the business of Casio or the business of any other individual or entity,

33. Any and all market studies, marketing plans, business plans, long-range plans,
and strategic plans that refer or relate to (1) the Patents in Suit and/or (2) any and all
Casio Digital Cameras.

34, All documents and things that describe, illustrate, or depict titles or job
responsibilities of Casio employees involved in patent work retated to any and all Casio
Digital Cameras including, but not limited to, investigation or review of any other
entity’s patents.

35. All advertisements, brochures, bulletins, and other advertising or promotional
materials Casio has prepared or has had others prepare, published or participated in the
preparation or publication of, or marketing of any and all Casio Digital Cameras.

36. A sample of each advertisement, brochure, label, or other promotional
material used by Casio or intended for use by Casio for the advertising, licensing, or sale
of any and all Casio Digital Cameras.

37. All advertisements, bulletins, price lists, circulars, press releases, commercial

articles or other materials concerning any and all Casio Digital Cameras.

11
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38. All documents which refer or relate to Casio’s knowledge or awareness of the
Patents-in-Suit.

39. All documents which refer or relate to the Patents-in-Suit,

40. All documents and things that support, contradict or otherwise provide the
basis, in whole or in part, for Casio’s assertion or belief that Casio does not or has not
infringed the Patents-in-Suit in any manner, and does not or has not willfully infringed
the Patents-in-Suit.

41. All documents and things that support, contradict or otherwise provide the
hasis, in whole or in part, for each of Casio’s claims or defenses alleged in this action.

42. All documents and things that support contradict or otherwise provide the
basis, in whole or in part, for each of Casio’s claims and defenses to the damages claims
in this action.

43, All documents and things that support, contradict or otherwise provide the
basis, in whole or in part, for Casio’s Complaint, Answer, or Affirmative Defenses in this
action.

44. All documents authored or authorized under the direction or control of Casio
which refer, relate and/or describe, in whole or in part, the subject matter of the Patents-
in-Suit, or the inventions described or claimed therein, whether or not the Patents-in-Suit,
are expressly named in any such document.

43, All documents, including all legal opinions of counsel, recording,
evidencing or referring to Casio having ever made a study of the infringement,

patentability, validity or claim scope of the Patents-in-Suit.
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46,  All documents which establish or tend to establish that Casio has or has
not induced others to infringe or contributed to others’ infringement of any claim of the
Patents-in-Suit.

47. All documents relating to any attempt to design around the Patents-in-Suit.

48. All minutes, notes, or other records, in whatever format that it may exist,
which relates to, summarizes, or otherwise reflects any board of directors, management,
or similar contro} group meeting at which the Patents-in-Suit or the subject matter of the
present lawsuit was discussed.

49, All documents constituting, recording, evidencing or referring to each
United States or foreign patent known to Casio which disclose or claim subject matter
falling within the scope of the Patents-in-Suit.

50.  All documents, articles or publications concerning the subject matter of
the Patents-in-Suit.

51.  All documents constituting, recording, evidencing or referring to any
alleged prior art relevant to the Patents-in-Suit, including all documents that provide
written corroboration that any actual product constituting alleged prior art was or was not
on sale or sold anywhere in the world. This request shall have no time limitation.

52. All documents and things supporting or refuting any and ail alleged
secondary considerations relevant to Casio’s invalidity contentions.

53, All documents and things concerning whether Casio Digital Cameras
infringe or do not infringe the Patents-in-Suit,

54, All documents and things concerning whether any and all non-Casio

digital cameras infringe or do not infringe the Patents-in-Suit.
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55. All documents memorializing, summarizing, or otherwise reflecting or
relating to communications with any person or entity concerning the Patents-in-Suit or
any other patent owned by Papst that relates to digital cameras.

56.  All documents which set forth the officers and directors of Casio from
1997 to the present date.

57.  All documents identifying Casio’s personnel structure, including the
names and the titles of Casio’s management, sales, licensing, marketing, design and
engineering personnel involved with any and all Casio Digital Cameras from 1997 to the
present date.

58, All documents showing the corporate structure or organization of Casio,
including all past and present individuals or entity(ies) that have (had) a controlling
inferest in Casio since 1997,

59. All documents of any kind exchanged between Casio and any licensees or
product manufacturer relating to any and all Casio Digital Cameras,

60.  All documents of any kind exchanged between Casio and any
manufacturer relating to the Patents-in-Suit.

61.  All documents relating to meetings between Casio employees and
employees of any manufacturer refating to any and all Casio Digital Cameras.

62.  As to each person Casio expects to call as an expert witness at the trial in
this action:

{a).  All documents indicating, referring or relating to the subject matter upon

which such expert witness is expected to testify, and all documents indicating, referring

14
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to, or relating to the qualifications establishing him or her as an expert in such subject
matter.

(b).  All documents describing the substance of the facts and opinions upon
which he or she is expected to testify.

{c}.  All documents provided to each such expert and all documents provided

by the expert to Casio.

63.  All legal opinions, conclusions, and work product concering whether or
not any and all Casio Digital Cameras infringe or do not infringe the Patents-in-Suit.

64, All legal opinions, conclusions, and work product concerning whether or
not the Patents in Suit are valid and/or enforceable.

65.  All documents that Casio, its employees, consultants, or experts have
considered, consulted, or relied upon in interpreting or construing the claims of the
Patents-in-Suit, including but not limited to excerpts from books, dictionaries, treatises
and the like.

66.  All documents that show any involvement of Casio’s parent comparnies,
sister companies or related entities that are or were involved in the conception, design,
research, development, manufacture, use, sale, offer for sale, importation of any and all
Casto Digital Cameras.

67.  All documents relating to whether Casio has any control over or has the
ability to obtain documents from its parent companies, sister companies or related entities
that are or were involved with any and all Casio Digital Cameras, inciuding any

documents that show:

15
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(a).  acommon ownership between Casio and any Casio parent company, sister
company, subsidiary or related entity;

(b an exchange or intermingling of board of directors between Casio and any
Casio parert company, sister company, subsidiary or related entity;

(c) an exchange of documents in the ordinary course of business between
Casio and any Casio parent company, sister company, subsidiary or related entity;

(d) any involvement in this litigation by any Casio parent company, sister
company, subsidiary or related entity;

(g) the corporate and fipancial relationship between Casio and any Casio
parent company, sister company, subsidiary or related entity;

(hy  any agreements between Casio and any Casio parent company, sister
company, subsidiary or related entity;

() the power of Casio to elect any board of directors for any Casio parent
company, sister company, subsidiary or related entity;

() Casio’s connection to the conception, design, research, development,
manufacture, use, sale, offer for sale, importation of any and all Casio Digital Cameras;

and

{k) any and all efforts to sell, market and/or service any and all Casio Digital
Cameras by any Casio parent company, sister company, subsidiary or related entity,

68.  All copies of Casio’s document management and/or retention policies,
inciuding all amendments thereto in effect since 1997,

69. All documents that relate to or show a violation or potenual violation of

Casio’s document management and/or retention policies since 1997,

16
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70. AH documents that (1) describe the details of Casio’s information systems
since 1997, (2) describe the types of electronic information stored on those systems, (3)
describe the volume of electronic information stored on those system(s), (4} describe the
applications that have run and/or displayed each type of electronic information on those
systems, {5) identify those individuals possessing electronic information responsive to
these requests, and (6) identify those individuals at Casio with specialized knowledge of
their respective computer systems.

71.  All documents and things identified in, responsive to, used in responding
to, or relating in any way to Papst Licensing’s First Set of Interrogatories.

72. Any and al! joint defense agreements that refer or relate to (1) the Patents
in Suit, (2) any and all Casio Digital Cameras, or (3} Papst Licensing.

73. Al documents which refer or relate to the Papst Licensing.

74.  Any and all documents that refer or relate to the prosecution of the
Patents-In-Suit, and any and all patent applications or patents related to the Patents-In-
Suit, including but not limited to, any and all foreign counterpart applications and patents,

continuation applications and patents, and divisional applications and patents,

Dated: Aprii 20, 2007 /s/ Joseph E. Cwik
Jerold B. Schnayer
Joseph E. Cwik
WELSH & KATZ, LTD.
120 South Riverside Plaza » 22nd Floor
Chicago, {llinois 60606
(312y655-1300

1 ¥
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Campbell Killefer (Bar No. 268433)
VENABLE LLP

575 7" Street, N.W.

Washington, D.C. 20004

(202) 344-4000

Attorneys for Defendant/Counter-
Plaintiff Papst Licensing GmbH & Ceo.
KG

i8
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CERTIFICATE OF SERVICE

The undersigned hereby certifies that a copy of the foregoing PAPST
LICENSING GMBH & CO. KG’S FIRST SET OF FIRST SET OF REQUESTS FOR
THE PRODUCTION OF DOCUMENTS AND THINGS TO CASIO INC.
was served on this the 20th day of April, 2007 upon the attorneys for Casio Inc. as
follows:

VIA U.S. MAIL and E-MAIL

J. Kevin Fee

MORGAN, LEWIS & BOCKIUS LLP
1111 Pennsylvania Avenue, NW
Washington, D.C. 20004

Counsel for Casio inc.

VIA U.S. MAIL AND E-MAIL
Scott Simpson

Jeffrey Gold

Morgan Lewis & Bockius, LLP
101 Park Avenue

New York, New York 10178

fs/ Joseph E. Cwik
Attorney for Papst Licensing GmbH & Co.
KG

i9
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UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF COLUMBIA

CASIJO INC.

Plaintiff,
Civil Action No. 1:06 CV 01751
v,
Judge: Gladys Kessler
PAPST LICENSING GMBH & CO. KG,
Defendant.

PAPST LICENSING GMBH & CO. K@,
Counter-Plaintiff

V.

CASIO INC. and
CASIO COMPUTER CO., LTD.

Counter-Defendants

PAPST LICENSING GMBH & CO. KG’S
FIRST SET OF REQUESTS FOR THE PRODUCTION OF DOCUMENTS
AND THINGS TO CASIO COMPUTER CO., LTD.

Pursuant to Rule 34 of the Federal Rules of Civil Procedure, Defendant/Counter-
Plaintiff’ Papst Licensing GmbH & Co. KG (“Papst™) requests that Counter-Defendant
Casio Computer Co., Ltd. (*Casio”), produce the following documents and things for
inspection and copying in accordance with the Definitions and Instructions set forth
herein. If the manner of production is not otherwise agreed upon, production shall be at
the offices at Welsh & Katz, Ltd., 120 South Riverside, 22™ Floor, Chicago, Illinois

60606, within thirty (30) days after service hereof, or as the parties may otherwise agree.
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DEFINITIONS AND INSTRUCTIONS

L. As used herein, “Casio” shall include, but is not limited to, Casio Computer
Co., Ltd., Casio Inc. and all of their predecessor(s) and successor(s) in interest, parent(s),
subsidiaries, related and affiliated persons or entities, and any person employed by or for
any or all of these entities, and all agents or representatives (including but not limited to
their attorneys, accountants, and consultants).

2. As used herein, the term “document” shall have the full meaning ascribed to it
under Rule 34 of the Federal Rules of Civil Procedure including, without limitation, the
original (and every copy of the original which differs in any way from it) of any written
or graphic matter or any medium of any type or description upon which intelligence or
information is recorded or from which intelligence or information can be perceived,
which is or has been in the possession, custody, or control of Casio, or of which Casio
has knowledge, including, without limitation: electronic mail; correspondence;
memoranda; stenographic or handwritten notes; technical literature; specifications; plans;
blueprints; drawings, charts; computer tapes, print-outs, and any other computer or
electronic data capable of being produced in document form or displayed electronically;
advertising or promotional materials; laboratory notebooks; financial records; contracts;
drafts; agreements; instructions; studies; publications; films; prints; voice recordings;
reports; surveys; forecasts; minutes; statistical compilations; and everv copy of such
writing, record, or graphic matter where such copy is a draft or not identical to the
original document or where such copy contains any commentary or notation whatsoever,

handwritten or otherwise, that does not appear on the other copies or on the original.
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3. If any of the information requested to be produced is available in machine~
readable form (such as punch cards, paper or magnetic tapes, drums, disks, or core
storage), state the form in which it is available and describe the type of computer or other
machinery required to access the information. If the information requested is only
available in machine-readable form, indicate whether you possess any existing program
which will print the records in some form, and identify the person(s) who is/are familiar
with the program. If no program exists, state whether you could develop one or whether
an existing program could be modified to print records in a readable form.

4. As used herein, the term “relate” (or variants thereof such as “relating” or
“related”), when used in connection with a document or thing, shall mean, without
limitation, any document or thing that constitutes, contains, embodies, evidences,
concerns, reflects, identifies, states, refers directly or indirectly to, or is in any way
relevant to the particular subject matter identified.

5. Inthe event any information, document, or thing responsive to these requests
is not provided by reasen of a claim of privilege or work product, or for any other reason,
then the following shall be provided with respect to such information, document, or
thing: (a) a brief description of the subject matter of the information, document, or thing;
(b) the identity of the author or creator of the information, document, or thing; (¢) the
source of the information, document, or thing; (d) all recipients of the information,
document, or thing (including, but not limited to those receiving copies and blind copies);
{e) the date the information, document, or thing {(or any copy or draft thereof which is not
identical to the original) was created; and (f) the basis upon which the information,

document, or thing is being withheld.
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6. As used herein, “and” or “or” shall be construed conjunctively or
disjunctively, or both conjunctively and disjunctively, so as to acquire the broadest
meaning possible.

7. In the event a responsive document has been destroyed: (a) identify the
person(s) who destroyed it; (b) the date it was destroyed; (c) the reasons why it was
destroyed; and (d} the circumstances under which it was destroyed.

8. As used herein, the term “day” or “date” shall mean the exact day, month, and
year. If the exact date is not ascertainable, the best available approximation should be
provided.

9. As used herein, “person” shall include, but is not limited to, any natural
person, business, partnership, corporation, or other entity, and any employee, agent,
attorney, or representative of any of the foregoing.

10. As used herein, “Casio Digital Camera” shall mean any and all designs,
implementations, modeis, versions, and revisions of any and all products, or methods,
relating to any part of any Casio Digital Camera capable of transferring picture data to

another device.

11 “Patents-in-Suit” refers to United States Patent No. 6,895,449 (“the ‘449

patent”) and United States Patent No. 6,470,399 (“the ‘399 patent™).

12. Where appropriate, the singular form of a word should be interpreted in
the plural and vice versa, and the masculine form of a word shall be interpreted to also
include the feminine and vice versa, to obtain the broadest possible meaning,

13. These document requests are continuing in nature. If after making its initial

response hereto (and up until the time of any hearing or {rial), Casio or its attorneys,
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agents, or representatives obtain or become aware of any further information or
documents responsive to these requests that was unavailable at the time of the initial
response hereto, Casio is requested to produce such information and documents.

14, Unless indicated otherwise, these requests apply to all documents and
materials from 1997 to the present date.

15, The methods and format of Casio’s production shall be as follows:

I. Format of Production

A. The parties shall produce all responsive hard copy and electronic
documents in single-page Tagged Image File Format (“TIFF”) with an accompanying
Summation load file, an extracted text file of electronic documents that are unredacted,
and an Optical Character Recognition (“OCR”) text file of unredacted portions of
redacted documents and hard copy documents,

B. Documents that present imaging or formatting problems shall be promptly
identified and the Parties shall meet and confer to attempt (o resolve the problems. The
Parties are not required to produce exact duplicates of electronic documents stored in
different electronic locations. The metadata for documents which have been “de-
duplicated” across custodial files will indicate the names of the custodians in whose files
the documents are located. The parties shall produce documents on either DVD or CD
and may produce fact sheets by email in “.pdf” format,

C. Each page of a produced document shall have a legible, unique page
identifier (“Bates Number™) and confidentiality legend (where applicable) on the face of
the image at a location that does not obliterate, conceal, or interfere with any information

from the source documents. No other legend or stamp will be placed on the document
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image other than the Bates Number, confidentiality legend (where applicable), and
redactions addressed above.

D. For redacted documents, the metadata for each document will indicate the
basis for the redaction (e.g., “other Casio product,” “privacy,” or “privilege”) at the time
the redacted document is produced.

11 Metadata

To the extent possible and practicable, the parties will provide the following
metadata fields:

{a) Electronic document type;

(b) Create date;

{c) File name;

(d) File location;

(e) Source location;

() Starting production number;

() Ending production number;

(h) Custodian;

(i) Last date modified;

1) Author;

k) Recipient(s);

¢t} Document date (if different from create date);
(m)  cels);

(n)  bee(s);

(0) Subject;

(py  Title; and

(q)  Attachment information (for e-mails).

If a party determines that it is impossible to produce certain metadata fields fora
type or types of documents, the party shall so inform opposing counsel. Ha party
determines that the production of certain metadata fields for a type or types of decuments
would be impracticable, unduly burdensome or unduly expensive, the party shall so

inform opposing counsel, and the parties shall promptly meet and confer on what should
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be done, without prejudice to that party’s right to object to production of such metadata

fields or the opposing party’s right to move to compel such production.

REQUESTS FOR DOCUMENTS AND THINGS

1. One sample of each and every Casio Digital Camera that has been used,
manufactured, sold, offered for sale, licensed or imported into the United States since
October 22, 2002.

2. All documents referring or relating to the research, development, design, re-
design, prototype production, testing, licensing, or commercial production of any and all
Casio Digital Cameras.

3. All documents identifying all entities or persons involved in the research,
development, design, re-design, prototype production, testing, licensing, manufacturing,
commercial production, sale, offer for sale or importation of any and all Casio Digital
Cameras.

4. All documents referring or relating to the research, development, design, re-
design, prototype production, testing, manufacturing or commercial production of any
and all Casio Digital Cameras done by any persons or entities retained or consulted by
Casio.

3. All engineering specifications, assembly drawings, production drawings, parts
drawings, schematic drawings, block diagrams, parts lists, bills of material, prototypes,

specification sheets, sales manuals, brochures, instruction or operating manuals, user
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manuals, technical publications, technical documentation, white papers, or technical
builetins relating to any and all Casio Digital Cameras.

6. All documents written, created, received, and/ or generated by Casio that refer
or relate to any and all Casio Digital Cameras.

7. All documents concerning communications with Casio’s customers for any
and all Casio Digital Cameras.

8. All documents referring or relating to the shipment and receiving of any and
all Casio Digital Cameras.

9. All documents referring or relating to the shipment of any and all Casio
Digital Cameras to Casio’s customers,

10. All documents which refer or relate, in whole or in part, to the properties,
characteristics, advantages and/or disadvantages of any and all Casio Digital Cameras.

11. All documents referring or relating to the construction, manufacture,
operation, use, intended use or potential use of any and Casio Digital Cameras.

12. All documents referring or relating to technical descriptions, operating
instructions or consumer instructions for any and all Casio Digital Cameras.

13. AH documents, including but not limited to all memoranda, notes and drafts,
which comprise or which refer or relate to (a.) any agreements between Casio and any
other individual(s) and/or entity(ies), and (b.) and ail events ieading up fo any such
agreements, which concern any and all Casio Digital Cameras.

14, Al documents, including but not limited to all memoranda, notes and drafls,

which comprise or which refer or reiate to any indemnity agreements, subrogation
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agreements or warranties of non-infringement relating to any and all Casio Digital
Cameras.

15. All settlement agreements and all other agreements related to any Lawsuit
relating to any and all Casio Digital Cameras in the United States between Casio and any
third party.

16. All documents relating to any Lawsuit relating to any and all Casio Digital
Cameras between Casio (as a party or participant) and any third party in any forum in any
country of the world.

17. All pleadings from any Lawsuit relating to any and all Casio Digital Cameras
in any country between Casio and any third party.

18. All interrogatory responses from any Lawsuit relating to any and all Casio
Digital Cameras between Casio and any third party.

19. Documents that relate to or show Casio’s sales (in units and revenues), by
year and month,.

20. Documents that relate to or show summaries of Casio’s sales for any and all
Casio Digital Cameras.

21. Documents that relate to or show summaries of to whom, where, and when
any and all Casio Digital Cameras were sold.

22. Documents that relate to or show the percentage of sales in the United States
as compared to the rest of world (in terms of units and/or revenues) for any and all Casio
Digital Cameras.

23. Documents that relate to or show Casio’s licensing revenue {in units and

revenues), by year and month, for each Casio Digital Camera.
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24. Documents the relate to or show which companies Casio has licensed to sell
Casio Digital Cameras, the monthly number of cameras sold under each license, and the
monthly amount of revenue under each license.

25, All of Casio’s license agreements related to the purchase, sale, manufacture
and distribution of any and all Casio Digital Cameras in the United States and throughout
the world.

26. All royalty reports provided to Casio for all license agreements related to the
purchase, sale, manufacture and distribution of any and all Casio Digital Cameras in the
United States and throughout the world.

27. Documents that relate to and show Casio’s purchases, including the number of
units purchased, monetary amounts paid, and source of the units purchased, of any and all
Casio Digital Cameras.

28, All documents and things relating to revenues Casio has received from the
manufacture, sale, offer for sale, importation, lease, distribution, or licensing in the
United States or any other country of any and all Casio Digital Cameras.

29. All documents and things relating to Casio’s profits (gross, contribution,
pretax, after tax, or incremental) associated with the manufacture, sale, offer for sale,
importation, lease, distribution, or licensing in the United States or any other country of
any and all Casio Digital Cameras.

30. All documents and things refating to Casio’s costs (direct, indirect, common,
or allocated) associated with the manufacture, sale, offer for sale, importation, lease,
distribution or licensing in the United States or any other country of any and all Casio

Digital Cameras.

10
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31. All documents referring or reflecting any transfer of any interest or other
rights in the manufacturing, sale or distribution of any and all Casio Digital Cameras.

32. All documents which refer or relate to the impact or expected financial impact
that the manufacture, use or sale of any and all Casio Digital Cameras would have or may
have on the business of Casio or the business of any other individual or entity.

33. Any and all market studies, marketing plans, business plans, long-range plans,
and strategic plans that refer or relate to (1) the Patents in Suit and/or (2) any and all
Casio Digital Cameras.

34. All documents and things that describe, illustrate, or depict titles or job
responsibilities of Casio employees involved in patent work related to any and all Casio
Digital Cameras including, but not limited to, investigation or review of any other
entity’s patents.

35. All advertisements, brochures, bulletins, and other advertising or promotional
materials Casio has prepared or has had others prepare, pubiished or participated in the
preparation or publication of, or marketing of any and all Casio Digital Cameras.

36. A sample of ecach advertisement, brochure, label, or other promotional
material used by Casio or intended for use by Casio for the advertising, licensing, or sale
of any and all Casio Digital Cameras,

37. All advertisements, bulletins, price lists, circulars, press refeases, commercial
articles or other materials concerning any and ali Casio Digital Cameras,

38. All documents which refer or relate to Casio’s knowledge or awareness of the
Patents-in-Suit.

39. All documents which refer or relate to the Patents-in-Suit.

It
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40. All documents and things that support, contradict or otherwise provide the
basis, in whole or in part, for Casio’s assertion or belief that Casio does not or has not
infringed the Patents-in-Suit in any manner, and does not or has not willfully infringed
the Patents-in-Suit,

41. All documents and things that support, contradict or otherwise provide the
basis, in whole or in part, for each of Casio’s claims or defenses alleged in this action.

42. All documents and things that support contradict or otherwise provide the
basis, in whole or in part, for each of Casio’s claims and defenses to the damages claims
in this action.

43, All documents and things that support, contradict or otherwise provide the
basis, in whole or in part, for Casio’s Complaint, Answer, or Affirmative Defenses in this
action.

44. All documents authored or authorized under the direction or control of Casio
which refer, relate and/or describe, in whole or in part, the subject matter of the Patents-
in-Suit, or the inventions described or claimed therein, whether or not the Patents-in-Suit,
are expressly named in any such document.

45, All documents, including all legal opinions of counsel, recording,
evidencing or referring to Casio having ever made a study of the infringement,
patentability, validity or claim scope of the Patents-in-Suit.

46.  All documents which establish or tend to establish that Casio has or has
not induced others to infringe or contributed to others’ infringement of any claim of the
Patents-in-Suit.

47.  All documents relating to any attempt to design around the Patents-in-Suit,

12
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48. All minutes, notes, or other records, in whatever format that it may exist,
which relates to, summarizes, or otherwise reflects any board of directors, management,
or similar control group meeting at which the Patents-in-Suit or the subject matter of the
present lawsuit was discussed.

49, All documents constituting, recording, evidencing or referring to each
United States or foreign patent known to Casio which disclose or claim subject matter
failing within the scope of the Patents-in-Suit.

50.  All documents, articles or publications concerning the subject matter of
the Patents-in-Suit.

51.  All documents constituting, recording, evidencing or referring to any
alleged prior art relevant to the Patents-in-Suit, including all documents that provide
written corroboration that any actual product constituting alleged prior art was or was not
on sale or sold anywhere in the world. This request shall have no time limitation.

52. All documents and things supporting or refuting any and all alleged
secondary considerations relevant to Casio’s invalidity contentions.

53. All documents and things concerning whether Casio Digital Cameras
infringe or do not infringe the Patents-in-Suit.

54, All documents and things conceming whether any and all non-Casio

digital cameras infringe or do not infringe the Patents-in-Suit.

55. All documents memorializing, summarizing, or otherwise reflecting or
relating to communications with any person or entity concerning the Patents-in-Suit or

any other patent owned by Papst that relates to digital cameras.

13
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56.  All documents which set forth the officers and directors of Casio from
1997 to the present date.

57.  All documents identifying Casio’s personnel structure, including the
names and the titles of Casio’s management, sales, licensing, marketing, design and
engineering personnei involved with any and all Casio Digital Cameras from 1997 to the
present date.

58 All documents showing the corporate structure or organization of Casio,
including all past and present individuals or entity(ies) that have (had) a controiling
interest in Casio since 1997.

59, All documents of any kind exchanged between Casio and any licensees or

product manufacturer relating to any and all Casio Digital Cameras,

60.  All documents of any kind exchanged between Casio and any
manufacturer relating to the Patents-in-Suit.

61.  All documents relating to meetings between Casio employees and
employees of any manufacturer relating to any and all Casio Digital Cameras.

62, As to each person Casio expects to call as an expert witness at the trial in
this action:

{a).  All documents indicating, referring or relating to the subject matter upon
which such expert witness is expected to testify, and all documents indicating, referring
to, or relating to the qualifications establishing him or her as an expert in such subject
matter.

(b).  All documents describing the substance of the facts and opinions upon

which he or she is expected to testify.

14
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(¢).  All documents provided to each such expert and all documents provided

by the expert to Casio.

63. Al legal opinions, conclusions, and work product concerning whether or
not any and all Casio Digital Cameras infringe or do not infringe the Patents-in-Suit.

64.  All legal opinions, conclusions, and work product concerning whether or
not the Patents in Suit are valid and/or enforceable.

635. All documents that Casio, its employees, consultants, or experts have
considered, consulted, or relied upon in interpreting or construing the claims of the
Patents-in-Suit, including but not limited to excerpts from books, dictionaries, treatises
and the like.

66. All documents that show any involvement of Casio’s parent companies,
sister companies or related entities that are or were involved in the conception, design,
research, development, manufacture, use, sale, offer for sale, importation of any and all
Casio Digital Cameras.

67.  All documents relating to whether Casio has any control over or has the
ability to obtain documents from its parent companies, sister companies or related entities
that are or were involved with any and all Casio Digital Cameras, including any
documents that show:

(a).  acommon ownership between Casio and any Casio parent company, sister
company, subsidiary or related entity;

(b) an exchange or intermingling of board of directors between Casio and any

Casio parent company, sister company, subsidiary or related entity;

15
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{c) an exchange of documents in the ordinary course of business between
Casio and any Casio parent company, sister company, subsidiary or related entity;

{d) any involvement in this litigation by any Casio parent company, sister
company, subsidiary or related entity;

(g)  the corporate and financial relationship between Casio and any Casio
parent company, sister company, subsidiary or related entity;

(hy  any agreements between Casio and any Casio parent company, sister
company, subsidiary or related entity;

(i) the power of Casio to elect any board of directors for any Casio parent
company, sister company, subsidiary or related entity;

() Casio’s connection to the conception, design, research, development,
manufacture, use, sale, offer for sale, importation of any and all Casio Digital Cameras;
and

(k) any and all efforts to sell, market and/or service any and all Casio Digital
Cameras by any Casio parent company, sister company, subsidiary or related entity.

68. All copies of Casio’s document management and/or retention policies,
including alt amendments thereto in effect since 1997,

69.  All documents that relate to or show a violation or potential violation of

Casio’s document management and/or retention policies since 1997,

70. Al documents that (1) describe the details of Casio’s information systems
since 1997, (2) describe the types of electronic information stored on those systems, (3)
describe the volume of efectronic information stored on those system(s), (4) describe the

applications that have run and/or displayed each type of electronic information on those

16
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systems, (5) identify those individuals possessing electronic information responsive to
these requests, and (6) identify those individuals at Casio with specialized knowledge of
their respective computer systems.

71.  All documents and things identified in, responsive to, used in responding
to, or relating in any way to Papst Licensing’s First Set of Interrogatories.

72.  Any and ali joint defense agreements that refer or relate to (1) the Patents
in Suit, (2) any and all Casio Digital Cameras, or (3) Papst Licensing.

73. Al documents which refer or relate to the Papst Licensing.

74, Any and all documents that refer or relate to the prosecution of the
Patents-In-Suit, and any and all patent applications or patents related to the Patents-In-
Suit, including but not limited to, any and all foreign counterpart applications and patents,

continuation applications and patents, and divisional applications and patents.

Dated: April 20, 2007 /s/ Joseph E. Cwik
Jerold B. Schnayer
Joseph E. Cwik
WELSH & KATZ, LTD.
120 South Riverside Plaza » 22nd Floor
Chicago, Hlinois 60606
(312) 655-1500

Campbell Killefer (Bar Na. 268433)
VENABLE LLP

575 7% Street, N.W.

Washington, D.C. 20004

(202) 344-4000

Atforneys for Defendant/Counter-
Plaintiff Papst Licensing GmbH & Co.
KG

17
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CERTIFICATE OF SERVICE

The undersigned hereby certifies that a copy of the foregoing PAPST
LICENSING GMBH & CO. KG’S FIRST SET OF FIRST SET OF REQUESTS FOR
THE PRODUCTION OF DOCUMENTS AND THINGS TO CASIO COMPUTER CO.,
LTD. was served on this the 20th day of April, 2007 upon the attorneys for Casio
Computer Co., Ltd, as follows:

VIA U.S. MAIL and E-MAIL

J. Kevin Fee

MORGAN, LEWIS & BOCKIUS LLP

1111 Pennsylvania Avenue, NW

Washington, D.C. 20004

Counsel for Casio Inc. and Casio Computer Co.,Ltd.

VIA U.S. MAIL AND E-MAIL
Scott Simpson

Jeffrey Gold

Morgan Lewis & Bockius, LLP
101 Park Avenue

New York, New York 10178

/s/ Joseph E. Cwik
Attorney for Papst Licensing GmbH & Co. KG

18
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UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF COLUMBIA

- o e X
CASIO INC., 570 Mount Pleasant Avenue, :
Dover, New Jersey 07801 :
: Civil Action No. 1:06 CV 01751
Plaintiff, - Judge: Gladys Kessler
: Magistrate Judge: Deborah Robinson
V. :
: Next status conference: 12/4/07
PAPST LICENSING GMBH & CO. KG,
Bahnhofstrasse 33, 78112 Georgen,
Germany

Defendant.

PAPST LICENSING GMBH & CO. KG,
Bahnhofstrasse 33, 78112 Georgen,
Germany

Counter-Plaintiff,

V.

CASIO INC., 570 Mount Pleasant Avenue,

Dover, New Jersey 07801, and CASIO COMPUTER
CO.,, LTD., 6-2, Honmachi 1-chome, Shibuya-ku, Tokyo
151-8543, Japan

Counter-Defendants,
____________________________________________ . X

[PROPOSED] ORDER

Upon consideration of Defendant and Counter Plaintiff Papst Licensing GmbH &
Co. KG’s (“Papst”) Objections to and Motion to Reconsider Portions of Magistrate Judge
Robinson’s May 31, 2007 Order, it is hereby

ORDERED that Papst’s Motion to Reconsider is denied.

I-NY/Z192985.1
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ORDERED that Magistrate Judge Robinson’s May 31, 2007 Order is affirmed in all

respects.

ORDERED that Papst pay all of Casio’s costs and fees associated with this motion,

DATED:

Hon. Gladys Kessler
United States District Judge

-NY/2192685.1



