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INTRODUCTION 
 

At the status hearing on January 31, 2008, this Court ordered the parties to file, on March 

12, 2008, a proposed protective order and a discovery schedule identifying, among other things, 

“lead and liaison counsel,” and materials relating to the “Markman hearing and briefing.”  

(1/31/09 Transcript p. 19.)    Despite efforts by the parties to reach common ground, each side 

has submitted its own proposal because disagreements remain.  Accordingly, the court will be 

required to determine the appropriate and fair process to put in place for this MDL proceeding.  

Some of these areas of disagreement are relatively orthodox procedural matters.  However, three 

of the areas of disagreement are uniquely tied to patent litigation and thus require further 

explication:  (1) the timing of the Markman hearing; (2) whether it is necessary to appoint lead 

counsel in this matter; and (3) the definition and scope of prosecution bar material in the 

Protective Order.  We do so by way of this brief. 

In connection with the first issue, the Camera Manufacturers propose that a Markman 

hearing be scheduled in mid to late July, which will be just a few months into fact discovery, and 

around five months before their proposed fact discovery cutoff date.  Papst Licensing GmbH & 

Co. KG (“Papst”), on the other hand, proposes that this Court adopt the majority view and hold 

the Markman hearing after the bulk of all fact discovery is complete.  To this end, Papst proposes 

that a hearing take place in mid-September to discuss how to proceed with the Markman hearing 

and all matters relating thereto.  (See Papst’s Proposed Scheduling and Case Management Order 

No. 1, part I(B).)   It is preferable to hold such a hearing after discovery is mostly complete 

because it will permit the Court to consider evidence developed during discovery, will allow the 

parties to focus on what claim terms are truly in dispute, and will hopefully promote judicial 

economy and avoid the necessity of revisiting claim construction issues later in the case.  Quite 
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contrary to the Camera Manufacturer’s suggestions, an early Markman hearing will permit 

neither efficiency nor fairness. 

In connection with the issue of whether to appoint lead counsel, the Camera 

Manufacturers contend that no such appointment is necessary in this case.  Papst, however, 

maintains that lead counsel should be appointed on behalf of all the parties in order to promote 

the efficient handling of this MDL, as contemplated by the Manual for Complex Litigation, 

Fourth, which governs these proceedings.  (Papst’s Proposed Order, part I(E).) 

Finally, in connection with the parties’ proposed Protective Orders, the Camera 

Manufacturers’ definition of Prosecution Bar material is overly broad and the Camera 

Manufacturers have not met their burden of establishing the need for their proposed language. 

Papst’s arguments are set forth below, but before doing so, we present a bit of 

background that provides context to Papst’s positions. 

BACKGROUND OF PAPST LICENSING, THE 
PATENTS IN SUIT, AND PATENT CLAIMS GENERALLY 

 
 Papst Licensing 

 The forerunner of Papst Licensing is a German company called Papst Motoren, a motor 

manufacturing company started by Herman Papst in the 1940’s.  Papst Motoren designed, 

manufactured, and sold small high precision motors, which were eventually used in applications 

such as hard disk drives, tape recorder drives, video recorder drives, cooling fans for electronic 

equipment, floppy disk drives, CD ROMs, and other similar applications.  The company had a 

reputation for innovation. Mr. Papst was the named inventor in over 300 patents, and when Papst 

Motoren was sold to another German company in 1992, the company had over 500 patents 

worldwide.  Papst Motoren still exists today under its new owner, and continues to be a leading 

designer and manufacturer of small high precision motors and related equipment. 
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 At the time Papst Motoren was sold, the President of the company was Georg Papst, the 

son of Herman Papst, who also was an engineer.  In 1993, Georg Papst started Papst Licensing, 

and purchased the then-current patents and patent applications of Papst Motoren.  Papst 

Licensing is in the business of monitoring and enforcing these patent rights purchased from Papst 

Motoren. 

 Papst Licensing acquired, relatively recently, the rights to the two patents at issue in these 

MDL proceedings from a small German company called Labortechnik Tasler GmbH.  The 

President of Labortechnik Tasler GmbH is Michael Tasler, the inventor of the patents in suit.  

Mr. Tasler started his company to manufacture and sell products that are covered by his patents.  

Because Mr. Tasler’s company lacks sufficient funds to enforce these patents against other 

companies who infringe upon Mr. Tasler’s patented invention, Mr. Tasler’s company has an 

agreement with Papst Licensing whereby Papst will enforce the Tasler patents against infringers, 

such as the Camera Manufacturers in these MDL proceedings, and Mr. Tasler will receive a 

portion of the proceeds recovered by Papst in licensing and enforcing the two Tasler patents.  

Without this agreement with Papst, Mr. Tasler would otherwise be unable to enforce his patents. 

 The Patents In Suit 

 By way of background, the Supreme Court in Markman v. Westview Instruments, Inc., 

noted that a patent contains two distinct elements: (1) the specification “describing the invention 

‘in such full, clear, concise, and exact terms as to enable any person skilled in the art . . . to make 

and use the same’”; and (2) one or more “claims,” which “particularly poin[t] out and distinctly 

clai[m] the subject matter which the applicant regards as his invention.”  517 U.S. 370, 373 

(1996) (brackets and ellipses in original, citations omitted).  The claims define the scope of a 

patent grant.  Id.  When deciding the meaning of a patent claim, the courts must “interpret the 

technical aspects of the document, and indeed its overall meaning, from the vantage point of one 
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skilled in the art.”  Pitney Bowes, Inc. v. Hewlett-Packard Co., 182 F.3d 1298, 1309 (Fed. Cir. 

1999). 

Papst alleges that the Camera Manufacturers have infringed two patents:  U.S. Patent No. 

6,895,449 and U.S. Patent No. 6,470,399.  (Exhibits A and B, attached.)  The products charged 

with infringement of these patents include, inter alia, digital cameras, and concern the operation 

of the microprocessor controlled electronic circuits that control the operation of the digital 

cameras, and how information stored in the cameras, such as electrical signals representative of 

pictures taken by a camera, is transferred to personal computers.  As shown in the attached 

exhibits, the patents themselves are highly technical documents containing complicated 

drawings, and are directed toward persons skilled in the art of the patents’ subject matter.  As 

explained below, permitting significant discovery to take place before this Court undertakes the 

task of interpreting the patents in suit will enable the parties to narrow the issues the Court needs 

to address in any Markman hearing, and, in the long run, conserve the resources of this Court and 

the parties. 

ARGUMENT 

I. THE MARKMAN HEARING SHOULD NOT BE SCHEDULED UNTIL AFTER 
DISCOVERY IS COMPLETE 

 
In their Proposed Scheduling Order, the Camera Manufacturers suggest that a Markman 

hearing be held in “mid to late July,” and further propose that fact discovery end on December 

19, 2008, with expert discovery ending on March 20, 2009.  Papst vigorously opposes any 

schedule that would have the Markman hearing take place before any meaningful discovery is 

complete, and suggests, instead, that the Markman hearing be held after the bulk of discovery yet 

before the trial of this matter. 

Case 1:07-mc-00493-RMC     Document 26      Filed 03/12/2008     Page 5 of 17



 5

In Markman, the Supreme Court ruled that the interpretation of patent claims is a 

question of law to be determined by the court rather than a question of fact to be decided by the 

jury.  517 U.S. at 372.  The Federal Circuit has held, however, that “Markman does not obligate 

[a] trial judge to conclusively interpret claims at an early stage in a case,” and that courts have 

the discretion to engage in claim construction “at a time when the parties have presented a full 

picture of the claimed invention and prior art.”  Sofamor Danek Group, Inc. v. DePuy-Motech, 

Inc., 74 F.3d 1216, 1221 (Fed. Cir. 1996) (emphasis added).  Most courts that have considered 

the issue of when to hold a Markman hearing have concluded that the best time to hold such a 

hearing is after the close of discovery: 

Although the Federal Circuit has not mandated a time for conducting Markman 
hearings, courts generally hold them before the infringement trial and after the 
parties have conducted discovery relating to their respective contentions as to 
claim construction.  Within this District, for instance, it is a common practice for 
courts to conduct Markman hearings after discovery is completed. 

 
Metrologic Instruments, Inc. v. Symbol Techs., Inc., 460 F. Supp. 2d 571, 582 (D.N.J. 2006) 

(citations omitted, emphasis added) (court conducted Markman hearing after discovery was 

completed).   In Toter Inc. v. Visalia, the defendants, like the Camera Manufacturers here, moved 

the court to schedule a Markman hearing before the discovery was complete.  1997 U.S. Dist. 

LEXIS 18898 (E.D. Cal. July 14, 1997) (unreported).  The court denied the motion, however, 

because discovery was required before the Markman hearing, and “an early Markman hearing 

would not promote the interest of judicial economy . . ..”  Id. at *10; see also Rates Tech. Inc. v. 

Mediatrix Telecom, Inc., 2007 U.S. Dist. LEXIS 52781, at *22-23 (E.D.N.Y. Mar. 16, 2007) 

(denying motion to schedule Markman hearing, which would have been premature before 

discovery was completed).1 

                                                 
1 For additional cases recognizing that Markman hearings should be held after the close of discovery, see 
S.S. White Burs, Inc. v. Neo-Flo, Inc., 2003 U.S. Dist. LEXIS 7718 at *7-8 (E.D. Pa. May 2, 2003) 
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Law review articles and other commentators have likewise agreed that the best time for a 

Markman hearing is after complete discovery.  See William F. Lee & Anita K. Krug, Still 

Adjusting to Markman: A Prescription for Timing of Claim Construction Hearings, 13 Harv. J.L. 

& Tech. 55, 86 (1999) (“When all of these factors are placed in the analysis, there is generally 

one ‘right’ time for a Markman hearing: after all discovery has been completed, at the time the 

court considers the parties' summary judgment motions.”); and John W. Shaw, PLI Order No. 

G0-00ZN, Markman Hearings – When is the Best time? (July 2002) (“the courts have begun to 

coalesce around holding claim construction hearings at some time after the close of fact 

discovery and before trial commences.”) 

There are a number of reasons why the Markman hearing should not be held prior to the 

close of discovery in this case.  First, a pre-discovery Markman hearing would deprive the Court 

of relevant evidence relating to claim construction.  In Pitney Bowes, Inc. v. Hewlett-Packard 

Co., the Federal Circuit confirmed that it is proper for a judge to consider extrinsic evidence to 

interpret technical aspects of the patent properly “to ensure that his or her understanding of the 

technical aspects of the patent is not entirely at variance with the understanding of one skilled in 

the art.”  182 F.3d 1298, 1309 (Fed. Cir. 1999).  Extrinsic evidence is “that evidence which is 

external to the patent and file history, such as expert testimony, inventor testimony, dictionaries, 

and technical treatises and articles.”  Id. at 1308 (citing Vitronics Corp. v. Conceptronic, Inc., 90 

F.3d 1576, 1584 (Fed. Cir. 1996)).  The court continued: 

                                                                                                                                                             
(“Markman hearings are scheduled at the end of discovery so that the parties have enough time to 
exchange the information which will make the hearing meaningful.”); Centillion Data Sys., Inc. v. Amer. 
Mgmt. Sys., Inc., 138 F. Supp. 2d 1117, 1120 (S.D. Ind. 2001) (“[B]efore a Markman issue is ripe, 
discovery or case management should have progressed to the point where parties and the court can be 
reasonably certain which claim terms are at issue, in other words, which claims and elements the plaintiff 
alleges were infringed.”); and Conopco, Inc. v. Warner-Lambert Co., 2000 U.S. Dist. LEXIS 1601 at *13 
(D.N.J. Jan. 26, 2000) (“[C]ourts have held that Markman hearings to determine proper claim 
construction are inappropriate prior to completion of discovery.”). 
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[I]t is entirely appropriate, perhaps even preferable, for a court to consult 
trustworthy extrinsic evidence to ensure that the claim construction it is tending to 
from the patent file is not inconsistent with clearly expressed, plainly apposite, 
and widely held understandings in the pertinent technical field. . . . While a judge 
is well-equipped to interpret the legal aspects of the document, he or she must 
also interpret the technical aspects of the document, and indeed its overall 
meaning, from the vantage point of one skilled in the art. 
 

Id. at 1309; see also Cybor Corp. v. FAS Techs., Inc., 138 F.3d 1448, 1454 n.5 (Fed. Cir. 1998) 

(en banc) (district court may use extrinsic evidence as an aid “in coming to a correct conclusion 

as to the true meaning of the language employed in the patent.”)  Thus, this Court should not 

schedule the Markman hearing until claim construction discovery is complete, so that it will have 

the benefit of extrinsic evidence relating to claim interpretation, including, for example, inventor 

testimony and other relevant technical evidence.  See Caterpillar, Inc. v. Detroit Diesel Corp., 

1996 U.S. Dist. LEXIS 20573, at *3 (N.D. Ind. May 30, 1996) (court declined to construe claims 

of patent in suit until the parties had an opportunity to conduct discovery and develop extrinsic 

evidence relating to claim construction.  “The court is reluctant to decline to accept or rely upon 

extrinsic evidence in performing this [claim construction] task before that evidence can even 

feasibly be presented.”); Toter Inc. v. Visalia, 1997 U.S. Dist. LEXIS 18898, at *12 (E.D. Cal. 

July 14, 1997) (Dist. Ct. denied Defendant’s motions for a Markman hearing, to exclude 

extrinsic evidence, and to stay discovery: “Nothing in Vitrionics or its progeny prohibits a court 

from accepting extrinsic evidence in the process of interpreting a claim.”); and Loral Fairchild 

Corp. v. Victor Co. of Japan, 911 F. Supp. 76, 79 (E.D.N.Y. 1996) (J. Rader sitting by 

designation) (“A trial court faced with conflicting views of technical terms may prudently enlist 

the aid of qualified experts to determine the meaning of the claim terms.  As in this case, this 

proceeding to assist the court in ascertaining the law is likely to occur after discovery in which 

the parties have exchanged information relevant to their understanding of the claims.”) 
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 Another reason why the Markman hearing should be scheduled after the close of all 

discovery is that it will give Papst an opportunity to fully identify the extent of its infringement 

claims.  While Papst is aware of some patent claims infringed by the Camera Manufacturers, as 

set forth in the pleadings, many of the aspects of the infringing technology are within electronic 

devices and will only become available to Papst through the discovery process. The very nature 

of a patent claim necessarily involves technical and confidential information, the discovery of 

which will allow a party to assess the full extent of its claim.  The typical patent case inevitably 

begets the need to expand and fine- tune a claim on the basis of discovery, and that is the way we 

expect discovery to unfold in this case.  When Papst obtains a full understanding of the Camera 

Manufacturers’ devices, it may need to add more infringement allegations and this may in turn 

bring into play the definition of patent claim terms that may not currently be in issue between the 

parties.  Westvaco Corp. v. Viva Magnetics Ltd., 2002 U.S. Dist. LEXIS 17177 at *9 (S.D.N.Y. 

Sept. 17, 2002) (unpublished) (court postponed construction of patent claims “until sufficient 

discovery has been conducted to identify the accused product(s), narrow and/or frame with 

greater certainty the claims in dispute, and focus the litigation.”)   

Along these lines, an early claim construction may lead to a risk that the parties’ focus 

will change and/or new claim terms will become important as the case develops.  This, in turn, 

could require the courts to revise and revisit claim construction decisions more than once.  See 

Intellectual Prop. Dev., Inc. v. UA-Columbia Cablevision of Westchester, Inc., 2002 U.S. Dist. 

LEXIS 17, at *16-*17 (S.D.N.Y. Jan. 3, 2002) (court revisited patent claim construction 

performed five years earlier, where earlier ruling was “without the benefit a complete record” 

and “took place long before discovery was complete.”); TM Patents, L.P. v. Int’l Business 

Machines, 121 F. Supp. 2d 349, 378 (S.D.N.Y. 2000) (court noted a “gaping hole” in its previous 

Markman decision because parties now disagreed as to the meaning of a term that was not even 
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at issue during the Markman hearing.); and MKS Instruments, Inc. v. Advanced Energy Indus., 

Inc., 204 F.Supp. 2d 720, 722 (D. Del. 2002) (resolution of summary judgment motion required 

construction of additional term that was not at issue at the earlier claim construction hearing). 

In Thomson Consumer Elecs., Inc. v. Innovatron, S.A., the court, at the request of both 

parties, conducted a Markman hearing at an early stage of the case, then expressed “misgivings” 

about whether that was the most efficient way to proceed.  43 F. Supp. 2d 26 (D.D.C. 1999).  

The court observed that a number of problems can arise when a Markman hearing is conducted 

before discovery is complete.  Id. at 28-29.  The court likened an early decision on claim 

construction, without understanding how the ruling will impact on the question of infringement 

or validity, to an advisory opinion in violation of Article III’s case or controversy requirement: 

The parties have an actual and concrete dispute about the meaning of many of the 
claim terms.  However, their request for construction of those terms is not tied to 
any specific request for relief. Review of the proposed orders submitted by the 
parties after the hearing demonstrate that what is sought borders on an advisory 
opinion in violation of Article III’s case or controversy requirement. 
 

Id.  Similarly, an early Markman hearing in the case at bar, before discovery is complete and 

before the parties have taken a firm and final stance on the issues of validity and infringement, 

could lead to a potentially advisory opinion in violation of Article III.   

 For these several reasons, Papst respectfully requests that its p roposalconcerning the 

timing of the Markman hearing, contained in Section I(B) of Papst’s Proposed Scheduling and 

Case Management Order, be adopted by the Court. 

 II. LEAD COUNSEL SHOULD BE APPOINTED FOR ALL PARTIES 

A second area of disagreement relating to the Scheduling Order is whether lead counsel 

should be appointed in this case.  At the status hearing on January 31, 2008, the Court ordered 

the parties to file on March 12, 2008, a “discovery schedule identifying lead and liaison counsel . 

. ..”  (1/31/08 Transcript p. 19.)  However, rather than include such a discovery schedule, the 
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Camera Manufacturers filed, on February 27, 2008, a “Motion for Clarification” in which they 

asked for an “Order relieving the parties of their obligation to appoint lead counsel and liaison 

counsel for the March 12, 2008 filing,” and asking “to be heard on the issue of lead and liaison 

counsel at the March 20, 2008 Status Conference.”  (Doc. No. 23, p. 1.)  The motion was granted 

in a minute order dated February 28, 2008. 

In their Motion for Clarification, the Camera Manufacturers contend that “the terms ‘lead 

counsel’ and ‘liaison counsel’ are used in different ways in different cases” and further claim that 

“such lead or liaison counsel is unnecessary given the limited number of parties and counsel that 

are involved in this case and the fact that the Camera Manufacturers already are coordinating 

with each other successfully.”  (Doc. No. 23, Memo in Support, p. 2.)  However, the First 

Practice & Procedure Order entered in this MDL proceeding states that “[t]he Court will be 

guided by the Manual for Complex Litigation 4th, approved by the Judicial Conference of the 

United States, and counsel are directed to familiarize themselves with that publication.” (Doc. 

No. 3 par. 15.)  The Manual for Complex Litigation, in turn, expressly provides for and 

recommends the appointment of “designated counsel” (divided into two categories—liaison 

counsel and lead counsel) to avoid the problems that may arise when numerous parties are 

represented by separate counsel, which may “waste time and money, confuse and misdirect the 

litigation, and burden the court unnecessarily.”  Manual for Complex Litigation, Fourth, § 10.22. 

The Manual for Complex Litigation, which governs this case, provides clear definitions 

of the roles of liaison and lead counsel, so the Camera Manufacturer’s professed confusion about 

the roles of such counsel is without merit.  Papst maintains that the appointment of lead counsel 

is necessary in this case in order to avoid the problems that can arise when there are multiple 
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parties in a case.2  In this proceeding, there are presently ten different Camera Manufacturer 

parties, with additional parties soon to be joined.3  Due to the large number of parties, the 

appointment of lead counsel is critical to the efficient operation of this case.  See In re Cardinal 

Health, Inc. Erisa Litigation, 225 F.R.D. 552, 554 (S.D. Ohio 2005) (“because of the large 

number of parties in this ERISA action, efficient management of the action mandates the 

selection of lead counsel and liaison counsel.”); and In re Payment Card Interchange Fee and 

Merchant Discount Antitrust Litigation, 2006 U.S. Dist. LEXIS 45727, at *30 (E.D.N.Y. Feb. 

24, 2006) (“[t]he appointment of lead counsel is recognized as a useful and helpful way to avoid 

duplication of effort and a means to streamline what could otherwise be inefficient and unruly 

proceedings.”).  The fact that the Camera Manufacturers “already are coordinating with each 

other successfully” (Doc. No. 23 p. 2) is beside the point.  Apart from the fact that it is early in 

the litigation, and the time may come when the Camera Manufacturers do not get along so well, 

the appointment of lead counsel will aid in the efficient management of this case so that the 

Court and Papst will have only one counsel to deal with on behalf of the Camera Manufacturers 

instead of several, in connection with discovery and motion practice. 

Section I(E) of the proposed Scheduling Order submitted by Papst contains a section 

concerning the appointment, and defining the duties, of Lead Counsel, based upon the procedure 

set forth in the Manual for Complex Litigation, Fourth, Section 40.22.  Because this Court has 

already ordered that this proceeding is to be governed by the Manual for Complex Litigation, 

which recommends the appointment of Lead Counsel, and because the appointment of lead 

                                                 
2 Papst believes that if Lead Counsel is appointed as set forth in its Proposed Scheduling Order, then the 
appointment of Liaison Counsel will not be necessary. 
3 Papst recently filed an infringement suit in the District Court of Illinois against Ricoh, based on its sale 
of digital cameras.  Papst will be filing a request with the Panel on Multidistrict Litigation to have the 
Ricoh lawsuit transferred to these MDL proceedings as a “tag-along” action.  Papst may also file lawsuits 
against additional infringers of the patents at issue here, which will likely be the subject of additional 
“tag-along” actions. 
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counsel will provide for a more efficient and cost-effective way of dealing with this case, Papst 

respectfully requests that the parties be required to appoint Lead Counsel as set forth in Papst’s 

Proposed Scheduling Order. 

III. THIS COURT SHOULD REJECT THE CAMERA MANUFACTURER’S PROVISIONS 
CONCERNING PROSECUTION BAR INFORMATION 

 
The parties have also disagreed about certain provisions relating to prosecution bar 

materials, as set forth below. 

A. The Court Should Adopt Papst’s Definition of “Prosecution Bar 
Information.” 

 
In order to prevent the Camera Manufacturers from using the “Prosecution Bar 

Information” designation as an litigation weapon (rather than as its intended use as a shield), 

Papst has narrowly tailored a proposed “Prosecution Bar Information” category to specifically 

address the concerns in this case.  Specifically, “Prosecution Bar Information” would be defined 

as:  

Confidential Information that (1) contains each of the limitations of the 
Confidential Information described above [in the Protective Order], (2) concerns 
only the technical aspects of those products of the Camera Manufacturers that 
have been on sale anywhere in the world for less than two years, (3) is of the type 
of information relevant to the scope of coverage of the patents-in-suit, (4) is a 
trade secret, and (5) may be disclosed only to those persons listed in paragraph 7 
below.  “Prosecution Bar Information” shall not apply to information (i) 
independently developed and rightfully in the possession of a party, (ii) legally 
obtained from third parties; or (iii) that is publicly available. 

 

 On the other hand, the Camera Manufacturers have proposed the following overly broad  

and vague definition of “Prosecution Bar Information”: 

Information or materials designated as “Highly Confidential – Prosecution Bar 
Information” shall be those things of a proprietary technical nature that could be of 
value to a competitor or potential customer of the party or third party holding the 
proprietary rights thereto when prosecuting patent applications relating to the technology 
disclosed, discussed, or documented in the materials so marked.  Examples of such 
information or materials include a party’s trade secret or confidential technical 
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information, including without limitation specification and design documents, 
schematics, blueprints, CAD drawings and data, source code, and other technical 
documents and information.  The Camera Manufacturers and third parties may designate 
materials as “Highly Confidential – Prosecution Bar Information,” but under no 
circumstances shall Papst as the producing party designate any materials as “Highly 
Confidential – Prosecution Bar Information.” 
 

Papst’s language is preferable because it eliminates definitional ambiguities that the Camera 

Manufacturers may use to improperly designate nearly all confidential documents as prosecution 

bar documents. 

 The Camera Manufacturers have complained that Papst’s proposed prosecution bar is too 

narrow, but offer NO reasons why their documents need broader protection than the tailored 

protections offered by Papst.  On this issue, the Camera Manufacturers’ failure of proof should 

be dispositive because it’s the Camera Manufacturers’ burden, as the movant on this issue, to 

protect their own documents.4    The Camera Manufacturers have offered none of the required 

“specific evidence” to show the harm that would result, nor have they have articulated the 

required “specific facts” to support their request.5  Specifically, the Camera Manufacturers have 

submitted no evidence nor offered any declaration to even remotely explain what is so 

confidential in any single camera, how knowledge of any specific confidential camera feature 

                                                 
4 When moving for a protective order to limit discovery, the movant must establish good cause  "by 
demonstrating the specific evidence of the harm that would result." Jennings v. Family Mgmt.,  201 
F.R.D. 272, 275 (D.D.C. 2001); Zentih Radio v. Matshushita Electric Industrial Co., 529 F.Supp. 866, 
892 (E.D. Pa. 1981)(“a protective order should always be narrowly drawn”); Citizens First National Bank 
v. Cincinnati Ins. Co., 178 F.3d 943, 945 (7th Cir. 1999)(“The determination of good cause cannot be 
elided by allowing the parties to seal whatever they want, for then the interest in publicity will go 
unprotected”) The burden is on the movant to establish that a protective order should be granted.  Fonville 
v. District of Columbia, 230 F.R.D. 38, 40 (D.D.C. 2005).   
5 Rule 26(c) of the Federal Rules of Civil Procedure requires the party moving for a protective order to 
demonstrate "good cause" for limiting the discovery sought. Fed. R. Civ. P. 26(c); Alexander v. FBI, 186 
F.R.D. 71, 75 (D.D.C. 1998); Lohrenz v. Donnelly, 187 F.R.D. 1, 3 (D.D.C. 1999). To do so, the movant 
must articulate specific facts to support its request and cannot rely on speculative or conclusory 
statements. See Alexander, 186 F.R.D. at 75; FEC v. GOPAC, Inc., 897 F. Supp. 615, 617 (citing Avirgan 
v. Hull, 118 F.R.D. 252, 254 (D.D.C. 1987)). In fact, "the moving party has a heavy burden of showing 
'extraordinary circumstances' based on 'specific facts' that would justify such an order." Alexander, 186 
F.R.D. at 75. 

Case 1:07-mc-00493-RMC     Document 26      Filed 03/12/2008     Page 14 of 17



 14

could be used in prosecution, or how any harm could result from the disclosure of any specific 

camera feature.  Instead, the Camera Manufacturers have only relied on legally insufficient, 

speculative, and conclusory statements.  Based upon this lack of specific facts and evidence, the 

Court should not impose the restrictions proposed by the Camera Manufacturers because they 

have not met their burden on this issue. 

 Papst’s prosecution bar category should be adopted because it will significantly increase 

the chances of the settlement.  Under Papst’s proposed Protective Order, two of its in-house 

counsel will be allowed to view the lower lever Confidential Information, but will not be allowed 

to view Prosecution Bar Information.  If the Camera Manufacturers are permitted to essentially 

designate any information as Prosecution Bar Information, Papst’s in-house counsel will 

effectively be denied any substantive knowledge concerning the strength of Papst’s infringement 

positions and the potential damages.  Absent this substantive knowledge, Papst will be unable to 

make an informed settlement decision.  Accordingly, Papst’s proposal should be adopted as it 

will greatly enhance the chances of settlement. 

 Papst’s prosecution bar category should also be adopted because it is narrowly tailored to 

interests in this case as follows:    

• If any Camera Manufacturer product is two years old or older, that product has become 
obsolete in the industry, would have no competitive value to the Camera Manufacturer, 
and thus need not be protected as Prosecution Bar Information.  The accused products 
have a very short life cycle often existing for no more than a year before being replaced 
with a new version.  Information regarding any products two years or older would also 
not impact the drafting of any of Papst’s pending patent applications because if Papst’s 
patent applications are issued in the future Papst could only assert infringement against 
the products existing at that time in the future.  Put another way, Papst could only assert 
infringement against those future products made, used, sold, imported or offered for sale 
after any new patent is issued by the Patent Office. 

 
• Prosecution Bar Information should be of a technical nature because otherwise the 

Camera Manufacturers could designate all of their financial information, such as the 
number of products sold and similar licensing rates, precluding the ability of  Papst’s 
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principals from learning of the required information to engage in meaningful settlement 
discussions.   

 
• Any Camera Manufacturer technical information outside the technical scope of the 

patents-in-suit need not be protected as Prosecution Bar Information because it is not the 
subject of any current or planned Papst patent applications.   

 
• Prosecution Bar Information should be restricted to a “trade secret” so that an objective 

standard exists in deciding which information to so designate. 
 

B. Any Camera Manufacturer Pretrial Testimony Should Not Be Presumed 
Prosecution Bar Information Unless Papst Objects Otherwise 

 
 In paragraph 6(b) of the Camera Manufacturers’ Protective Order, they propose that any 

Camera Manufacturer pretrial testimony be presumed Prosecution Bar Information without any 

good cause shown, as follows: 

The designation of information or material as “Confidential,” “Highly Confidential – 
Outside Counsel Only,” or “Highly Confidential – Prosecution Bar Information” for 
purposes of this Protective Order shall be made in the following manner by the Producing 
Party: 

* * * 
 

(b)     in the case of depositions or other pretrial testimony:  The parties shall treat all 
deposition and other pretrial testimony of the Camera Manufacturers or any of their 
directors, agents, employees, or other representatives, and of third parties as “Highly 
Confidential – Prosecution Bar Information” unless and until such testimony is re-
designated as not Protected Information or as a lower level of confidentiality.  The parties 
shall treat all deposition and other pretrial testimony of Papst or any of its directors, 
agents, employees, or other representatives as “Highly Confidential – Outside Counsel 
Only” unless and until such testimony is re-designated as not Protected Information or as 
a lower level of confidentiality.  The parties shall treat all deposition and other pretrial 
testimony of Papst’s consultants or experts that relies upon “Highly Confidential – 
Prosecution Bar Information” of any of the Camera Manufacturers as “Highly 
Confidential – Prosecution Bar Information” unless and until such testimony is re-
designated as not Protected Information or as a lower level of confidentiality.  The party 
offering the testimony so designated shall make a good faith effort to re-designate such 
testimony upon a reasonable request by another party.  The parties may modify this 
procedure for any particular deposition or proceeding through agreement on the record at 
such deposition or proceeding or otherwise by written stipulation, without further order 
of the Court; provided, however, that any such modification is subject to review by the 
Court, if appropriate.  If any Protected Information is disclosed during the course of a 
deposition, that portion of the deposition record reflecting such Protected Information 
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shall be sealed and stamped with the designated degree of confidentiality, and access 
thereto shall be limited pursuant to the other terms of this Protective Order. 
 
As discussed above, the burden protecting documents under a Protective Order lies with 

the party who is seeking the protection and should only be granted upon “good cause shown.”  

Here, the Camera Manufacturers’ proposal is overly broad and completely inconsistent with this 

principle of law because it presumes that all pretrial testimony constitutes Prosecution Bar 

Information without any type of “good cause” shown. 

CONCLUSION 

For the reasons stated herein, Papst  respectfully request this Court enter the Proposed 

Scheduling Order submitted with this Position Paper. 

Dated:  March 12, 2008 
     
/s/ Joseph E. Cwik 
James P. White   
Jerold B. Schnayer 
Joseph E. Cwik 
WELSH & KATZ, LTD. 
120 South Riverside Plaza • 22nd Floor 
Chicago, Illinois 60606 

       (312) 655-1500 
 

Robert F. Muse 
Joshua A. Levy 
Kerry C. Dent 
STEIN MITCHELL & MEZINES, LLP 
1100 Connecticut Ave, NW 
Washington, D.C. 20036 
(202) 737-7777 

 
Attorneys for Defendant/Counter-Plaintiff Papst 
Licensing GmbH & Co. KG  
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