
 

 

  

 
 

 
IN THE UNITED STATES DISTRICT COURT 

FOR THE DISTRICT OF COLUMBIA 
 
 
 

IN RE PAPST LICENSING GMBH & CO. 
KG LITIGATION 
__________________________________ 

 
This Document Relates To:  
 
ALL CASES 

 
 
 
Misc. Action No. 07-493 (RMC) 
MDL Docket No. 1880 
 

 
CAMERA MANUFACTURERS’ SURREPLY MARKMAN BRIEF 

Case 1:07-mc-00493-RMC     Document 197      Filed 08/06/2008     Page 1 of 36



 

               - i - 

  

TABLE OF CONTENTS 

 Page 
 
INTRODUCTION ...........................................................................................................1 

ARGUMENT...................................................................................................................4 

I. THE PREAMBLES ARE CLAIM LIMITATIONS ....................................4 

II. THE COURT SHOULD ADOPT THE CAMERA 
MANUFACTURERS’ PROPOSED CONSTRUCTIONS .........................7 

A. “host device” ....................................................................................7 

B. “data transmit/receive device” .........................................................7 

C. “interface device” .............................................................................8 

D. “communication between” ................................................................9 

E. “first connecting device for interfacing the host device with the 
interface device” ...............................................................................10 

F. “second connecting device for interfacing the interface device 
with the data transmit/receive device” .............................................10 

G. “first command interpreter” .............................................................12 

H. “second command interpreter” ........................................................14 

I. “multi-purpose interface” .................................................................14 

J. “interfacing” .....................................................................................15 

K. “wherein the interface device is configured by the processor 
and memory to include a first command interpreter and a 
second command interpreter”...........................................................15 

L. “sends a signal, regardless of the type of the data 
transmit/receive device attached to the second connecting 
device of the interface device, to the host device which signals 
to the host device that it is an input/output device customary in 
a host device”....................................................................................15 

M. “the driver” .......................................................................................15 

Case 1:07-mc-00493-RMC     Document 197      Filed 08/06/2008     Page 2 of 36



 

  - ii -

N. “the driver for the input/output [storage] device customary in 
a host device”....................................................................................16 

O. “an input/output [storage] device customary in a host device” .......17 

P. “specific driver for the multi-purpose interface”..............................18 

Q. “whereupon the host device communicates with the interface 
device by means of the driver for the input/output [storage] 
device customary in a host device”...................................................19 

R. “the digital data” ..............................................................................20 

S. “inquiry” [or “inquiring”]...............................................................21 

T. ‘399 Patent, Claim 2.........................................................................21 

U. “a buffer data to be transferred between the data 
transmit/receive device and the host device” or “data buffer 
for permitting independence in terms of time of the data 
transmit/receive device attachable to the second connecting 
device from the host” ........................................................................22 

V. “virtual files” ....................................................................................23 

W. “simulating a virtual file system to the host device”.........................24 

X. “the usual driver for the input/output [storage] device” ..................25 

CONCLUSION................................................................................................................25 

 

Case 1:07-mc-00493-RMC     Document 197      Filed 08/06/2008     Page 3 of 36



 

  - iii -

TABLE OF AUTHORITIES 

Page 
CASES 

Ampex Corp. v. Eastman Kodak Co, 
460 F. Supp. 2d 563 (D. Del. 2006), aff’d, 263 Fed. App’x 885 (Fed. Cir. 
2008) ................................................................................................................................. 20, 21 

Bicon, Inc. v. Straumann Co., 
441 F.3d 945 (Fed. Cir. 2006.................................................................................................... 5 

C.R. Bard, Inc. v. M3 Systems, Inc., 
157 F.3d 1340 (Fed. Cir. 1998)............................................................................................. 5, 6 

Chef America, Inc. v. Lamb-Weston, Inc., 
358 F.3d 1371 (Fed. Cir. 2004)............................................................................................... 24 

Computer Docking Station Corp. v. Dell, Inc., 
519 F.3d 1366 (Fed. Cir. 2008)..................................................................................... 2, 12, 13 

Curtiss-Wright Flow Control Corp. v. Velan, Inc., 
438 F.3d 1374 (Fed. Cir. 2006)............................................................................................... 24 

Cytologix Corp. v. Ventana Medical Sys., Inc, 
424 F.3d 1169 (Fed. Cir. 2005)......................................................................................... 20, 24 

Eaton Corp. v. Rockwell Int’l Corp., 
323 F.3d 1332 (Fed. Cir. 2003)............................................................................................. 5, 6 

Exigent Tech., Inc. v Atrana Solutions, Inc. 
442 F.3d 1301 (Fed. Cir. 2006)................................................................................................. 3 

Ferguson Beauregard/Logic Controls v. Mega Systems, LLC, 
350 F.3d 1327 (Fed. Cir. 2003)................................................................................................. 3 

Fin Control Sys. Pty, Ltd. v. OAM, Inc., 
265 F.3d 1311 (Fed. Cir. 2001)............................................................................................... 22 

Finisar Corp. v. DirecTV Group, Inc. 
523 F.3d 1323 (Fed. Cir. 2008)............................................................................................... 16 

Halliburton Energy Serv., Inc. v. M-I LLC, 
514 F.3d 1244 (Fed. Cir. 2008)............................................................................................... 25 

In re Cruciferous Sprout Litigation, 
301 F.3d 1343 (Fed. Cir. 2002)............................................................................................... 24 

Case 1:07-mc-00493-RMC     Document 197      Filed 08/06/2008     Page 4 of 36



 

  - iv -

Inpro II Licensing S.A.R.L. v. T-Mobile USA, Inc., 
450 F.3d 1350 (Fed. Cir. 2006)................................................................................................. 1 

Intervet America, Inc. v. Kee-Vet Labs., Inc. 
887 F.2d 1050 (Fed. Cir. 1989)............................................................................................... 13 

Mangosoft v. Oracle Corp., 
525 F.3d 1327 (Fed. Cir. 2008)............................................................................................... 11 

Markman v. Westview Instruments, Inc., 
52 F.3d 967 (Fed. Cir. 1995)..................................................................................................... 3 

Pall Corp. v. Hemasure Inc., 
181 F.3d 1305 (Fed. Cir. 1999)................................................................................................. 3 

Phillips v. AWH Corp., 
415 F.3d 1303 (Fed. Cir. 2005)............................................................... 1, 2, 3, 4, 9, 11, 15, 24 

Pitney Bowes, Inc. v. Hewlett-Packard, Co., 
182 F.3d 1298 (Fed. Cir. 1999)............................................................................................. 5, 6 

Renishaw PLC v. Marposs Societa’ Per Azioni, 
158 F.3d 1243 (Fed. Cir. 1998)........................................................................................... 1, 11 

Rhine v. Casio, Inc., 
183 F.3d 1342 (Fed. Cir. 1999)................................................................................................. 2 

SciMed Life Sys. v. Advanced Cardiovascular Sys., 
242 F.3d 1337 (Fed. Cir. 2001)................................................................................................. 9 

Solomon Technologies, Inc. v. Int’l Trade Commission, 
524 F.3d 1310 (Fed. Cir. 2008)........................................................................................... 2, 12 

Southwall Techs., Inc. v. Cardinal IG Co., 
54 F.3d 1570 (Fed. Cir. 1995)................................................................................................... 4 

Storage Technology Corp. v. Cisco Systems, Inc., 
329 F.3d 823 (Fed. Cir. 2003)................................................................................................. 13 

Vaupel Texilmaschinen KG v. Meccanica Euro Italia S.P.A., 
944 F.2d 8702 (Fed. Cir. 1991)............................................................................................. 5, 6 

Vitronics Corp. v. Conceptronic, Inc., 
90 F.3d 1576 (Fed. Cir. 1996)............................................................................................... 2, 4 

Wilson Sporting Goods Co. v. Hillerich & Bradsby Co., 
442 F.3d 1322 (Fed. Cir. 2006)................................................................................................. 3 

Case 1:07-mc-00493-RMC     Document 197      Filed 08/06/2008     Page 5 of 36



 

  - v -

STATUTES AND RULES 

35 U.S.C. § 112............................................................................................................................. 25 

OTHER AUTHORITIES 

American National Standard for Information Systems – Small Computer 
System Interface – 2 (1994).................................................................................................... 21 

LANDIS ON MECHANICS OF CLAIM DRAFTING § 2.4 at 2-11-12 ...................................................... 5 

Webster’s II New College Dictionary (1995) at 1257 .................................................................. 19 

 

Case 1:07-mc-00493-RMC     Document 197      Filed 08/06/2008     Page 6 of 36



 

 - 1 -  
  

INTRODUCTION 

Although in its Reply1 Papst pays lip service to governing claim construction principles, 

it nevertheless disregards those principles in an effort to broaden the scope of the invention 

beyond what is actually claimed in the patents-in-suit.  Papst would thereby lead the Court to 

largely ignore the claims, specification and prosecution history of the patents, which the public is 

entitled to rely upon to ascertain the scope of the patented invention.  Papst’s disregard of the 

important “public notice function” that patents and their intrinsic records are required to fulfill is 

improper.  See Phillips v. AWH Corp., 415 F.3d 1303, 1319 (Fed. Cir. 2005) (en banc). 

First, Papst gives short shrift to the specification and proposes constructions that are 

divorced from—and at times directly contrary to—the description Mr. Tasler provided of his 

invention.  In so doing, Papst ignores the Federal Circuit’s holding that patent claims cannot 

“enlarge what is patented beyond what the inventor has described as the invention.”  Inpro II 

Licensing S.A.R.L. v. T-Mobile USA, Inc., 450 F.3d 1350, 1355 (Fed. Cir. 2006).  The failure to 

adhere to this principle is most evident in Papst’s contention that the claimed “interface device” 

does not have to be a stand-alone device.  Papst attempts to distinguish Inpro on grounds that the 

claims there purportedly were limited to parallel connections because the patent specification 

emphasized the importance of such connections to the invention.  Papst Reply at 6.  The Inpro 

rationale, however, applies with equal force here.  The Tasler specification touts the “invention” 

as providing the “enormous” benefits of a stand-alone “interface device” and also identifies that 

characteristic as key to solving the problems identified in the prior art.  See CM Br. at 12.  The 

CMs are not “reading into the claims” anything that is not already there.  See, e.g., Renishaw 

PLC v. Marposs Societa’ Per Azioni, 158 F.3d 1243, 1250-53 (Fed. Cir. 1998) (construing the 

                                                 
1 Papst’s 37-page Reply exceeds by 50% the 25-page limit for reply briefs established by the Local Rules.  
The Camera Manufacturers (“CMs”) nonetheless have limited this Surreply to 25 pages. 
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term “when” in the context of the other claim language and the specification as “[u]ltimately, the 

interpretation to be given a term can only be determined and confirmed with a full understanding 

of what the inventors actually invented and intended to envelop with the claim.”).2   

Second, Papst ignores relevant portions of the prosecution history, including the 

applicant’s clear and unambiguous statements that the “first command interpreter” must “lie[] to 

the host computer as to the real nature of the data transmit/receive device.”   Because Tasler cited 

this “lying” feature in order to overcome the prior art, Papst cannot now recapture a claim scope 

that was expressly disclaimed in order to obtain allowance of the patent.  See Computer Docking 

Station Corp. v. Dell, Inc., 519 F.3d 1366, 1376-77 (Fed. Cir. 2008); Solomon Technologies, Inc. 

v. Int’l Trade Commission, 524 F.3d 1310, 1313-14 (Fed. Cir. 2008).  

Third, Papst improperly relies on extrinsic evidence in an effort to justify its expansive 

reading of the claims.  See Vitronics Corp. v. Conceptronic, Inc., 90 F.3d 1576, 1583 (Fed. Cir. 

1996) (“In most situations, an analysis of the intrinsic evidence alone will resolve any ambiguity 

in a disputed claim term.  In such circumstances, it is improper to rely on extrinsic evidence.”).  

The declaration submitted by Papst never once cites to the intrinsic evidence, does not provide 

any objective extrinsic evidence, and offers only conclusory opinions on some disputed claim 

terms.  That is exactly the type of biased, after-the-fact expert testimony the Federal Circuit has 

stated is not useful to a court.  Phillips, 415 F.3d at 1318.  In contrast, the CMs have relied on 

                                                 
2  Papst is similarly wrong in contending that the proposed constructions advanced by the CMs are 
inconsistent with their invalidity contentions.  Papst Reply at 4.  For the reasons explained at the July 31 
status conference, it is not at all “surprising” that the CMs contend in their invalidity contentions that the 
Casio QV-10 camera has an “interface device” that is not a stand-alone device.  That is because the CMs 
properly based their invalidity contentions in part on Papst’s proposed constructions.  Thus, if one were 
to read “interface device” as broadly as Papst suggests, in an effort to cover the accused digital cameras, 
such a construction would mean that the claims would be anticipated by a number of prior art cameras, 
including the Casio QV-10.  That is yet another reason why Papst’s proposed construction of “interface 
device” must be rejected.  See, e.g., Rhine v. Casio, Inc., 183 F.3d 1342, 1345 (Fed. Cir. 1999) (citing the 
well-established maxim that claims should be construed, where possible, to preserve their validity).   
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technical dictionary definitions only when doing so may be helpful to the Court’s understanding 

of a disputed claim term, such as when the intrinsic record suggests that a term should be 

understood as it generally would be by one of ordinary skill in the art.  Phillips, 415 F.3d at 1318.  

Such dictionary definitions provide a more reliable basis for determining how one of ordinary 

skill in the art would understand disputed terms.  Phillips, 415 F.3d at 1322 (“A dictionary 

definition has the value of being an unbiased source ‘accessible to the public in advance of 

litigation.’”). 

Finally, Papst continues to err by looking to the accused products to guide its proposed 

constructions.  Contrary to Papst’s contention, the CMs did not “misstate the law” on this point.  

Although the CMs’ Opening Brief incorrectly and inadvertently cited Exigent Tech., Inc. v 

Atrana Solutions, Inc. 442 F.3d 1301 (Fed. Cir. 2006)—and we hereby withdraw the 

parenthetical statement accompanying that citation—the law nonetheless is well-established that 

courts should not consider the accused devices in arriving at constructions of disputed terms.  See, 

e.g., Wilson Sporting Goods Co. v. Hillerich & Bradsby Co., 442 F.3d 1322, 1331 (Fed. Cir. 

2006) (“the rule forbids a court from tailoring a claim construction to fit the dimensions of the 

accused product”); Pall Corp. v. Hemasure Inc., 181 F.3d 1305, 1308 (Fed. Cir. 1999) (“the 

construction of the claim is independent of the device charged with infringement….”); Ferguson 

Beauregard/Logic Controls v. Mega Sys., LLC, 350 F.3d 1327, 1340 (Fed. Cir. 2003) (vacating 

finding of non-infringement where district court’s claim construction was “influenced by the 

structure and function of the alleged infringing device”).  Although courts may consider accused 

products for the limited purpose of determining which claim terms require construction, Papst 

has gone far beyond that in its Markman briefs.  See, e.g., Papst Reply at 4 (arguing that digital 

cameras have an “interface device”); Papst Br. at 7 (claiming that digital cameras operate “in the 
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same way as disclosed and claimed in the patents-in-suit”).  Despite the parties’ disagreement on 

how certain claim terms should be construed, the parties generally agree on which terms need to 

be construed.  Thus, there is no need to look to the accused products during claim construction. 

Papst’s repeated departures from settled claim construction principles have a common 

purpose and effect—to stretch the asserted claims beyond recognition from the intrinsic record, 

in an effort to read the patents-in-suit on digital cameras.  By seeking to “change the meaning of 

claims in derogation of the ‘indisputable public records consisting of the claims, the specification 

and the prosecution history,’” Phillips, 415 F.3d at 1319 (quoting Southwall Techs., Inc. v. 

Cardinal IG Co., 54 F.3d 1570, 1578 (Fed. Cir. 1995)), Papst violates a fundamental policy that 

underlies U.S. patent law.  As a matter of right, the CMs and other companies should be able to 

“ascertain the scope of the patentee’s claimed invention,” and thereby to avoid infringement, 

based on a straightforward “review [of] the public record” of the patents.  Vitronics, 90 F.3d at 

1583.  “Allowing the public record to be altered or changed by extrinsic evidence,” as Papst 

would like to do, “would make this right meaningless.” Id.  Accordingly, and for the specific 

reasons set forth below, the Court should adopt the CMs’ proposed constructions. 

ARGUMENT 

I. THE PREAMBLES ARE CLAIM LIMITATIONS 

Papst errs in arguing that the preambles recited in the ‘399 and ‘449 patent claims are 

merely introductions to be given no effect.  Papst Reply at 9.  Papst’s discussion of generally 

applicable principles of claim drafting cannot disguise the fact that the preambles at issue here 

meet each of the four applicable “guideposts” 3 for identifying preamble language that acts as a 

claim limitation, as set out in the very treatise relied on and cited by Papst in its Reply: 

• Dependence on a phrase in dispute to provide an antecedent basis indicates reliance on 

                                                 
3 The fifth guidepost relates to a special kind of claim, a Jepson claim, which does not apply here.  Id.     
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the preamble:  The preambles provide the only antecedent basis for “the interface 
device,” “the host device,” “the multipurpose interface,” “the data transmit/receive 
device,” and other claim limitations.  See CM Br. at 7-8. 

• The preamble is needed to understand elements in the claim body: The claim body makes 
no sense without the structural limitations in the preambles since the interface device must 
receive signals from the host and send signals to the data transmit/receive device and there 
is otherwise no mechanism for doing so recited in the claims.  See id. at 8. 

• The specification emphasizes additional elements as important:  The specification 
repeatedly emphasizes the preamble language and relies on this language to distinguish 
background prior art.  See id. 

• Clear reliance on the preamble to avoid prior art during application prosecution:   When 
prosecuting the ‘399 patent, the applicant added the phrase, “the data transmit/receive 
device arranged for providing analog data,” to the preamble of the independent claims 
and argued that this distinguished over prior art that “does not disclose that the data 
transmit/ receive device is arranged for providing analog data.”  See id. at 8-9.   

Papst Reply Ex. D, LANDIS ON MECHANICS OF CLAIM DRAFTING § 2.4 at 2-11-12. Meeting just 

one of these tests is sufficient to construe the preamble as a claim limitation.  Id. at 2-8-11 

(summarizing cases finding preambles limiting).  Moreover, the treatise cited by Papst advises 

patent practitioners that they should “[a]ssume every word you write in a claim is critical” and 

may “restrict the scope of [your client’s] invention.”  Id. at 2-13.  Where, as here, the applicant 

chose to both include substantive language in the claim preamble and add substantive language 

during patent prosecution, that language is properly held to limit the claims. 

Contrary to Papst’s claim, there is nothing unusual about construing a preamble to 

include claim limitations.  See id. at 2-8-11; see also Bicon, Inc. v. Straumann Co., 441 F.3d 945, 

952-53 (Fed. Cir. 2006); Eaton Corp. v. Rockwell Int’l Corp., 323 F.3d 1332, 1337-42 (Fed. Cir. 

2003); Pitney Bowes, Inc. v. Hewlett-Packard, Co., 182 F.3d 1298, 1305-06 (Fed. Cir. 1999).  

Moreover, Papst’s reliance on Vaupel Textilmaschinen KG v. Meccanica Euro Italia S.P.A., 944 

F.2d 870, 872 (Fed. Cir. 1991) and C.R. Bard, Inc. v. M3 Systems, Inc., 157 F.3d 1340, 1348-49 

(Fed. Cir. 1998) is misplaced.  In Eaton, the patentee made exactly the same “reference point” 

argument that Papst makes here and relied on exactly the same authorities.  But the Eaton Court 
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squarely rejected this argument.  In particular, the Federal Circuit made clear that Vaupel cannot 

be relied on to show that a claim preamble is not limiting:  “the analysis in Vaupel has nothing to 

do with the issue of whether the preamble was necessary to define a complete invention.  Rather, 

the issue was the proper meaning of the term ‘breast beam.’”  Eaton, 323 F.3d at 1341 (emphasis 

added).  The district court had concluded that this term did not refer to a specific loom part, but 

rather the general area at the front of the loom.  Id. at 1340.  Accordingly, while “the term ‘breast 

beam’ was not a structural limitation of the claims, it was nevertheless a limitation.”  Id. at 1341 

(second emphasis added).  Papst misstates the holding of this case in suggesting otherwise.  See 

Papst Reply at 11.  Eaton also distinguished C.R. Bard, as the preamble there used the phrase 

“for use with” and nothing in the body of the claim actually required such a use.  See id. at 1341-

42.   

In contrast, here the body of the claims specifically requires that the interface device be 

configured to receive signals from the host device and send signals to the data transmit/receive 

device.  See, e.g., ‘399, at col. 12:42-13:13 (claim 1).  These are not reference points that are 

external to the invention.  Rather, they describe structural limitations required in order for the 

interface device to function according to the claims.   

In the end, what Papst asks the Court to do is to rewrite the preambles as if they just read 

“an interface device comprising….”  That is not how they were written, however.  Because the 

preambles recite structural limitations that are “necessary to give life, meaning, and vitality” to 

the claims, see Pitney Bowes, 182 F.3d at 1305, they should be construed as claim limitations. 
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II. THE COURT SHOULD ADOPT THE CAMERA MANUFACTURERS’ 
PROPOSED CONSTRUCTIONS 4 

A.  “host device” 
A “host device” is “a general purpose computer that connects to and controls the 

operation of peripherals.”  Papst contends that there is no support for the latter part of this 

construction in the specification.  Papst Reply at 15.  Papst is wrong.  The specification describes 

that “practically all host devices” have drivers that control the operation of various peripherals 

(such as hard disks, graphics devices, etc.).  See, e.g., ‘399, col. 4:27-39.  The CMs’ proposed 

construction is also consistent with the remainder of the claim language which expressly recites 

the control of peripherals by means of “the driver for the input/output device customary in a host 

device.”  See id. at col. 13:5-8.  Papst’s citation to the CMs’ invalidity contentions is a red 

herring for the reasons set forth in footnote 2 above and is also wrong; those contentions do 

identify “a general purpose computer that connects to and controls the operation of peripherals,” 

i.e. “a PC that utilizes drivers for a variety of input/output devices.” 

B. “data transmit/receive device” 
For the reasons set forth in Section I, supra, Papst is wrong in arguing that the “data 

transmit/receive device” is not a claim limitation.  Papst also is wrong in arguing that the 

patentee provided an “express definition” of “data transmit/receive” device in the specification.  

Papst Reply at 13.  The specification merely refers to “[a] data transmit/receive device from 

which data is to be acquired or with which two-way communication is to take place.”  ‘399, col. 

1:12-14. This generally describes alternative pathways for communication, but does not change 

the fact that a device from which data is to be acquired (which does nothing else) is a “data 

transmit” device, not a “data transmit/receive device.”  

                                                 
4 For clarity and for the Court’s convenience, the CMs have followed the same order and numbering of 
claim terms here as in their Opening Brief.  In addition, the CMs have attached hereto as Exhibit R a chart 
that sets forth the CMs’ and Papst’s proposed construction for each disputed claim term or phrase. 
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The language relied upon by Papst actually supports the CMs’ position.  It shows that the 

user is able to attach the data transmit/receive device and do two things: (1) perform the function 

of a data measurement/acquisition device, and (2) actively communicate (“two-way”) with the 

host device.  This reading is confirmed by another part of the specification (ignored by Papst) 

that addresses the “interchange” of data, rather than just one-way data flow.  See, e.g., ‘399, col. 

8:43-46; ‘449, col. 7:43-46.   

Papst’s citation to the prosecution history is equally flawed.  Contrary to Papst’s assertion 

(Papst Reply at 14), the amendment it cites was added to insert the limitation of “analog data” 

and the prior art was distinguished on that ground.  See CM Br. Ex. C,  ‘399 File History, Mar. 

18, 2002 Response, at 5, 7-9.  Thus, the phrase “arranged for providing analog data” was added 

to the claim to specify the kind of data transmitted by the data transmit/receive device to the 

interface device in an attempt to distinguish the invention from the prior art.  The added 

limitation in no way suggests that the data transmit/receive device does not also necessarily 

receive data from the interface device. 

C. “interface device” 
Papst cannot dispute that the interface device that is described in the specification of the 

‘399 and ‘449 patents is a stand-alone device; accordingly, Papst is forced to argue that the claim 

term “interface device” should not be read the same way in the claims as it is used in the 

specification.  See Papst Reply at 10.  In particular, the claims clearly call for and distinguish 

between three different devices; an “interface device,” a “host device” and a “data 

transmit/receive device,” as does the specification.  Compare, e.g., ‘399, col. 12:42-13:13 (claim 

1) and id. at col. 1:1-14, 3:22-5:32, 5:47-63, Figs. 1-2 and accompanying text.  In addition, the 

specification touts the “enormous advantage” of the “present invention,” including the fact that it 

is a stand-alone device that can readily be connected to and disconnected from a plurality of 
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dissimilar device types and thus “provides a universal solution.”  Id. at col. 8:23-42, 12:38-41.  

Affirmative statements in the patent specification describing an element of the “present 

invention” are precisely the kind of statements that the Federal Circuit has held should be used to 

inform the construction of the corresponding claim term.  See Phillips, 415 F.3d at 1323 (citing 

SciMed Life Sys. v. Advanced Cardiovascular Sys., 242 F.3d 1337, 1341-44 (Fed. Cir. 2001) 

(where specification described “present invention” as annular, rather than dual side-by-side 

structure, claims were limited to an annular structure)); see also Verizon, 503 F.3d at 1308. 

The claim language “regardless of the type of the data transmit/receive device attached 

to the second connecting device” further supports this stand-alone construction.  It makes clear 

that the claims contemplate that different types of data transmit/receive devices can be attached 

to the interface device; “regardless” the interface device will respond to the host in the same way.  

See, e.g., ‘399, col. 12:64-13:8 (claim 1).  Papst’s argument that the term “attached” may refer to 

both permanent and removable connections misses the point.  Papst Reply at 10.  The very fact 

that more than one type of data transmit/receive device can be attached means that in the context 

of the claims the term “attached” should be construed to refer to a removable physical 

connection.  Otherwise, it would not be possible to “attach” more than one type of data 

transmit/receive device.  Although Papst completely ignores the issue in its Reply, this reading is 

also supported by the prosecution history, where Tasler amended the claims from “the type of a 

device” to “a type of a device” and argued that “the data transmit/receive device is to be 

connected to the interface.”  See CM Br. at 13.  The Court thus should hold that the claimed 

“interface device” of the “present invention” is a stand-alone device that a user can readily 

physically connect to and disconnect from the host and data transmit/receive devices. 

D. “communication between” 
Papst disputes that the phrase “communication between” requires two-way 
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communication, asserting that a television broadcast is a communication between a transmitter 

and a television.  Papst Reply at 15.  Even assuming what Papst makes no attempt to establish—

that its analogy involves two devices in “communication”—this argument ignores other claim 

language using the words “to” and “from” when indicating one-way “communication.” Papst 

also ignores that the specification distinguishes data acquisition from “two-way communication” 

(‘399, col. 1:9-14; ‘449, col. 1:13-17), explains that data requests are sent from the host device 

before data is sent to the host device (‘399, col. 6:55-67), and shows every embodiment in the 

figures with bidirectional data flow arrows between the host device and the data transmit/receive 

device.  Papst is silent as to these distinctions supporting the CMs’ proposed construction.  The 

claims here require two-way communication, and Papst’s unsupported analogy cannot overcome 

the intrinsic evidence found in the specification.  

Papst does not dispute the portion of the CMs’ construction that requires the 

communication to be active. 

E. “first connecting device for interfacing the host device with the interface 
device” 

In its Reply, Papst does not distinguish between the first and second “connecting devices” 

recited in the claims.  The CMs have addressed both terms in Section II.F below. 

F. “second connecting device for interfacing the interface device with the 
data transmit/receive device” 

Papst does not dispute the CMs’ proposed constructions for the first and second 

connecting device limitations other than its attempt to construe the term “connecting device” so 

as to exclude any actual physical “connector.”  Papst Reply at 15-18.  Such a construction defies 

common sense, and is inconsistent with the claim language, the specification and the ordinary 

meaning of the term.  First, Papst commits the fundamental error of reading the word 

“connecting” completely out of the claims.  E.g., Mangosoft v. Oracle Corp., 525 F.3d 1327, 
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1330-31 (Fed. Cir. 2008) (proposed construction that “ascribes no meaning” to term used in the 

claims was incorrect).  Under Papst’s proposed construction, a “first connecting device for 

interfacing” would have the same meaning as “a first device for interfacing.”  See Papst Reply at 

16-17.   

Second, Papst asks the Court to ignore the settled meaning of the term “connector” in the 

field of computer science because the claims instead recite “connecting.”  Papst Reply at 7-8, 16-

17.  However, the term “connecting device” in the claims is described in the specification as 

including a “connector,” see, e.g., ‘399 patent, col. 9:29-33, 12:50-59, and the relevant 

dictionaries confirm that a “connector” is commonly understood to mean “a physical plug or 

socket.”5  CM Br. Exs. D-F.   

The specification leaves no doubt that a physical connector is an essential part of the 

connecting devices:  “In the preferred embodiment of the interface device 10 shown in FIG. 2, 

the first connecting device 12 of FIG. 1 contains the following components:  a SCSI interface 

1220 and a 50-pin SCSI connector 1240 for attachment to an SCSI interface . . . .”  ‘399 patent, 

col. 9:30-48 (also describing a 25-pin D-shell connector 1280).  The second connecting device 

likewise “comprises 8 BNC inputs.”  See id. at col. 9:49-53.  Associated circuitry for the first and 

second connecting devices is also described.  Id. at col. 9:30-59. Papst’s suggestion that the 

claims refer solely to the associated circuitry and not to the actual physical connectors of the 

connecting devices is contrary to the specification and common sense.  Without the physical 

connectors, no connection would be achieved, and the associated circuitry would have no utility. 

Thus, the first and second connecting devices recited in the claims must include a 

                                                 
  5 Indiscriminate reliance on dictionaries can of course lead to absurd results.  See, e.g., Renishaw, 158 
F.3d at 1250.  This is exactly why the claims—and any dictionary definitions—must be read in light of 
the intrinsic evidence.  See Phillips, 415 F.3d at 1324. 
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physical plug or socket, although they may also include other associated circuitry. 

G. “first command interpreter” 

Papst is wrong in dismissing the CMs’ proposed construction of “first command 

interpreter” based on a simplistic assertion “that is not what the claim says.”  Papst Reply at 18.  

As the CMs have explained, the requirement that the first command interpreter “lie” to the host 

computer comes from the patentees’ express, clear, and unambiguous disclaimer applicable to 

the “first command interpreter” limitation during prosecution of the ‘399 patent.   

In distinguishing the claimed invention from U.S. Patent No. 5,499,378 to McNeill, Jr. et 

al. (“McNeill”), Tasler’s attorneys argued: 

In addition, this reference [i.e., McNeill] does not include a first command 
interpreter that, when asked by the host device as to the type of device connected 
to the interface, lies to the host computer as to the real nature of the data 
transmit/receive device. In McNeill, Jr. et al., the initiator asks for a hard disk and 
the target states that there is a hard disk. In other words, the target does not lie as 
to the true type of the data transmit/receive device. The conversion done in 
McNeill; Jr. et al. is to transfer SCSI protocol commands into commands 
understandable for the magnetic disk. 
 

CM Br. Ex. C, ‘399 File History, Mar. 18, 2002 Response at 6 (emphasis added).  The 

applicant’s statements that the prior art McNeill patent does not lie as to the real nature of the 

data transmit/receive device while the claimed invention does lie are precisely the types of 

remarks that have been found to create a disclaimer to be applied in construing claims.  See, e.g., 

Computer Docking, 519 F.3d at 1376-77 (holding that “portable computer” excluded laptops 

based on remarks during prosecution); Solomon Technologies, 524 F.3d at 1313-14 (holding that 

no element could be between the recited motor and transmission based on attorney argument 

distinguishing prior art having shafts and bearings between them).   

Papst argues that controlling law requires giving effect to the claims of the patent as 

finally worded, not to the remarks of an attorney.  See Papst Reply at 20.  In the cases Papst cites, 
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however, the courts ignored attorney remarks because they were “untrue” or “inaccurate.”  See 

Intervet Am., Inc. v. Kee-Vet Labs., Inc. 887 F.2d 1050, 1054 (Fed. Cir. 1989); Storage Tech. 

Corp. v. Cisco Sys., Inc., 329 F.3d 823, 832 (Fed. Cir. 2003).  Here, in contrast, the remarks in 

question not only were true and accurate but also were unequivocal.  Controlling law requires 

that the claims be construed in the context of this prosecution history.  See Computer Docking, 

519 F.3d at 1378-79. 

Papst also asserts that the type of the data transmit/receive device cannot factor into the 

response to the “inquiry” sent by the host device because the response is sent “regardless of the 

type of the data transmit/receive device attached to the second connecting device of the interface 

device.”  See Papst Reply at 19.  However, if the response to the host device’s “inquiry” were 

based only on what the interface device is, then there would be no point in including the 

“regardless” clause in the claim, since the type of data transmit/receive device attached to the 

interface device cannot change the interface device itself.  To be able to lie about the real nature 

of the data transmit/receive device, the interface device must know what the data transmit/receive 

device is.  Papst’s proposed construction would effectively read the “regardless” clause out of 

the claim, yet this clause was important enough to include in the title of the patents.6 

Finally, Papst asserts that the attempt to limit the “first command interpreter” to a 

“software program or module” is erroneous because the claim does not recite the terms 

“software,” “program,” or “module.”  See Papst Reply at 20.  Papst’s position is curious because 

                                                 
6 In the clause “signals to the host device that it is an input/output device customary in a host 
device,” “it” is the “data transmit/receive device,” not the “interface device,” as Papst contends.  
This is confirmed by the unambiguous statement by the Applicant during prosecution that the 
response to the host device’s inquiry is to lie about the nature of the data transmit/receive 
device, not the interface device.  It is also confirmed by the specification itself.  See ‘399, col. 
6:19-22 (“Regardless of which data transmit/receive device at the output line 16 is attached to 
the second connecting device, the digital signal processor 13 informs the host device that it is 
communicating with a hard disk.”). 
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Papst itself describes a “first command interpreter” as groups of steps carried out by the 

processor in response to commands (e.g., computer instructions) from the host computer.  See 

Papst Br. at 20.  Not only are a group of steps carried out by a processor consistent with the 

interpretation of “first command interpreter” as a “software program or module,” but “group” 

and “steps” are not recited in the claim and thus conflict with Papst’s erroneous theory of claim 

construction. 

H. “second command interpreter” 
 
The second command interpreter of the interface device is “configured to interpret a data 

request command from the host device to the type of input/output device signaled by the first 

command interpreter as a data transfer command for initiating the transfer of the digital data to 

the host device.”  See, e.g., ‘399, col. 13:9-13.  As properly construed, this means that a data 

request command (such as “read file xy”) is translated by the second command interpreter in the 

interface device into a data transfer command understandable by whatever data transmit/receive 

device is attached to the host device.  See, e.g., ‘399, col. 6:52-67.  Papst’s contention that the 

data transmit/receive device does not need to understand this data transfer command, see Papst 

Reply at 21-22, flies in the face of the claim language and the specification.  The very point of 

interpreting or translating the command is so that the data transmit/receive device can understand 

it and thereby initiate the transfer of the data “via the second connecting device to the first 

connecting device and via the line 11 to the host device.”  ‘399, col. 6:59-67. 

I. “multi-purpose interface” 

Papst misreads the CMs’ proposed construction of this term as requiring that each device 

has “more than one purpose.”  See Papst Reply at 27-28.  Whether each device is in fact used for 

more than one purpose is beside the point.  What is important is that to be “multi-purpose,” the 

interface must be capable of connecting to at least two different devices that serve different 
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purposes.  The patents-in-suit identify two types of interfaces as possible implementations of the 

“multi-purpose interface,” a SCSI interface and an enhanced printer interface.  See, e.g., ‘399, 

col. 4:40-44.  SCSI and enhanced printer interfaces are designed to interface to different types of 

devices that collectively have multiple purposes, such as scanners, printers and disk drives.  Thus, 

in accordance with the use of the term “multi-purpose” for “interface” and the implementations 

for such an interface discussed in the specification, one of ordinary skill would understand that 

the “multi-purpose interface” must be connectable to different types of devices having different 

purposes. 

J. “interfacing” 

Papst does not take issue with the CMs’ proposed construction of this term, other than 

suggesting that it should be construed together with the “connecting device” language of the 

claims.  The CMs contend that it should be construed separately and that the Court should adopt 

the CMs’ proposed construction for the reasons set forth in Section III.J of their Opening Brief.  

K. “wherein the interface device is configured by the processor and memory to 
include a first command interpreter and a second command interpreter” 

In its Reply, Papst does not respond to the CMs’ argument supporting its proposed 

construction of this phrase. Accordingly, the CMs proposed construction should be adopted. 

L. “sends a signal, regardless of the type of the data transmit/receive device 
attached to the second connecting device of the interface device, to the host 
device which signals to the host device that it is an input/output device 
customary in a host device” 

See Section II.G, supra. 

M. “the driver” 

Papst objects to the CMs’ use of dictionaries to assist in the interpretation of the term 

“driver” primarily on the basis that the CMs did not identify why the selected definitions are 

“relevant.”  See Papst Reply at 25-26.  It is well established law that the proper definition is the 

one that is most consistent with the intrinsic evidence.  See Phillips, 415 F.3d at 1323.  Thus, of 

the four definitions listed, the most relevant one is clearly the fourth one that refers to both a 
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“printer driver” and a “disk driver,” which are precisely the types of drivers discussed in the ‘399 

patent.   

Although Papst argues (without explanation, see Papst Reply at 27) that the Locke 

Declaration is more relevant to understanding the meaning of “driver” than the definitions cited 

by the CMs, the quoted excerpt from Locke’s Declaration is actually completely consistent with 

and supports the CMs’ interpretation.  Not only does the excerpt describe “driver” as software, 

but it also highlights the ability of a “driver” to enable a host device to control the operation of 

an input/output device, such as a hard disk drive, through execution of commands like reading or 

writing a file, performing a seek function, or loading a register.  See id.  Accordingly, in the 

context relevant to the patents-in-suit, “the driver” must be software that enables the host device 

to communicate with and control an input/output device. 

N.  “the driver for the input/output [storage] device customary in a host device” 

Papst’s only dispute with the CMs’ proposed construction is its argument that the phrase 

“customary in a host device” modifies “input/output device,” not “driver.”7  Papst Reply at 24-25.  

But Papst’s reliance on Anhydrides for the argument that a term modifies the last antecedent is 

misplaced.  First, Anhydrides relates to statutory construction, not claim construction.  Second, 

the Federal Circuit has stated that the rules of grammar are not coterminous with the 

interpretation of a patent, which requires an analysis of the understanding of a person of ordinary 

skill.  Finisar Corp. v. DirecTV Group, Inc. 523 F.3d 1323, 1336 (Fed. Cir. 2008).  Third, unlike 

here, the last antecedent in Anhydrides was not part of a prepositional phrase.  Fourth, the cases 

cited by Papst recognize that where the patentee provides a contrary intention that meaning 

governs over any rules of grammar.  Here, the patent makes clear that the phrase “customary in a 

                                                 
7 Papst does not dispute the CMs’ proposed construction of this limitation if the Court finds the phrase 
“customary in a host device” modifies “driver.” 
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host device” modifies “drivers,” not the prepositional phrase “for input/output devices”: 

Drivers for input/output devices customary in a host device which are found in 
practically all host devices are, for example, drivers for hard disks, for graphics 
devices or for printer devices. 

‘399, col. 4:27-30.  While the above sentence recites drivers for hard disks, graphics devices and 

printers that are customary in a host device, not all of the identified devices, such as printers, are 

customary “in” a computer.  Accordingly, the patentee made it clear that the phrase “customary 

in a host device” modifies “drivers” and not “input/output devices.”8 

Moreover, other claims in the asserted patents confirm that “customary in a host device” 

modifies “driver.”  Indeed, Papst admits as much when it argues that the claim term “usual 

driver” is not indefinite in claim 14 of the ‘399 patent and claim 18 of the ‘449 patent.  Without 

any antecedent basis for the phrase “the usual driver,” Papst argues that “the usual driver for the 

input/output device” refers to the “drivers for input/output devices customary in a host device.”  

Papst Reply at 36-37.  If the claims are not indefinite, then just as “usual” modifies “driver,” 

“customary in a host device” must also modify “driver.” 

O. “an input/output [storage] device customary in a host device” 

Papst’s only dispute with the CMs’ construction of this clause is whether the term “in” 

means “within,” Papst Reply at 29-30, and once again, Papst is simply attempting to erase a term 

from the claim language. 

First, whether external SCSI devices were well known is irrelevant because the claim 

language “input/output device customary in a host device” does not refer to an input/output 

device that is actually attached to the host device.  Rather, this claim language refers to an 

input/output device that provides the basis for the type of commands used by the host device, 

                                                 
8 Although Papst’s proposed construction is inaccurate for the reasons explained in the CMs’ Opening 
Brief, Papst’s proposed construction concedes that “customary in a host device” modifies “driver” by 
defining the term to mean, in part, the “driver that is normally used by the computer.” 
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even though such an input/output device is not actually attached to the host device. 

Second, contrary to Papst’s argument, the asserted patents do not refer to printers as 

being “customary in a host device,” but refer to drivers for printers as being “customary in a host 

device.”  ‘399, col. 4:27-30. 

P. “specific driver for the multi-purpose interface” 

Papst contends the CMs incorrectly argued that “specific driver” means the driver is 

developed for a particular multi-purpose interface as opposed to a general driver or one 

customary in the host device and that it must be a complete set of software routines that has 

overall functionality of controlling a device.  See Papst Reply at 28-29.  In an effort to support its 

position, Papst points to an excerpt from the specification, which states that BIOS routines may 

be used in parallel with the specific driver software for the multi-purpose interface.  ‘399, col. 

4:48-59.  Nothing in this excerpt contradicts the CM’s proposed construction.  Indeed, this 

excerpt makes clear that there is a distinction between the “specific” driver and general BIOS 

routines in that these two things may be used in parallel, but are not the same thing.  In addition, 

while the specific driver may be integrated in the BIOS system, that does not make it a 

“customary” driver as defined in the patents.  See ‘399, col. 11:9-19 (distinguishing “customary” 

drivers and specific interface drivers such as ASPI driver “normally included by the 

manufacturer of the multi-purpose interface”).  Moreover, the fact that a specific driver may 

work in parallel with other BIOS routines says nothing about whether the specific driver has to 

be a complete set of software routines. 

In another relevant portion, the specification states that: 

As described above, communication between the host device and the 
multipurpose interface can take place not only via drivers for input/output device 
customary in a host device which reside in the BIOS system of the host device but 
also via specific interface drivers which, in the case of SCSI interfaces, are 
known as multi-purpose interface ASPI (advanced SCSI programming interface) 
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drivers. This ASPI driver, which can also be referred to as an ASPI manager, is 
specific to a special SCSI host adapter, i.e. to a special multi-purpose interface, 
and is normally included by the manufacturer of the multi-purpose interface. 
‘399, col. 11:9-19 (emphasis added). 

The emphasized portions clearly establish the contrast between drivers for I/O devices customary 

in a host device and “specific” interface drivers as well as that such “specific drivers” are specific 

to a particular multi-purpose interface.  This portion of the specification also confirms that the 

driver software in the BIOS (i.e., the drivers for I/O devices customary in a host device) is 

distinct from “specific drivers” for a particular multi-purpose interface. 

Finally, Section II.M, infra, on “the driver” also supports the conclusion that the “specific 

driver” must be a complete set of software routines with a functionality of controlling a device. 

Q. “whereupon the host device communicates with the interface device by 
means of the driver for the input/output [storage] device customary in a 
host device” 

There is no need to construe this claim limitation as the parties have proposed 

constructions for its constituent terms.  Nonetheless, in asserting that the term “whereupon” must 

be construed to require the host device to “automatically” use a software driver to communicate 

with the interface device, Papst’s argument is flawed.  Papst Reply at 23-24.  First, Papst does 

not cite any intrinsic evidence to support reading the word “automatically” into this limitation.  

Second, the ordinary meaning of the term “whereupon” is not “automatically;” “whereupon” 

means “on which” or “in close consequence of which.”  Ex. S, Webster’s II New College 

Dictionary (1995) at 1257.  The example provided in the dictionary is apropos:  “The judge 

entered the courtroom, whereupon we stood up.”  Id.  Finally, Papst’s attempt to insert the word 

“automatically” is also improper because it creates ambiguity rather than clarity (i.e., what does 

it mean for a host device to “automatically” use a driver?). 
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R. “the digital data” 

Papst has admitted more than once that “‘the digital data’ refers to the data that was 

digitized in the analog-to-digital converter of the ‘second connecting device’ . . . .”  Ex. T, 

Papst’s Answer to Casio’s Interrogatory No. 7 at 13; see also Papst Br. at 21.  However, contrary 

to its prior admissions, Papst insists that the term “the digital data” should be construed as “the 

data as it is output by the analog to digital converter, and/or the data as it is output by the analog 

to digital converter after it has undergone additional processing, such as digital signal 

processing and/or data compression.”  Id. (emphasis added).  In other words, Papst admits the 

term refers to ‘X’, but then urges the Court to hold it means ‘X’ and/or ‘Y’. 

Papst’s argument that the CMs’ construction of “the digital data” would render claims 4 

and 5 of the ‘449 patent meaningless is a red herring.  Papst Reply at 22.  None of the ‘449 patent 

claims (including claims 4 and 5) recite the “the digital data” limitation.  See ‘449, cols. 11:45—

14:32.  Only the ‘399 patent claims recite the “the digital data” limitation.9  See ‘399, cols. 

12:41—14:65. 

Papst attempts to distinguish Ampex Corp. v. Eastman Kodak Co, 460 F. Supp. 2d 563 (D. 

Del. 2006), aff’d, 263 Fed. App’x 885 (Fed. Cir. 2008). on the basis that none of the dependent 

claims in that case “expressly require the ‘the digital data’ to be subject to further processing.”  

See Papst Reply at 22; Ampex, 263 Fed. App’x 885 is attached hereto as Ex. U.  However, that is 

exactly the situation in the present case — none of the dependent claims of the ‘399 patent 

expressly say one way or the other whether the “the digital data” is subject to further processing.  

                                                 
9  Papst cites Cytologix Corp. v. Ventana Medical Sys., Inc, 424 F.3d 1169, 1173 (Fed. Cir. 2005) in 
support of its proposition that the claim term “the digital data” should be construed to mean data different 
from the “digital data” first referenced in each of the ‘399 patent’s independent claims.  Cytologix is 
inapposite because it involved an independent claim and its related dependent claim both within the same 
patent and both reciting the same limitation.  Id.  Here, the same claim (claim 1 of the ‘399 patent) recites 
“the digital data” referring back to the earlier limitation “digital data” for its one and only antecedent 
basis. 

Case 1:07-mc-00493-RMC     Document 197      Filed 08/06/2008     Page 26 of 36



 

  - 21 -

See ‘399, cols. 12:41—14:65.  If they did, the resulting processed data would be different from 

“the digital data.”  See Ampex, 460 F. Supp. 2d at 566.  Accordingly, the term “the digital data” 

should properly be construed as the same digital data output from the A/D converter, unmodified 

by additional processing. 

S. “inquiry” [or “inquiring”] 
Papst concedes that the patents’ reference to the INQUIRY command (in all capital 

letters) is directed to the SCSI inquiry command.  Papst Reply at 21.  Although Papst argues that 

the claims’ use of the term “inquiry” in lower case letters does not refer to the SCSI inquiry 

command, Papst ignores that the patentee acted as his own lexicographer by explicitly defining 

“inquiry” in lower case letters to mean the SCSI inquiry command: 

When the host device system with which the interface device according to the present 
invention is connected is booted and a data transmit/receive device is also attached to 
the interface device 10, usual BIOS routines or multi-purpose interface programs 
issue an instruction, known by those skilled in the art as the INQUIRY instruction, to 
the input/output interfaces in the host device. The digital signal processor 13 receives 
this inquiry instruction via the first connecting device and generates a signal which is 
sent to the host device (not shown) again via the first connecting device 12 and the 
host line 11. This signal indicates to the host device that, for example, a hard disk 
drive is attached at the interface to which the INQUIRY instruction was sent. 

‘399, col. 6:3-16 (emphasis added, capitalization in original). 

Moreover, Papst has not identified any inquiry command that is known in the art other 

than the SCSI inquiry command.  Although it argues that the “Test Unit Ready” command is an 

“inquiry” command, Papst provides no support for that argument.  In reality, the “Test Unit 

Ready” command is not an inquiry command, but is a separate and distinct command altogether.  

See Ex. V, American National Standard for Information Systems – Small Computer System 

Interface – 2 at §§ 8.2, 8.2.5 and 8.2.16 (1994). 

T. ‘399 Patent, Claim 2 

Papst still has not identified any reason why the language in claim 2 of the ‘399 patent 

needs to be construed.  Claim 2 consists almost entirely of terms already being construed in 
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the context of claim 1, and there is a heavy presumption that if the same term is used in multiple 

claims, it has the same meaning in each of those claims.  Fin Control Sys. Pty, Ltd. v. OAM, Inc., 

265 F.3d 1311, 1318 (Fed. Cir. 2001).  Papst has said nothing to rebut that 

presumption.  Moreover, even if the Court were inclined to construe claim 2, it should not accept 

Papst’s proposed ”construction,” which is nothing more than a lengthy re-write of the entirety of 

the claim.  Contrary to Papst’s suggestion, its proposed construction does not define the terms 

“hard disk driver” and “signal,” but instead simply repeats them in a proposed “construction” 

that is much longer and more complex than claim 2 itself.  Papst’s proposed construction also is 

infected by the same misunderstanding of the term “customary” discussed above in Section II.N 

(demonstrating that “customary” modifies “drivers” and not “input/output devices”). 

U. “a buffer data to be transferred between the data transmit/receive device and 
the host device” or “data buffer for permitting independence in terms of time of 
the data transmit/receive device attachable to the second connecting device from 
the host” 

Papst contends that a “buffer” should be construed broadly to include “a device . . . used 

to compensate for a difference in the [] time of occurrence of events.”  See Papst’s Reply at 33-

34.  Papst’s argument should be recognized for what it is:  an attempt to say that even semi-

permanent memory (in which the “event” of initial data storage can be days, weeks, or months 

separated from the “event” of transferring the data to another device) can somehow be a 

“buffer.”  The dictionary Papst cites does not support such an expansive definition of “buffer,” 

and Papst fails to explain how the intrinsic evidence supports a construction that could 

encompass any memory—indeed, any storage device.”10 

Papst contends that “[b]ecause claim 3 further defines the memory, is not [sic] the same 

                                                 
10  The dictionary cited by Papst expressly states that a “buffer” is used to store data “temporarily.”  But 
under Papst’s proposed construction, a “buffer” could be used for semi-permanent storage as well.  See 
Papst’s Reply at 33-34; see also Appendix to Papst’s Brief at 3 and 9-10 (terms including “buffer”). 
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scope as claim 1, and there is no ‘violation’ of the doctrine of claim differentiation.”  See Papst’s 

Reply at 33.  But, Papst conspicuously fails to explain how its construction of the term “buffer” 

of claim 3 further defines [i.e., limits] the term “memory” of claim 1. 

Papst relies on a statement in the ‘399 patent that “a buffer can be implemented in the 

memory means 14 to permit independence in terms of time . . . .” Id. at 34; ‘399, col. 9:8-12.  

The next sentence, however, clarifies that “[t]his [use of a buffer] guarantees error-free operation 

of the interface device 10 even for time-critical applications . . . .”   ‘399, col. 9:12-14.  The 

specification clearly is discussing an ongoing process — not discrete “events” separated by long 

periods of time.  An error can occur in the ongoing transfer process if there exists a difference in 

the rates in the flow of data between the data transmit/receive device and the host device.  The 

use of a buffer to guarantee error-free operation of such a process is exactly what is covered by 

the CMs’ proposed construction.  Papst’s construction, in contrast, has no relation to the patent. 

V. “virtual files” 
Papst’s own argument illustrates the absurdity of its construction for this term.  To Papst, 

the word “virtual,” does not actually modify the word “file.”  Instead, it somehow describes the 

medium on which a file is stored.  Papst Reply at 34-35.  Papst argues: “[T]he specification also 

notes that the memory means 14 may comprise EPROM, EEPROM, or RAM…”  Id. at 35.  

Under Papst’s construction, any file stored in EPROM, EEPROM, or even RAM, none of which 

are “rotating discs,” is virtual.  Thus, in Papst’s view, if one were to take a file from a hard disk 

drive and save an exact duplicate of the file on a solid state flash drive (commonly referred to as 

a “thumb drive,” and having no moving parts), then the duplicate file would become “virtual.”  

In contrast, the CMs’ construction preserves an essential feature of virtual files, namely that they 

are virtual because of how they are perceived, not because of the happenstance of the medium on 

which they are stored.  
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The only “support” Papst offers for its contorted construction is a conclusory declaration 

by its expert that does nothing more than parrot the proffered claim language.  It is precisely this 

type of self-serving expert testimony about which the Federal Circuit has cautioned lower courts.  

See Phillips, 415 F.3d at 1318 (“conclusory, unsupported assertions by experts as to the 

definition of a claim term are not useful to a court”).  Papst then claims that its expert declaration 

is unrebutted.  That is wrong.  The CMs have identified evidence from both intrinsic and 

extrinsic sources as to how these terms should be interpreted.  See CM Br. at 38-39. 

Papst also overstates the significance of CytoLogix, 424 F.3d at 1169.  CytoLogix merely 

says that “an interpretation of one claim that renders another claim meaningless is disfavored.”  

Id. at 1173 (citing In re Cruciferous Sprout Litigation, 301 F.3d 1343, 1349 (Fed. Cir. 2002)).  

Cruciferous Sprout created this rule by analogy to the doctrine of claim differentiation, which 

says that claim terms should not be construed to render another claim superfluous.  However, the 

doctrine of claim differentiation is only “a guide, not a rigid rule.”  Curtiss-Wright Flow Control 

Corp. v. Velan, Inc., 438 F.3d 1374, 1381 (Fed. Cir. 2006).  Indeed, “where… claims are 

susceptible to only one reasonable interpretation and that interpretation results in a nonsensical 

construction of the claim as a whole, the claim must be invalidated.”  Chef Am., Inc. v. Lamb-

Weston, Inc., 358 F.3d 1371, 1374 (Fed. Cir. 2004) (internal citations omitted).  Thus, even if the 

CMs’ construction was inconsistent with the unasserted dependent claims, which it is not,11 that 

reason alone would not require the Court to adopt Papst’s erroneous construction. 

W. “simulating a virtual file system to the host device” 

Papst purports to construe “simulating a virtual file system to the host” to show that it is 

                                                 
11 As previously argued, the CMs’ construction of virtual files does not render dependent claims 7 and 9 
meaningless, as Papst contends.  The virtual files recited in these claims are virtual because they appear to 
the host device as files on the signaled hard drive, which is made to appear as though it is on the data 
transmit/receive device.  CM Br. 39-40. 
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not invalid for indefiniteness, but only discusses how a person of ordinary skill would know what 

a virtual file system is.  Papst concludes that the claim is not invalid because “simulating a disk 

drive with such a file system” is readily discernible.  Papst Reply at 31.  Unfortunately, the 

disputed term is “simulating a virtual file system to the host device,” and Papst provides no 

argument or evidence that such a term has any discernible meaning.  Papst once again would 

prefer simply to rewrite its claims to remove any terms it does not like. 

Papst’s attempt to characterize a “virtual file system” as a file system that does not exist 

on a rotating disc (Papst Reply at 31) is wrong for the same reasons explained above regarding 

“virtual files.”  Because the CMs’ construction of this term is consistent with their well-

supported construction of “virtual files,” their construction should be adopted. 

X. “the usual driver for the input/output [storage] device” 
To the extent that Papst is correct that the term “the usual driver for the input/output 

device” refers to the “driver for the input/output device customary in a host device,” then both 

terms should be construed to have the same meaning and require that “customary in a host 

device” (like “usual”) modifies the term “driver.”  Otherwise, claim 14 of the ‘399 patent and 

claim 18 of the ‘499 patent are invalid for indefiniteness due to lack of antecedent basis.  

35 U.S.C. § 112, ¶ 2.  See Halliburton Energy Serv., Inc. v. M-I LLC, 514 F.3d 1244, 1249-50 

(Fed. Cir. 2008) (affirming invalidity for indefiniteness and stating that a claim could be 

indefinite for lack of proper antecedent basis where such basis is not otherwise present by 

implication or the meaning is not reasonably ascertainable). 

CONCLUSION 
For the foregoing reasons, the Court should adopt the Camera Manufacturers’ proposed 

constructions. 
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