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I. INTRODUCTION 
 
In an effort to help the Court understand the technology at issue, Papst set forth a 

summary of how the patent-in-suit described the state of art and how the invention improved 

upon the state of the art.  Papst’s Markman Brief, pp. 1-6.  This is relevant to help put the Court 

in a position of reading the claims as one of ordinary skill in the art would read the claims.  Papst 

also provided a brief description of the digital cameras in suit, so that the Court could focus on 

the claim terms that genuinely mattered.   

The Camera Manufacturers’ criticisms of this introduction of highly-technical subject 

matter are unfounded.  First, the description of the problems with “specific drivers” is not a mere 

“story” as argued by the Camera Manufacturers.  Camera Manufacturers’ Opening Markman 

Brief (herein, “Response Brief”), pp. 1-2.  The description of the problems with “specific 

drivers” is found in the patents in suit themselves.  E.g., U.S. Patent No. 6,470,399, columns 1 

and 2 (Ex. A).  Also, the ‘692 patent cited on page 1 of the Response Brief does not disclose the 

invention because the ‘399 patent was found to be patentable over that reference.  Moreover, the 

‘692 patent requires someone to execute special Unix commands (such as “mkfs” or “newfs”) for 

the host computer to install a file system on the scanner.  See Ex. B to the Response Brief, col. 4, 

lines 26-36.  This ability is not required by the present invention. 

Moreover, notwithstanding the criticisms of the background information provided by 

Papst, the Camera Manufacturers do nothing to put the Court in a position of understanding the 

basic technology at issue, or the problems solved by the invention.  Simply referencing multiple 

dictionary definitions of words not even included in the claims is not helpful.  Instead, Papst 

properly provided an expert declaration (Locke Declaration, Ex. C) to help the Court understand 
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how one of ordinary skill in the art would read and understand the technical language of the 

patents in suit.   

II. ARGUMENT 
 
A. The Camera Manufacturers Misstate The Law Concerning Reference 

To The Digital Cameras In Suit. 
 

In its opening Markman Brief, Papst explained that while the meaning of any particular 

claim term should not turn on an examination of the accused devices, the digital cameras in suit 

may be kept in mind.  Papst’s Markman Brief, p. 12.  The Federal Circuit has approved of this 

practice because it is more efficient for the Court to focus on the claim elements that are actually 

disputed by the parties and are most relevant to the claim construction process.  Scripps Clinic & 

Research Foundation v. Genentech, Inc., 927 F.2d 1565, 1580 (Fed. Cir. 1991); Serio-US Indus. 

v. Plastic Recovery Techs. Corp., 459 F.3d 1311, 1319 (Fed. Cir. 2006).   

The Camera Manufacturers do not attempt to distinguish the cases cited by Papst.  

Instead, the Response Brief, at page 6, cites to a plurality opinion from 1985, and then misstates 

the substance of a more recent 2006 Federal Circuit decision.  The Camera Manufacturers cited 

Exigent Technology case as if the Federal Circuit found error with the district court: 

Accord[,] Exigent Tech., Inc. v. Atrana Solutions, Inc., 442 F.3d 1301, 1309 n 10 
(Fed. Cir. 2006) (“the district court's grant of summary judgment was in error 
because the court considered the accused product in rendering its claim 
construction.”). 

Response Brief, p. 6.  This quote misrepresents Exigent Technology.  First, the Camera 

Manufacturers cropped the first part of the sentence (“Exigent also argues that”), which indicates 

that the quote was merely a party’s argument and not a holding of the Federal Circuit.  Second, 
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and more importantly, the Federal Circuit rejected the argument quoted by the Camera 

Manufacturers and upheld as proper the district court’s consideration of the accused device: 

Exigent also argues that the district court's grant of summary judgment was in 
error because the court considered the accused product in rendering its claim 
construction. It is true that “[a] claim is construed in the light of the claim 
language . . .  not in light of the accused device.” SRI Int'l v. Matsushita Elec. 
Corp. of Am., 775 F.2d 1107, 1118 (Fed. Cir. 1985) (en banc). However, it is 
appropriate for a court to consider the accused device when determining 
what aspect of the claim should be construed. See, e.g., Pall Corp. v. Hemasure 
Inc., 181 F.3d 1305, 1308 (Fed. Cir. 1999) (“Although the construction of the 
claim is independent of the device charged with infringement, it is convenient for 
the court to concentrate on those aspects of the claim whose relation to the 
accused device is in dispute.”); Scripps Clinic & Research Found. v. Genentech, 
Inc., 927 F.2d 1565, 1580 (Fed. Cir. 1991) (“In ‘claim construction’ the words of 
the claims are construed independent of the accused product . . . . Of course the 
particular accused product (or process) is kept in mind, for it is efficient to 
focus on the construction of only the disputed elements or limitations of the 
claims.”); see also DONALD S. CHISUM, CHISUM ON PATENTS, § 18.03 at 18-71-
18-74 (2005). That is all the district court did here, and that was not error. 

Exigent Tech., Inc. v. Atrana Solutions, Inc., 442 F.3d 1301, 1309 n.10 (Fed. Cir. 2006) 

(emphasis added).  The Camera Manufacturers quoted only the portion underlined above, and 

concealed the fact that the Federal Circuit actually upheld the district court’s consideration of the 

accused devices.   

The Camera Manufacturers compound this error when they argue at the end of the 

Response Brief that “the Court should instead focus its energies on terms that currently appear to 

make a substantive difference in the case.”  Response Brief, p. 43.  However, this is the very 

reason to consider the accused devices.  E.g., Pall Corp. v. Hemasure Inc., 181 F.3d 1305, 1308 

(Fed. Cir. 1999) (“it is convenient for the court to concentrate on those aspects of the claim 

whose relation to the accused device is in dispute.”); Scripps Clinic, 927 F.2d at 1580 (Fed. Cir. 

1991) (“the particular accused product (or process) is kept in mind, for it is efficient to focus on 

the construction of only the disputed elements or limitations of the claims."). 
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A comparison of the accused devices to the infringement contentions of the Camera 

Manufacturers illustrates how consideration of the digital cameras in suit will help the Court to 

“focus its energies on terms that currently appear to make a substantive difference in the case.”  

The digital cameras in suit have interface devices.  Papst’s Markman Brief, p. 6.  Those interface 

devices, however, are not likely to be easily separable from the rest of the digital camera.  

Accordingly, it is not surprising that the Camera Manufacturers seek to limit the claimed 

interface devices to “stand-alone” devices. See Response Brief, p. 12.  

What is surprising is that the Camera Manufacturers appear to take a diametrically 

opposed view to claim construction when it comes to its invalidity contention.  The Camera 

Manufacturers assert that numerous digital cameras include “interface devices,” even though 

they are not “stand-alone” interface devices.  For example, the Camera Manufacturers contend 

that: “The QV-10 camera includes an interface device that is formed by at least a portion of 

the CPU and the on-chip memory that are part of the camera.”  Camera Manufacturers’ 

Invalidity Contentions Exhibit A55, p. 3 (Dkt. No. 139-57) (emphasis added).  Similar 

contentions are made with respect to numerous other cameras.  See Camera Manufacturers’ 

Invalidity Contentions, Exhibits A6, A13, A22, A24, A25, A28, A30, A33, A35, A40, A45, A56, 

A57, A58, A62, and A77.  These invalidity contentions are hopelessly in conflict with the 

arguments made by the Camera Manufacturers in their Response Brief.1 

                                                 

1 Regarding the argument at hand, Papst’s position is consistent for both validity and 
infringement. See, e.g., Amgen Inc. v. Hoechst Marion Roussel, Inc., 314 F.3d 1313, 1330 (Fed. 
Cir. 2003) (“It is axiomatic that claims are construed the same way for both invalidity and 
infringement.”).  As explained in more detail in Section D below, the claims do not recite any 
structure which would preclude the interface device, as claimed, from being part of a larger 
product.   
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This comparison of the digital cameras in suit and the invalidity contentions of the 

Camera Manufacturers will help the Court “focus its energies” on claim terms that matter, such 

as the one above.  The Court should not abandon the usefulness of putting this case into proper 

context based on the erroneous citation of Exigent Technology by the Camera Manufacturers. 

B. The Language Of The Claims, Not Examples In The Specification, 
Determines The Scope Of The Claims. 
 

The Camera Manufacturers appear to agree with Papst that the claim language itself is 

controlling.  Response Brief, p. 4 (citing Phillips v. AWH Corp., 415 F.3d 1303, 1312 (Fed. Cir. 

2005) (en banc) for the proposition that: “It is a ‘bedrock principle’ of patent law that ‘the claims 

of a patent define the invention to which the patentee is entitled the right to exclude’”).  

However, the Response Brief soon departs from this fundamental principal and erroneously 

seeks to add limitations that are not recited in the claims.  The Court should reject the Camera 

Manufacturers’ erroneous attempt to re-write the claims. 

Additionally, the Camera Manufacturers make no attempt to adhere to the en banc 

decision from the Federal Circuit, which has “repeatedly warned against confining the claims” to 

the embodiments shown in the specification.  Phillips, 415 F.3d at 1323 (“although the 

specification often describes very specific embodiments of the invention, we have repeatedly 

warned against confining the claims to those embodiments.”).  Nor do the Camera Manufacturers 

attempt to distinguish Superguide Corp. v. DirecTV Enters., 358 F.3d 870, 875, 881 (Fed. Cir. 

2004) (“a particular embodiment appearing in the written description may not be read into a 

claim when the claim language is broader than the embodiment.”), or Burke, Inc. v. Bruno 

Independent Living Aids, Inc., 183 F.3d 1334, 1340 (Fed. Cir. 1999) (“Consistent with the 

principle that the patented invention is defined by the claims, we have often held that limitations 
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cannot be read into the claims from the specification or the prosecution history.”), as cited in 

Papst’s Markman Brief.  This is because the “purposes of the specification are to teach and 

enable those of skill in the art to make and use the invention and to provide a best mode for 

doing so.”  Phillips, 415 F.3d at 1323.  “One of the best ways to teach a person of ordinary skill 

in the art how to make and use the invention is to provide an example of how to practice the 

invention in a particular case.”  Id.  However, having provided such an example, the invention is 

not limited to that example. 

Instead of attempting to address these cases, the Camera Manufacturers incorrectly argue 

that the claims “cannot be construed as broader that what is described in the specification as the 

invention.”  Response Brief, p. 4.  This argument misses the point, because the structure 

expressly claimed in the body of the claims is not broader than the structure that is disclosed in 

the written description.  Additionally, the cases cited by the Camera Manufacturers, Inpro II 

Licensing S.A.R.L. v. T-Mobile USA, Inc., 450 F.3d 1350 (Fed. Cir. 2006) or Microsoft Corp. v. 

Multi-Tech Sys. Inc., 357 F.3d 1340 (Fed. Cir. 2004), are distinguishable.  In Inpro II, the claims 

were limited to parallel connections because the patent specification emphasized “the importance 

of a parallel connection in solving the problems of the previously used serial connection.”  Inpro 

II, 450 F.3d at 1354-55.  In Microsoft, the patentee “repeatedly and consistently” required the 

invention to operate over telephone lines.  The present case is different because the specification 

does not make any attempt to distinguish a stand-alone embodiment from an interface device as 

part of a larger product.   
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The actual claim language controls the scope of the invention protected by the patents in 

suit.  The Camera Manufacturers’ inapplicable arguments to limit the claims to certain examples 

given in the specifications of the patents should be rejected. 

C. Consideration Of Expert Testimony Is Proper To Understand The 
Viewpoint Of One Of Ordinary Skill In The Art. 
 

The Camera Manufacturers do not dispute that a “starting point” for claim construction is 

“the well-settled understanding that inventors are typically persons skilled in the field of the 

invention and that patents are addressed to and intended to be read by others of skill in the 

pertinent art.”  Phillips, 415 F.3d. at 1313.  Nor do the Camera Manufacturers dispute that the 

terms used in a patent claim are presumed to have the ordinary meaning that are attributed to 

those words by persons skilled in the art.  Phillips, 415 F.3d at 1313; Johnson Worldwide 

Assocs. v. Zebco Corp., 175 F.3d 985, 989 (Fed. Cir. 1999).  However, the Camera 

Manufacturers do not provide the Court with appropriate information sufficient to put the Court 

in a position where it can read the claims from the viewpoint of one of ordinary skill in the art.   

The dictionary definitions provided by the Camera Manufacturers are unhelpful.  In 

another example, the Camera Manufacturers provide dictionary entries for “driver” and “device 

driver,” comprising multiple different definitions.  However, the Camera Manufacturers provide 

no basis as to why a person of ordinary skill in the art would look to one definition and reject the 

others when it comes to the patents in suit.  See, e.g., Renishaw PLC v. Marposs Societa’ Per 

Azioni, 158 F. 3d 1243, 1250 (Fed. Cir. 1998) (“Indiscriminate reliance on definitions found in 

dictionaries can often produce absurd results . . . .”).  In another example, the Camera 

Manufacturers provide several dictionary definitions for the word “connector.”  These dictionary 

entries are irrelevant because the word “connector” is not found in the claims at issue.  Because 
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the term is absent from the claims, it would be error to define the term “connector” and so limit 

the claims.  NTP, Inc. v. Research In Motion, Ltd., 418 F.3d 1282, 1310 (Fed. Cir. 2005) (a 

“textual ‘hook’ in the claim language” is required).  See also Johnson Worldwide, 175 F.3d at 

990 (“[T]here must be a textual reference in the actual language of the claim with which to 

associate a proffered claim construction.”). 

While the term “connector” is not found in the claims, the phrases “first connecting 

device for interfacing” and “second connecting device for interfacing” are found.  These phrases 

are not found in the dictionary cited by the Camera Manufacturers.  However, THE IEEE 

STANDARD DICTIONARY OF ELECTRICAL AND ELECTRONICS TERMS (6th ed. 1996) does have 

entries for “device” and “interface.”  The term “device” has 13 distinct definitions, none of 

which require “connectors.”  THE IEEE STANDARD DICTIONARY OF ELECTRICAL AND 

ELECTRONICS TERMS, p. 279 (Ex. F).  The term “interface” has 22 entries, many with discrete 

sub-parts.  Ex. F, pp. 540-541.  The Camera Manufacturers provide no explanation as to why 

“connector” has any relevance to the claims (even though it is not recited in the claims), while 

the actual words that are recited in the claims are ignored. 

Moreover, these contain numerous, often contradictory definitions.  Papst respectfully 

submits that, if the Court wishes to sort through which of these entries are relevant to the claims 

and technology at issue, expert technical assistance would be invaluable. Serio-US Industries, 

Inc. v. Plastic Recovery Technologies Corp., 459 F.3d 1311, 1319 (Fed. Cir. 2006) (“Trial courts 

have the discretion to hear expert testimony in connection with claim construction issues.”). 
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D. The Invention Is Defined In The Body Of The Claim, Not In The 
Preamble. 
 

In the claims at issue, the recitation of “An interface device . . . comprising:” is an 

unmistakable signal to patent practitioners, and to the Court, that the term “interface device” is 

simply a name given to the invention for ease of reference later in the claim.  The interface 

device is then completely defined in the body of the claim (following the word “comprising”) by 

the elements of the claim, and the relationship between the elements. 

Patent Practitioners are taught to name the invention in the preamble, and to use the 

preamble as an introduction: 

Claims should have “preambles,” or introductory statements, the purposes of 
which are to indicate the statutory class of the claim (often by implication from 
the words of the preamble) and to name or define the thing that is to be claimed. 

ROBERT C. FABER, LANDIS ON MECHANICS OF CLAIM DRAFTING, §2:4. (Ex. D).  After naming 

the invention in the preamble, patent practitioners are taught to list the elements of the invention 

in the body of the claim: 

The body of a combination claim, meaning the part that follows the preamble and 
the transitional phrase, comprises: 

a. recitation of the “elements” of parts of the combination, and 
 
b.  descriptions of how the elements cooperate with one another 

structurally, physically, or functionally, to make up the operative 
combination recited in the preamble. . . . 

 
ROBERT C. FABER, LANDIS ON MECHANICS OF CLAIM DRAFTING, §2:7.  (Ex. D).  The claims 

under consideration by the Court follow this well accepted, textbook practice of naming the 

invention in the preamble (i.e., an “interface device”) and then defining the invention in the body 

of the claim. 
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The Camera Manufacturers seek to turn this traditional practice on its head.  The Camera 

Manufacturers are wrong to attempt to add limitations to the term “interface device” as it appears 

in the preamble, because the precise elements and relationships of those elements are expressly 

defined in the body of each claim at issue.  In addition to going against traditional claim drafting 

practices, any attempt to define “interface device” by referring to statements about “the present 

invention” in the specification is improper.  Phillips, 415 F.3d at 1323 (“In particular, we have 

expressly rejected the contention that if a patent describes only a single embodiment, the claims 

of the patent must be construed as being limited to that embodiment.”).   

There is no basis in the claims for limiting the interface device to a stand-alone device.  

The Camera Manufacturers rely on the phrase “regardless of the type of the data transmit/receive 

device attached to the second connecting device” as somehow indicating that the claims are 

limited to a stand alone device.  However, the patent uses the term “attached” to refer to both 

permanent connections and removable connections.  Ex. A, col. 5, lines 50-52 (“The connecting 

device is attached both to a digital signal processor 13 and to a memory means 14.”); col. 9, lines 

23-24 (“An 80-MHz clock generator is attached to the DSP 1300 in order to synchronize the 

DSP.”).  There can be no question that, in the preferred embodiment, the 80-MHz clock 

generator and the connecting device are permanently connected to the digital signal processor.  

The word “attached,” as it is used in the patents in suit, encompasses such permanent 

attachments.  Accordingly, the phrase that the data transmit/receive device is “attached” to the 

second connecting device does not imply or require that the data transmit/receive device be 

easily removable.   
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Additionally, the recitation of “data transmit/receive device” and “host device” in 

preamble should not be construed to be claim limitations.  The claim preambles at issue are like 

those in Vaupel Textilmaschinen KG v. Meccanica Euro Italia S.P.A., 944 F.2d 870, 880 (Fed. 

Cir. 1991) and C. R. Bard, Inc. v. M3 Systems, Inc., 157 F.3d 1340 (Fed. Cir. 1998), which were 

found to be not limiting because the language at issue merely provided a reference point for 

describing the invention.  In Vaupel, the preamble of claim 2 recited: 

2. In a broad fabric weaving machine having a sley and a breast plate for forming 
a plurality of strips of fabric from threads of synthetic fiber, the improvement 
comprising: 

Vaupel, 944 F.2d at 872.  The Federal Circuit held that the term “breast plate,” as recited in the 

preamble and later referenced in the body of the claim, was not a limitation: 

“Breast beam” and “breast plate” are not structural limitations of Claims 1 and 2; 
as used in Claims 1 and 2, they indicate a reference point to fix the direction of 
movement of the woven fabric from the loom.  Such alleged loom “parts” are not 
illustrated in any of the figures of the ‘650 patent or otherwise described in the 
specification. 

Vaupel, 944 F.2d at 880.  Here, as in Vaupel, the host computer and the data transmit/receive 

device are not illustrated in the ‘399 patent or the ‘449 patent.  That is because the invention 

comprises the interface device itself.  Also, as in Vaupel, the recitation of the host computer and 

the data transmit/receive device in the preambles serve as mere reference points for later 

descriptions of the inventive interface device.   

A similar result was reached in C. R. Bard.  In that case, claim 21 of the patent recited a 

biopsy needle in relation to a biopsy gun (called a “tissue sampling device” in the claims) in 

which the biopsy needle was to be used: 

21.  A biopsy needle for use with a tissue sampling device having a housing with 
a forward end, a first slide mounted for longitudinal motion within said housing, 
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and a second slide mounted for longitudinal motion within said housing, said 
biopsy needle comprising: 

C. R. Bard, 157 F.3d at 1348-49.  The Federal Circuit held that the claim was properly construed 

to recite a separate claim for a needle, and that the tissue sampling device simply provided an aid 

in defining the needles: 

In the case at bar, the preamble of claim 21 recites the portion and structure of the 
gun housing into which the needles fit, and provides reference points in the gun 
that aid in defining the needles as set forth in the body of the claim.  M3 
Systems is incorrect in stating that the preamble must contain details of the 
integrated mechanical cocking structure, for the gun structure is not part of the 
separate claims to the needles.   

C. R. Bard, 157 F.3d at 1350 (emphasis added).  Here, as in C. R. Bard, the host computer and 

the data transmit/receive device provide mere reference points to aid in defining the interface 

device. 

The Court should apply the analysis from Vaupel and C. R. Bard to the claims at issue.  

Claim 1 of the ‘399 patent has a preamble that identifies an “interface device,” and then recites 

an intended use for that interface device: 

An interface device for communication between a host device, which comprises 
drivers for input/output devices customary in a host device and a multi-purpose 
interface, and a data transmit/receive device, the data transmit/receive device 
being arranged for providing analog data, comprising: 

Ex. A, claim 1 (emphasis added).  See also Ex. A, claim 14, Ex. B, claims 1 and 17.  The 

italicized portion of the preamble is merely the intended purpose for the interface device, and is 

not limiting.  Catalina Marketing International, Inc. v. Coolsavings.com, Inc., 289 F.3d 801, 809 

(Fed. Cir. 2002).  Like the claims in Vaupel and C. R. Bard, the host device and data 

transmit/receive device are used as mere aids to define the interface device. 
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The cases cited by the Camera Manufacturers are distinguishable.  In Computer Docking 

Station Corp. v. Dell, Inc., 519 F.3d 1366 (Fed. Cir. 2008), the entire preamble of one of the 

claims at issue is as follows:  

A portable computer comprising:  

Id. at 1371.  This preamble is not like the preambles at issue in the patents-in-suit because there 

is no recitation of reference points which would be used as aids to define the invention.  

Moreover, in Computer Docking Station, neither party disputed that the “portable computer” 

language limited the scope of the claims.  It is not surprising that the Federal Circuit found that 

“portable computer” meant a portable computer.  Also, in the ‘399 patent, the amendment to the 

preamble was to conform the description of the data transmit/receive device to the amendments 

made to the second connecting device.  The case is distinguishable for this reason as well.  The 

other case cited by the Camera Manufacturers, Bicon, Inc. v. Straumann Co., 441 F.3d 945, 952-

53 (Fed. Cir. 2006), is distinguishable because the body of the claim in that case failed to define 

a complete invention.  Here, in contrast, the body of the claim defines a complete interface 

device, and Bicon is inapposite. 

Even if the preamble were found to be limiting (it is not), the interpretations requested by 

the Camera Manufacturers are erroneous.  The Camera Manufacturers’ proposed definition for 

“data transmit/receive device is directly contrary to the express definition in the patents.  A 

patentee is allowed to be his own lexicographer.  Phillips, 415 F.3d at 1316.  Here, the patentee 

defined the term “data transmit/receive device” as follows: 

[a] data transmit/receive device from which data is to be acquired or with which 
two-way communication is to take place.”   
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Ex. A, col. 1, lines 12-14 (emphasis added).2  The use of the word “or” expressly indicates an 

alternative.  The Court should not ignore the fact that the inventor defined the term “data 

transmit/receive device” to mean a device “from which data is to be acquired” or, in the 

alternative, “with which two-way communication is to take place.” 

This definition also sheds light on the meaning of the phrase “communication between.”  

The phrase “communication between” a host computer and a data transmit receive/device is used 

in the context of these alternative communications. Ex. A, col. 1, lines 9-14.  In this regard, the 

“communication between” a host computer and a data transmit receive device may comprise the 

data to be acquired by the data transmit/receive device, or, in the alternative, it may comprise 

two-way communication with the data transmit/receive device. 

The prosecution history also supports construing “data transmit/receive device” to mean a 

device “from which data is to be acquired.”  While the ‘399 patent was pending, the inventor 

amended claim 1 to so that the data transmit/receive device is recited as “being arranged for 

providing analog data.”  Ex. D to Papst’s Markman Brief, PAP0009285-87 (emphasis added).  

There is no corresponding amendment to the language requiring “two-way communication.”  For 

example, the claim does not recite that the interface device is arranged for providing any data to 

the data transmit/receive device.   In short, there is nothing in the prosecution history or the 

claims that would require “two-way communication.” 

                                                 

2 Papst need not address the Camera Manufacturers’ straw man argument (Response 
Brief, p. 10) concerning the purported interpretation of a slash mark (“/”).  As set forth above, 
Papst relies on the express definition in the specification, not a purported interpretation of a 
punctuation symbol. 
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The arguments of the Camera Manufacturers regarding the purported “plain” meanings of 

“communication” and “between” should be rejected.  The Camera Manufacturers provide no 

evidence that a person of ordinary skill in the art would understand “communication between” to 

require “two-way” communication.  For example, contrary to the Camera Manufacturers’ 

argument, a television broadcast may be considered a communication between a transmitter and 

television, even though the television does not send any signals back to the transmitter.  Mere 

conjecture on the part of the Camera Manufacturers that “communication between” has some 

special meaning, without evidence, is not sufficient. 

The Camera Manufacturers’ argument concerning the term “host device” is without 

substance.  There is no description in the specification even suggesting that the host device “must 

also connect to and control the operation of peripherals,” as argued by the Camera 

Manufacturers.  Response Brief, p. 9.  Moreover, the Camera Manufacturers have provided no 

context as to why the Court should “focus its energies” on this issue.  In their invalidity 

contentions, for example, the Camera Manufacturers contend that the term “host device” reads 

on “a PC that utilizes driver for a variety of input/output devices.”  Camera Manufacturers’ 

Invalidity Contentions Exhibit A55, p. 1 (Dkt. No. 139-57) (emphasis added).  There is no 

contention that the PC has to control anything.     

E. The Camera Manufacturers Misconstrue The Terms In The Bodies 
Of The Claims. 
 
1. A “Connecting Device” Is A Device, Not A Connector. 

 
The Camera Manufacturers improperly attempt to limit the “first connecting device” and 

the “second connecting device” to mere connectors.  The Camera Manufacturers incorrectly 

argue that: “Throughout the specification, the patentee uses the term “interface” to mean 
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physically connecting.”  Response Brief, p. 15.  This is incorrect, because the portion of the 

specification cited by the Camera Manufacturers distinguishes the “interface” from the 

“connector”:  

“The SCSI (small computer system interface) interface 1220 translates 
the data received via the SCSI connector 1240 into data understood by the 
DSP 1300, as known by those skilled in the art.   
 

Ex. A, col. 9, lines 33-37.  In this regard, the data comes from the “connector,” but it is the 

“interface” that “translates the data.”  

Moreover, the claims do not say “connector.”  In contrast, the claims recite that the 

“connecting devices” are for “interfacing:” 

a first connecting device for interfacing the host device with the 
interface device via the multi-purpose interface of the host device; and  
 
a second connecting device for interfacing the interface device with the 
data transmit/receive device, the second connecting device including a 
sampling circuit for sampling the analog data provided by the data 
transmit/receive device and an analog-to-digital converter for converting 
data sampled by the sampling circuit into digital data 
 

Ex. A, claim 1 (emphasis added).  The word “interface” has more than 20 definitions in a 

technical dictionary cited by the Camera Manufacturers.  Ex. F, pp. 540-41.  A concept common 

to many of the entries for “interface” is that an interface is a common or shared boundary 

through which information is conveyed.  The definition relating to test, measurement and 

diagnostic equipment, for example, concerns the circuits and signals to pass such information: 

(7) (test, measurement, and diagnostic equipment) A shared boundary 
involving the specification of the interconnection between two equipments or 
systems.  The specification includes the type, quantity and function of the 
interconnection circuits and the type and form of signals to be interchanged via 
those circuits.  See also: adapter. 
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Ex. F, p. 541.  Conspicuous by its absence is any mention of “connector.”  Connectors are not 

relevant to this definition. 

The claim construction proposed by Papst is consistent with this definition.  For example, 

Papst requested that: 

The term "second connecting device" as it is used in the '399 patent should be 
construed to mean the structure actually recited in claim 1, i.e., "a sampling circuit 
for sampling the analog data provided by the data transmit/receive device" and 
"an analog-to-digital converter for converting data sampled by the sampling 
circuit into digital data."  The second connecting device should not be limited to a 
connector, nor should the term "interfacing" be limited to making a physical 
connection. 

Appendix to Papst’s Markman Brief, p. 1.  The “sampling circuit for sampling the analog data”  

and the “analog-to-digital converter” describe the type and function of the interconnection 

circuits.  Also, the proposed construction defines the type and form of signals to be interchanged 

by those circuits (“analog data provided by the data transmit/receive device” and “digital data”). 

In contrast, the proffered dictionary entries for the word “connector” are irrelevant 

because the word “connector” is not found in the claims.  NTP, Inc. v. Research In Motion, Ltd., 

418 F.3d 1282, 1310 (Fed. Cir. 2005) (a “textual ‘hook’ in the claim language” is required).  The 

term “first connecting device for interfacing” is not a “textual hook” for the dictionary entries for 

“connector” because, as set forth above, a “device for interfacing” means an electrical circuit, not 

a mere connector.   

The Camera Manufacturers attempt to split off the term “interfacing,” and provide an 

argument on page 22 of the Response Brief, several pages after the Camera Manufacturer’s 

discussion of the first connecting device and the second connecting device on pages 15-18 of the 

Response Brief.  It is improper to dissect and split apart claim language and attempt to define 

words in isolation, as the Camera Manufacturers have done.  The word “interfacing” should be 
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construed in the context in which it is used in the claims.  For example, the phrase “second 

connecting device for interfacing the interface device with the data transmit/receive device” tells 

one of ordinary skill in the art that, in context, “interfacing” means data communication, because 

the structure for the “second connecting device” is further defined as including a sampling circuit 

and an analog to digital converter.  

Finally, the inventor could have used the word “connector” in the claims, but chose not to 

do so.  The constructions offered by the Camera Manufacturers should be rejected for this 

additional reason. 

2. The First Command Interpreter Identifies The Interfacing 
Device As If It Were A Customary Device. 
 

The Camera Manufacturers mistakenly argue that the first command interpreter “lies” to 

the host computer as to the true nature of the data transmit/receive device.  However, that is not 

what the claim says.  The first command interpreter responds to an “inquiry” from the host 

computer concerning the type of device attached to the host computer, i.e., the interface device: 

wherein the first command interpreter is configured in such a way that the 
command interpreter, when receiving an inquiry from the host device as 
to a type of a device attached to the multi-purpose interface of the 
host device,  
 

Ex. A, claim 1. (emphasis added).  The signal sent in response to the inquiry identifies the 

interface device as an input/output device customary in a host device, regardless of what data 

transmit/receive device may be attached: 

sends a signal, regardless of the type of the data transmit/receive 
device attached to the second connecting device of the interface device, to 
the host device which signals to the host device that it is an input/output 
device customary in a host device 
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Ex. A, claim 1. (emphasis added).  Here, the “it” is the interface device, not the data transmit 

receive device.  This is confirmed by the next clause of the claim, in which the interface device 

(not the data transmit/receive device) is treated as an input/output device customary in a host 

device: 

whereupon the host device communicates with the interface device by 
means of the driver for the input/output device customary in a host device,  
 

Ex. A, claim 1.  See also, Ex. A Col. 8, lines 31-33 (“many interface devices 10 can be connected 

to the host device which then sees many different ‘virtual’ hard disks.”).  

The Camera Manufacturers point to remarks made by the patent attorney in the 

prosecution history to the effect that the interface device “lies to the host computer as to the real 

nature of the data transmit receive device.”  Response Brief, p. 19.  From this statement, the 

Camera Manufacturers incorrectly argue that the claim requires that the first command 

interpreter must be “lying to the host about the real nature of the data transmit/receive device . . 

.” and that the first command interpreter “must factor into its response the nature of the data 

transmit/receive device.”  Response Brief, p. 20, see also, pp. 23-24.  The Camera Manufacturers 

are wrong. 

First, the claims recite that the response is sent “regardless of the type of the data 

transmit/receive device attached to the second connecting device of the interface device” Ex. A, 

claim 1, emphasis added.  “Regardless” is the polar opposite of “factor[ing] into its response,” so 

the Camera Manufacturers’ argument should be rejected as contrary to the plain claim language.  

Second, by identifying itself as an input/output device customary in a host device, the interface 

device could be said to “lie” about the data transmit receive devices because customary devices 

(disk drives, CDROMs, etc.) do not have data transmit/receive devices.  Third, to the extent that 
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the Camera Manufacturers argue that there is any discrepancy between the claims and the 

attorney’s remarks, the controlling law requires this Court to give effect to the claims of the 

patent as finally worded, not to the remarks of an attorney.  Intervet America, Inc. v. Kee-Vet 

Labs., Inc. 887 F.2d 1050, 1054 (Fed. Cir. 1989); see also Storage Technology Corp. v. Cisco 

Systems, Inc., 329 F.3d 823, 832 (Fed. Cir. 2003) (“The applicants' inaccurate statement cannot 

override the claim language itself, which controls the bounds of the claim.”).  This is an example 

of when the prosecution history “lacks the clarity of the specification and thus is less useful for 

claim construction purposes.”  Phillips, 415 F.3d. at 1317.  

Regarding the arguments that attempt to limit the “first command interpreter” to a 

“software program or module” (Response Brief, p. 19), or to “run a program from its memory” 

or “determine the data transfer parameters,” (Response Brief, p. 22), the claim does not recite 

“software,” “program,” “module” or “parameter,” so the Camera Manufacturers proposed 

constructions is erroneous.  This is another example of when consideration of the accused 

devices may be relevant to focus the Court’s energies on a particular proposed construction.  The 

Camera Manufacturers have not identified why this particular proposed construction is at issue in 

the case. 

Additionally, the Camera Manufacturers err when they argue that an “an inquiry from the 

host device” is limited to SCSI INQUIRY commands.  The SCSI INQUIRY command is only 

one example of an inquiry given in the patent.  For example, the Camera Manufacturers 

(Response Brief, p. 34) fail to provide the rest of the description of the “inquiry” process: 

Optionally, the host device can send an instruction, known by those skilled 
in the art as "Test Unit Ready", to the interface device to request more 
precise details regarding the queried device. 
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The Camera Manufacturers omit the “Test Unit Ready” command, which is another example of 

an “inquiry.”  Moreover, the claims do not use all capital letters when referring to the “inquiry.” 

In the technical specification that identifies and defines commands that are part of the SCSI 

Block Command set, the convention is that using all capital letters (“INQUIRY”) designates a 

specific SCSI command, whereas using lower case letters indicates that the word is ordinary 

English: 

Names of commands, status codes, sense keys, and additional sense codes 
are in all uppercase (e.g., REQUEST SENSE).   
 
* * * 
 
Normal case is used for words having the normal English meaning. 
 

Working Draft SCSI Block Commands – 2 (SBC-2) §3.4, pp. 8-9 (Ex. E).  One of ordinary skill 

would apply this convention as stated in the SCSI specification which defines the INQUIRY 

command.  Applying the convention from the SCSI specification to the present case means that 

“inquiry” in the claims should be given its normal English meaning because it is in lowercase 

letters, while “INQUIRY” in all capital letters in the specification refers to the name of the SCSI 

command.  In other words, “inquiry” as used in the claims is not limited to the SCSI INQUIRY 

command. 

There is no basis for the Camera Manufacturer’s proposed construction that the “second 

command interpreter” translate data request commands into commands “understandable by a 

plurality of dissimilar data transmit/receive devices.”  Response Brief, p. 21.  The second 

command interpreter need only interpret the data request command as a command for initiating 

the transfer of the digital data: 
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wherein the second command interpreter is configured to interpret a data 
request command from the host device to the type of input/output device 
signaled by the first command interpreter as a data transfer command for 
initiating a transfer of the digital data to the host device. 
 

Ex. A, claim 1.  There is nothing in this claim language which requires anything being translated 

into any commands “understandable” by a data transmit receive device.  Instead, the Camera 

Manufacturer’s requested construction appears based on their faulty construction of the “first 

command interpreter.”  The Camera Manufacturers do not provide any evidence or expert 

testimony in support of their requested construction. 

 The Court also should reject the Camera Manufacturers’ attempt to limit the claim phrase 

“digital data” to unprocessed digital data.  The Camera Manufacturers do not dispute that a 

preferred embodiment of the inventive interface device performs digital signal processing and/or 

data compression.  Ex. A col. 9, lines 17-32 (describing optional data compression and other 

operations).  Also, the Camera Manufacturers make no attempt to distinguish Cytologix Corp. v. 

Ventana Medical Sys. Inc., 424 F.3d 1168, 1173 (Fed. Cir. 2005), which reversed the 

construction of a base claim that would have rendered dependent claims meaningless.  Here, like 

in Cytologix, dependent claims expressly recite that the digital data is “transformed” and/or 

“compressed.”  Ex. B, claim 4 (reciting that the data acquired by the second connecting device is 

transformed into the frequency domain), Ex. B, claim 5 (reciting compressing data to be 

transmitted from the data transmit/receive device to the host device).  The construction offered 

by the Camera Manufacturers is improper because it would render these claims meaningless.   

The cases cited by the Camera Manufacturers are distinguishable.  Ampex Corp. v. 

Eastman Kodak Co., 460 F. Supp. 2d 563 (D. Del. 2006) does not involve the situation where, as 

here, dependent claims expressly require the “the digital data” to be subject to further processing, 
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such as transforms into the frequency domain and data compression.  Additionally, it is a district 

court case, and is not controlling here.  Process Control Corp. v. HydReclaim Corp., 190 F.3d 

1350 (Fed. Cir. 1999) also lacks the modification of the claim term in the dependent claims, as 

recited here.  That case is inapposite as well.  

The Camera Manufacturers argument (Response Brief, p. 33) concerning the prosecution 

history is erroneous.  A statement that a transfer of digital data comprises “the digital data that 

have been derived from the analog data of the data transmit/receive device” is easily understood 

to comprise data that is straight from the analog-to-digital converter and data that is subject to 

additional processing, such as transformed data and compressed data.  All of these types of data 

are “derived from the analog data of the data transmit/receive device.”   

3. The Driver For The Signaled “Input/Output Device” Is 
Loaded Automatically. 
 

The Camera Manufacturers are incorrect when they argue that the claims do not recite 

automatic selection of a driver.  Response Brief, p. 31.  The claims recite that, upon receiving the 

response from the first command interpreter, the host device communicates with the interface 

device using the driver indicated by the response to the inquiry: 

whereupon the host device communicates with the interface device by 
means of the driver for the input/output device customary in a host device,  
 

Ex. A, claim 1 (emphasis added).  The word “whereupon” is the language which requires that, 

upon receiving the “signal,” the host device automatically uses one or more software drivers for 

use with the customary input/output devices to communicate with the interface device.  The 
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Camera Manufacturers’ argument that this element need not be interpreted is wrong.3  Response 

Brief, p. 30.  The Camera Manufacturers cannot ignore the word “whereupon.” 

4. “Customary” Modifies “Input/Output Device” and “Storage 
Device,” Not “Driver.” 
 

A “driver” for an input/output device customary in a host device, or for a storage device 

customary in a host device, means a software driver that is normally used by the computer to 

communicate with the customary hardware device.  The software driver itself need not be 

“customary” because that adjective describes the hardware input/output device, not the software 

driver. 

The Camera Manufacturers are incorrect when they argue that “customary in a host 

device” modifies “drivers.”  The Camera Manufacturers’ argument is based on flawed grammar.  

The Federal Circuit has applied the following rule to both statutory construction and 

interpretation of prior art: 

Referential and qualifying words and phrases, where no contrary intention 
appears, refer solely to the last antecedent, which consists of "the last word, 
phrase, or clause that can be made an antecedent without impairing the meaning 
of the sentence." 

Anhydrides & Chemicals, Inc. v. United States, 130 F.3d 1481, 1483 (Fed. Cir. 1997) (quoting C. 

DALLAS SANDS, 2A SUTHERLAND STATUTORY CONSTURCTION § 47.33 (4th ed.)) (statutory 

construction).  “In contrast, ‘[w]hen a modifier is set off from a series of antecedents by a 

                                                 

3 The Camera Manufacturers also present an argument that refers to an amendment filed 
in a pending Papst patent application.  Response Brief, p. 31. To abide by the Court’s order 
prohibiting involvement in on-going patent prosecution, Papst’s counsel does not respond to this 
argument herein.  However, Papst’s silence with respect to this argument should not be taken as 
acquiescence or agreement. 
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comma, the modifier should be read to apply to each of those antecedents.’” Finisar Corp. v. The 

DirecTV Group, Inc., 523 F.3d 1323, 1336 (Fed. Cir. 2008) (interpretation of prior art).  

Here, the phrase at issue is: “whereupon the host device communicates with the interface 

device by means of the driver for the input/output device customary in a host device.”  Like in 

Anhydrides, the modifier “customary in a host device” refers solely to the last antecedent, 

“input/output device.”  Unlike Finisar, the modifier is not set off from a series of antecedents by 

a comma.  Applying these two cases, “driver” is not modified by “customary in a host device.” 

This grammatical construction comports with additional claim language.  For example, 

claim 1 of the ‘399 patent also recites, in part, “signals to the host device that it is an input/output 

device customary in a host device . . . .”  In this phrase, “customary in a host device” 

unambiguously modifies “input/output device,” and there is no recitation of a “driver” at all in 

this phrase.  For consistency in claim construction, the Court should construe “customary in a 

host device” to modify “input/output device,” and not “driver.” 

The Camera Manufacturers also point to two dictionaries with respect to its arguments 

concerning the term “driver.”  However, the Camera Manufacturers provide no evidence as to 

why one of ordinary skill in the art would consider one of the several definitions relevant, and 

disregard others.  For example, one of the dictionaries cited by the Camera Manufacturers 

provides four different definitions for driver: 

device driver (1) (computer graphics) The software that translates device-
independent commands into device-specific commands. 
 
(2) The software responsible for managing low-level I/O operations for a 
particular hardware device or set of devices.  Contains all the device-
specific code necessary to communicate with a device and provides a 
standard interface to the rest of the system.  See also: firmware device 
driver; operating system device driver. 
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(3) A program that runs on the host and manages the sending and 
receiving of information from the peripheral.  The driver utilizes the link 
level interface defined in this standard to communicate data between the 
application program and the peripheral personality. 
 
(4) A software component that permits a system to control and 
communicate with a peripheral device.  See also: printer driver; disk 
driver. 
 

Exhibit H to the Response Brief.  The Camera Manufacturers provide no rhyme or reason as to 

how these definitions relate to the technology discussed in the patents in suit.  In particular, there 

is no evidence from the Camera Manufacturers as to which of the definitions (if any) would be 

considered relevant by a person of ordinary skill in the art after reading the patents at issue. 

The Camera Manufacturers are wrong when they argue that the dictionary defines a 

software driver as something that “must perform the function of controlling a device.”  Response 

Brief, p. 25 (emphasis added).  The first three entries (out of a total of four) do not even mention 

the word “control.”  These definitions as a group, therefore, strongly suggest the opposite of the 

Camera Manufacturers’ argument; e.g., that “control” is possible but not necessary.  

Finally, construing the term driver to require some sort of control over a peripheral does 

not help construe the claims.  In particular, the Camera Manufacturers provide no explanation of 

what they mean by “control.”  The technical dictionary THE IEEE STANDARD DICTIONARY OF 

ELECTRICAL AND ELECTRONICS TERMS has several pages of definitions relating to the word 

“control.”  Ex. F, pp 212-220. 

Rather than try to sort out the conflicting dictionary definitions, the Court should consider 

the Declaration of Dr. Locke.  Dr. Douglass Locke read the patents at issue provided the 
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following explanation of how a person of skill in the art would understand the term “driver” in 

the context of the patents in suit: 

12. Certain computer programs are written for the purpose of allowing high-
level software, such as Adobe Photoshop, or an operating system’s file browser, 
to talk to (and listen to) hardware, such as a hard disk drive.  These programs are 
called “device drivers,” or simply “drivers” as applied to computer software.  A 
driver translates generic commands (such as to “read” or “write” a file) from 
high level computer programs into a sequence of very specific commands that a 
particular hardware device can understand (such as “seek” or “load register”).   

Locke Declaration, ¶12 (emphasis added).  This evidence of how a person of ordinary skill in the 

art would understand the term as it is used in the patents-in-suit is more relevant to the Court’s 

analysis that the Camera Manufacturers’ selection of one of several dictionary definitions to the 

exclusion of the others. 

5. The Court Should Reject The Camera Manufacturer’s 
Proposed Construction of “Multi-purpose Interface” As 
Contrary To The Specification. 
 

There is no support for the Camera Manufacturers’ erroneous attempt to limit “multi-

purpose interface” to interfaces which connect to devices having “more than one purpose.”  

Response Brief, p. 21.  A multi-purpose interface may connect to multiple devices.  However, 

there is no requirement that each device also have multiple purposes.    

The Camera Manufacturers cite to two portions of the ‘399 patent as “describing multi-

purpose interfaces as being interfaces such as SCSI that are configured to connect to and 

communicate with multiple types of devices having different functions.”  Response Brief, p. 21.  

However, neither cited portion describes anything close to what is alleged by the Camera 

Manufacturers.  What the ‘399 patent really says is reproduced below: 

On the one hand, communication between the computer and the interface 
takes place by means of a host device-specific BIOS program or by means 
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of a driver program which is matched to the multi-purpose interface and 
which could be regarded as a "device-specific driver". On the other hand, 
the BIOS program or a corresponding multi-purpose interface program 
which operates one of the common input/output interfaces in host systems 
is therefore present in all host systems so that the interface device 
according to the present invention is host device-independent. 
 
‘399 Patent, col. 5, lines 22-32 
 
As described above, communication between the host device and the 
multi-purpose interface can take place not only via drivers for input/output 
device customary in a host device which reside in the BIOS system of the 
host device but also via specific interface drivers which, in the case of 
SCSI interfaces, are known as multi-purpose interface ASPI (advanced 
SCSI programming interface) drivers. This ASPI driver, which can also be 
referred to as an ASPI manager, is specific to a special SCSI host adapter, 
i.e. to a special multi-purpose interface, and is normally included by the 
manufacturer of the multi-purpose interface. Generally speaking, this 
multi-purpose interface driver has the task of moving precisely specified 
SCSI commands from the host system program to the host system SCSI 
adapter. 
 
‘399 Patent, col. 11, lines 9-22 
 

Contrary to the erroneous characterization by the Camera Manufacturers, there is nothing in 

these passages even suggesting that each device attached to a multi-purpose interface has “more 

than one purpose.”  Furthermore, the Camera Manufacturers have not provided any evidence as 

to what one of ordinary skill in the art would understand these passages to mean.  

The Camera Manufacturers also err when they argue that: “The modifier ‘specific’ is 

used in the patents-in-suit to refer to the fact that driver is not a general driver or one which is 

customary in the host device, but rather one that is developed for the particular multi-purpose 

interface employed by the host device.”  Response Brief, p. 29.  The Camera Manufacturers also 

err when they argue that the “‘specific driver’ must be a complete set of software routines that 

Case 1:07-mc-00493-RMC     Document 193      Filed 07/30/2008     Page 33 of 46



 

 29

have overall functionality of controlling a device.”  Response Brief, p. 30.  These arguments are 

incorrect because they are opposite of what is taught in additional examples in the specification: 

Recently however drivers for multi-purpose interfaces can also already be 
integrated in the BIOS system of the host device as, alongside classical 
input/output interfaces, multi-purpose interfaces are becoming 
increasingly common in host devices. It is of course also possible to use 
BIOS routines in parallel with the specific driver software for the 
multi-purpose interface, if this is desired. 
 

Ex. A, col. 4, lines 52-59 (emphasis added).  The teaching that the specific drivers for multi-

purpose interfaces may be “integrated” in the host device refutes the Camera Manufacturer’s 

argument that the specific multi-purpose interface must be an added driver.  Also, the teaching 

that the BIOS routines may be used in parallel with the multi-purpose interface driver refutes the 

Camera Manufacturers’ argument that the multi-purpose interface driver “must be a complete set 

of software routines.”  In contrast, the specific multi-purpose interface driver may be provided 

with the host computer and may operate with other drivers.   

6. The Camera Manufacturers Err When Arguing That “In” 
Means “Inside.” 
 

The Camera Manufacturers err when they argue that “input/output device customary in a 

host device” means “normally present within the chassis of most commercially available 

computers at the time of the invention.”  Response Brief, p. 28.  This proposed construction is 

without support. 

The preferred embodiment of the invention involves a bus which may be either internal 

or external, i.e., a SCSI bus.  External SCSI devices were well known and used at the time of the 

invention.  Common external SCSI devices include hard disk drives, CD ROM drives, and 

scanners.  Additionally, the examples given in the ‘399 patent of devices “customary in a host 
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device” include external devices, such as printers.  Contrary to the argument of the Camera 

Manufacturers (Response Brief, p. 28), it is appropriate to construing the phase “customary in a 

host device” as a complete phase, and as it is used in the patent, and this does rendering any 

terms “superfluous.”   

7. Simulating The Appearance Of A Storage Device Is Readily 
Discernable From Claim 1 of The ‘449 Patent. 
 

Regarding claim 1 of ‘449 patent, the term “simulating a virtual file system to the host” is 

readily discernable, and the Camera Manufacturers provide no evidence to the contrary.   When a 

“claim is subject to construction, i.e., it is not insolubly ambiguous, it is not invalid for 

indefiniteness.”  Bancorp Services LLC v. Hartford Life Insurance Co., 359 F.3d 1367, 1372 

(Fed. Cir. 2004).  The Federal Circuit explained that difficulty in construing a claim, or a 

difference of opinion as to its meaning, will not render a claim invalid: 

[I]f the meaning of the claim is discernible, "even though the task may be 
formidable and the conclusion may be one over which reasonable persons will 
disagree, we have held the claim sufficiently clear to avoid invalidity on 
indefiniteness grounds." Exxon Research & Eng'g Co. v. United States, 265 F.3d 
1371, 1375 (Fed. Cir. 2001). 

Bancorp, 359 F.3d at 1372.  In this regard, the statutory presumption of validity is sustained.  Id.   

In Bancorp, the Federal Circuit reversed the district court’s conclusion of invalidity due 

to indefiniteness.  In Bancorp, the claim term "surrender value protected investment credits" was 

not expressly defined in the patents and was not found in any industry publications.  Id.  

“Nonetheless, the components of the term have well-recognized meanings, which allow the 

reader to infer the meaning of the entire phrase with reasonable confidence.”  Id.  The Federal 

Circuit found the claim language amenable to construction, and reversed the judgment of 

invalidity. 
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Additionally, the Federal Circuit faulted the district court for failing to consider expert 

testimony that the claim terms were understandable by one of ordinary skill in the art.  Id. at 

1375 (“It was therefore error for the court to decline to consider Mr. Mylnechuk's evidence 

regarding the meaning of a term used in connection with stable value protected investments.”). 

Here, as in Bancorp, the meaning of the phrase as a whole is discernable.  Dr. Locke 

provided his opinion concerning the meaning of “virtual file system” 

32. A person of ordinary skill in the art would understand the term 
“virtual file system” to mean a file system that appears to a computer in 
the same way that a file system on a conventional hard disk would appear, 
even though the rotating discs of a conventional hard disk are not present.   
 

Locke Decl. ¶32.  This evidentiary declaration is not contradicted by any evidence from the 

Camera Manufacturers. Additionally, the specification contains examples of simulating a hard 

disk drive, including a file system.  Ex. B, Col. 5, lines 35-44.  A person of ordinary skill in the 

art would understand the specification to describe how to simulate a virtual file system, i.e., the 

interface device responds to the host computer with a file system and directory structure of the 

type that would be found on a conventional hard disk, even though the physical structure of a 

conventional hard disk is not present on the interface device.  Based on this, the Court should 

conclude that the meaning of claim 1 of the ‘449 patent is discernable, (e.g., simulating a disk 

drive with such a file system) and the claim is not invalid.   

F. Dependent Claims 
 
1. A “Hard Disk” Is A Particular Type Of Input/Output Device. 

 
The Camera Manufacturers incorrectly argue that claim 2 of the ‘399 patent does not 

need any claim construction.  Their argument is based on the false premise that terms appearing 

in claim 1 and claim 2 can be construed and applied without considering how they are used in 
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claim 2.  E.g., Phillips, 415 F.3d at 1314-15 (“For example, the presence of a dependent claim 

that adds a particular limitation gives rise to a presumption that the limitation in question is not 

present in the independent claim.”).  Moreover, not all of the terms appearing in claim 2 are 

construed with respect to claim 1. 

The Camera Manufacturers do not dispute that a hard disk is one of the examples of an 

input output device that may be identified in the signal from the interface device.  Ex. A, col. 4, 

lines 34-36.  Additionally, the Camera Manufacturers do not dispute that the term “hard disk 

drive” is well known in the art and should be given its ordinary meaning.  Ex. C, ¶18.   

Accordingly, it is appropriate to construe Claim 2 (but not claim 1) as requiring the interface 

device to send a signal in response to the inquiry from the computer that indicates to the 

computer that the interface device is a particular type of input/output device, i.e., a hard disk 

drive.  It also is appropriate to construe claim 2 to require that the computer communicate with 

the interface device using a driver for a particular type of input/output device, i.e., a hard disk 

drive.  This construes the terms “hard disk driver” and “signal” as those terms are used in claim 

2, and is not “rewriting” the claim.  In this regard, Chef America, Inc. v. Lamb-Weston, Inc., 358 

F.3d 1371 (Fed. Cir. 2004) is inapposite. 

Moreover, Papst’s construction does not “delete” any claim limitation.  Response Brief, 

p. 35.  In particular, it does not delete the term “customary.”  Hard disk drives are one of the 

examples given in the patent as an input/output device customary in a host device.  Accordingly, 

the express recitation that the input/output device comprises a hard disk drive satisfies the 

limitation that the input/output device is one which is customary in the host device. 
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2. The “Data Buffer” Stores Information For Later Retrieval. 
 

The Camera Manufacturers erroneously argue that construing the term “buffer” in claim 

3 of the ‘399 patent to further define the memory in claim 1 somehow makes claim 3 the same 

scope as claim 1.  The Camera Manufacturers misunderstand the doctrine of claim 

differentiation.  Phillips, 415, F.3d at 1314-15 (“the presence of a dependent claim that adds a 

particular limitation gives rise to a presumption that the limitation in question is not present in 

the independent claim.”).   

Claim 3 depends from claim 1, and further defines the memory that is recited in 

independent claim 1: 

An interface device according to claim 1, wherein the memory means 
comprises a buffer to buffer data to be transferred between the data 
transmit/receive device and the host device. 
 

Ex. A, claim 3.  The “memory means” refers to the “memory” recited in claim 1.  The “memory” 

in claim 1 does not require a buffer, and in claim 3 it does.  Because claim 3 further defines the 

memory, is not the same scope as claim 1, and there is no “violation” of the doctrine of claim 

differentiation.  Response Brief, p. 36.  On the contrary, Papst’s construction preserves claim 

differentiation. 

The Camera Manufacturers’ reliance on the Oxford Dictionary of Computing is 

misplaced.  A more appropriate definition is found in the IEEE dictionary: 

buffer (1) (buffer storage) (supervisory control, data acquisition, and 
automatic control) A device in which data are stored temporarily, in the 
course of transmission from one point to another; used to compensate for a 
difference in the flow of data, or time of occurrence of events, when 
transmitting data from one device to another. 
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THE IEEE STANDARD DICTIONARY OF ELECTRICAL AND ELECTRONICS TERMS, p. 113.  Ex. F 

(bold emphasis in original, underlining added).4  As used in this definition, “buffer” is not 

limited to compensating for a difference in the flow of data.  Instead, an alternate meaning is that 

the buffer may be used to compensate for a difference in “time of occurrence of events.”  This 

second meaning is the sense used in the patent specification: “a data buffer can be implemented 

in the memory means 14 to permit independence in terms of time of the data transmit/receive 

device attached to the second connecting device from the host device attached to the first 

connecting device.”  Ex. A col. 9, lines 8-14 (emphasis added).  Moreover, there is no time 

limitation provided in the specification.  The proposed construction of the Camera Manufacturers 

should be rejected as incompatible with the specification and with the ordinary meaning of the 

word “buffer.” 

3. The Camera Manufacturers Misconstrue “Virtual Files.”  
 

The Declaration of Dr. Locke is unrebutted.  Virtual files should be construed to mean 

files which appear to be stored on an emulated disk drive, yet which are not actually on a rotating 

disc.  Ex. C, ¶31.  Moreover, the Camera Manufacturers err when they argue that the term 

“virtual files” excludes files that are stored in memory, and then made to appear as if they were 

stored on a hard disk drive.  The specification explains that various files may be stored in 

“memory means 14,” including the operating system for the interface device, configuration files, 

batch files and executable files.  Ex. A, col. 5, lines 26-27; col. 6, lines 23-29, 32-36, 50-60.  

Indeed, the patent discusses the “option of storing any files in agreed formats in the memory 

                                                 

4 There are six other definitions in the IEEE dictionary, but the others do not indicate 
relevance to “data acquisition,” as does the first definition.   
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means 14 of the interface device 10. . .” Ex. A, col. 6, lines 50-52.  The specification also notes 

that the memory means 14 may comprise EPROM, EEPROM, or RAM (the digital cameras in 

suit use EEPROM to store pictures for later retrieval by a computer).   

In this regard, non-asserted claim 9 (reciting that “the virtual files comprise batch files 

or executable files for the microprocessor means which are stored in the interface 

device . . .”) is well supported by the specification.  Ex. A, claim 9 (emphasis added).  The term 

“virtual file” must be construed consistently with claim 9, which covers virtual files that are 

actually stored in the interface device, such as in the memory of the interface device.  The 

Camera Manufacturers’ claim construction should be rejected as rendering claim 9 meaningless.  

See, Cytologix, 424 F.3d at 1173-74 (reversing construction of base claim which would have 

rendered dependent claim meaningless). 

The Camera Manufacturers make an incorrect argument concerning the purported “crux” 

of the invention.  Response Brief, p. 38.  However, there is no legally recognized “gist” or 

“heart” of an invention that would allow certain embodiments in the specification to be elevated 

over the claims as finally worded.  E.g.,  Aro Mfg. Co. v. Convertible Top Replacement Co., 365 

U.S. 336, 344 (1961) (“[I]f anything is settled in patent law, it is that the combination patent 

covers only the totality of the elements in the claim and that no element, separately viewed, is 

within the grant. The basic fallacy of respondent’s position is that it requires the ascribing to one 

element of the patented combination the status of patented invention itself.”).  

4. The Signaled Hard Disk Drive Refers To The Indicated 
Presence Of A Hard Disk Drive. 
 

The Camera Manufacturers misunderstand both the claim language regarding the 

“signaled hard disk drive” and Papst’s construction of that term.  The interface device is real. 
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The interface device “sends a signal . . . which signals to the host device that it is a input/output 

device.” Ex. A, claim 1.  The signal further “indicates to the host device that the host device is 

communicating with a hard disk.”   Ex. A, claim 2.   Claim 7 depends from claim 2, which 

depends from claim 1, and consequently includes these elements.  The term “signaled hard disk 

drive,” therefore, refers not to an actual hard disk drive, but to the indicated presence of a hard 

disk drive, as indicated by the signal recited in claim 2.  

5. Claim 14 Of The ‘399 Patent Has Sufficient Antecedent Basis. 
 

The Camera Manufacturers’ incorrectly argue that the claim phrases “the usual driver for 

the input/output device” and “the usual driver for the storage device” are indefinite.  The 

argument fails because it elevates form over substance.  “When the meaning of the claim would 

reasonably be understood by persons of ordinary skill when read in light of the specification, the 

claim is not subject to invalidity upon departure from the protocol of ‘antecedent basis.’” 

Energizer Holdings, Inc. v. International Trade Comm’n, 435 F.3d 1366, 1370 (Fed. Cir. 2006); 

see also, MPEP §2173.05 (“Obviously, however, the failure to provide explicit antecedent basis 

for terms does not always render a claim indefinite. If the scope of a claim would be reasonably 

ascertainable by those skilled in the art, then the claim is not indefinite.”) (Ex. J to the Response 

Brief).  Thus, the question is not whether the protocol of “antecedent basis” is followed, but 

rather, whether the meaning of the claim can be reasonably ascertained. 

Claim 14 is a method claim, and does not share the same preamble as the device claims 

discussed earlier in this brief.  The preamble for claim 14 recites: 

A method of communication between a host device, which comprises drivers for 
input/output devices customary in a host device and a multi-purpose interface, 
and a data transmit/receive device, the data transmit/receive device being 
arranged for providing analog data, via an interface device, comprising: 

Case 1:07-mc-00493-RMC     Document 193      Filed 07/30/2008     Page 41 of 46



 

 37

Ex. A, claim 14.  Thus, the host device is defined as including drivers.  The phrase at issue 

appears later in the body of the claim: 

regardless of the type of the data transmit/receive data attached to the second 
connecting device of the interface device, responding to the inquiry from the host 
device by the interface device in such a way that it is an input/output device 
customary in a host device, whereupon the host device communicates with the 
interface device by means of the usual driver for the input/output device, and 

Ex. A, claim 14.  Here, the phrase “the usual driver for the input/output device” refers to one of 

the “drivers for input/output devices customary in a host device” set forth in the preamble.  

Claim 14 of the ‘399 patent and its counterpart method claim in the ‘449 patent, claim 18, are not 

indefinite or invalid.  

 III. CONCLUSION 
 
For the reasons set forth above, and for the reasons set forth in Papst’s Markman Brief, 

Papst Licensing requests that the Court construe the claims at issue as indicated in the Appendix 

to Papst’s Markman Brief and to reject the erroneous constructions of the Camera 

Manufacturers. 

 

July 30, 2008      Respectfully submitted, 

 
_/s/ Robert F. Muse___   
Robert F. Muse (Bar No. 166868) 
STEIN MITCHELL & MEZINES, LLP 
1100 Connecticut Ave., NW 
Suite 1100 
Washington, D.C. 20036 
(202) 737-7777 
 
 

 
 

Case 1:07-mc-00493-RMC     Document 193      Filed 07/30/2008     Page 42 of 46



 

 38

Jerold B. Schnayer 
James P. White 
Walter J. Kawula, Jr. 
Joseph E. Cwik 
HUSCH BLACKWELL SANDERS WELSH & 
KATZ 
120 South Riverside Plaza 
22nd Floor 
Chicago, Illinois 60606 
(312) 655-1500 
Counsel For Papst Licensing GmbH & Co. 
KG 

 

  

 

Case 1:07-mc-00493-RMC     Document 193      Filed 07/30/2008     Page 43 of 46



 

 39

CERTIFICATE OF SERVICE 
 

The undersigned hereby certifies that a copy of the foregoing PAPST LICENSING’S REPLY 
MARKMAN BRIEF was served on this the 30th day of July, 2008 upon the attorneys for the 
Camera Manufacturers through the United States District Court for the District of Columbia ECF 
System unless otherwise noted as follows: 
 
For The Casio Parties (via e-mail): 
Laura Krawczyk 
Morgan Lewis & Bockius LLP 
101 Park Avenue 
New York, NY 10178-0060 
Phone:  (212) 309-6000 
Fax:  (212) 309-6001 
lkrawczyk@morganlewis.com 
  
J. Kevin Fee 
Morgan Lewis & Bockius LLP 
1111 Pennsylvania Avenue, NW 
Washington, D.C. 20004 
jkfee@morganlewis.com 
 
Scott D. Stimpson 
The Law Office of Scott D. Stimpson 
Suite 1102 
445 Hamilton Avenue 
White Plains, NY 10601 
stimpsonlaw@gmail.com 
 
For The Samsung Parties (via e-mail): 
Patrick J. Kelleher 
Drinker Biddle Gardner Carton 
191 North Wacker Drive 
Suite 3700 
Chicago, IL 60606-1698 
Phone:  (312) 569-1375 
Fax:  (312) 569-3375 
Patrick.kelleher@dbr.com 
 
Camera Manufacturers’ Administrative Counsel and 
For The Fujifilm Parties (via e-mail): 
Steven J. Routh 
Hogan & Hartson, LLP 
555 Thirteenth Street, N.W. 

Case 1:07-mc-00493-RMC     Document 193      Filed 07/30/2008     Page 44 of 46



 

 40

Washington, DC 20004 
Phone:  (202) 637-5600 
Fax:  (202) 637-5910 
sjrouth@hhlaw.com 
 
Sten Jensen 
Hogan & Hartson, LLP 
555 Thirteenth Street, N.W. 
Washington, DC 20004 
Phone:  (202) 637-6465 
Fax:  (202) 637-5910 
sajensen@hhlaw.com 
 
For the Olympus Parties (via e-mail): 
Richard deBodo 
Rachel M. Capoccia 
Hogan & Hartson, LLP 
1999 Avenue of the Stars 
Suite 1400 
Los Angeles, CA 90067 
Phone:  (310) 785-4694 
Fax:  (310) 785-4601 
rdebodo@hhlaw.com 
rmcapoccia@hhlaw.com 
 
For The Matsushita and Victory Company of Japan Parties (via e-mail): 
Richard deBodo 
Rachel M. Capoccia 
Hogan & Hartson, LLP 
1999 Avenue of the Stars 
Suite 1400 
Los Angeles, CA 90067 
Phone: (310) 785-4694 
Fax: (310) 785-4601 
rdebodo@hhlaw.com 
rmcapoccia@hhlaw.com 
 
Adam K. Levin, Esq.      
Hogan & Hartson LLP     
555 13th Street, NW      
Washington, DC 20004 
aklevin@hhlaw.com 
 
 

Case 1:07-mc-00493-RMC     Document 193      Filed 07/30/2008     Page 45 of 46



 

 41

 
For the Ricoh Parties (via e-mail): 
Michael Switzer 
McDermott Will & Emery LLP 
227 West Monroe Street 
Chicago, Illinois 60606-5096 
Phone:  (312) 984-3666 
Fax:  (312) 984-7700 
mswitzer@mwe.com 
 
Richard L. Horwitz 
Potter Anderson & Corroon, LLP 
1313 North Market Street, 6th Floor 
PO Box 951 
Wilmington, DE 19899 
Phone:  (302) 984-6000 
Fax:  (302) 658-1192 
rhorwitz@potteranderson.com  
 
For Hewlett-Packard Company (via email): 
Charlene M. Morrow 
Heather N. Mewes 
Fenwick & West LLP 
555 California Street, Suite 1200 
San Francisco, CA 94104 
Phone:  (415) 875-2300 
Fax:  (415) 281-1350 
cmorrow@fenwick.com 
hmewes@fenwick.com 
 
For the Nikon Parties (via e-mail): 
David L. Witcoff    
Marc S. Blackman   
Jones Day 
77 West Wacker Drive 
Chicago, IL 60601 
Phone:  (312) 782-3939 
Fax:  (312) 782-8585 
dlwitcoff@jonesday.com 
msblackman@jonesday.com 
    
      /s/ Robert F. Muse_________________ 
      Attorney for Papst Licensing GmbH & Co.   
      KG 

Case 1:07-mc-00493-RMC     Document 193      Filed 07/30/2008     Page 46 of 46



Case 1:07-mc-00493-RMC     Document 193-2      Filed 07/30/2008     Page 1 of 10



Case 1:07-mc-00493-RMC     Document 193-2      Filed 07/30/2008     Page 2 of 10



Case 1:07-mc-00493-RMC     Document 193-2      Filed 07/30/2008     Page 3 of 10



Case 1:07-mc-00493-RMC     Document 193-2      Filed 07/30/2008     Page 4 of 10



Case 1:07-mc-00493-RMC     Document 193-2      Filed 07/30/2008     Page 5 of 10



Case 1:07-mc-00493-RMC     Document 193-2      Filed 07/30/2008     Page 6 of 10



Case 1:07-mc-00493-RMC     Document 193-2      Filed 07/30/2008     Page 7 of 10



Case 1:07-mc-00493-RMC     Document 193-2      Filed 07/30/2008     Page 8 of 10



Case 1:07-mc-00493-RMC     Document 193-2      Filed 07/30/2008     Page 9 of 10



Case 1:07-mc-00493-RMC     Document 193-2      Filed 07/30/2008     Page 10 of 10



Case 1:07-mc-00493-RMC     Document 193-3      Filed 07/30/2008     Page 1 of 10



Case 1:07-mc-00493-RMC     Document 193-3      Filed 07/30/2008     Page 2 of 10



Case 1:07-mc-00493-RMC     Document 193-3      Filed 07/30/2008     Page 3 of 10



Case 1:07-mc-00493-RMC     Document 193-3      Filed 07/30/2008     Page 4 of 10



Case 1:07-mc-00493-RMC     Document 193-3      Filed 07/30/2008     Page 5 of 10



Case 1:07-mc-00493-RMC     Document 193-3      Filed 07/30/2008     Page 6 of 10



Case 1:07-mc-00493-RMC     Document 193-3      Filed 07/30/2008     Page 7 of 10



Case 1:07-mc-00493-RMC     Document 193-3      Filed 07/30/2008     Page 8 of 10



Case 1:07-mc-00493-RMC     Document 193-3      Filed 07/30/2008     Page 9 of 10



Case 1:07-mc-00493-RMC     Document 193-3      Filed 07/30/2008     Page 10 of 10



CONTAIS .CONFENTIAlin.iSlNESS.JNQJll'lON
SUBCT TO PROTECTIV ORDER

IN THE UNED STATES DISTRICT COURT
FOR THE DISTRICT OF COLUMIA

IN RE PAPST LICENSING GMBH & CO
KG LITIGATION

This Document Relates Tö:
Mise; ActÌonNö.07'-439 (RMC)
MDVDocket Nô. 1880

All Cases

DECLARTION ORC. DOUGLASS LOCKE, Ph.D.

I~ lnùoduttIon

i. I, C. Douglas Locke, Ph.D.,havebeenretaed byPlåitiffssitce October 15,

2007, as a techncal expertinthis matter. The oPinons expresscilar~l1Y ownaid I have

personal knowledge of the fac1:std inthisdeelamön. If1 am caled as a vvtness, I could

testify competently to the facts aidopwons itthideølaration.
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II. QuaI~a.tions

2. I am a full-tùe consultat wìth a vanetyufClieiitsmcludig the Unitêd States

Offce of the Secreta of Defense, the JefPropulsiön Laratöry;Råyteo:nCorpration, and

Sun Mìcrosystems, involvedprarly in embeded systems such as industral controls,

miltar; aerospace, and telecomnuncationssystems.lhaveanextensive background in

areas such as performce, architectue, design, implementatioll and. deployment of

embedded and rea-tùe systems and . softare,relatedintemationalstadadS, computer

languge issues (e.g., C, C++, Java, and Ada), softar engieeringmatuty,and softare

organtión.

3. From Janua200ØtoFebruar 2004,1 served as tleVicePtesidentof

Technology for TiIeSysCorpratio:n a producer ofembeddedLinux öperagsystem

distrbutions and softare development tools. In this position; I had responsibilty for

defig the technology base for the corporation andextendmgittömeetëustomer

requirements. In addition, I served as a key consultat and instrctor for TiIeSys' critical

projects and classes, and supportg key cusomersvvth systems and softare design and

code anysis.

4. From AUgUst 1998 to Janua 2000, I served as the ChiefScieIltist of the

Lockheed Mar SyStms Solutions orgåition. My responsibilties there were to defie

the softare and systems architectue for Lockheed Mar's e:fôrtto assist major industres

worldvvde such as automotive and medical device companes who are tranitionig from

mainfame-based "stovepipe" application architectues to distrbuted architectues. In

addition to my work with major commercial cusoiners, I also consulted extensively for

2
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major Lockheed Mar projects across the corpration perforng reviews of arhitectue,

desi~ and code (includig C, C++, Ada and Java).

5. From June 1996 to Aug 1998,1 wasthe ChiefSci~ntistofLockheed Marin's

Softare & Systems 
R:esour Center(SSRC), My respo11ibilti~sthere centeredpriarly

on systems and softare consulting acoss the enti Lockheed Mår. Coipratioll leading

and parcipatig in program reviews and audits coverig systems and softare architectu,

design, coding stadards, and code reviews of crticalcomponents,rev'iewingand updatg

the SSRC's educatonal offerings, teaching (e.g.,.Real-TiIe Systems.Aysis, and Objeet

Oriented Real-TiIe Architectu), as wellasgudìgtechnologydisseinonactivities at

the SSRC.

6. I have authored numerous papers onembeddedreal..túne systems, databas

technology, and progririg langugesfor real..tùe systems.I1ia.vealsoserved witl

varous interntional stadadition effort includig the Rea-Time Speifcation for Java,

the Portble. Opetig SysteinInterfac(pOSIX),. the Real- TiIeConuon Objeet Request

Broker Architectue and the Real-Time Universa Modeling LangUe.

7. I received a B.A. in Physics from Kaam~QoCollege in 1965 and a Ph.D. in

Computer . Science from Caregie Mellon University in 1986.

m. Overvew of1\aterial Considered

8. I have reviewed the 6,470,399 patent and the 6,895,449 patent.

IV. Comments on DeVice Driers

9. A tyical personal computer includes the basic computer itslf, and usuay some

additional devices that are atthed to the computer, suclias, prite:rs,diskdrves,monitors,

keyboards, and other components. These components are known collectively as "hardware."

3
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LO. A persona computer also includes both optiona and mandatory computer

progrs in order to operate. An example ora requi computer progr includes the

operatig system for the computer (e.g., Windows XP, Mac OS X, or Linux), while an

example of an optiona computer progr is an application prQgt such asMIcrosoft Word,

or Adobe Photoshop. These computer programs are collectively known as "softare."

11. Whle hardwar and softare are oftn considereds~partedisciplines, the two

must work together fOr the computer to ru.

12. Cert computer progr are wrttèn for the ptise ofa.òwIg high-level

softare, such as AdobePhotoshop, oranoperatigsystem'sñ1~browser,totato (and

listen to) hadware, such as a hard disk drve. Theseprogrsã(e called "device drvers," or

siIply "drvers" as applied to computer softare. A drvertran1atesgeneric commands

(such as to ''read'' or "wrte" a file) from high-level computer programs into a sequence of

very speìfic commdsthat a parcular hardware device can understd (such as "seek" or

"load register").

13. Every hadware device must have one. ormore correspondmgdrvers. Typically,

adding a new hardware device mean that the useriiust also modify the softare by

Intaling a new drver.

v. Comments on Customary Devices

14. When atchig a newhardware devìce to a computer, one of ordiar skill in the

ar of the Taslerpatents would understan tht a hardware device is "customar" in a

computer when the computer and its softare tht wasprovidêdWithit (includig the

operating system) recognes the new device andpróvides.drver supl'.fodtautomaticaHy,

4
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and does not requie any manua intervention to inta any new softare even though the

new device has ben addéd;

15. When adding a new device requies insing a new drver (ì.e., it is not a

customar device), it is not uncommon for the new drver to ca1.ésystem crhes because

drvers have special access to the sensitiveinteialsofthe opetìg..system of the

computers. For eXáIple, it is well known in the indus tht the majority of craes of the

Windows operatig system results from erors in device drvers rather than errörsin

Windows.

16. A systm crah is when acorrPuter1s opetagsystemstops workig. A crash

may appear in several forms, such as freezing theSystein or a blue screen (commonly caled

the Blue Screen of Death). Typically, to. recover from a system erashthe computer must be

.completely reset, or tued off and tued on agai.

l7. When a computer is experiencing systemcrases,aconuontroubleshooting

technque is to unståldrvers, stag with the.mostrecentlyintåleâ drver, because of

the likelihood that a drver Isthe source of the problem. Uninstalingconflctig drvers

often restores the reliabilty of the computer afer the crah.

18. Hard disk drves are very common in computers, andhavebeeii'since 1983, long

before the fiing of the fist Tasler patent application.in 1997. Ahad drve conta one or

more magneticaly sutfaceddìscs rotatig rapidly, wìth. reawrte hea positioned very

close to the magetic suraces, and vvth the inormation remaining persistently on the disc

surace. Today, hard disk drves are ubiquitous to cOl1uter operation. As a result, drvers

for hard disk drves are known to be very 
fast, veryreliable;ahdsiippliéd vvth vily all

computers. Thus, the hard diskdrve isa clear example øfa custømar device.

5
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VI. Comments on Interface DeVices

19. Digita cametamay have one or more of severadièrent sensors. Some

cameras have CCD iIage sensors and some have CMOS iIage sensors for captug pictue

data. Image resolution for the image sensOrs may range from less th one megapixel to

more than 10 megapixels. Some digita camera have microphones for recordig sound;

others do not.

20. Notwithstadìgthe'väret öf sensors wlich niay'be found on a digita camera,

and the varety of data that they acquie, there is always a.portönofthecameraresponsible

for tag the data acquied by the sensors, traIfømigit intóaJonnusåble by a host

computer, and makg it available to a hosteomptlter. That portonofamodem-day digita

camera is an interface device.

21. The tak of instaing new drvers when new deviceareconneete,and gettg

the drvers to work is inconvenient and sömetùes diffcult,esPèiØlly for persons who are

not skiled in computer design and programming.

22. Instaling new drvers tyicallyrequiesa.softareidisk. The disk (usly a

Compact Disk or CD) is inserted into the computer 
Which brigs up an intalation vvdow

on the display. Usually, the user must then select one otsevera options a.böut what should

be intaled, then the instaation taes place, and 
usualy the computer must be fe-booted

aferward before the drver can be used. If one is .atteniptig to 
use a hardware device on a

Computer which lacks the proper drver, communcations vvththe hardware device is

generally iIpossible uness the original ìntalationdisk is available. For ths reaon, some

niodem.hadware, suchasadigitacamera will be designedto.lleagtllleric c.ornputer

6
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connection such as a Universa Serial Bus (USB), and vvll present themselves to the

computer as a hard disk drve, so there vvl be no need to intal a new drver.

23. When a had disk drve is atthed to a USB port on a personal. computer, the disk

drve identifies itself as "Mass Storae Class" device. Oneofördjnarskillin the ar would

understad tht a had disk drve is the most coDlonexaipleôfá.m.assstorage device.

24. Present-day persona computers tht detecttheatlientofa "Mass Storae

Class" USB device use one or mote stadaddrv~rs to c:ømnttëatevvththe Mass Storage

Class device. For example, a PC using Windows XP for an operatigsyst~m communcates

vvth hard disk drves by mean of Mierosoft stadard softardrvers,such as disksys and

Pargr.sys that are included vvth the Windows XP operatig system. If such a computer

detects the atthment of a "Mass Storage Class" USBdevice,the computer vvll

automatically use those same hard disk drvers to cømmtteatewìththe device, regardless of

whether an actu hard disk drve is present. The computer vvll also use the stadad drver

usbstor.sys, which is a generaldrver for the multipurse USllinterface itself.

25. Some present-day personal computers can alsodeteettlea.client of a USB

device representing itself to be a "Stilltge Captue Device",' Computers tht detect the

attlient of a USB "Still Image Captu Device" also use Ol1e Ornio:re stadad drvers to

communcate vvththe device. For example, a PC using Windows XPfor an operatig

system communcates vvth imagg devices, such as scaners, 
by mea of Microsoft

stadad softare drvers, such as usbscan.sys. If such a coinputerdetects the attchient of

a USB "Still Image Captue Device," the com.puter vvll automaticaly use those same

imagg device drvers tocoI1uncate vvth the device.

7
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26. In the context of the Tasler patents, a person of ordi ski would understad a

"command interpreter" to meai a portion of the Ì1tenace deVÌceaJd!Qr its progrmming that

receives and executes coiids or ìnttctions.

27. A device connected to a USBportona computer will recive inqui commands

with names such as "GeI-..Descrptor."

28. EXáIples of low level data request commds usedbytlesedrvers on a USB

device when setvcmgapplieation requests include the SCSI Block Cuniand ("SBC") set

READ commandS. In anotherexample. the low level ATAPlcoIIandsetincludes many of

the SBC commands, includig the READ commands. Also, thePhotQgrhic Imagg and

Manufactuers Association. specification (PIM 15740:2000)idefies low leveleomnaids

such as "GetObject" (PIM Comnaids).

VII. Comments on FileSystems

29. In any case, when the operatig system has detected a. "Mass Storae Class"

device, it expects to fidand/ör create a file system on that device. In virly all operating

systems since about 1990, a file system cOnsists ofaset of dirctories, eachofwhich may

contain some number of files and/or other directories arangedhIerachically stag with the

lowest level directory or "root diectory."

30. A person ofordìn skill in the art would undertaid the tefi "root directory" to

refer to a directory which is not contaed in another directory.

3l. A person of ordiar ski in the art would understand the tefi "vir fies" to

mean. fies whch appear to be present on an emulated disk drve, yet whch are not on a

rotating mageticinedia.

8
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32. A person of ordiar skill in the ar woulduiderstad theteim "vi file

system" to mean a fie system that appeas to a computer in tllesaewaythat a file system

on a conventional had disk would appea, even though the rotatig discs of a conventional

hard disk are not present

33. A person or ordinar skill would understad the term "virtualbootsequence" to

mean confgug the interface device to provide information that is consistent with the boot

sectors of a hard disk. drve havig rotating magetic media. Such sectors may include, för

example, a sequence tht includes a stag position and a lengt of a fie alocation table

(FAT), an indication of a tye of the storae device, ora nUIberof sectors of the störage

device ('449 patent, clai 7).

VIII. Comments on a Host Device and Digital Sigal Ptocessor

34. The term "host device," generaly means a coniputerto which hardware devices

may be atthed, suchasPersonalCompllters ("PCs~') and øtherhöstcomptiter systems as

described in the patent wrttn description.

35. A Digita. Signal Processor is.~ special.ty of processor which would be

understood by a person of ordin skill to have a highy parallel, pipeline architectue

optimed to perform repetitive operatións.

I declare under penalty of peijury that the foregoing is tre and corrct.

Executed on 8 July, 2008 t9~&
C. l)øl. ass Locke
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3 Definitions, symbols, abbreviations, keywords, and conventions

3.1 Definitions

3.1.1 additional sense code:  A combination of the ADDITIONAL SENSE CODE and ADDITIONAL SENSE CODE

QUALIFIER fields in the sense data. See SPC-3.

3.1.2 application client:  An object that is the source of SCSI commands. See SAM-3.

3.1.3 byte:  A sequence of eight contiguous bits considered as a unit.

3.1.4 cache:  A temporary and often volatile data storage area outside the area accessible by application 

clients that may contain a subset of the data stored in the non-volatile data storage area.

3.1.5 check data:  Information contained within a redundancy group (see 3.1.37) that may allow lost or 

destroyed XOR-protected data (see 3.1.46) to be recreated.

3.1.6 command:  A request describing a unit of work to be performed by a device server. See SAM-3.

3.1.7 command descriptor block (CDB):  The structure used to communicate commands from an 

application client to a device server. See SPC-3.

3.1.8 cyclic redundancy check (CRC):  An error checking mechanism that checks data integrity by 

computing a polynomial algorithm based checksum. See 4.16.3.

3.1.9 data defect list (DLIST):  A list of defects sent by the application client to the device server during a 

FORMAT UNIT command. See 4.8.

3.1.10 data-in buffer:  The buffer identified by the application client to receive data from the device server 

during the processing of a command. See SAM-3.

3.1.11 data-out buffer:  The buffer identified by the application client to supply data that is sent from the 

application client to the device server during the processing of a command. See SAM-3.

3.1.12 default protection information:  Values placed into protection information fields if an application 

client does not specify specific protection information values.

3.1.13 device server:  An object within a logical unit that processes SCSI tasks according to the rules of task 

management. See SAM-3.

3.1.14 device type:  The type of device (or device model) implemented by the device server as indicated by 

the PERIPHERAL DEVICE TYPE field of the standard INQUIRY data. See SPC-3.

3.1.15 direct-access block device:  A device that is capable of containing data stored in blocks that each 

have a unique logical block address.

3.1.16 domain:  An I/O system consisting of a set of SCSI devices that interact with one another by means of 

a service delivery subsystem. See SAM-3.

3.1.17 error correcting code (ECC):  An error checking mechanism that checks data integrity and enables 

some errors in the data to be corrected. 

3.1.18 exclusive-or (XOR):  A Boolean arithmetic function on two binary input values that results in an output 

value of 1 if one and only one of the input values is 1.
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3.1.19 extent:  A fixed set of logical blocks occupying contiguous logical block addresses on a single logical 

unit.

3.1.20 field:  A group of one or more contiguous bits, a part of a larger structure such as a CDB (see 3.1.7) or 

sense data (see SPC-3).

3.1.21 format corrupt:  a vendor-specific condition in which the application client may not be able to perform 

read operations, write operations, or verify operations. See 4.6.

3.1.22 grown defect list (GLIST):  All defects sent by the application client to the device server. See 4.8.

3.1.23 hard reset:  A condition resulting from the events defined by SAM-3 in which the SCSI device 

performs the hard reset operations described in SAM-3, this standard, and other applicable command 

standards (see table 10 in 5.1).

3.1.24 I_T nexus loss:  A condition resulting from the events defined by SAM-3 in which the SCSI device 

performs the I_T nexus loss operations described in SAM-3, this standard, and other applicable command 

standards (see table 10 in 5.1).

3.1.25 logical block:  A set of data bytes accessed and referenced as a unit.

3.1.26 logical block address (LBA):  The value used to reference a logical block.

3.1.27 logical unit certification list (CLIST):  Defects detected by the device server during an optional 

certification process performed during the FORMAT UNIT command. See 4.8.

3.1.28 logical unit reset:  A condition resulting from the events defined by SAM-3 in which the logical unit 

performs the logical unit reset operations described in SAM-3, this standard, and other applicable command 

standards (see table 10 in 5.1).

3.1.29 media:  Plural of medium.

3.1.30 medium:  The material on which data is stored (e.g., a magnetic disk).

3.1.31 non-volatile cache:  Cache that retains data through power cycles.

3.1.32 non-volatile medium:  A physical storage medium that retains data written to it for subsequent read 

operations through power cycles (e.g., a disk within a device that stores data as magnetic field changes that 

do not require device power to exist).

3.1.33 power cycle:  Power being removed followed by power being applied to a SCSI device.

3.1.34 power on:  A condition resulting from the events defined by SAM-3 in which the SCSI device performs 

the power on operations described in SAM-3, this standard, and other applicable command standards (see 

table 10 in 5.1).

3.1.35 primary defect list (PLIST):  The list of defects that are considered permanent defects. See 4.8.

3.1.36 protection information:  Fields appended to each logical block that contain a cyclic redundancy 

check (CRC), an application tag, and a reference tag.

3.1.37 redundancy group:  A grouping of XOR-protected data (see 3.1.46) and associated check data (see 

3.1.5) into a single type of data redundancy (see SCC-2). This standard only supports the XOR (see 3.1.18) 

type of redundancy.

3.1.38 sense data:  Data describing an error or exceptional condition that a device server delivers to an 

application client in association with CHECK CONDITION status. See SPC-3.
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3.1.39 sense key:  The contents of the SENSE KEY field in the sense data. See SPC-3.

3.1.40 status:  One byte of response information sent from a device server to an application client upon 

completion of each command. See SAM-3.

3.1.41 storage array controller:  Any combination of an initiator and application clients (see SAM-3) that 

originates SCSI commands, converts input LUNs to output LUNs, and converts input LBAs to output LBAs. A 

storage array controller organizes a group of direct-access block devices into various objects (e.g., 

redundancy groups and volume sets). See SCC-2.

3.1.42 user data:  Data contained in logical blocks that is not protection information.

3.1.43 volatile cache:  Cache that does not retain data through power cycles.

3.1.44 volatile medium:  Medium that does not retain data written to it for a subsequent read operation 

through power cycles (e.g., a silicon memory device that loses data written to it if device power is lost).

3.1.45 XOR operation:  Performing an XOR (see 3.1.18) bitwise on two identical-sized multiple-bit input 

values (e.g., the current value of a logical block and the new value for that logical block). In a storage array 

implementing a redundancy group (see 3.1.37), the XOR operation is used in error correction algorithms and 

may be performed by the storage array controller (see 3.1.41) or by the direct-access block devices (see 

3.1.15). See 4.14.

3.1.46 XOR-protected data:  Logical blocks, including user data and protection information, if any, that are 

part of a redundancy group (see 3.1.37).

3.2 Symbols and abbreviations

See table 1 for abbreviations of standards bodies (e.g., ISO). Additional symbols and abbreviations used in 

this standard include:

Abbreviation Meaning

CDB command descriptor block (see 3.1.7)

CRC cyclic redundancy check (see 3.1.8)

CLIST logical unit certification list (see 3.1.27)

DLIST data defect list (see 3.1.9)

ECC error correcting code (see 3.1.17)

GLIST grown defect list (see 3.1.22)

I/O input/output

LBA logical block address (see 3.1.26)

LSB least significant bit

LUN logical unit number

MMC-4 SCSI Multimedia Commands - 4 standard

MSB most significant bit

PLIST primary defect list (see 3.1.35)

SAM-3 SCSI Architecture Model - 3 standard

SCSI Small Computer System Interface family of standards

SCC-2 SCSI-3 Controller Commands - 2 standard

SES-2 SCSI Enclosure Services - 2 standard

SMC-2 SCSI Media Changer Commands - 2 standard

SPC-3 SCSI Primary Commands - 3 standard
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3.3 Keywords

3.3.1 expected:  A keyword used to describe the behavior of the hardware or software in the design models 

assumed by this standard. Other hardware and software design models may also be implemented.

3.3.2 ignored:  A keyword used to describe an unused bit, byte, word, field or code value. The contents or 

value of an ignored bit, byte, word, field or code value shall not be examined by the receiving SCSI device and 

may be set to any value by the transmitting SCSI device.

3.3.3 invalid:  A keyword used to describe an illegal or unsupported bit, byte, word, field or code value. 

Receipt of an invalid bit, byte, word, field or code value shall be reported as an error.

3.3.4 mandatory:  A keyword indicating an item that is required to be implemented as defined in this 

standard.

3.3.5 may:  A keyword that indicates flexibility of choice with no implied preference (equivalent to “may or may 

not”).

3.3.6 may not:  Keywords that indicate flexibility of choice with no implied preference (equivalent to “may or 

may not”).

3.3.7 need not:  Keywords indicating a feature that is not required to be implemented (equivalent to “is not 

required to”).

3.3.8 obsolete:  A keyword indicating that an item was defined in prior SCSI standards but has been removed 

from this standard.

3.3.9 optional:  A keyword that describes features that are not required to be implemented by this standard. 

However, if any optional feature defined in this standard is implemented, then it shall be implemented as 

defined in this standard.

3.3.10 reserved:  A keyword referring to bits, bytes, words, fields and code values that are set aside for future 

standardization. A reserved bit, byte, word or field shall be set to zero, or in accordance with a future 

extension to this standard. Recipients are not required to check reserved bits, bytes, words or fields for zero 

values. Receipt of reserved code values in defined fields shall be reported as an error.

3.3.11 restricted:  A keyword referring to bits, bytes, words, and fields that are set aside for use in other SCSI 

standards. A restricted bit, byte, word, or field shall be treated as a reserved bit, byte, word or field for the 

purposes of the requirements defined in this standard.

3.3.12 shall:  A keyword indicating a mandatory requirement. Designers are required to implement all such 

mandatory requirements to ensure interoperability with other products that conform to this standard.

3.3.13 should:  A keyword indicating flexibility of choice with a strongly preferred alternative; equivalent to the 

phrase “it is strongly recommended.”

3.3.14 vendor-specific:  Something (e.g., a bit, field, or code value) that is not defined by this standard and 

may be used differently in various implementations.

3.4 Conventions

Certain words and terms used in this standard have a specific meaning beyond the normal English meaning. 

These words and terms are defined either in this clause or in the text where they first appear.

XOR exclusive-or (see 3.1.18)
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Names of commands, status codes, sense keys, and additional sense codes are in all uppercase (e.g., 

REQUEST SENSE).

Names of fields and state variables are in small uppercase (e.g. NAME). When a field or state variable name 

contains acronyms, uppercase letters may be used for readability. Normal case is used when the contents of 

a field or state variable are being discussed. Fields or state variables containing only one bit are usually 

referred to as the NAME bit instead of the NAME field.

Normal case is used for words having the normal English meaning.

A binary number is represented in this standard by any sequence of digits comprised of only the 

Western-Arabic numerals 0 and 1 immediately followed by a lower-case b (e.g., 0101b). Underscores or 

spaces may be included between characters in binary number representations to increase readability or 

delineate field boundaries (e.g., 0 0101 1010b or 0_0101_1010b).

A hexadecimal number is represented in this standard by any sequence of digits comprised of only the 

Western-Arabic numerals 0 through 9 and/or the upper-case English letters A through F immediately followed 

by a lower-case h (e.g., FA23h). Underscores or spaces may be included in hexadecimal number 

representations to increase readability or delineate field boundaries (e.g., B FD8CFA23h or B_FD8C_FA23h).

A decimal number is represented in this standard by any sequence of digits comprised of only the 

Western-Arabic numerals 0 through 9 not immediately followed by a lower-case b or lower-case h (e.g., 25).

This standard uses the ISO convention for representing decimal numbers (e.g., the thousands and higher 

multiples are separated by a space and a comma is used as the decimal point). Table 2 shows some 

examples of decimal numbers represented using the ISO and American conventions.

Lists sequenced by letters (e.g., a) red, b) blue, c) green) show no ordering relationship between the listed 

items. Lists sequenced by numbers (e.g., 1) red, 2) blue, 3) green) show an ordering relationship between the 

listed items.

If a conflict arises between text, tables or figures, the order of precedence to resolve the conflicts is text, then 

tables, and finally figures. Not all tables or figures are fully described in the text. Tables show data format and 

values.

Notes do not constitute any requirements for implementers.

Table 2 — ISO and American numbering convention examples

ISO American

0,6 0.6

3,141 592 65 3.14159265

1 000 1,000

1 323 462,95 1,323,462.95
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