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PAPST’S REPLY MEMORANDUM IN SUPPORT OF THE NEED FOR EXPERT 

TESTIMONY IN THE COURT’S CLAIM INTERPRETATION PROCESS 
 
 

 In response to the Camera Manufacturers’ Memorandum Regarding Expert 

Testimony In The Court’s Claim Interpretation Process, Papst provides the following 

reply memorandum in support of its request that expert testimony be part of this Court’s 

claim interpretation process. 

 In their Memorandum, the Camera Manufacturers readily concede that expert 

testimony could very well be necessary to this Court’s claim interpretation process.  They 

do not object to the use of expert declarations in the Markman briefs, and do not appear 

to object to those same experts being deposed.   Nonetheless, the Camera Manufacturers 

contend that, “the extent to which expert testimony will be needed can only be 

determined after the parties exchange claim construction briefing.”  (Defendants’ 

Memorandum, Dkt. 151, p. 10.)   Papst submits there is currently enough reasons for this 

Court to order that expert testimony shall be part of the Markman hearing. 

First, it is already clear that the intrinsic evidence consisting of the patent claims, 

specification and prosecution history will be insufficient by itself for a proper claim 

interpretation.   For example, one of the claim phrases at-issue is “whereupon the host 
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device communicates with the interface device by means of the driver for the 

input/output device customary in a host device.”    In Casio’s Second Supplemental 

Objections and Responses to Papst Licensing GMBH & Co KG’s Interrogatory No. 1, 

Casio states “[t]his phrase means that the host device communicates with the interface 

device using a driver that is "customary" in a host device.”  (Ex. A, p. 11.)  Casio also 

alleges in this same answer that “Casio’s digital cameras do not communicate using a 

“customary driver,” as that term is not clear.”  (Ex. A, p. 12.).  Casio also alleges, “The 

term ‘customary’ in the context of the ‘399 and ‘449 patents is vague and unsupported for 

any interpretation  other than for “drivers for hard disks, for graphics devices or for 

printer device - - - or other storage devices such as floppy disk drives, CD-ROM drives or 

tape drives.”  (Ex. A, p. 8.)   Thus, even with access to the entire intrinsic evidence for 

the at-issue patents, one of the leading camera manufacturers in the world, Casio, could 

not understand certain claim language finding it “not clear” and “ambiguous.”  Live 

expert testimony will be invaluable to this Court to help explain these and other alleged 

patent claim ambiguities as they continue to be asserted by the Camera Manufacturers. 

As another example, Papst relies on the intrinsic evidence to contend that “[t]he 

term ‘second connecting device’ as it is used in the ‘399 patent means the structure 

recited in claim 1, i.e., ‘a sampling circuit for sampling the analog data provided by the 

data transmit/receive device’ and ‘an analog-to-digital converter for converting data 

sampled by the sampling circuit into digital data.’  (Dkt. 110, p. 68.)(Ex. B.)  The Camera 

Manufacturers rely on the intrinsic evidence to provide a much different definition for the 

second connective device for interfacing the interface device.  They contend the term 

means “[a] physical plug or socket for readily attaching and detaching the interface 
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device with a plurality of dissimilar data transmit/receive devices.”  (Olympus Answers 

to Interrogatories, Ex. 2, pp. 2-3.)(Ex. C.).   Thus, the intrinsic evidence alone is already 

creating apparent ambiguities in the parties’ claim constructions. 

 Second, while it is possible that this Court may ultimately find that certain expert 

testimony is not helpful, this Court will likely find other testimony very helpful.  This 

Court always retains the right to discount expert testimony it finds unreliable or 

unnecessary at the Markman hearing.   By leaving its options open, Court can consider 

the reliability or necessity of the expert testimony as it is offered at the Markman hearing.  

The fact that this Court has allotted two full weeks for the Markman hearing provides the 

Court with enough time to consider several different experts thereby entitling each of the 

parties to their full day in Court.  If the Court rules now that no expert testimony should 

be used at the Markman hearing, it will difficult to reverse that decision during the 

Markman hearing should the Court later conclude that experts would be helpful.  Thus, 

there is much to gain and hardly anything to lose in allowing expert testimony at the 

Markman hearing. 

 Third, the Camera Manufacturers’ brief did not challenge Papst’s cited examples 

demonstrating how many of the claim terms have particular meanings in the pertinent 

field.  Because written briefs can only explain so much, it will be invaluable for the Court 

at the Markman hearing to have the ability to ask live questions and receive live 

clarifications from the actual experts on specific claim terms.  While the neutral tutorial 

will educate the Court on the overall technology, the parties will not have the time during 

this tutorial to educate the Court on the context for each and every specific disputed claim 

term.  Because it is the Court’s task to construe the specific at-issue claims, not the 

Case 1:07-mc-00493-RMC     Document 168      Filed 07/03/2008     Page 3 of 4



 4

overall technology, expert testimony will be most helpful to the Court during the actual 

Markman hearing where the specific claim terms will be finally considered in detail. 

In view of the many ways by which expert testimony will aid this Court and the 

parties in the claim interpretation process, Papst respectfully requests that: 

(1) The parties be granted leave to submit expert declarations in support of their 

Markman briefs; 

(2) The parties be granted leave to depose any experts submitting Markman briefs 

at least two weeks in advance of the Court’s Markman hearing; and 

(3) The parties be granted leave to present expert testimony at this Court’s 

Markman hearing.  

 

Dated:  July 3, 2008 
/s/ Joseph E. Cwik 
James P. White 
Jerold B. Schnayer 
Walter J. Kawula, Jr. 
Joseph E. Cwik 
WELSH & KATZ, LTD. 
120 South Riverside Plaza • 22nd Floor 
Chicago, Illinois 60606 

       (312) 655-1500 
Attorneys Papst Licensing GmbH & Co. 
KG   
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