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UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF COLUMBIA 

 
 

   IN RE PAPST LICENSING GMBH & CO.   
   KG LITIGATION 
 
 
 
   This Document Relates To: 
   ALL CASES 

 Misc. Action No. 07-493 (RMC) 
 MDL Docket No.  1880 
 
 

 
 
 

PAPST’S MEMORANDUM IN SUPPORT OF EXPERT TESTIMONY IN THE 
COURT’S CLAIM INTERPRETATION PROCESS 

 
 

 Pursuant to the Court’s Third Practice and Procedure Order dated June 6, 2008, 

Papst Licensing GmbH & Co. KG (“Papst”) submits the following memorandum in 

support of its request for expert testimony to be part of the claim interpretation process. 

I. INTRODUCTION 

 When the meaning of a patent claim term is readily apparent from the intrinsic 

evidence consisting of the patent itself and the prosecution history, the patent claim 

should be so construed.  However, if the meaning of a claim term is not clear, a court 

may look to the extrinsic evidence to help resolve that lack of clarity.  Furthermore, even 

if a claim term is not ambiguous, it is appropriate—and preferable—for a court to consult 

trustworthy extrinsic evidence to ensure that its claim construction is not inconsistent 

with the widely held understandings in the pertinent technical field.  Specifically, expert 

testimony is helpful to the Court in the claim interpretation process for the purposes of 

providing background on the technology at issue, explaining how an invention works, 

ensuring that the court’s understanding of the technical aspects of the patent is consistent 

with that of a person of skill in the art, establishing that a particular term in the patent or 
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the prior art has a particular meaning in the pertinent field, and helping the trial court 

understand the patent process itself.  As one team of legal scholars has aptly observed, 

“[e]ven the most experienced intellectual property practitioners cannot simply read a 

patent and file history and divine the correct meaning of claim terms; they too require and 

seek [extrinsic] information about the relevant technology.”  Anita K.Lee and William F. 

Krug, Still Adjusting to Markman:  A Prescription for the Timing of Claim Construction 

Hearings, 13 HARV. J. LAW & TECH. 55, 64 (Fall 1999).   

II. ARGUMENT 
 

A. EXPERT TESTIMONY SHOULD BE CONSIDERED DURING 
THE CLAIMS CONSTUCTION PROCESS BECAUSE IT ASSISTS 
THE TRIAL COURT IN REACHING THE CORRECT CLAIM 
CONSTRUCTION___________________________________________ 

 
The Court of Appeals for the Federal Circuit consistently has held that expert 

testimony should be used in the claim interpretation process. Phillips, 415 F.3d at 1318; 

Pitney Bowes v. Hewlett-Packard Co., 182 F.3d 1298, 1314 (Fed. Cir. 1999) (claim 

construction at the trial court level benefits from expert testimony that supplies a proper 

technological context to understand the claims, explains the meaning of claim terms as 

understood by one of ordinary skill in the art, and helps the trial court understand the 

patent process); Tanabe Seiyaku Co., Ltd. v. U.S. Trade Commission, 109 F.3d 726, 732 

(Fed. Cir. 1997) (holding that expert testimony about how those skilled in the art would 

interpret certain language in the claim assists the court in proper construction of the 

claim).   

In Phillips, the court identified several significant roles of expert testimony during 

claims construction, “such as to provide background on the technology at issue, to 

explain how an invention works, to ensure that the court’s understanding of the technical 
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aspects of the patent is consistent with that of a person of skill in the art, or to establish 

that a particular term in the patent or the prior art has a particular meaning in the pertinent 

field.”  Phillips, 415 F.3d at 1318.   All of these important purposes would be served by 

admission of expert testimony in this case.1  Because expert testimony will serve and aid 

the Court in achieving all of the above purposes, Papst respectfully requests that the 

parties be granted leave to submit expert declarations and testimony during the claim 

interpretation process, and to depose any experts the opposing parties intend to use at the 

Markman hearing. 

1. Because this is “a very complicated case” involving complex technology, 
expert testimony will assist the Court and the parties by explaining how 
the at-issue inventions work. 

 
The at-issue inventions generally relate to the transfer of data and in particular to 

interface devices for communications between a computer or host device and a data 

transmit/receive device from which data is to be acquired or with which two-way 

communication is to take place.  Papst asserts the Camera Manufacturers have infringed 8 

patent claims from the ‘399 patent, and 12 patent clams from the ‘449 patent.  [Docket # 

110, p. 78.]  For example, claim 1 of the ‘449 patent claims the following invention: 

1. An interface device for communication between a host device, which 
comprises drivers for input/output devices customary in a host device and 
a multi-purpose interface, and a data transmit/receive device comprising 
the following features: 
 
a processor; 
 
a memory; 

                                                 
1 Although a trial court should not consider expert testimony that injects a new 

meaning into terms or that is inconsistent with what the inventor set forth in his patent 
and communicated to the patent examiner, Papst does not intend to offer expert testimony 
for that purpose.  See Vitrionics v. Conceptronic, Inc., 90 F.3d 1576 (Fed. Cir. 1996). 
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a first connecting device for interfacing the host device with the interface 
device via the multi-purpose interface of the host device; and 
a second connecting device for interfacing the interface device with the 
data transmit/receive device, 
 
wherein the interface device is configured by the processor and the 
memory in such a way that the interface device, when receiving an inquiry 
from the host device as to the type of a device attached to the multi-
purpose interface of the host device, sends a signal, regardless of the type 
of the data transmit/receive device attached to the second connecting 
device of the interface device, to the host device which signals to the host 
device that it is a storage device customary in a host device, 
 
whereupon the host device communicates with the interface device by 
means of the driver for the storage device customary in a host device, and 
wherein the interface device is arranged for simulating a virtual file 
system to the host, the virtual file system including a directory structure. 

 
(U.S. Patent No. 6,470,449, claim 1) (Ex. A.).  The above claim language is not readily 

interpreted by a lay person.  The remaining at-issue patent claims are no less complex.  

See Ex. A.  Indeed, Casio’s own counsel has conceded that this is a “very complicated 

case.”  (May 31, 2002 Tr., p. 7) (“But stepping back and just looking at where we are 

now, and we've got six more months of fact discovery, it's a very complicated case, even 

liability-wise.”).   

Many of the claim terms have particular meanings in the pertinent field.  For 

example, terms in the patent claims such as “driver,” and “interface” may mean one thing 

to a lay person, and something entirely different to a person having ordinary skill in the 

art who has read the patents- in-suit.  While it may be readily apparent to lay persons that 

the term “driver,” as it is used in the patent claims, means something other than a person 

who operates an automobile, a lay person may not necessarily have a full understanding 

as to what a “driver” is in the context of the present invention.  A technical expert would 

be able to provide the background of what a person of ordinary skill in the art would 
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understand the term to mean, and assist the Court in reaching an appropriate claim 

construction.  In another example, Papst contends that “virtual files” mean files that 

appear to be present on a simulated disk drive, but are not on rotating media.  [Docket # 

110, p. 78.]  Casio contends that “virtual file system” is a file system that is not real, but 

instead simulates a hard disk file system.  (Ex. B, p. 16.)(Casio’s Second Supplemental 

Objections and Responses to Papst Interrogatory No. 1.)  Casio further asserts in its own 

claim interpretations that at least one of the patent claim terms is “vague.”  (Ex. B, p. 8) 

(“The term ‘customary’ in the context of the ‘399 and ‘449 patents is vague . . . .”).   

Expert testimony will educate the Court on the meaning of these disputed 

technical claim terms.  Because briefs can explain only so much, having the ability to 

question experts in the relevant technical area will be invaluable for the court at the 

Markman hearing.  It will also be helpful for expert witnesses to provide a background 

and context for the technology at issue.  See Phillips, 415 F.3d at 1318.  For example, an 

expert could explain how the alleged prior art existing before the at-issue inventions 

incorporated certain methods of connecting digital cameras and other interface devices to 

personal computers that typically required the loading of a specific software driver on the 

PC.  In contrast to this alleged prior art, the expert could explain how the at-issue 

inventions have no such requirements.   

Given that most of the claim language of these patents is outside the scope of a 

layperson’s knowledge and often has a particular meaning in the pertinent field, expert 

testimony clearly will be helpful to the Court in its claim interpretation task. 
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2. Expert testimony will be highly useful in this case to ensure that the 
Court’s understanding of the technical aspects of the patent is consistent 
with that of a person of ordinary skill in the art.   

 
Pursuant to Markman v. Westview Instruments, this Court must determine the 

meaning of claim terms in accordance with how one of ordinary skill in the art would 

understand the claim term at the time of the invention.  Phillips, 415 F.3d  at 1312.  The 

inquiry into how a person of ordinary skill in the art understands a claim term provides an 

objective baseline from which to begin claim interpretation.  Phillips, 415 F.3d at 1313.  

That starting point is based on the well-settled understanding that inventors are typically 

persons skilled in the field of the invention and that patents are addressed to and intended 

to be read and understood by others of skill in the pertinent art.  Phillips, 415 F.3d at 

1313.  Only by viewing the claim terms through the eyes of one with ordinary skill in the 

art should this Court render proper claim interpretations.  Ferguson Beauregard/Logic 

Controls v. Mega Sys., LLC, 350 F.3d 1327, 1338 (Fed. Cir. 2003) (claim terms “are 

examined through the viewing glass of a person skilled in the art”). 

In some cases, the ordinary meaning of claim language as understood by a person 

of ordinary skill in the art may be readily apparent to lay judges.  Often, however, “the 

ordinary and customary meaning of the claim requires examination of terms that have 

particular meaning in a field of art.”  Phillips, 415 F.3d at 1314.  Because the meaning of 

a claim term as understood by persons of skill in the art is often not readily apparent, and 

because patentees frequently use terms idiosyncratically, courts look to those sources 

available to the public that show what a person of skill in the art would have understood 

the disputed claim language to mean.  Id.  Those sources include intrinsic evidence (such 

as the words of the claim itself, the remainder of the specification, and the prosecution 
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history) and extrinsic evidence (such as expert testimony concerning the relevant 

scientific principles, the meaning of technical terms, and the state of the art).  Id. 

In this case, Papst has defined one of ordinary skill in the art as follows: 

A person having ordinary skill in this field would have practical 
experience sufficient to provide an understanding of communications 
protocols between computers and computer peripheral devices, and the 
ability to read and understand specifications relating to such 
communications and protocols.  A person having ordinary skill in this 
field would also have basic computer programming skills.  A typical 
educational background would include an undergraduate degree in 
electrical engineering and/or computer sciences. However, as evidenced 
by Mr. Tasler's educational background (including degrees in physics), an 
undergraduate degree in electrical engineering and/or computer sciences is 
not absolutely necessary, as long as there is sufficient practical experience. 
 

(Papst’s Third Supplemental Answers to Casio’s Interrogatories).   Expert testimony will 

be useful in this case to ensure that this Court’s understanding of the technical aspects of 

the patent is consistent with that of a person of skill in the art.  Aqua-Aerobic Systems, 

Inc. v. Aerators Inc., 211 F.3d 1241, 1245 (Fed. Cir. 2000) (“Expert testimony is often 

useful to clarify the patented technology and to explain its meaning through the eyes of 

experience . . . .”).  Therefore, Papst respectfully requests that expert testimony be 

considered by this Court during the claim interpretation process. 

III. CONCLUSION 

 For the foregoing reasons, Papst respectfully requests that: 

(1) The parties be granted leave to submit expert declarations in support of their 
Markman briefs; 
 

(2) The parties be granted leave to depose any experts submitting declarations in 
support of their Markman briefs; and 

 
(3) The parties be granted leave to present expert testimony at this Court’s 

Markman hearing.  
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Dated:  June 16, 2008 
 
 
__/S/ Robert F. Muse_______________ 
Robert F. Muse (Bar No. 166868) 
Stein Mitchell & Mezines, LLP 
1100 Connecticut Ave., NW 
Suite 1000 
Washington D.C. 20036 
(202) 737-7777 
 
James P. White 
Jerold B. Schnayer 
Walter J. Kawula, Jr. 
Joseph E. Cwik 
WELSH & KATZ, LTD. 
120 South Riverside Plaza • 22nd Floor 
Chicago, Illinois 60606 

       (312) 655-1500 
Attorneys for Papst Licensing GmbH & 
Co. KG   
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CERTIFICATE OF SERVICE 
 

 The undersigned hereby certifies that a copy of the foregoing PAPST’S 
MEMORANDUM IN SUPPORT OF EXPERT TESTIMONY IN THE COURT’S 
CLAIM INTERPRETATION PROCESS was served on this 16th day of June, 2008 
upon the attorneys for the Camera Manufacturers as follows: 
 
For The Casio Parties (via e-mail): 
Laura Krawczyk 
Morgan Lewis & Bockius LLP 
101 Park Avenue 
New York, NY 10178-0060 
Phone:  (212) 309-6000 
Fax:  (212) 309-6001 
lkrawczyk@morganlewis.com 
 
J. Kevin Fee 
Morgan Lewis & Bockius LLP 
1111 Pennsylvania Avenue, NW 
Washington, D.C. 20004 
jkfee@morganlewis.com 
 
Scott D. Stimpson 
The Law Office of Scott D. Stimpson 
Suite 1102 
445 Hamilton Avenue 
White Plains, NY 10601 
stimpsonlaw@gmail.com 
 
For The Samsung Parties (via e-mail): 
Patrick J. Kelleher 
Drinker Biddle Gardner Carton 
191 North Wacker Drive 
Suite 3700 
Chicago, IL 60606-1698 
Phone:  (312) 569-1375 
Fax:  (312) 569-3375 
Patrick.kelleher@dbr.com 
 
Camera Manufacturers’ Administrative Counsel and 
For The Fujifilm Parties (via e-mail): 
Steven J. Routh 
Hogan & Hartson, LLP 
555 Thirteenth Street, N.W. 
Washington, DC 20004 
Phone:  (202) 637-5600 
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Fax:  (202) 637-5910 
sjrouth@hhlaw.com 
 
Sten Jensen 
Hogan & Hartson, LLP 
555 Thirteenth Street, N.W. 
Washington, DC 20004 
Phone:  (202) 637-6465 
Fax:  (202) 637-5910 
sajensen@hhlaw.com 
 
For the Olympus Parties (via e-mail): 
Richard deBodo 
Rachel M. Cappoccia 
Hogan & Hartson, LLP 
1999 Avenue of the Stars 
Suite 1400 
Los Angeles, CA 90067 
Phone:  (310) 785-4694 
Fax:  (310) 785-4601 
rdebodo@hhlaw.com 
rmcappoccia@hhlaw.com 
 
For The Matsushita and Victory Company of Japan Parties (via e-mail): 
Richard deBodo 
Rachel M. Capoccia 
Hogan & Hartson, LLP 
1999 Avenue of the Stars 
Suite 1400 
Los Angeles, CA 90067 
Phone: (310) 785-4694 
Fax: (310) 785-4601 
rdebodo@hhlaw.com 
rmcapoccia@hhlaw.com 
 
Adam K. Levin, Esq.      
Hogan & Hartson LLP     
555 13th Street, NW      
Washington, DC 20004 
aklevin@hhlaw.com 
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For the Ricoh Parties (via e-mail): 
Michael Switzer 
McDermott Will & Emery LLP 
227 West Monroe Street 
Chicago, Illinois 60606-5096 
Phone:  (312) 984-3666 
Fax:  (312) 984-7700 
mswitzer@mwe.com 
 
Richard L. Horwitz 
Potter Anderson & Corroon, LLP 
1313 North Market Street, 6th Floor 
PO Box 951 
Wilmington, DE 19899 
Phone:  (302) 984-6000 
Fax:  (302) 658-1192 
rhorwitz@potteranderson.com  
 
For Hewlett-Packard Company (via email): 
Charlene M. Morrow 
Heather N. Mewes 
Fenwick & West LLP 
555 California Street, Suite 1200 
San Francisco, CA 94104 
Phone:  (415) 875-2300 
Fax:  (415) 281-1350 
cmorrow@fenwick.com 
hmewes@fenwick.com 
 
Attorneys For Nikon 
David L. Witcoff 
Marc S. Blackman 
Jones Day 
77 West Wacker Drive 
Chicago, IL 60601 
Phone:  (312) 782-3939 
Fax:  (312) 782-8585 
dlwitcoff@jonesday.com 
msblackman@jonesday.com 
 
 
    
      /s/ Robert F. Muse___________________ 

Attorney for Papst Licensing GmbH & Co. 
KG      
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