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I. INTRODUCTION 

 Papst respectfully opposes Casio’s motion to dismiss Papst’s counterclaims and to enter a 

default judgment against Papst on Casio’s declaratory judgment claims (or in the alternative, to 

dismiss Casio’s declaratory judgment claims). 

 Casio’s motion concentrates on conduct which the Court already has considered and 

ruled on, or for which the Court already has awarded sanctions.  See, e.g., Dkt. No. 117, Court’s 

order of June 4, 2008 (noting that the “2007 motions can be safely laid to rest” and that Papst 

“has been precluded from advancing additional formal discovery on Casio . . . .  Such sanctions 

are severe enough.”).  Rehashing matters that the Court already has resolved with substantial 

sanctions is inappropriate and unproductive.  Unfortunately, Casio seems determined to make 

discovery disputes—and not patent infringement—the focus of this litigation.  Papst fears that 

Casio will continue to generate discovery disputes as long as it perceives that it can derail 

preparations for trial of a patent infringement action.  For example, Casio’s extensive quoting of 

Papst’s May 9, 2008 supplement of its answer to Casio’s Interrogatory No. 1 (Casio’s Ex. D) to 

argue noncompliance is misleading because that answer was further supplemented by Papst on 

May 28, 2008 (Casio’s Ex. V) prior to Casio filing its motion. 

 On April 8, 2008, this Court lifted the stay of discovery that had existed since before the 

joinder of this action in multi-district litigation proceedings, and this Court ordered Papst to file 

its asserted claims and infringement contentions by May 28, 2008.  (Dkt. No. 36, ¶¶ 1 and 17).  

On April 24, 2008, this Court ordered Papst to further supplement certain ones of its 

interrogatory answers.  (Dkt. No. 77, ¶¶ 6k-o).  

 Papst has complied with this Court’s orders and responded to Casio’s discovery requests.  

The discussion below demonstrates that Papst has been working diligently to produce responsive 

Case 1:07-mc-00493-RMC     Document 133      Filed 06/16/2008     Page 4 of 16



 

 2

documents and to answer interrogatories as quickly as responses can be prepared, with priority 

given to meeting existing deadlines.  There is no legitimate basis for Casio’s representations to 

the contrary, for the extreme sanction that Casio seeks, or for any further sanction whatsoever.   

 Casio falls far short of meeting its burden to demonstrate by clear and convincing 

evidence that (1) Papst has not made a good faith effort to comply with this Court’s orders of 

April 8, 2008 and April 24, 2008 and (2) nothing short of dismissal is appropriate as a sanction.  

Shepherd v. American Broadcasting Companies, 62 F.3d 1469, 1472 (D.C. Cir. 1995) (“we hold 

that a district court may use its inherent power to enter a default judgment only if it finds, first, 

by clear and convincing evidence-a preponderance is not sufficient-that the abusive behavior 

occurred; and second, that a lesser sanction would not sufficiently punish and deter the abusive 

conduct while allowing a full and fair trial on the merits.”).   

II. FACTS PERTINENT TO COMPLIANCE WITH COURT ORDERS 

A. CHRONOLOGY 

 The following actions in the last few months are pertinent to Papst’s compliance with the 

Court’s Orders: 

• April 8 – The Court lifted the stay of discovery and set May 28 as the deadline for filing 
infringement contentions. (Dkt. No. 36, §17 (“Papst shall file its asserted claims and 
infringement contentions no later than May 28, 2008.”)). 

• April 11 – Papst answered Casio’s outstanding Interrogatory Nos. 7-10.  The answer to 
Interrogatory No. 7 included claim interpretations of the elements that Casio had 
identified as infringement defenses.  (Ex. 1).  Even though Casio’s Interrogatory No. 7 
does not expressly require “claim interpretation,” applicable claim interpretation was 
provided on the claim language that Casio had identified as infringement defenses.  (See 
e.g. Ex. 1:  7:11-12, 10:25 - 11:3, 11:15-19, 13:5-7). 

• April 18 – Without any Court involvement, Papst supplemented its answer to Casio’s 
Interrogatory No. 7 to provide interpretation of additional claim language, within a few 
days of Casio pointing out that it had supplemented its identification of claim elements on 
which it relied for infringement defenses.  (Ex. 2).  
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• The answer to Interrogatory No. 7 was prepared with respect to the defenses that Casio 
identified in its written discovery responses served on May 21, 2007.  However, shortly 
after the April 11, 2008 service of Papst’s interrogatory answers, Casio advised Papst that 
Casio had supplemented those May 21, 2007 responses.  Within a week, on April 18, 
2008, Papst supplemented its answers to Casio’s Interrogatory No. 7.  (Ex. 2).  This 
supplementary answer included interpretation of additional claim language based on 
Casio’s supplemental identification of that additional claim language as infringement 
defenses.  (Ex. 2).  In other words, prior to the April 24, 2008 Order, Papst already had 
responded promptly, and without any Court intervention, to a request from Casio’s 
counsel for supplementation. 

• April 24 – The Court ordered supplementation of previous Papst answers to Interrogatory 
Nos. 1 and 3-6.  (Dkt. No. 77, ¶¶ 6k-o). 

• May 7 – Papst completely and timely served on the Camera Manufacturers (including 
Casio) Papst’s answers to the Camera Manufacturers’ Interrogatory Nos. 1-10.  (Ex. 3).  
The answer to the Camera Manufacturers’ Interrogatory No. 1 included an identification 
of Casio’s camera models and 38 pages of detailed claim charts applying the claim 
language to the devices made by Casio and the other Camera Manufacturers.  Camera 
Manufacturers’ Interrogatory No. 1 did not expressly require “claim interpretation.”  
Nevertheless, Papst provided numerous pages of claim analysis and application in 
addition to the detailed claim charts.  This response fully and completely answered the 
interrogatory to the best of Papst’s abilities.  (Ex. 3). 

• May 9 – Two days later on May 9, 2008, Papst formally supplemented its answers to 
Casio’s Interrogatory Nos. 1 and 3-6, and provided the additional information contained 
in Papst’s answers to the Camera Manufacturers’ Interrogatory Nos. 1-10.  Papst 
specifically informed Casio that Papst reserved its right to present its asserted claims and 
infringement contentions by May 28, 2008, the deadline set by the Court.  (Casio’s Ex. 
D). 

• May 14 – Papst supplemented its answer to Casio’s Interrogatory No. 5 as soon as that 
information was available.  (Ex. 4). 

• May 28 – On May 28, 2008, Papst timely filed (and served on Casio and the other 
Camera Manufacturers) Papst's asserted claims and infringement contentions (Dkt. No. 
110).  That same day, Papst supplemented its answer to Casio’s Interrogatory No. 1, 
providing additional claim interpretation in view of the work on the filed contentions.  
(Casio’s Ex. V). 

• May 29 – Casio filed the motion presently before the Court.  In the motion, Casio 
complains about the claim interpretation in the May 9, 2008 supplement, and ignores the 
claim interpretation Papst provided on April 11, 2008 and supplemented on April 18, 
2008.  Casio’s motion also ignores the cooperation of Papst’s counsel when promptly 
providing supplemental responses.  Casio’s May 29, 2008 motion also ignores Papst’s 
extensive supplementation regarding claim interpretation on May 28, 2008, even though 
Casio includes that supplement as an exhibit to its motion. 
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B. THE SPECIFIC ISSUES RAISED BY CASIO 

1. Papst Has Provided Proper Interrogatory Answers 

 To the extent that Casio is complaining about what occurred in 2007 before discovery 

was stayed in this action, the Court already has resolved those matters and has imposed sanctions 

against Papst.  With respect to the last few months since the stay was lifted, Papst has answered 

interrogatories as quickly as responses can be prepared, without waiting until all the interrogatory 

answers were available before providing answers that were available.  As discussed above, the 

Court lifted the stay on April 8, 2008, and Papst answered Casio’s outstanding Interrogatory 

Nos. 7-10 on April 11, 2008, and supplemented the answer to Interrogatory No. 7 on April 18, 

2008.  On April 24, 2008, the Court ordered supplementation of previously answered 

Interrogatory Nos. 1 and 3-6, and Papst complied on May 9, 14, and 28.  Substituting 

supplemental answers for original answers, Papst’s answers to Casio’s interrogatories now total 

115 pages. 

2. Papst Has Provided Proper Claim Interpretation 

 The Casio motion fails to consider Papst’s May 28, 2008 supplement to its answer of 

Casio Interrogatory No. 1 regarding claim interpretation (Casio’s Ex. V).  On pages 7-9 of its 

brief, Casio criticizes Papst’s claim interpretation and quotes extensively from the May 9, 2008 

supplement (Casio’s Ex. D).  However, Casio fails to address the additional claim interpretation 

that Papst has provided, in the answer to Interrogatory No. 7 and especially in the very extensive 

May 28, 2008 supplement of the answer to Interrogatory No. 1 (Casio’s Ex. V). 

In a footnote, Casio acknowledges the May 28, 2008 supplement, but fails to inform the 

Court that the supplement addressed the very matters that Casio is complaining about in its brief.  

For example, Casio quotes from the May 9, 2008 supplement (Casio’s Ex. D) regarding the 

interpretations of seven specific claim terms, and ignores the Papst interpretations of those same 
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seven claim terms in Papst’s later May 28, 2008 supplement.  In particular, Casio’s complaint 

that some claim interpretations did not contain the word “means” was addressed in Papst’s May 

28, 2008 supplement.  The following are applicable excerpts from the May 28, 2008 supplement: 

•  “The phrase ‘an input/output device customary in a host device’ means a device 
which inputs or outputs data with respect to a host device, and is a device which 
sufficiently common such that software drivers for communicating with the 
input/output device are typically provided with the host device as it is purchased.”  
(Casio’s Ex. V, 67:6-9).    

 
• “[T]he term ‘host device’ means host systems, such as Personal Computers 

(“PCs”) and other host devices as described in the patent written descriptions.  
(Casio’s Ex. V, 66:25 - 67:2). 

 
• “[T]he term ‘data transmit/receive device’ means a device that senses some 

physical property external to the sensor, and converts it into an electrical signal.  
The term ‘data transmit/receive device’ should be construed to cover an entire 
spectrum of sensors.”  (Casio’s Ex. V, 68:16-19). 

 
• “The term ‘first connecting device’ means the circuitry used to interface the 

interface device to the host PC.”  (Casio’s Ex. V, 69:19-20). 
 
• “The term ‘second connecting device’ as it is used in the ‘399 patent means the 

structure actually recited in claim 1, i.e., ‘a sampling circuit for sampling the 
analog data provided by the data transmit/receive device’ and ‘an analog-to-
digital converter for converting the data sampled by the sampling circuit into 
digital data.’”  (Casio’s Ex. V, 70:4-7). 

 
• The phrase “configured by” should be given its plain and ordinary meaning.  See, 

Casio’s Ex. V, 65:22-23 (“Unless specifically discussed below, all claim terms 
should be given their plain and ordinary meaning.”). 

 
• “Virtual files means files which appear to be present on a simulated disk drive, 

yet which are not on rotating media.”  (Casio’s Ex. V, 79:7-8). 
 

3. Papst Has Provided the Prior Art 

 Casio next complains about a failure to identify prior art in a 2007 interrogatory answer.  

However, the only documents that Casio asserts that Papst failed to identify are documents that 

Casio states that Papst has recently produced.  While Papst produced well over 20,000 pages of 

documents by the time that discovery was stayed in 2007, Papst should be entitled to make 
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supplementations in accordance with Rule 26(e).  So Casio’s complaint is that the documents 

were not produced fast enough, for which Papst already has been sanctioned.  This is part of an 

old and resolved issue.  In addition, it was only after the stay was imposed that Papst acquired 

many documents due to its own continuing investigation and to prior art being identified by 

third-parties with whom Papst was negotiating. 

 Furthermore, there are always an unlimited number of earlier documents.  Judgment has 

to be exercised with respect to whether the alleged prior art is material or merely cumulative of 

other documents that have already been identified.  With respect to the specific documents that 

Casio asserts that Papst failed to identify, Casio has not met its burden to demonstrate the 

materiality of the documents.  Casio does not even attempt to explain the significance of the 

patent documents that it mentions.  (Casio’s Ex. R).  Regarding the inventor Tasler’s thesis 

(Casio’s Ex. S), Casio quotes some general language from the thesis and compares it to general 

language in one of the patents in issue, but not to patent claim language.  Identifying a problem 

in which the inventor was interested is not the same as disclosing a solution that ultimately 

constituted a claimed invention.  Casio has not met its burden to demonstrate the materiality of 

the thesis to a claimed invention.  

4. Papst Provided the Best Information It Has At This Time Regarding 
Conception of Invention 

 Casio argues that Papst identified a range of time ending in October 1996 during which 

the inventor’s conception of invention may have occurred.  To the extent that conception will 

make any difference in this lawsuit, it would be Papst’s burden to establish that date.  In any 

event, Papst has provided the best information that it has at this time regarding conception.  

Without justification, Casio erroneously argues that the “inventor surely knows when he 

conceived the alleged inventions.”  The claimed inventions are what ultimately ends up being 
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claimed in an issued patent.  There is not necessarily any reason why the inventor would recall 

today the specific date in 1996 when he conceived what ultimately would become a claimed 

invention.  The best a patentee can do is to present evidence he can find.  Casio asserts that Papst 

has not identified anything “that could possibly support a conception any earlier than October of 

1996.”  Be that as it may, if Papst finds additional evidence, it will supplement its discovery 

responses.  

5. Papst Has Been Diligently Processing and Producing a Voluminous 
Number of Documents, Many of Which Papst Did Not Possess Until 
After the Stay Was Imposed in 2007 

 Papst did not initiate this lawsuit.  It has been pursuing its investigation, and reviewing 

voluminous electronic records and other materials it can find regarding the patents and the scores 

of different products made by the Camera Manufacturers.  It has been producing the documents 

in stages as soon as they are reviewed.  Casio concedes that Papst produced over 150,000 pages 

of documents, as of the time of Casio’s motion.  Again, Casio’s complaint is that the documents 

were not produced fast enough, for which Papst already has been sanctioned.  Again, this is part 

of an old and resolved issue.  In effect, Casio now offers the fact that Papst has been 

supplementing its production of documents as a ground for additional sanctions.   

 After discovery was stayed in this action in 2007, Papst continued to investigate its 

infringement contentions against Casio and other Camera Manufacturers.  In the course of its 

investigation, Papst acquired a very large amount of publicly available documents regarding 

potentially infringing cameras and related issues.  In addition, third-parties identified additional 

alleged prior art during negotiations with Papst.  Naturally, Papst could not produce those 

documents before it even acquired them.  

 Papst has diligently processed additional documents for production, including documents 

that were confidential to third-parties and for which Papst was first required to provide the third-
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parties with an opportunity to object to the production of their confidential communications.  As 

noted above, Papst had become aware of many documents during the last year due to its 

continuing investigation.  On June 2, 2008, Casio and Papst filed their joint discovery plan.  

(Dkt. No. 116).  At that time, Papst did not believe that the Court had set a deadline by which all 

documents must be produced.  In an abundance of caution, and to the extent that there was 

disagreement about whether there was a deadline, Papst respectfully requested an extension until 

June 13, 2008 to complete its document production with respect to those documents that are not 

potentially privileged and/or protected by work product.  On May 21, 2008, counsel for Papst 

and Casio conferred on this issue at which time Casio’s counsel represented that Papst’s plan for 

production of Papst documents by June 13, 2008 was reasonable given the large amount of 

documents that Papst still had to produce.  As to those documents that are potentially privileged 

and/or protected by work product, Papst also requested an extension to complete its document 

production of those documents to within 30 days of the Court’s ruling on Papst’s motion for 

clarification concerning the scope of waiver.  (Dkt. No. 101).  At the hearing on June 5, 2008, 

Papst’s counsel explained that the presentation targeted for June 13, 2008 would be substantially 

complete, but not 100% complete due to “clean-up.”  Casio did not object.  On June 10, 2008, 

the Court set due dates for completing Papst production to Casio (Dkt. No. 125), and Papst 

produced an additional 145,000 pages of documents on June 13, 2008. 

6. Papst’s Discovery Requests to Casio Already Have Been Limited  

 Casio complains that Papst’s discovery requests to Casio were too broad.  It complains 

about Papst’s initial discovery requests, but the Court already struck those requests.  (Dkt. No. 

77).  It complains about its second set of discovery requests, but admits that Papst replaced those 

with a third set after counsel conferred.  While denying Papst’s request for formal discovery, the 

Court did state that reasonable discovery should still proceed.  In its Order dated June 10, 2008, 
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the Court clarified the scope of Casio’s document production obligations, and this is a resolved 

issue.  Casio mischaracterizes Papst’s latest requests as unreasonable.  However, the Court 

agreed that various Papst document requests were sufficiently specific, and agreed with Papst’s 

position that Casio had to apply an objective standard—rather than its own subjective beliefs—in 

responding to those document requests.  (Dkt. No. 125, ¶¶ I.1-3). 

III. CASIO’S MOTION SHOULD BE DENIED 

 Most of Casio’s brief dwells on the matters on which the Court already has ruled and for 

which Papst already has been sanctioned.  Casio’s presentation regarding any new matters fails 

to demonstrate violation of any order.  With respect to Papst’s discovery from Casio, counsel 

conferred and tried to work out the scope of reasonable discovery, and the Court has issued an 

order resolving the issue.  With respect to document production by Papst, it has conscientiously 

been reviewing and producing a voluminous number of documents as quickly as it can.  

Including the June 13, 2008 production, Papst has produced almost 300,000 pages of documents.  

The interrogatory answers are current.  With respect to conception of invention (Casio 

Interrogatory No. 6), Papst has provided the best information that it has at this time.  With 

respect to claim interpretation, Casio quotes from the May 9, 2008 supplement and ignores the 

earlier answers in April and the more comprehensive May 28, 2008 supplement.  In short, Papst 

has been working very diligently to comply with its discovery responsibilities.  There have not 

been any violations of any orders that have not already been considered and resolved by the 

Court.  There is no basis for any new sanction.  

 The fact that Papst has not engaged in any misconduct for which it has not already been 

sanctioned should end the matter.  Nevertheless, it also should be noted that Casio has failed to 

demonstrate that it has incurred any substantial prejudice from any alleged misconduct by Papst.  

See, e.g., Federal Deposit Insurance Corp. v. Conner, 20 F.3d 1376, 1380 (5th Cir. 1994) (“[W]e 
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have articulated several factors that must be present before a district court may dismiss a case as 

a sanction for violating a discovery order . . . .  [T]he violating party’s misconduct ‘must 

substantially prejudice the opposing party.’”); Webb v. District of Columbia, 189 F.R.D. 180, 

186 (D.D.C. 1999) (holding that misconduct that severely prejudices the opposing party’s case 

might support a default judgment).  Casio is receiving all discovery that it is entitled, and its own 

obligations have been limited in scope. 

 There is no legitimate basis for Casio’s present motion, let alone clear and convincing 

evidence to support the dismissal that Casio seeks.  Shepherd, 62 F.3d at 1472. 

IV. CONCLUSION 

 The sanctions already imposed on Papst are substantial.  Papst is making a good faith 

effort to comply with the Court’s orders and to move forward to a full and fair trial on the merits.  

That should be the goal of all parties. 

 For the foregoing reasons, Papst requests the Court to Deny Casio’s motion. 

Respectfully submitted, 
 
Dated:  June 16, 2008  ___/s/ Robert F. Muse________________   

Robert F. Muse 
Kerrie C. Dent 
STEIN MITCHELL & MEZINES, LLP 
1100 Connecticut Ave, NW 
Washington, D.C. 20036 
(202) 737-7777 

 
Jerold B. Schnayer 
James P. White 
Walter J. Kawula, Jr. 
Joseph E. Cwik 
WELSH & KATZ, LTD. 
120 South Riverside Plaza • 22nd Floor 
Chicago, Illinois 60606 

       (312) 655-1500 
 

Attorneys for Defendant/Counter-Plaintiff Papst 
Licensing GmbH & Co. KG  
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