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apaid tax imposed on those inillegally theengaged selling
of liquor.

permitTo those not affected a toby statute thepay
thereby assessed,Sum and then sue itsfor on therecovery

ground that the act was void, would reverse the rule that
“one who would strike down a asState statute violative
of the Federal Constitution bring by propermust himself
averments and within theshowing class as to whom the
act thus attacked is unconstitutional. He must show that
the alleged feature the lawunconstitutional of injures

operatesandhim, depriveso as to rights protectedhim of
by the Federal Constitution.” RailwaySouthern Co. v.

U.King, 524,217 S. 534.
What we have said shows questionthe as vol-that to

untary payment fairly arose of record,out the and was
arbitrarilynot injected into the case. Leathe v. Thomas,

207 U. S. A93, 99. decision on that non-federal point
disposeproperlycould of the plaintiff’s tosuit recover

back what it had paid. judgmentThe of the Civil Court’
of Appeals must, therefore, be

Affirmed.

MARSHALLNEW ENGINE v.COMPANY MAR-
SHALL ENGINE COMPANY.

ERROR TO THE COURT OF THESUPERIOR STATE OF

MASSACHUSETTS.

February15,No. 107. 19,Submitted December 1912.1911. Decided

jurisdictionThe Federal arisingcourts have exclusive all underof cases
patent laws, questions maythe not of pctentbut all in a bewhich
subject-matter controversy.the theof

trymay questionsof aCourts State of title and construe and enforce
patents.relating Lawder,contracts to Wade v. 165 U. S. 624.
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manufacturingenjointoassignment patent andcompel of asuit’, toA
im-patent is anthethereby, becausecovered’and sale' of articles

conveytoin a covenantincludedandprovement on earlier onean
equity,principles of andsuch, generalis based onimprovements,all

jurisdiction court.of the stateis within the.
of articles manufacturedinjunction granted against saletheWhere

specific perform-a decree foronly' incident topatent is anunder a
improvement anconvey patent as an ofthea contract toance of

if not determineappropriate, and, it doesone, relief istheearlier
jurisdiction of the stateinfringement, is thequestions withinof

courts.
410,Massachusetts, affirmed.203

towere issued342,802,Letters Patent1, 1886,On June
Pulp BeatinginimprovementanFrank Marshall forJ.

expired organizedhepatenttheShortly beforeEngines.
Septemberon 15,andEngine Company,the Marshall
improvements“allpatentthe andassigned to it1903,

Marshall was electedof the same.”and renewalsthereon
to the as-neglected havecompany,of the but.president

law. Itrequired bythe timerecorded withinsignment
andassurance,for furtheracontained, however, provision

had Marshallexpired,the patentafter8, 1904,on October.
recitingafterwhereby,an additional instrumentexecuted

and “allpatentthehe transferredformer'assignment,the
thereon and renewals thereof.”improvementsfurther

assignmentthe time the first1903,In atSeptember,
forapplication patentan aMarshall had on filemade,'was

to E. R.411,251 grantedpatenton “an onimprovement
inembodies, patent 342,802,shownand featuresMarshall,

no further referenceismyself.”in to Theregranted 1886
applicationMarshall’s411,251.in the record to patent

725,349Letters Patent14,1903,and ongranted, Aprilwas
him.grantedwere to

as abut it is foundassignment made,formal wasNo
and the receiver-September. 15, 1903,that,fact between

enginesnine or tenmanufacturedship, complainantthe
by patent 725,349.coveredimprovementtheembodying
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13,On June a1905, receiver appointedwas for the
EngineMarshall Company. thereafter,Immediately

organizedMarshall under the laws of Massachusetts a new
company bearing his andname, assigned patentto it this
725,349. The New Marshall tookEngine withCompany

the complainant’snotice of right.
The EngineMarshall of NewCompany, claimedJersey,

title this patentto 725,349 “Improvement”as an on
patent 342,802, passed by assignmentwhich virtue of the
of September 15, It thereupon filed, through1903. its

a bill inreceiver, the ofSuperior Court Franklin County,
Massachusetts; asserting this title and praying that the
defendants, Marshall and the Marshall EngineNew Com-
pany, should be andrequired to execute to itdeliver an

inassignment due form patentto so to725,349, as entitle
it to in Office,be recorded the Patent and also that the
defendants, their and assigns,successors should be en-
joined from ormanufacturing coveredselling bymachines
patent 725,349.

The answered, admittingdefendants or denying the
allegationsseveral of bill, setting upthe but no affirmative

defense. The case was referred to a who foundMaster,
in favor of the complainant. Thereupon the defendant
moved to dismiss the presentsbill because “it questions
involving an inquiry as the scopeto construction and of
the patents therein whichmentioned, of thequestions
Federal courts have jurisdiction.”exclusive The motion
was aoverruled, and final decree inwas entered favor of
the complainants. The decision affirmed thebywas
Supreme Judicial of and theMassachusetts,Court case

broughtwas here by writ of error.

Edmund Whitman,A. andLymanMr. Mr. W. Griswold
Mr. Frank J. Lawler, plaintiffsfor in error:

The States ofjurisdictionUnited courts have exclusive
all arising patent-rightcases under the and copyright
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Stats., 12, 711;c.of the United States.laws Revised §
Stat.,Rev. 4884-4886.§§

in-Marshall,that"alleges defendant,Plaintiff’s bill
a, inimprovement refining engines,certain valuablevented

improvement upon enginewas an the for whichwhich
patent 342,802 grantedNo. had been to him.

thequestion presentedOne here is as to construction
given governing assignmentto be to the the underlaw

plaintiffthe claims makes it atitle, clearlywhich which
21case for the United v. Perry,States courts. Littlefield

Wall. 205.
inputs scope patentThis issue the nature and of the

referred and anto, inquiryabove involves into the nature
scope theand of invention. Aberthaw Const Co. v. Ran­

Massachusetts,192 439.some, 434,
There is a distinction a case and a quesrbetweenclear

tion patentunder the laws. The former arises when the
inplaintiff opening pleading up righthis sets a under the

patent groundlaws as a for Pratt v. Gas-recovery. Paris
Cokelight & 168 U. S. 255.Co.,

If the assignee patent up patent therebyof a sets his he
puts the title in and even if denied theissue, byit is

does,defendant this not make theupon contract,it a suit
it still andinfringement patent,but remains a suit for of a

if the patent is involved it carries it the whole case.with
Co.,Excelsior 185 U. S.BridgeW. P. Co. v. Pacific

291.
by questionThe character of a case is determined the

appears rightinvolved. If it that some will be defeated
sustained;by one construction of an United orlaw,State's

by opposite law, therebyan construction of such a case
have-juris-arises which the United States courts aloneof

115 U. S­supra York,diction. Cases and Starin Newv..
257.

ofquestionThe as in issue thejoined bringsissue the
necessary goit to intopatent,title to a and also makes
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the and scopenature of the engines by pat-covered said
inent, such cases the United courts alone have.and States

jurisdiction. Aberthaw Construction Co. v. 192Ransome,
Massachusetts, at434, 439; v. 21Perry, Wall.Littlefield
205, at 219.

The in hisplaintiff asks for relief by theprayer having
enjoineddefendants from ainfringing upon patent, and

athis makes it case underarising patent laws;the cases
supra.

A state court cannot issue an injunction imposing such
restraint as for,is here asked protecting plaintiffthe in

or inmaking, using, vending the United States.
It would make the defendants liable to &succession of

insuits each State.
Even if the complaint bystanding itself makes out a

jurisdiction,case of it will be taken ifaway the answer
sets a case of aup right patentunder the laws. Robinson

121Anderson, 522;v. U. S. Excelsior P.W. Co. v. Pacific
Bridge 282,185 U. S.Co., 287.

inA .suit which the relief ansought injunctionis against
ainfringing patent is one arising under the patent laws

the United States, althoughof it incidentally involves
determination of questiona the of the ownership of the

supra,Cases and Athertonpatent. Machine Co. v. Atwood-
Morrison 102 Fed.Co., Rep. 949.

underarisingCases the laws of the United States are
growas out of the legislationsuch of whetherCongress,

constitute the orthey right privilege, protec-or claim or
or defense of the in whole or intion, party, part, by whom
are asserted. Tennessee v.they Davis, 257,100 U. S. at
Story on the Cohensv.264; Constitution, 1647; Virginia,§

82; Peutz v. Fed. WhiteBransford, Rep. 318;6 Wheat. 32
628;144 U. S. Adriance Pratt & Co. v. McCor-Rankin,v.

Co., Rep. 256;mick Fed. Wood Harvester Co.Harvesting 55
Co., Rep. 256;Harvester 61 Fed. ReversibleMinneapolisv.

Fed.Co., Rep.v. Lock-Nut 72 60.Lock-Nut Co.



TERM, 1911.47.8 OCTOBER

Opinion 223 U. S.of tbe Court.

H. Bond for error:Mr. Walter defendant in
bar,of case inas-jurisdictionThe courts had the atstate

merely attempt rights arisingas was an to enforcemuch it
Fair,v. The 123Talkingex contractu. Victor Machine Co.

Pratt v.Lawder, 624;Fed. v. S.Rep. 424; Wade 165 U.
Gaslight Co., U. S. See McFarland& Coke 168 255.Paris

Biskeyv. 53 N. J. Co. v.Mfg. Co., Eq. 649; Mfg.Stanton
Jones, Connecticut, Co.,71 95113; Mfg.Harris v. Wallace
N. BatesRep. (Ohio) 559; Company Bates,Machine v.E.

Illinois,192 138.
> equitable patentInasmuch as the to letterstitle certain
passed September 15, 1903,the of irre-by agreement
spective improvementof whether those letters are an on
a necessaryformer it not to find that formeris thepatent,

latter,are an on the in affirm theimprovement order to
judgment of the and had un-court;state the state courts
questionable jurisdiction specificof the suit to enforce the
performance of the agreement.said

It be asmust treated settled that the grantingbefore
patent,of a an in-qualifiedinventor has a in hisproperty

assignable.vention which is Burton v. Burton Stock Car
Co., Massachusetts,171 437; Sterling Co.,Cook v. Electric

Rep.118 Fed. 45; Topliff v. 122 U. S. HainesTopliff, 121;
v. 100Ryder, Massachusetts, 216.

Mr. Justice Lamar, after making foregoingthie state-
ment, opiniondelivered the of the court.

’ The Federal courts have jurisdictionexclusive of all
arising laws,cases under patentthe but óf allnót questions

in patent maywhich a be subject-matterthe of the con-
troversy. For of a may try questions title,State ofcourts
and may and enforce relating patents.contracts toconstrue

624,U.Lawder, presentWade 165 S. 627. The litiga-v.
tion to this class. Thebelongs controlling fact deter-for

patent .725,349here is whethermination belongs to the
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Marshall Engine Company, of New orJersey, to the New
Marshall Engine Company, of Massachusetts. The com-
plainant did not, by its bill in the state court, raise any
question as to the orvalidity construction of the patent,
nor did it make any claim for damages for infringement.
The ordinarysuit was an bill specificfor performance to
compel assignMarshall to to complainant the improve-
ment patent 342,702,on in compliance with his covenant
for further If patentassurance. 725,349 was an improve-

thereon,ment as on the face of the application and letters-
patent appeared be,it thento the complainant was en-
titled ato decree requiring Marshall to make a conveyance
which could be recordedproperly for the protection of the
true owner.

had,Marshall inhowever, violation of his contract,
previously assigned patent 725,349 theto New Marshall
Engine Company, which took with notice of the prior
transfer. This company, therefore, held the legal title
as trustee for the complainant. Under the circumstances
the state court had jurisdiction passto on the question of
ownership, and to enter a decree requiring Marshall, as
patentee, and the EngineNew Marshall Company, as
trustee, assignmentto make an in due form to the com-
plainant. jurisdictionThis generalbased onwas prin-
ciples of equity jurisprudence, and did not present a case

patentunder the law.arising
is,It however, urged that the state court was ousted

of the jurisdiction to enter a decree specific perform-for
ance, because the bill went farther and prayed that the

anddefendants, of.them,each should be enjoined from
manufacturing sellingor the machines covered by patent
725,349. It is was,claimed that this in effect, an applica-
tion and decree injunction againstfor infringement, and

only grantedcould be by a Federal court.
allegations•But the of the complainant’s bill do not in­

any construction of the-meaning or pat­effect ofvolve
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725,349, nor does it thechargeent that manufacture or
defendantsengines bysale of the would be an infringe­

patent, any rightment of the or of of the complainant, if,
725,349in fact, patent belonged to the New Marshall En­

Company. injunction onlyThe was asked for angine as
a findingincident of that the title was vested in com­the
“The andplainant. regardedbill must be treated as a
to enforceproceeding specificthe execution of the contract

to, protectreferred and not as one to the complainants
enjoyment patent right.in the exclusive of . . .the

preventIt is to the fraudulent violation of these contracts
complainantsthat the seek the aid of the court and ask for

Shannon,an Brown v.injunction.” 56,20 How. 57. As
in Sanford, 99, 102,said Wilson v. 10 How. “the injunction

consequenceis to be the of the decree sanctioning the for­
analleges ground injunctionfeiture. He no for unless the

Here injunctioncontract is set aside.” the asked for is
to be the of the decreeconsequence sustaining the com­
plainant’s title. It alleges ground injunctionno for unless
that title is established.

jurisdictionThe state court of the subject-matterhad
of the controversy. The grantedrelief was appropriate
to the cause of action stated in the bill. The decree must
therefore be

Affirmed.


