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AG, Plaintiff-Appellant,INVENTIO

v.

COMPANY,OTIS ELEVATOR
Defendant-Cross

Appellant.

2011-1615,Nos. 2012-1108.
Re,Joseph Knobbe, Martens,R. Olson

United States of Appeals,Court Bear, LLP, Irvine, CA,& of argued for
Federal Circuit. the plaintiff-appellant. With him on the

Gurka,brief were Jon W. Joseph S. Cian-
27,Nov. 2012. frani and Cheryl T. Burgess; and Karen

Mirzaie,V. WeilRehearing and Reza Angeles,and En of LosRehearing Banc
1, CA.Denied Feb. 2013.

Andrew Baak,C. Bartlit Beck Herman
Scott, LLP,Palenchar IL,& of Chicago,

argued for the appellant.defendant-cross
With him on the brief were Mark L. Le-
vine and Katherine G. Minarik. Of coun-
sel was Stephen J. Cowen.

LINN,Before REYNA and
WALLACH, REYNA,Judges.Circuit
Circuit Judge.

Inventio AG and Otis Elevator Co.
(“Otis”) both seek review of partsdifferent
of judgmenta byentered the United
States District Court for the Southern Dis-
trict of New York which followed a jury
trial where Otis was found to In-infringe

patent.vention Because we conclude that
the asserted claims of patentInventio’s are

law,obvious as a ofmatter and that the
district improperlycourt denied Otis’ mo-

effect,tion to that we reverse-in-part, va-
cate-in-part, and remand.

I. Background

1992,In Elevator Corp.,Schindler and
its intellectualproperty holding company,

“Inventio”),Inventio AG (collectively intro-
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pas-theoncepatent,'094cording to thedispatch-“destinationanduced elevator
transmitterinformationbrings ansengera destina-a user enterswhereing” system

transmitter) ofrangewithinRFID(e.g., ain thekeypad10-buttonation floor on
device,1 activatesthe devicerecognitiona atobeing directedhallway beforelobby or

sendstransmitter, the transmitterandthethat floor.toto travelelevatorparticular
code toidentificationunique passengeraofrequirementsconventionalobviatedThis

22 to col. 4col. 1.patent'094 8the device.callto“down” button“up”the orpushing
storage deviceUsing an information1.34.for athe buttonpushingandthe elevator

device, then iden-systemthecontroland aonce inside.floorparticular
floor,destinationthe defaulttifies user’ssystem,itsintroducedBefore Inventio

elevator, passen-theand informsancallsDr.development,andof researchits head
Id. Theto board.elevatorger of whichin theSchroeder, an articlepublishedJoris

identify whetheralsostorage device canenti-of Elevator World1990 issueMarch
certain floors.access tohaspassengerthe(“the Schroe-Dispatching”“Advancedtled
1 of the '094Claimcol. 4 11. 58-63.Id.Article”), destinationwhich describedder

ispatent illustrative:In4807-10.App’xJoint atdispatching.
plurali-ahavinginstallationAn elevatorSchroe-keypads, Dr.10-buttontoaddition

comprising:ty of elevatorswheresystemadescribedarticleder’s
ele-recognizingforrecognition deviceawillandentered into readersare“cards

entry locationat anvator calls enteredcall foraautomatically register destination
bycarriedtransmitterby an information1994, inById. at 4808.a floor.”specific

user, entrytheinitializingelevatoran(IC)integrated circuitto theaddition
journey;astarting floor ofas alocationindisclosedmagnetic-strip cardscards and

Article, recognition recognizedreceivingother thea control devicethe Schroeder
including allocating an elevatordeveloped, andbeen elevator callhaddevices

call, through aFrequency Identifica- the elevatorrespondRadio tobackscatter to
card,code,(RFID), algorithm;re-proximity allocatingpredeterminedbartion

control, coupling.capacitiveandmote comprisingacknowledging devicea call
1994, its destina-Inventio refinedinAlso an acousticanddisplayof a deviceone

thereplacingsystem,dispatchingtion of therecognitionacknowledgedevice to
trans-RFIDpassenger-carriedcards with pro-ato communicateandelevator call

automati-systemthe toallowmitters that elevatorfloor thetoposed destination
andispatchrecognize the user andcally user;

systemnewnamed thisInventioelevator. device, in themountedrecognitionthe
ID.”RFID cards “Schindlerutilizing vicinity the eleva-the ofinaccess area

from ele-awaylocatedspatiallytors and1995, applica-patentInventio filed aIn
doors, informationactuating thevatordispatch-destinationimproveditstion on

thata unitcomprisingandThe transmitterRFID transmitters.system usinging
Installation,” transmittedindependently reads datacovering an “Elevatorpatent,

(“the carried5,689,094 the transmitterfrom informationPatent No.issued as U.S.
storagea de-user and18, by theAc- elevator1997.on Novemberpatent”)'094

andactuates"a device thatvice” to meantransmit-"information1. This construedcourt
by informationandata transmittedreadscommunicates"a device thatter" to mean

Corp. v. OtisSchindler Elevatorelectromagnetic transmitter.”recognition device viawith a
1280, (Fed.1275,Co., 1286F.3dwaves, recogni- Elevator 593bybeing thatactuatedafter

Cir.2010).device,” "recognition de-and likewisetion
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vice coupled between the Co.,andunit the 586 F.Supp.2d (S.D.N.Y.2008).231
control device: This court reversed pertinentthe portions
the recognition onedevice of transmit- of the district court’s claim construction
ting proposed destination data,floor and vacated its corresponding noninfringe-
based upon the data transmitted from ment decision. Schindler Elevator Corp.
the transmitter,information to the con- v. Co.,Otis Elevator (Fed.593 F.3d 1275

device, and,trol transmitting elevator Cir.2010).3
data,user specific based upon[sic] indi- remand,On the district court bifurcatedvidual features of the elevator user the liability damagesand phases of thestored in the device,storage theto con-

trial. In the phasefirst of the trial dealingtrol device.
with infringement and validity, Otis at-Id. at col. 611.10-36.2 tempted to show that the '094 patent was

2002,In late competitor,Inventio’s Otis obvious in ofview the Schroeder Article in
began developing its own destination dis- combination priorwith art teaching the
patching system. Its engineers reviewed a use of RFID (“RFIDcard readers prior
definitive byarticle Port,Mr. Leo who art”). Both parties treated the validity of
first proposed the idea of destination dis- dependentthe claims risingas and falling
patching in 1968. In 2008,the fall of at with the independent ones.
the request of the site developer, Larry

The RFID prior art Otis offered includ-Silverstein, Otis substituted its newly-de-
ed U.S. 5,030,807Patent Nos. (“Landt”),veloped destination dispatching system,
which adiscloses toll collection system“Compass with Entry,”Seamless for the
(e.g., EZPass) using backscatter RFIDconventional elevator installation Mr. Sil-
tags, 4,822,990and (“Tamada”), which de-verstein had ordered for 7 World Trade
scribes the use of cards that communicateCenter. completedOtis installation of this
via electromagnetic waves to openCompass system admis-2006,in which made it
sions gates at events like the Olympicsthe first Todestination-dispatching elevator
the extent the otherinstallation in references didthe notUnited States. Otis sub-

a “storagedisclose devicesequently coupledinstalled betweenCompass with Seam-
the [recognitionEntry device]less andinto theseven controlother buildings
device” asacross requiredthe country. by 1 14,claims and
Otis offered Yamagishi, a published Japa-2006,In Inventio sued Otis for infringe-
nese patent application, which discloses in-ment of the '094 patent, asserting indepen-
corporating a database that passen-storesdent claims 1 and 14 as well as dependent
ger systemdetails into a that uses cards to2, 7, 9, 11,claims 12, and 13. The court
place elevator calls.construed the claims and granted Otis’ mo-

tion for summary judgment of noninfringe- Inventio’s expert, Dr. Eric Dowling,
ment based on its opinedconstruction. See that the '094 patent was nonobvi-
Schindler Elevator Corp. v. Otis ous,Elevator but admitted that the priorRFID art

2. The other independent issue,claim at claim 3. This court did not consider the district
14, only differs from 1claim in thethat last court's "coupledconstruction of between” to

(i.e.,limitation recognition"the device one of directly”mean "linked because the district”)... replacedis by the following limitation: court did not reach Otis' alternative nonin-recognition"the device transmitting the data fringement theory based on this construction.through storagethe device and to the control Schindler, 593 F.3d at 1287.device.” Compare patent 11.10-36,'094 col. 6
with col.7 1.3to col. 8 1.11.
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to 28pursuantappealsconsolidatedtheseordi-ofpersonstoknownhave beenwould
1295(a)(1).1292(c)(1), and1291,§§U.S.C.waspatentthewhenthe artinnary skill

courttheregard,In thisin 1994.filed
ReviewofStandardII.artas priorqualify“Tojury:thecharged

law, so thisofquestionis aObviousnessreferencespatent[,]the '094torelative
...conclusionsjury’sthe“review[s]courtthe claimedtoreasonably relatedbemust

underlyingdeference, theandwithoutisA referencepatent.theininvention
implicitexplicit orfact, whetheroffindingsfieldthe sameit is inifreasonably related

evi­verdict, substantialforthewithinanotherfromor isinventionas claimedthe
Scimed, Inc. v.Bostondence.”in Scientificskillordinaryofpersonato whichfield

(Fed.Cir.­982, 990F.8d554Corp.,Cordisa knownsolvetry tolook towouldthe art
or inter­verdictspecial2009). aBecauseAccord-1135.atApp’xJointproblem.”

used, court mustthisnotwererogatoriesdisputedid notcourt, Inventiotheing to
findingsfactualimplicitjury’sthereviewpriorasqualifiedof itemsa numberthat

thatand assumeevidencefor substantialTamada, Yamagi-Landt, andart, including
in favorquestionsall factualjury foundthecharge,court’sNotwithstanding theshi.
Inc. v.Concepts,KineticInventio.ofassertedof thevaliditytheupheldjurythe

1342,Inc., F.3d688Nephew,&Smithnonobvious.aspatent'094of theclaims
Kinetic(Fed.Cir.2012); alsosee1359-60infringedOtisthatfoundalsojuryThe

554Grp.,Sky Med.v. BlueConcepts, Inc.claim, literally underandassertedevery
is(Fed.Cir.2009). Otis1010, 1021F.3dOtisand thatequivalents,ofthe doctrine

de­nonobviousnessjury’sthechallenginginfringement attocontributedorinduced
so it mustmotionon a JMOLterminationmovedOtisinstallation.infringingeach
sufficientlegallyno[is]“therethatshow(JMOL)lawmatter ofas ajudgmentfor tojuryafor reasonableevidentiary basisnoninfringement,invalidity andconcerning

nonmoving party.”theofin favorfindmotions.thosecourt deniedbut the 381,York, F.3d414NewCityv.Nimely of
Cir.2005) Fed.R.Civ.P.deliberating (2d (quotingfollow-jury was 390While the

omitted).marks(internal50(a)) quotationtrial, the reaffirmedliability courting the
effectivelyruling thatdamagesan earlier

DiscussionIII.case. In-damagesInventio’seviscerated
ifunpatentablewhich isontheories invention“A claimedalternativehad noventio

priortheit anda de minimis betweenpursue differencesthan therely. Ratherto
amatter assubjectforgoto that theoptedaward, are suchInventio artdamages

the timeatrefused have been obviousalso wouldThe court wholetrial.damagesthe
havingpersonto amadeby wasproposed the inventioninjunctionbroadato enter

art.” Tokaipertinentin theordinary skillOtis’ narroweradoptingInventio, instead
Inc.,Enters., F.3d632damages v. EastonCorp.thewithDissatisfiedproposal.

35 U.S.C.(Fed.Cir.2011) (citing1358, 1366court’sof the districtscoperuling and the
rul-ultimate103(a) (2006)). theWhile§court.4to thisappealedinjunction, Inventio

law, thatofis a matterissuethising ondenial ofjudge’sthecross-appealedOtis
find-on factualnecessarily dependsrulingnonin-invalidity andonmotionsits JMOL

atF.3dScientific, 554See Bostonings.overjurisdictionhaveWefringement.

scope ofand thedamages calculationthetothe assertedthatwe conclude4. Because
invalid, injunction.we do thepatent are'094of theclaims

relatedraisesInventiothe issuesnot address
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990. The underlying factual inquiry 1314,in an (Fed.Cir.2011)F.3d 1321 (quoting In
obviousness determination includes four Bigio, 1325).re 381 F.3d at As Inventio’s
factors: the scope and of the priorcontent expert admitted, a skilled artisan would no
art; the differences priorbetween the art doubt be aware of the priorRFID art that

issue;and the claims at the level of ordi­ disclosed seamlessly controlling access to
nary skill in pertinent art;the and second­ sporting events and toll roads. So how
ary ofconditions nonobviousness such as could it not “logically ... itselfcommend[ ]

success,commercial long-felt but unsolved to [the '094] inventor’s attention in consid-
need, and the failure of others. Graham ering problem”his of seamlessly control-

Co.,v. 1, 17,John Deere 383 U.S. 86 S.Ct. ling id.;access to elevators? See see also
684, (1966).15 L.Ed.2d 545 Other factual Wyers Co.,v. Master 1231,Lock 616 F.3d
questions presenceconcern the or absence (Fed.Cir.2010).1238 We need not decide
of a combine,motivation to and whether a question because,the based on jurythe
reference analogousconstitutes prior art. charge, a jurorreasonable could not con-
See In Bigio, 1320, (Fed.re 381 F.3d 1324 clude that the priorRFID art was nonana-
Cir.2004). Obviousness provenmust bybe logous.
clear and convincing evidence. Microsoft

—­ After instructing the jury onCorp. v. the stan-P’ship,­ U.S.-,Ltd. 131i4i
prior art,dard for2238, 2242, and withinS.Ct. that defini-(2011).180 131L.Ed.2d

tion, analogous art,priorpartiesThe the clearlyfocus courtargumentstheir on the
stated thatscope parties“theart,and don’t disputecontent of the athe differ­
numberences of priorthe items ofprior claims,between art art ... [includ-and the
ing]and ...secondary the patent,Landtconsiderations. theWe ad­ Tamada

dress each in patent,turn. ... and Yamagishi patent applica-
tion.” Joint atApp’x 1135-36 (emphasisInventio argues that the Schroeder Arti-
added). In light of instruction,this a rea-cle makes no mention cards,of RFID so it

jurorsonable would have to find that notdiscloses neither an information transmit-
only were art,Landt and Tamada priorter nor a recognition device requiredas by
they were also analogous prior art. Inven-the independent claims. But as Inventio’s
tio maintains onlyit agreedthat to theadmitted,expert RFID card readers were
“prior-ness” art;of is,the that that itwidely known when the patent'094 was
existed before patent’sthe '094filed, criticaland Otis introduced examples such as
date. But its stipulation inreflected theLandt and contends,Tamada. Inventio
court’s juryhowever, suggests otherwise,instructionthat Landt and Tamada are no-
and it is to stipulationart, thatnanalogous Inventio isdo not concern the same
bound. Fisherproblem Firstv.byaddressed the Bank &patent,'094 and Stamford

Co., 519, (2d Cir.1984)thus are Trust 751 F.2dnot 523eligible prior art. As we have
(“[A]observed, stipulationqualifiesreference of fact that fairly“[a] is en-prioras

art for an tered into is controllingobviousness partieson thedetermination under and
§ only103 it.”).it theanalogouswhen is court isto the bound to enforce Fur-

Klein, thermore,claimed invention.” In re 647 objectF.3d Inventio did not to the
1343, (Fed.Cir.2011).1348 a court’s clear jury instruction,refer-When thereby
ence is from a field of waiving anyendeavor different challenge.later WileyJohn
from the patent, Sons,it must be “reasonably & Inc. Kirtsaeng, 210,v. 654 F.3d
pertinent (2dto particular Cir.2011) (“[F]ailurethe problem with 223 to object to a
which the inventor is juryinvolved.” Innoven- priorinstruction ... juryto the retir-

Toys,tion Entm’t, Inc.,v.LLC MGA 637 ing inresults a waiver of that objection.”
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—­ that was obvioussense”skill and common(alteration granted,­cert.original)),in
ofexpectationreasonablehad a1905, try770 andL.Ed.2d toU.S.-, 182S.Ct.132

421, 127KSR, at S.Ct.550 U.S.v. Daewoo success.(2012); Electric Co.Funai
(Fed.Cir.­ 1242. A reason-1357, 1727; F.3d atWyers,1374 616616 F.3dCorp.,Elecs.

otherwise.not concludejuror51. could2010); Fed.R.Civ.P. ablesee also

have found theshould thejury thatarguesBecause the Inventiothe extentTo
the conclusionanalogous,art the combina-priorRFID thathave foundjury could

ispatent'094 athatinescapable thebecomes Article andSchroedertion of the
of familiara “combinationexample ofclear a “stor-does not discloseprior artRFID

methodsaccording to knownelements [recogni-thecoupled betweendeviceage
predictable...more than[yielding] no device,” it isthe controlanddevice]tion

Inc.,v.Int'l Co.KSRresults.” Article itselfTeleflex The Schroederincorrect.
1727,415, 167398, 127 S.Ct.550 U.S. securityaintegratingofideadisclosed the

(2007). theparticular,InL.Ed.2d 705 dispatchingthe destinationintodatabase
a destinationdisclosesSchroeder Article eleva-to thebe linkedcouldsystem, which
reader tech­using cardsystemdispatching priorAnothercontroller.supervisorytor
art disclosespriorRFIDwhile thenology to, Yama-stipulatedreference Inventioart

andinformation transmitterrequiredthe a databasedisclosesunquestionablygishi,
of a RFIDin the formrecognition device systeminto adetailspassengerthat stores

RFID,Becausereceiver.transmitter and elevator calls.placetouses cardsthat
code, mag­IC, proximity,baralong with by sug-this artovercomeInventio cannot
control, capacitiveandstrip,netic remote requires alimitationthe claimgesting that

of iden­theamong “numbercoupling, were elements whenarrangement ofparticular
solutions, ofpersonatified, predictable “coupled be-court construedthe district

pursuetogood reasonordinary ha[d]skill isdirectly,” which“linkedto meantween”
or herhisoptions withinknownthe[se] in thedisclosedarrangementprecisethe

421, 127 S.Ct.Id. atgrasp.”technical Eleva-Article. See SchindlerSchroeder
incard readerthe olderReplacing1727. Co., 561Corp. v. Otis Elevatortor

dis­Article’s destinationSchroederthe (S.D.N.Y.2008). A352, ju-365F.Supp.2d
RFIDthe modernsystem withpatching thethatreasonably concluderor could not

ofthe abilitieswell withintransmitter was this limitation.not discloseart doesprior
in theskill art.ordinaryofpersona

do not alterconsiderationsSecondaryFisher-Price, Inc., 485v.Leapfrog Enters.
com-asserts thatInventioour conclusion.(Fed.Cir.2007)1157, (“ApplyingF.3d 1161

success, industry praise, and fail-mercialmechanical de­to oldermodern electronics
patent'094thesuggest thature of othersin recentcommonplacevices has been

commercial suc-Regardingnonobvious.isCo. v.Unionalso Westernyears.”); see
the num-cess, merely identifiedInventio1361,626 F.3dPayment Sys.,MoneyGram

sold, but “evi-ID® unitsof Schindlerber(Fed.Cir.2010) (overturning a1369-70
of unitsto numbersolely thedence relatedverdict when thejury’s nonobviousness
of com-showingverya weakprovidessoldareplaced faxsimplyclaimed invention

success, Huang, 100any.”if reInmercialkeypadsophisticatedmoreamachine with
(Fed.Cir.1996). It also135, 140F.3dsys­knownin an otherwiseand interface

between thea nexusfailed totransfers). establishRathermoneymakingtem for
commercialand eitherinventioninnovation, patentedinventiontheofproductathan

Un-industry praise. Westernorsuccessof the '094claimsin assertedrecited the
(Fed.Cir.2010)ion, at 1372-73626 F.3dordinary“ofapplicationanpatent becomes
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( patentee[T]he must establish a nexus
between the evidence of commercial suc-

invention.”)-cess the patentedand In
particular, Inventio not linkdid the sales
or praise directly to the patented HALE,Sandrafeature G. Plaintiff-Appellant,
as opposed to destination dispatching more v.
generally. Inventio’s evidence of failure of

STATES,UNITED Defendant-Appellee.others is insubstantial,likewise pointing to
singlea contemporaneous patent applica- No. 2012-5132.

tion byfiled an employeeOtis claiming
United States of Appeals,Courtsomething other than dispatch-destination

Federal Circuit.ing with RFID technology. Whatever this
may of,be evidence it is not substantial 27,Nov. 2012.
evidence of sum,failure of others. In we

Rehearing En Banc 8,Denied Feb. 2012.conclude that the asserted claims of the
'094 patent are obvious as a matter of law
and the jury’s verdict to contrarythe lacks

evidentiarysubstantial support.

IV. Conclusion

Because the asserted claims of the '094
patent are invalid for obviousness as a

law,matter of we reverse the district
court’s denial of Otis’ JMOL motion. Giv-
en our holding on the obviousness,issue of
the other issues appealed by partiesthe
are moot. Accordingly, we vacate the re-
mainder of the district court’s decision and
remand for further proceedings consistent
with opinion.this

REVERSED-IN-PART, VACATED-
IN-PART, AND REMANDED

Costs

Costs to Otis.


