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is reversed.2of Federal ClaimsCourt

REVERSED.

CORPORATION,WEATHERCHEM
Plaintiff-Appellant,

v.

INC.,CLARK,J.L. Defendant/Cross-
Appellant.

98-1064,Nos. 98-1078.

of Appeals,United CourtStates
Federal Circuit.

7,Dec. 1998.

agree anyargues, re- To that within a conditional motion to written. the extent we2. Porter
Addendum,the Federal for furthermand to Court of Claims wé doview stated in the Second so

proceedings, "defer” tothat this court should not interpreta-independent statutoryan matter ofas
Second with-the views stated in the Addendum The is de-tion. conditional motion to remand

remanding case to the cir-out first the examine nied.
by the Addendum wascumstances which Second
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Vickers, Vickers,Robert V. Daniels &
Ohio,Cleveland,Young, plaintiff-appel-for

lant. Of counsel A. McBain.was Scott

Kozak, Leydig, Mayer,VoitJohn W. &
Ltd., Illinois,Chicago, for defendant-cross

him on the brief H.appellant. With were
ChristopherHartmann and T.Michael Grif-

fith.

MAYER, MICHEL,Judge,Before Chief
RADER, Judges.and Circuit

RADER, Judge.Circuit

action,patent infringementIn this Weath-
(Weatherchem)Corporation assertederchem

(Clark)Clark, infringedInc. U.S.that J.L.
(the4,693,399 patent) andPatent Nos. ’399

(the4,936,494 patent).’494 Clark counter-
judgmentdeclaratorya of inval-claimed for

unenforceability, noninfringement.idity, and
trial, court enteredAfter a bench the district

invalid,patentsjudgment declaring both
infringed, andholding patentthe ’494 not

in-dismissing Weatherchem’s claims for
1262,F.Supp. 1290fringement. See 937

1996).(N.D.Ohio opiniondistrict court’sThe
counterclaimsimplicitly denied Clark’salso

unenforceability for bothfor a declaration of
1293-94, 1296,1262, andid. atpatents, see

noninfringement ofoffor a declaration
1290-92. For thepatent, see id. atthe ’399

below, court affirms-in-set forth thisreasons
modifies-in-part, vacates-in-part.andpart,
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2,11.any degree ovality.”expectedI. of 3-Col.
acap6. The includes areafurther “land

assigneeis the ofWeatherchem the ’399 aperturesspoonthe shake [hav-between and
patents. patentsand ’494 Both claim inven- ing] sealingthe same aselevation the

two-flap, shake-and-spoon plastictions on 2,ledge.” patent, 11.6-7.’399 col. This land
usually fitcaps. plastic caps con-These on supportarea aprovides intermediate for

spicestainers for and other condiments. conjunctionsafety-seal liner inused with the
flap pluralitya of small forOne covers holes cap.

shaking spice productor other from thethe
patentClaim 12 of the ’399 reads:relativelyaflapcontainer. The other covers

A dispensing cap fortwo-mode a containerlarge opening spoonawhich allows to enter
injection-moldedcomprising an thermo-productand remove from the container.

plastic one-piece body, body having atheexplains prior-art cappatentThe that’399
wall,generally circular end the end walldesigns spoon openinga thathad covered

having spoon dispensinga side and a shakeopeningthe ofless than half mouth the con-
dispensing side ... a chordal land areatainer, making productit difficult to extract

sides,spoonbetween the and shake each ofThus,a spoon. capwith normal-sized de-
having flap hingedsaid sides an associatedsigns spoon open-strive to achieve a wider

internallyon land ... an threadedsaidspoon priorining. Larger openings art
depending perimeterskirt thefrom of saiddesigns, though, problems. partic-caused In

wall, sealing ledgeend an annular on theular, large spoona acap openingwith tends
of thelower side end wall interior of saidshapeto take released thean oval when from

skirt, havingthe land aarea lowercap uponmold. As the cools release from surface
generally coplanar sealing ledgewith saidmold, plasticthe the substantial amount of on

sealingadapted cooperateand to with saidthe shake side shrinks at a different rate
ledge support sealingto a sheet received inopen spoon Thefrom the side. result is

cap.saiddisfiguring. disfiguring,some After these
caps rarely goodaachieve seal with the added).(emphasis purposesFor of this

Moreover,mouth the theseof container. opinion, substantiallyclaim 13 tois similar
disfigured flaps pop openoften when theoval 12, except replaces portionclaim that it the
cap duringis onto the containerscrewed emphasized in claim 12 withabove the follow-
manufacture. ing: sealing ledge havingthe aflat surface

extending radially substantiallya distancepatent designThe ’399 includes several
equal to at least twice the nominal wallproblems.enhancements to address these

cap.thickness theofinstance, capFor the indisclosed the ’399
patent patent2sealing ledge Figuresa “wide internal 1 and the ’399includes of illus-

positivelywhich the will trateensures that closure an embodiment of the claimed inven-
container, regardlessseal the of a of tion:mouth
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liners, invention,specificationThe feature 51 claimed with its’399 identifies as the annular
sealing ledge” contains sealingan “annular and the ledge, allowed manufacturers to “sim-

following description: ply safety-seal cap,a into the andinsert liner
capscrew onto container.” 937the the2,in orAs shown FIG. the lower inside

F.Supp. 1271.atof wall 13 an annularface the end includes
general-sealing ledge ledgeThe 51 is51.

patent,The ’494 filed more than ten
inly planar relativelyand is wide the

issued,patentmonths the alsoafter ’399direction, having apreferablyradial radial
shake-and-spoontwo-flap, cap fordiscloses agenerally equal to twice thedimension

cap’494condiment containers. The differscap 10.nominal wall thickness of the The
cap primarily wayin thefrom the ’399 therelatively ledgeextent of the 51 en-wide

cap Figureswithforms a seal the container.cap aproducethat the 10 will reli-sures
patent cap2 aand 5 the ’494 show with anofmouth containerable seal on the of a on

(36)sealing cap’sannular insidesurface theassembled, any expecteddespitewhich it is
(11). sealing engagesskirt This surface anddegree ovality. A face 52 of theof lower

circularseals the container’s wall. Be-withpair ofland area 16 includes a ribs 53
portion of container’s end wallcause the the23,hinges Lowerparallel 36. sur-to the

(36)(12) thesealingthe surface andcoplanar54 53 betweenfaces of the ribs are with
(11)ledge help support anysealing may slightly capthe 51 and deflect when the isskirt

foil, stamped container,filmpaper, sealingor like or captightly onto thethreaded the
cap priorinto the 10 to as-otherwise set plurality peripherallyalso includes a of

sembly with its container. (71).radially extending ribs Thesespaced,
sealing surface andribs between theextend6, According11. to the district9-23.Col.

preventandthe skirt to resist deflectioncourt, prior caps requiredart extrawhereas
cap.safety-seal of theprovide with malfunctionsteps to containers
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represents well inner at aperipheiyClaim 13 the claims at of the skirt multitude
locations,closelyrelatively spacedissue: of said

sealing being circumferentiallysurface acombination, a adaptedIn container to be
radiallyspacedcontinuous annulus inwardgranular havingwith material afilled and

lying planethe in a flatof ribs and where-extendingmouth with threads around said
by provide anreinforcingsaid ribs anchor-adjacent thereto,substantiallymouth a dis-
ing sealingaction for said end wall andpensing cap consistingfor said container of

by impartingsurface the inherent stiffnessinjection-molded bodyplastic one-piecean
skirt,cylindrical indirectlyof the and thecylin-a circular endproviding wall and a

it,portioncontainer threaded ontomouthhaving engagingskirt threaddrical means
sealingto the end wall and surface tocontainer,the threads of said said end wall

peripheryresist of said ofdeflection saidproviding openingat least one therein
wall ofpreventend to malfunction saidthrough ofwhich contents said container

latch means.removing capcan be removed without said
container, bodysaid aprovidingfrom said ’399 of apatent capThe is the result

flap operable to closehinged opening,said design project began in lateWeatherchem
flap providingend wall and latchsaid for a Durkeecompany1984 known as Foods.

flap closed,holding capmeans for said said F.Supp. According the937 at 1271. to dis-
sealing inwardlyproviding a surface court, Durkeetrict and ex-Weatherchem

cylindrical engagingspaced from said skirt changed designs possible cap configura-on
formingcontainer asaid mouth of said and early Byfortions several weeks into 1985.

therewith, peripherythe of endseal said February 8, 1985, had pro-Weatherchem
being subjected to awall force substantial- designdrawing capduced a aof entitled

caply normal to said end wall when said is Cap, B.”Concept“Durkee T2 Revision At
tendingtightened onto said container to trial, Hickman, employ-Mr. a Weatherchem

deflection of said end wall and tend-cause patent,ee and co-inventor of the ’399 admit-
ing cause said latch to malfunc-to means patentted that of the“the features claims
tion, plurality reinforcingand a of ribs drawing].”can all be found in 2-8-85[the
extending radiallysaid end wall be-below

19,Februaryskirt, The that onsealing record showstween said surface and said
being toreinforcing disposed purchaseribs on the Durkee issued a order Weather-said



1331

your drawing patent infringementfiled acaps “perfor 500 Durkee Weatherchemchem
,Bcap, against2-8-85.” In action in the#T-2 Revision dated Clark United States

response, “Accep-anWeatherchem issued District for Northern ofCourt the District
13, 1985,May noting itof Order” on infringementtance assertingOhio of 12 andclaims

samples.charge theDurkee for 9,13,$300would patent,of 1413 the ’399 and claims and
17, 1985,JulyThe record also shows that on counterclaim,patent.of the In a’494 Clark

“sample eaps.”990Durkee ordered more sought patentsto show that the unen-are
these capsDurkee evaluated and notified forceable and that the asserted claims are

August 15,1985on that “ovali-Weatherchem infringed by caps.invalid and not Clark’s
ty edge capthe ofof bottom the skirt is

trial,After a bench the district court heldunacceptable.” day,The next Weatherchem
patentthe claims of ’399asserted the invalidprice quantityto a firm aquoted Durkee on

because the sale theinvention was on “at500,000 caps. In a letter to Durkee datedof
latest,very Septemberin late 1985.” id.See23, 1985,August outlinedWeatherchem its

1277. patentat Because the issued from’399plans modifyto its mold to the “oval-address
17, 1986,applicationan filed on October theproblem “expeet[ed]ity” and stated that it to

17,critical for the isdate on-sale bar October...completed byall workhave refinement
addition,1985. district foundSeptemberof In the courtSeptemberthe week 16.” On

1985,3, purchase patenta order for the asserted claims of the ’494 invalidDurkee issued
275,000 caps quoted perprice patentat the “as mold for over inobviousness the ’399 com-

in with our ... letter ofrevised accordance cap by Spicebination with a theused Rosam
produc-fullThe record shows that spicecompany glass8/15/85.” to seal its containers

440,000 percapsis about week.tion (the cap). atRosam II See id. 1286-89.
court,According the district the IIto Rosam11Durkee wrote Weatherchem on October

cap pat-meets all the limitations of the ’494specific changes inconfirm theto further
except sprinkleent it has twoclaims thatlater,design. days Weather-mold A few

openings sprinkle openinginstead of a and asent an forchem Durkee invoice additional
spoon opening. at 1288. ’399See id. The16,work on the mold. On October Dur-tool

however,patent, explicitly sprinkleteaches aresponded, assertingkee that Weatherchem
Thus,opening spoon opening.a theandof additionalshould bear the cost the tool

artdistrict court found that one of skill in theto the moldbecause these modificationswork
it to thewould have found obvious solvetuning” “expected accept-constitute “fine for

cap whenproblem of a that deflectedcap performance.”able
very high tor-onto a container withscrewed

Thereafter, according to the district court que by combining designs of Rosamthe the
tofindings, “continued workWeatherchem cap patent. Id. 1289.II and the ’399 at

capin the mold.” See 937out some ‘kinks’
judg-The thatopineddistrict court these3,Only JanuaryF.Supp. at on 19861272.

dispose claims coun-ments would of all andbegin regular pro-massdid Weatherchem
Nevertheless,this “forterclaims in case.Approx-capsof for Durkee. See id.duction

aidingincompleteness and interest oftheinimately record detailten documents the
review,” ad-appellate the district courtadjust-offinal two-and-a-half monthsthe

vein,Indressed other issues as well. thisdesignto before Weatherchemments the
that in-courtthe district determined Clarktheproduction. Accordingfull to dis-began

fringed patent, not the ’494the ’399 butcourt, “thatshow nonetrict these documents
Further,at thepatent. id. 1290-92.Seecapchanges the mold made afterthe toof

didfound that Weatherchemdistrict court(at latest)19, the were di-September 1985
inequitablein conduct in obtain-engagenotovality.of None ofproblemto therected

1293-94, 1296.ing patent. id. ateither Seespecificallychanges ever addressedthe were
addition,In the district court denied Weath-area or annular- seal-the chordal land theto

52(b)Fed.R.Civ.P.erchem’s motions underledge portions cap.”of the See id. ating
seeking in the trial court’s on-amendments1276.
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—— 304,Inc., -, 119 S.Ct.of the ’494 U.S.findings and constructionsale bar

L.Ed.2d-(1998). Pfaff,In the inventorpatent claims.
drawingsengineering ofshowed detailed

contests the dis-appeal,On Weatherehem chip invention to Tex-computerhis socket
patents’ofconstruction bothtrict court’s date,the criticalInstruments. Beforeas

claims, validity, andon itsits conclusions provided the inventorTexas Instruments
of the ’494infringementconclusion of no 30,000 of hisa written order for overwith

thatfinally contendspatent. Weatherehem In accord with the inventor’snew sockets.
inits discretionthe district court abused any pro-practice, he had not madenormal

52(b) motions.denying RuleWeatherchem’s offering invention fortotypes before his
asserting error in thecross-appeals,Clark In-receivingAfter Texascommercial sale.

infringement offindings ofdistrict court’s order, setpurchase the inventorstruments’
inequitable conduct.patentthe and of no’399 in commercialout to make the device

not reduce hisquantities. The inventor did
practice fill Texas Instru-invention to orII.
until after the critical date.ments’ order

acts to commer­prematureWhether Supreme determined that “theThe Court
cially exploit patenteda invention render the thanhad been on sale for moreinvention

onpatent questiona of law basedinvalid is countryyear in this before inven-[theone
Feragunderlying of fact. AG v.issues See patent application.”... filed his Id.tor]

Inc., 1562, 1566, USPQ2dQuipp, F.3d 3345 at-, at 306.119 S.Ct.
(Fed.Cir.1995). Thus,1512, in an1514-15

trial,appeal a this court reviewsfrom bench requiredfacts of the Su­The Pfaff
ultimate determination without defer­the the com­preme to address “whetherCourt

ence, subsidiary findings for clearall factbut prod­marketing newlyof a inventedmercial
error. id.See beginning 1-yearmay mark the of theuct

yetthough the invention has notperiod even
Similarly, this court reviews an obvi­ at-,practice.” Id. 119been reduced to

invalidation without deference. Seeousness addressing question,at 307. In thisS.Ct.
Mining Mfg. v. &Minnesota & Co. Johnson prece­Supreme first examinedthe Court

Inc., 1559,F.2dOrthopaedics, 976Johnson completion an inven­governing the ofdents
(Fed.Cir.­1321,1572-73, USPQ2d24 1332-33 Then the Court stated:tion.

1992). determination, too, however, in­That
conclude, therefore, that the on-saleWeunderpinnings thatvariably factualrests on

areapplies when two conditions satis-barreviews, disputed,if for clear er­this court
critical date.fied before the(1)predicatesfactual include:ror. Id. These

(2) First, subjectart, product must be the oftheprior thescope content of thethe and
a commercial offer for sale....prior art and thebetween thedifferences

(3)claims, inordinary skill thethe level of Second, ready forthe invention must be
(4)art, secondaryapplicablepertinent and mayThat condition be satisfiedpatenting.

v. John Deereconsiderations. See Graham ways: by proofin at two of reductionleast
684,17-18,Co., 1, 1586 S.Ct.383 U.S. date; bypractice the critical orto before

(1966).545L.Ed.2d prior to the critical date theproof that
prepared drawings or otherinventor had

that were suf-descriptions of the inventionIII.
ficiently personto enable a skilledspecific

the BarA. The ’399 Patent and On-Sale practicein the art to the invention.

at---, Ap-atrecently 119 S.Ct. 306-07.ad­ Id.Supreme Court hasThe
test, Supremepart of the theplyingthe the firstapplicationfor ofthe standardsdressed

Elecs., found:v. CourtWellson-sale bar. See Pfaff
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review,Upon the thatacceptance of the record shows Weath-[TexasIn this case the
the of at three... it erchem received benefit leastpurchase order makesInstrument]

made, with beforecommercial transactions Durkeethat an offer had beenclear such
capsDurkee orderedthe critical date: 500questionthere no that the sale wasand is

19, 1985,Februaryon for whichexperimental in Weather-rather thancommercial
caps Julycharge;chem noted a 990 on$300character.

275,000 3,17, 1985; caps Septemberand on
at-, Applyingat 306. theId. 119 S.Ct. 1985, byprice quotedabased on Weather-

test,part Supremeof the the Courtsecond perchem thousand. The last ofof $156.04
found: at of-these transactions constituted least an

In case condition of the on- sale,this the second outrightfor if notfer an commercial
drawings transaction,bar is because thesale satisfied Itaccepted.sale which Durkee

sent to the manufacturer[the inventor] is that the shows no deliv-immaterial record
fullythe thebefore critical date disclosed ery patented capsof the later and no ex-

invention. change moneyof until after the critical date.
signed purchase agree-of aRecord evidenceat-, at 307.Id. 119 S.Ct.

anment before the critical date establishes
Supreme thatThe also observed theCourt offer for sale sufficient to invoke the on-sale

public provisionsAct’s and -,Patent on-sale use Pfaff, at 119 S.Ct. at 306.bar. See
provide Thus,to “inventors with a definite findings satisfystrive ofthe the district court

determining patent ap-afor when part two-partstandard the of the test for an on-first
-,at 119plication certainlymust filed.” Id.be sale This court no clearbar. finds

context, Supreme311. In this the findings.atS.Ct. error in such
against the multifactor “to-counseledCourt

remainingThe only question is whethertriggeras atality of the circumstances” test
ready patenting at thethe invention was forbar, crediting this court forthe on-salefor

premature ortime of saleWeatherchem’scriticizing trigger unnecessarilysuch a “as
point,On this the districtoffer for sale.11, at 311 n.vague.” Id. at-n. 119 S.Ct.

pre-capsthecourt found that Weatherchemcourt follows theAccordingly,11. this Su­
for sale had all thematurely sold or offeredtwo-part test without balanc­preme Court’s

the as later claimed.limitations of inventionpolicies according totalitytheing various to
testified, example, theMr. for thatHickmanmayas have been doneof the circumstances

drawing cap havinga all the2-8-85 showedSee, Corp.past. e.g., Envirotech v.in the Indeed,limitations of the claims.structuralInc., 1571, 1574, 15Eng’g, 904 F.2dWestech byallegedonly element nowthe claim(Fed.Cir.1990);1230,USPQ2d 1232 UMC
missing from draw-to be thatWeatherchemStates, 647, 656,v. 816 F.2dElecs. Co. United

testi-ing “sealing” ledge.is Mr. Hickmana(Fed.Cir.1987);1465,USPQ2d King2 1472 redirect, however, that the 2-8-85fied on
Corp., 767Corp. v. Otari F.2dInstrument sealing ledge.a Like thedepicteddrawing(Fed.Cir.1985).402,853, 860, USPQ226 406 drawings ofPfaff, detaileddrawings in these

each limitation ofcap designthe contained
theapplication of on-saleBecause sufficiently tospecificthe and “wereclaims

facts,underlying see Kolmes v.rests onbar practiceartskilled in the topersonenable a
1534, 1540, 41Corp.,Fibers 107 F.3dWorld at-,Id. 119 at 307.the S.Ct.invention.”

(Fed.Cir.1997),1829, 1832USPQ2d this court
findings of court inthe the district also that Weatherchemexamines The record shows

caps ovalitySupreme sampletest. withapplication producedof the Court’s severalour
drawing. IndeedFirst, trial court’s theproblemsthis examines the after 2-8-85court

1985,23, towrotepart Augustof the Weatherchemfindings respectwith to the first on
changes in its mold to cor-outliningTheSupreme test. district Durkeetwo-part Court

showing thatproblems. thanRatherDurkee in rect“an actual sale” tocourt found
invention, depicted in theas“money changed Weatherchem’shands.”in which1985
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tion, to one of ordi-ready would have been obviousdrawing, patenting,not for2-8-85 was
103(a)§illustrate “that an inven- naryrecord facts in the art. 35 U.S.C.these skill

complete ready for (1998).... and ultimately[can be]tion ais determi-Obviousness
actuallyit been reducedpatenting before has underlyingof based on determina-nation law

at-, 119 at 308.practice.” Id. S.Ct.to Inc. v.tions of fact. See Richardson-Vicks
case,Indeed, in Mr. Hickman testifiedthis 1476, 1479,Co., USPQ2d122 44Upjohn F.3d

by February 1985 he had believed thatthat (Fed.Cir.1997).1181, underlyingThese1183
Further,design work. inhe could make the (1) scopetheinclude:factual determinations

letter,23, WeatherchemAugustits 1985 art; (2)prior the level ofcontent of theand
“expect[ed] to have all refine-stated that it (3)art;in differencesordinary skill the the

by... ofcompleted the weekment work priorthethe claimed invention andbetween
October,in DurkeeSeptember 16.” And (4)art; any profferedthe extent ofand
to the mold ascharacterized modifications objective indicia of nonobviousness. See

captuning” “expected acceptable“fine for Graham, 17-18, 684.383 U.S. at 86 S.Ct.
performance.” This record evidence shows

ready patentingwas for atthat the invention court determined that theThe district
depiction in the 2-8-85 draw-the time of its

patent haveclaims of the ’494 wouldasserteding, though Weatherchem continued toeven
to one of skill in the art overbeen obviouspatent.infine-tune features not claimed the

Spe­cap.IIpatentthe ’399 and the Rosam
important record facts showTwo other cifically, prin­found: “Thethe district court

ready patenting.that invention was forthe cipal patentthe ’494 anddifference between
quantitya commercial of theDurkee ordered patent addition of the radialthe ’399 is the

(275,000 caps) before the criticalinvention is toribs.... The function of these ribs
showing its confidence that thedate thus cap flaps fromthe entire and limitstiffen

operative.complete andinvention was cap apopping open when the is screwed onto
Moreover, Pfajf, fact that the“[t]heas in F.Supp.container.” 937 at 1288. The dis­

produceto inven-[themanufacturer was able
capIItrict court then found that the Rosamusing drawings... detailed...tion] [the]

stiffening in“fully the use of ribsdisclosesthis fact.”specificationsand demonstrates
properlymanner.” Id. After dis­the sameat-, at 312.Id. 119 S.Ct.

cerning thea motivation to combine ’399
attemptsalso to character-Weatherchem consideringpatent capand the Rosam II and

relationship Durkee as a “devel-ize its with nonobviousness,secondary considerations of
secrecy, presum-inopment project” cloaked court concluded that the ’494the district

by invokingably negate an on-sale bar theto to one ofpatent would have been obvious
Labs.,TPexperimental use doctrine. See in the art at the time of invention.skillPositioners, Inc., 724Inc. v. Professional

577,965, 971-73, USPQ 582-83F.2d 220 court’sWeatherchem attacks the district
(Fed.Cir.1984). court, however,The district First,grounds.conclusion on several

supporting hold-explored factors itsseveral that, manyasWeatherchem claims because
jointly experi-noting that wasWeatherchem twenty-five percent capsof the Rosam IIas

F.Supp.menting Durkee. See 937 atwith “unusable,” taughtthey would not havewere
inno clear error1277. This court discerns argu-multitude of ribs. Thisthe use of a

issue,findings on this andthe district court’s Ro-ment overlooks evidence that Florence
that Weatherchemagrees with its conclusion senstein, IIdesigner and user of the Rosam

experimental caps.use of thedid not show in of the Rosam IIcap, did fact use millions
Thus, adequate supportsuppliesrecordthe Thus,caps per year in her business. on the

court’s conclusion that Weath-for the district record, court cannot conclude thatfull this
patentedimpermissibly placed theerchem clearly implicitlyinthe district court erred

before the critical date.invention on sale caps operablefinding that the Rosam II were
prioravailable as art.andandB. The ’494 Patent Obviousness

accepting caps priorRosam II asEven thepatent formay not obtain aapplicantAn
however,art, thatwhich, Weatherchem contendssubject at the time of inven-matter
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that, findings,taught key based on those the districtnot have two elementsthey would
surface, determiningcourt in that the claimssealing land or and a erredof the claims: a

relatively closely beenarrayed at would have obvious.plurality of ribs
regard sealingto thespaced locations. With

land, expert Mrs. Rosen-both Clark’s and
IV.

capII atestified that the Rosam hadstein
alsosealing land. The district court exam- this affirms the deter­Because court

capIIof the Rosam andined the underside invalidity, this court vacatesmination of
“a land concentric with thefound circular portions judgmentof agrantingthose the

agáinst lip... the of theskirt which seals noninfringementdeclaration of of the ’494
F.Supp. at This courtcontainer.” 937 1288. patent dismissingand counterclaimClark’s

ignore in favorto this evidence ofdeclines noninfringementfor a of ofdeclaration
testimony expert tofrom Weatherehem’s the stopspatent.the court of’399 This short

which, alone,contrary, does not and cannot reviewing infringement thougheven Clark
showing byburden clear error themeet its of declaratory judgmentfor a ofcounterclaimed

court.district unenforceability, noninfringe­invalidity, and
Loughin v.ment. As this court observedribs,Regarding pluralitythe of Weather-
1123,1113,Corp., 3986 F.3dBruswickinargues that the district court erredehem

1100, (Fed.Cir.1996),USPQ2d holding1107 aIIfinding eightthat ribs on the Rosamthe
eliminates, prac­that are as aclaims invalidplurality of ribs at relative-cap constituted a

matter, appealtical the to consider onneedclosely spaced as claimed inly locations
infringed, ifare evenwhether those claims9, 13, According14. to Weather-claims and

infringer filed a counterclaimthe accused hasten are neces-expert, more than ribschem’s
declaratory noninfringe­judgmenta offorcourt,cap.sary to stiffen the The district

ment.however, testimony ofalso the Mrs.heard
eight thethat the ribs of RosamRosenstein 1123,Lough,in atexplainedAs 86 F.3d

ofcap preventto malfunction theII sufficed approachthis is not at odds with the Su­
tightly.veryit on Oncap when was screwed preme decision in Cardinal ChemicalCourt’s

fact, simplyquestion of the district courtthis International, Inc., 508 U.S.v.Co. Morton
testimony overMs. thecredited Rosenstein’s (1993).1967,83, 1 In113 124 L.Ed.2dS.Ct.

expert. Thistestimony of Weatherchem’s Chemical, Supreme dis­the CourtCardinal
inno clear error this.court discerns ofpracticethis routineapproved of court’s

invaliditydeclaratory judgment ofvacating aargues thatFinally, evi-Weatherchem
determining, appeal,on that there wasafter- namely,secondary considerationsofdence 99-103, 113atinfringement.no See 508 U.S.capthe of the ’494success ofcommercial

expense litigatingDue to the ofS.Ct. 1967.others, bypatent, copying oth-failure of and
validity, strong in resolv­public interestthe- finding of nonobviousness.supports aers

im­potentialtheing questions, andvaliditydetermined, however, thatcourtThe district
beyond the immediatequestionpact of thecap in accordanceof the madethe success

case, routinely refus­thatadvisedthe Courtmostlypatent’494 was attributablethewith
improper.validity wasing to addresspriordesign in theelements disclosedto the

F.Supp. at 1289.patent. 937art ’399 See
infringementRefusing to address

not cite sufficient evi-doesWeatherchem
problems.these Where­raise samedoes noterror in the districtto cleardence show

completea defenseinvalidity operates asasrespect secondarytofindings withcourt’s forever, seeany product,forinfringementto
considerations. Laboratories, v. Uni­Blonder-Tongue Inc.

313,Foundation, 402 U.S.versityshort, Illinoisfind cleardoes notIn this court of
(1971),1434, a deter­78828 L.Ed.2dfindings 91 S.Ct.underin the court’sdistricterror

only to ainfringement appliessay mination ofthis courtNor canfactors.the Graham
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Thus,specific process.product specificallyaccused or a The district failure tocourt’s
declaratory judgment nonin- mentionvacatur of a of the on-sale activities does not re-

essentially quireof no thisfringement importis when court to remand the case for fur-
accompanied by an affirmance ther findings.of a declarato- The district court’s broad
ry course,invalidity. ap- findingjudgment “anyof Of in that did not haveWeatherchem
propriate may inequitablecourt in- intent to disposescases this address deceive” of the

Moreover,fringement invalidityafter a conclusion of for conduct Clark hasissue. not
may approach-that athe same reason district court come forward with evidence even

- appellate ing necessaryaid theelect to do so to review and level to show that the
findingsavoid a remand. district as to a lack ofcourt’s intent

clearlywere iterroneous or that abused its
findingdiscretion in no inequi-its ultimate ofunenforceability,A declaration of as

Textron,table v.conduct. See Molins PLCopposed noninfringement,to a declaration of
Inc., 1172, 1178, USPQ2d 1823,48story. Where, F.3d 33presentcan a different as

(Fed.Cir.1995).1827here, invaliditya declaration of not ex­does
patent,tend to all claims of a a counterclaim

for unenforceabilitya ofdeclaration affects
VI.

patent. Kingsdownthe entire See Med.
Consultants, Hollister, Inc.,Ltd. v. 863 F.2d 52(b)Denial Rule Motionsof
867, 877, 1384, (Fed.Cir.­USPQ2d9 1392

contends that the dis­Weatherchem1988) (in banc) (“When a finallycourt has
trict court denyingabused its discretion ininequitabledetermined that conduct occurred

52(b)motions under seekingFed.R.Civ.P. toin relation to one or more duringclaims
findingshave the court amend its on the on-­prosecution application,patentof the the en­

patentinterpretationsale bar and of the ’494unenforceable.”).patenttire is rendered In
proposedclaims. Weatherchem’s amendedcircumstances,those this court must review

however,findings, nothingconstituted moreproperlythe if appeal.issue it is onraised
anthan invitation to the district court to

issues,reverse itself. theOn both district
V. thorough legally opinioncourt’s and sound

disposedfully Accordingly,of the issues. in
Unenforceability theof ’399 Patent decision,light of this court’s this court finds

no abuse of indiscretion the district court’scross-appeal,In its Clark contends
52(b)denials of the Rule motions.bythat the district court erred not address­

ing whether Weatherchem’s non-disclosure of
prematureits sale to the U.S. Patent and VII.

(PTO) during pen-­Trademark Office the
dency patent Finally, that, face,inequita­of the ’399 constituted this court notes on its

however,opinion,ble In judgmentconduct. its the the district court’s declares both
patents accurately, partiesdistrict court did discuss Weatherchem’s al­ theinvalid. More

leged inequitable adjudicatedin onlyconduct the of onlydisclosure and the district court
prior explicitly validityart to the PTO. While not determined the of the asserted

premature Therefore,discussing slightlyclaims.Weatherchem’s sales this court modi­
conduct,inequitable the judgmentactivities as the district fies district court’s to reflect

invaliditythat onlycourt nonetheless found of claims.Weatherchem the asserted See
Inc.,“Simply put, Century Steps,had no intent to deceive: there Diversitech Corp. v. 850

675, (Fed.­by 677,support­ USPQ2d 1315,adduced F.2dwas no evidence Clark 7 1317
Cir.1988);ing Co.,allegation that Vandenberg Dairy Equip.its Weatherchem ever had v.

any 1560, 1568, 195,USPQintent to deceive the Pat­ 740 F.2d 224United States 200
during prosecution (Fed.Cir.1984); Inc.,ent Sys.,Office the of ’399the Gardner v. TEC

patent 1338, 1, 777,USPQor in the related 725 F.2dinterference....” 1339 n. 220 778
(Fed.Cir.1984).F.Supp.937 at 1294. n. 1
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VIII.

reasons,foregoing judgment theofFor the
affirmed-in-part,is modified-in-district court

This court affirmspart, vacated-in-part.and
declaratory invalidity,judgment of butthe

onlyencompass claims 12 andit tomodifies
9,13,patent and 14the ’399 and claims13 of

patent. also’499 This court affirmsof the
infringementofthe dismissal Weatherchem’s

claims, well as of Clark’s coun-as the denial
judgmentdeclaratoryfor of unen-terclaim

However,forceability. court vacates thethis
noninfringementdeclaratory judgment ofof

ofpatent the denial Clark’sthe ’494 and
noninfringe-for a ofdeclarationcounterclaim

patent.of the ’399ment

COSTS

costs.party shall its ownEach bear

AFFIRMED-IN-PART, MODIFIED-
IN-PART, AND VACATED-IN-PART

WASHINGTON,TACOMA,CITY OF
Plaintiff-Appellee,

v.

RICHARDSON, Secretary,Bill
Energy,Department ofU.S.

Defendant-Appellant.

No. 98-1073.

Appeals,ofStates CourtUnited
Circuit.Federal

8, 1998.Dec.


