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OPINION

Hornak,Mark R. United DistrictStates
Judge

Before the Court is a toMotion Dismiss
infringement claims as to last ofthe sever-

patentsal at issue in this case. ECF No.
132. argues patent,The Motion that this

7,757,298(the Patent”)U.S. Patent ‘"298 is
subjectnot to patent-eligibledrawn matter

§under 101. patent35 U.S.C. The Plaintiff
disagree partiesholders and the fullyhave

133, 134,ECFbriefed the issue. Nos. 135.
The broughtErie Defendants also some
supplemental authority to the Court’s at-
tention, 138, 140,ECF Nos. about which

Plaintiffs,the Court also heard thefrom
139,ECF Ños. 141. With that excellent

Sneath, Williams,A.Henry KellyM. briefing, dispensethe Court will with oral
Wagner,Robert L. argumentSneath MillerPicadio decide matter onand the the

Norton, P.C., PA, papers.Pittsburgh,& Robert
Cutler, Hurt, Voss,A.Christian J. Kirk For in Opinion,the reasons thisstated

Leonoudakis, Nix,Ross Patterson & the Court that ’298concludes the Patent is
Roach, LLP, TX,Irving, T.Derek Gilli- subjectpatent-ineligibledrawn to matter
land, Nix, Roach, LLP,&Patterson and does not clear the Alice bar. There-

TX, Chin,Daingerfield, fore,Edward Albrit-K. the Erie toDefendants’ Motion Dis-
TX,Firm, granted.'for miss will beSouthlake,ton Law Plain-

tiffs.
I. BACKGROUND

Marcus,David C. Cutler Picker-Wilmer Litigation & Thea. Earlier
ing LLP,Hale Dorr Erik John Carl-and OpinionFirstCourt’s
son, LLP, CA,Sidley Angeles,Austin Los Court,By of the threeOrder related

Lantier, LLP,Gregory H. WilmerHale patent byfiledinfringement cases Plain-
Ebken,DC,Washington, John G. Alexan- tiffs andIntellectual Ventures I Intellectu-

Saksen, Rees, LLP,der W. Gordon & (“Intellectualal II LLCVentures Ven-
Jr., Romano,H. Stroyd, Justin T.Arthur tures”) No. Atwere consolidated. ECF 50.

LLC,CavanaughDel StroydSole Pitts- patents byissue four Intellectu-were held
Pearlson,PA,burgh, Mo-Leslie Stierman 6,519,581;al U.S. Patent Nos.Ventures:

Grewal, Pickeringnica HaleCutlerWilmer 6,546,002;6,510,434; and ’298 Patent.the
LLP, MA,Boston,and Dorr Alexander The various Defendants moved to dismiss

Baxter, Winters, SidleyVernon Austin infringement againstthe claims them on
LLP, Francisco, CA, Cass,San Russell § briefingAfter full ar-grounds.101 and

LLP, IL,Sidley forChicago,Austin De- gument, grantedthe Court the Motions to
Patent,1’581fendants. as the the ’434Dismiss to

tion,specifically, grant1. More the Court dismissed the would Motionsthe Court the to
I,claims ’581 want sub- grounds.as to the Patent for of patent-ineligibilityDismiss on Erie

ject jurisdiction in thematter but held alter- F.Supp.3d134 at 926.
subject jurisdic-native that if it had matter
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Patent, on size ofPatent, finding selecting’002 each the file thethe basedand
subject determiningpatent-ineligible by andrawn to the.file whetherto be

LLC,I et al. pluralIntellectual Ventures aggregate identically-matter. size of
Co., 877,F.Supp.3d134 926 predeterminedErie Indem.v. files exceeds asized

I”).(W.D.Pa.2015) (“Erie threshold;
selecting the onfile based whethersubstantively ad­Opinion did notThat

of typethe file a filecontent matches’298 Patent wasdress the because it not
file;by of the orthen-pending indicated a namesubject anyto Motion to Dis­

n.881 theId. at 8. initialmiss. When selecting the on whetherfile based the
filed, ’298Dismissto theMotions were beyond an ofcomprises data endfile

subject invalidity proceed­Patent was to file;formarker thedata
Appealthe andings Patent Trialbefore generating an value associ-identification

(“PTAB”). 46-1, 1 n.2.atBoard EOF No. file,ated with the selected thewherein
anPTAB declined to initiate interThe representative ofvalue isidentification

proceeding against the ’298partes review ofportiona of the content theat least
§§ oron 10335 U.S.C. 102Patent file;selected

Corp. v.grounds. Int’l Bus. Mach.See comparing generatedthe identification
LLC,I IPR2014-­Intellectual Ventures to one or more identificationvalue val-2015).(P.T.A.B. Aug. 24, that01516 Now or more ofassociated one aues with

up,been cleared the Defendantsallhas files;of unauthorizedplurality and
matterthis to Dismiss thefiled Motion and

characterizing anfile as unautho-thedisposition.ripeis for
iffile the identification valuerized

Theb. ’298 Patent of ofpluralityone the identifi-matches
is’298 Patent “Method andThe titled cation values associated with the unau-

Identifying,andfor Characteriz-Apparatus '•thdrized files.
is de-ing Errant Electronic Files” and (Claim 1).12col. 11. 21^44’298Patent

signed problem prolifer-to the of thesolve
claim cannon-patentspeak,In the be(likeof files on the Internetation illicit

(1)steps:boiled to four fundamentaldownsoftware,pornography, pirated ormusic
file; (2) aselecting generating uniquea30-34,etc.). 4’298 11. 47-52Patent col.

(3)file; compar-corresponding to thevalue(filed 2005).3, representa-1 isJune Claim
ofing previ-to bunchuniquethat value .ative:

correspondously generated values that toforcomputer-implementedA method1.
(4)files;oftypes illicit and mark-differentidentifying characterizing,and stored

for oring the file deletion other treatmentfiles, compris-said methodelectronic
aassignedits matches knownif value one.ing:

’298 col. 211.58-65.Patentconfiguredof orunder control one more
“reliablypurportsThe invention to char-systems:computer

criteria,accordingfiles to pre-setacterizeof filesselecting a from a pluralityfile
circumvented,easilymedium, is not andthat thatcomputer storagein astored

the ofreduces amount manual reviewselecting nec-performedthe. file iswherein
according essary operation.”2to properto at least one of: ’298verify

review,review, of theamount manual '298 PatentSuch manual Intellectual Ventures2.
feasible,notes, "usually review,economicallyis not presupposes the ofexistence manual

entirely identifyingis also not effective at ongoingand of manual review. Id.use col.theand
111,files.” ’298 col. 61-64.undesirable Patent 2 on11.38-44. More that later.

reducing theNotably, its reference towith
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nature,It recognizes including physicalPatent col. 11.42-44. vari- of phe­2 “laws
nomena,being splitous ofcharacteristics ideas.”flies—like and Diamond v.abstract

into parts, illegitimate appended 303, 309,files to Chakrabarty, U.S. 100447 S.Ct.
ones,legitimate give away 2204, (1980).names thatand 65 144 It isL.Ed.2d the “ab­

(readersillegal, illicit, or contentoffensive categorystract ideas” with wewhich are
themselves)—can forimagine such names concerned here.

doing,"in hostingand so Web ser-saves §eligibilityPatent under 101 is
criminal, copyright,vices from or some governed by two-stepthe framework set

other liability.
byout inSupremethe Court Alice Corp.

—Int’l,Pty. U.S. -,Ltd. v. CLS BankII. STANDARDSLEGAL
2347, 2355,134 189S.Ct. 296L.Ed.2da. Motion Dismissto

(2014) (describing longstanding rule“the
12(b)(6)ofFederal Rule Civil Procedure that ah idea of not patentable.”).itself is In

provides offor the cases that faildismissal one,step courts determine whethermust
to whichuponstate a claim relief can be the claims pat­at'issue to aare “directed
granted. allegemustComplaints facts

ent-ineligible concept.” Id. Abstract ideas
plaintiff“sufficient to that theshow has a

things “preexisting,are like fundamental‘plausible claim for relief.’” Fowler v.
(like equations),truth[s]” mathematical(3d203,Shadyside,UPMC 211F.3d578

organizingof human activity,”“method[s]Cir.2009) v. Iqbal, 556(quoting Ashcroft or “longstanding practice[s]”commercial662, 679, 1937,129U.S. S.Ct. 173 L.Ed.2d
(like orintermediated settlement risk(2009)). assessing868 In a motion to dis­
hedging). Id. at inquiry“[A]2356. relevantmiss, accept all “well-pleadedcourts must
at step ‘toone is ask whether the claimsdisregardfacts any legalas true” and con­
are to an toimprovement comput­directedFowler, at (citingclusions. 578 F.3d 210-11

beingfunctionalityer toversus directed an677, 1937).Iqbal, 556 129at S.Ct.U.S.
idea.’” TLI Comms. LLC v.abstract AV

A for in“plausible claim relief’ a Automotive, LLC, 607, (Fed.­823 F.3d 612
patent infringement necessarilycase re­ Cir.2016) (quoting Enfish, LLC v. Micro­
quires patent;a valid otherwise there can 1327, (Fed.Cir.­Corp., F.3d 1335822soft

infringement.be no And a“[w]hether 2016)). not oversimplifyBut mustcourts
claim is to patent-eligible subjectdrawn level,claims because some ‘all inven­“[a]t

§ 101 an issue ofmatter under is law.” In use, reflect,embody,tions ... upon,rest
Bilski, 943, (Fed.Cir.2008),re 951545 F.3d nature,applyor phenome­laws of natural

Kappos,sub v. 561nom. Bilski U.S. ”aff'd na, Alice,or 134abstract ideas.’ S.Ct. atd593, 3218,130 S.Ct. 177 L.Ed.2­ 792 Servs.,(quoting2354 Mayo v.Collaborative
(2010). Thus, 12(b)(6) stage is properthe a Labs., Inc., 66,Prometheus 566 132U.S.

patent eligibilityone toat which examine (2012)).1289, 1293, 321S.Ct. 182 L.Ed.2d
§ 101.under essence,In promptsAlice one courtsstep

ask, generally try­to what are the claims§ 101: Theb. Alice & Law
I,ing F.Supp.3dto Erie 134achieve? SeemayIn general, patents grantedbe

at 897-98.to anyinvents or discovers“[w]hoever new
If to-the claims are directed amachine, manufacture,process,and useful

patent-ineligible proceedcourts tomatter, concept,composition anyor of or new and
“step two look an con­and for ‘inventiveimprovementuseful thereof ....” 35

cept’—i.e.,§ or combination ofcatego­101. are an elementBut there threeU.S.C.
of toexceptions sweepries to that is ensure thatbroad elements that sufficient
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(collectingatF.Supp.3dto 895-907signifi­in amounts 134patent practicethe
cases). partiessparewill thepatent uponthan a the The Courtcantly [ineli­more

law,Alice, at of the butitself.” 134 S.Ct. extended canvasgible concept] another
1298).“It isMayo, at(citing especially2355 132 S.Ct. a handful of relevantwill discuss

of con­that recitationmerewell-settled recent decisions.
crete, components is insufficienttangible inguidancethe foundSupplementing

eligibility to otherwisepatentto confer an I,this in Erie seebydiscussed Courtcases
TLI, at 613.idea.” 823 F.3dabstract 902-07,F.Supp.3d at the Federal Cir­134

Therefore, claims must contain morethe recentlyhas decided several morecuit
merely stating abstractthan an idea and Enfish,in theexample,§ 101 cases. For

Alice,“apply it.” 134adding the words patents thatFederal Circuit confronted
“well-understood,Appendingat 2357.S.Ct. Alice. F.3dpassed muster under See 822

do,routine, activity” won’tconventional There, patentsthe court found that1327.
genericof anor will “the mere recitation dealing a “self-referential” databasewith

stepAtcomputer.” Id. at 2358-59. Alice to an abstract idea. Id.were not directed
two, machine-or-transformation testthe Instead, patents wereat the directed1336.

to patent-eligibilit­be a “useful clue” ascan logical a com­to “an innovative model for
LLC v.y.3 BancorpSee Servs. Sun Life [i.e.,]... a of dataputer database model
(U.S.),Canada 687 F.3dAssur. Co. of explainingcomputerfor a database how(Fed.Cir.2012).1266, That test asks1278 of informationthe elements arevariousparticularto aclaims are “tiedwhether

to one Id. at 1330. Therelated another.”orapparatus” “transform[]machine or a
unique computer opera­to aimprovementsorarticle into a different stateparticular

table—groundedtion—the self-referentialBilski, 943,thing.” In re 545 F.3d 954
in be­idea non-abstractness and wentthe(Fed.Cir.2008). doing,In so to make a

“storing, organizing, andgeneric re­yondpatent-eligible,claim “the use of the ma­
trieving memory logicalin a table.” Id. atimpose meaningful limits onchine must

holding,In so the Federal Circuit1337.scope,” CyberSource Corp. v.the claim’s
distinguish atpatentstook care to theDecisions, Inc., 1366, 1375Retail 654 F.3d

onlyfrom others that added the useissue(Fed.Cir.2011), signifi­playand “must a
componentsof tocomputerconventionalpart permittingcant in the methodclaimed

practices or mathe­well-known businessperformed,to rather than function sole­be
(collectingId. atmatical formulae. 1338-39forly permittingas' an obvious mechanism

cases).quickly,”toa solution be achieved more
Tech., Comm’n, Servs.,SiRF Inc. Int’l Tradev. inAnd BASCOM Global Internet

(Fed.Cir.2010).1319, 1332-33601 F.3d LLC,Mobility No. 2015-Inc. v. AT&T
1763, 1341, 2016F.3d WL 3514158827enough,The standard is clear but its
(Fed.Cir. 27, 2016),June the Federal Cir-application recogniz-is another Inmatter.

thatpatentanother con-cuit encountereding “comparethat courts should claims at
sufficiently concept”a totained “inventiveclaims toalreadyissue to those found be

satisfy Alice two. The claims at issuestepin previousto an abstract ideadirected
filtering In-systema for1334, generally recitedcases,” atEnfish, 822 F.3d this

1349,§ Id. at at *6.juris-of ternet content. Andexamined the state 101Court
I, “filteringthat con-prudence Opinion. althoughin its first See Erie the court held

3218,593, 604, 130 S.Ct.Importantly, the 561 U.S. 1773. machine-or-transformation
(2010).test “is not the sole test” for whether an L.Ed.2d 792

Kappos,patent-eligible.is v.invention Bilski
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one,an step computer,tent” is abstract idea at Alice characterizing the file onbased
patentthe contained an con-“inventive identifiers,the identifier and other stored

cept” consideringwhen the ordered combi- communicating-and a ofresult the charac­
1350-51,nation of limitations. Id. at at *6. terization to a querying computer.”back

conceptThat inventive is “the installation AnalogizingId. at 383. to the claims in
location,filteringof a tool at a specific Content Extraction & Transmission LLC

end-users,fromremote the with customiz- Bank, (Fed.­v. FargoWells 776 F.3d 1343
filtering specificable features to each end Cir.2014), the court onwent to conclude

recitinguser.” Id. Rather than “the ab- that the ’050 Patent was directed to the
filteringstract of alongidea content with abstract of “receiving identityidea infor­

requirement performthe to it on the In- mation, comparing information,it to other
ternet, or to itperform genericon a set of communicatingand onresults based the
computer components” the com-claims identifying Symantec,information.” 100

existing,bined the benefits of two unique F.Supp.3d at 383.
in way “improve[d]content filters a that

JudgeChief Stark hisbolstered conclu­existing technological process.”an Id. at
sion that the claims were todirected an1350-51, at *7.

by analyzingabstract idea thewhetherTLI, 609,But in 823 F.3d at the Federal
steps of the claims could performed byb.epatentCircuit held that a which related

beingshuman in a non-computerized con­“generally apparatusto an for ofrecording
“policetext. Id. Like lookingofficers fordigital image,a communicating digitalthe

parkingstolen cars or enforcement officersfromimage recordingthe to adevice stor-
determining many unpaidhow tickets be­device,age to administering digitaland the
long of illegally cars,”to owners parkedinimage storagethe device” was directed

stepsthe could be performed byclaimto of classifying“the abstract idea and
wholly aparthumans from any computerdigital imagesstoring organizedin an

implementation. Id. at 384-85. And themanner to anfail[ed]and add inventive
Symantec rejected plaintiffscourt the ar­concept patent eligibili-sufficient to confer
gument that the were saved basedclaimsty.” Limitations in topatent tangiblethe
on the Patent andU.S. OfficeTrademarkmerelycomponents “provide[d] generica
(“PTO”) EligibilityInterim Id.Guidelines.in carryenvironment which to out the

Specifically,at 385. the court thatsaidatabstract idea.” Id. 611.
hypotheticalPTO’s“[t]he claim is directedshould, will,This Court and also draw

creatingto computer‘sanitized’versions offrom ofthe other districtwisdom courts
by ‘extracting, parsing,via file thefilescountry. relyaround the The Defendants

from computermalicious code’ files.” Id.heavily on Intellectual IVentures LLC v.
Thus, the Interim exampleGuidelines wasSymantec Corp., 100 F.Supp.3d 371
“necessarily computerin technologyrooted(D.Del.2015). so,Appropriately in the

malicious code orbecause ‘viruses’ have noJudgeCourt’s view. Chief thor­Stark’s
significance computeroutside the realm ofough opinionand well-reasoned invalidated

Id.technology.”§ groundson 101 another of Intellectual
two,Finally, stepunder Alice the courtpatents: 6,460,-­Ventures’ U.S. Patent No.

Symantecin(the Patent”) found that “uniqueness” and050 “’050 entitled “Distribut­
“characterizing” limitations did not add asystem.”contented identification The
sufficiently concept.Symantec court found inventive Id. at 386-that the claims were

Instead,“receiving they “nothingdirected to 87. amounted toinformation related
(an identifier)to a querying generic computer implementa-file from a more than a
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- two,step the court found*7. And at Aliceof abstracttion the human-executable
claimsconceptno because therejected inventivealsoId. at 386. The courtidea.”

merely implemented the idea withabstractma-argument that under theplaintiffs
generic previously-known computerandtest, specializedchine-or-transformation

Specifically, the court heldcomponents. Id.anprogrammingor added inven-software
on“accessing storing informationthat andconcept the claims themselvestive because

repository, identifying medical ser­a dataorany “hashing algorithm”stated that
pool,, sending and re­providers in aviceor“any of free e-mailnumber commercial

ceiving computer,over acommunicationsinsystemsorsystems, other data transfer
ofusingand the do all thetoInternetapplications” Id. atcould be used.[other]

anynot make the abstract ideaabove” did387.
(internal alterations andless abstract. Id.Asghari-Kamrani, al. UnitedIn et v. omitted). justAnd thequotations because2:15-cv-478,Ass’n, 2016Auto. No.Servs.
or make moreclaims “automate otherwise(E.D.Va. 2016),5,July3670804 theWL

or tech­efficient” traditional methodsto apatentcourt a that “relatesinvalidated
niques patent-eligible.not renderdid them

provided a Central-­system byand method 146, Techs.,(citingId. at at *9 OIP Inc. v.
andEntity for centralized identification Amazon.com, 1359,Inc., 788 F.3d 1363

of their transac­authentication users and (Fed.Cir.2015)).
securitytions to in e-commerce.”increase

MemoryIn LLC v.Visual NVIDIA*2. court that theId. at The concluded
1:15-cv-789, 3041847,2016Corp., No. WLto the ideaclaims were directed abstract

2016),(D.Del. 27,Mayat *5 the courtrandom,“usingof and apartya third
patentthat a “com­claimingconcluded acode to confirm the identitytime-sensitive

puter memory system connectable to aof to Id. at *7.participanta a transaction.”
processor having pro­and one or moreclaims not directed to aAnd the were

operationalgrammable characteristics”unique au­problem computerto network
ofwas directed to the abstract idea cate­although- party au­thentication because

storage. Interpretinggorical data the Fed­by com­magnifiedthentication “has been
in Enfish,eral Circuit’s recent decision the

technologyand network doesputer [that]
court remarked that decisiondistrict is

unique to thisproblemnot make the envi­
a cautions“best understood as case which

ronment.” Id. at *10. The claims also failed against oversimplification during step one
step they genericbecause “haveAlice two Mayo/Alice,of rather than a case which

computers perform an of au­old method § scrutiny patents101 allexempts from
Id. *12.thentication.” at purport improve functioningwhich to the

Teladoc, Inc.,In Corp. v.American Well Thus,computer.” justa Id. *4.of at be­
1:15-cv-12274, 191 135, 138,F.Supp.3dNo. improvementson tocause the claims touch

(D.Mass.144, *2,3255011,2016 WL at *7 theycomputer capabilities, were still ab­
13, 2016), that aJune the court concluded they pointin tostract that did not a

“monitors, records,patent which and ex­ specific improvementor concrete in the
‘presentbased on the Avail­tends services *5.way operates. Id. atsoftware In consid­

ability’ provider”of wasa medical care two,ering stepAlice and the Federal Cir­
“connectingto ofthe abstract ideadirected Holdings,cuit’s in thedecision DDR Visu­

“patient an Thea with available doctor.” Memory that the inal court said ‘rooted
“not improveclaims did to thepurport technology3computer heuristic ... is best

functioning computerof or internet tech­ thatunderstood as a clue when a solution
itself,nology specifically arisinganthey problemnor overcomes a in[did] address

realm,145, technologicala thatchallenge.” particularinternet-centric Id. at at solu­
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may implement ly byit an a human. Id. at 13.tion—though abstract court:alsoThe
patents anycon­ that thelikely contain an inventive found lacked inventiveidea—may

“merely(internal theybecausecept.” concept recite[d]Id. at *6 alterations and
omitted). computer componentsconventional orThus, courtquotations the found

comput-functions that involve the use of agenericofdescriptionsthat web servers
network.” Id. 17.er atinsufficientlyand software wereattendant

explanation ofinventive without some the backgroundIt with that andis under-
limita­specific mechanism which thewith standing legal landscapeof that thethe

attions are achieved. Id. *7. turns to the analysisCourt of the ’298
Patent.Publishing,In v.Activision Inc. xTV

Networks, al., 2:16-cv-737,at 1Ltd. et No.
III. ANALYSIS25, 2016),(C.D. con­JulyCal. the court

Claim Constructiona.patent “Managing,athat entitledcluded
Accessing, Retrievingand Networked In­ The Court will first with In­deal

Using Physical Objectsformation Associat­ arguments:tellectual last name­Ventures’
ed with the Networked Information” was ly deciding patent-eligibility nowthat is

ineligible subjecttodirected matter. The premature the Court notbecause has
to of expertsclaims were drawn the abstract idea heard from and has not construed

134,“using placeinformation in to atstored one the claims. ECF No. 20-22. Accord­
Ventures,of in­ ingdetermine the location and retrieve to Intellectual “understand­

ingplace.”formation stored in a second Id. at the and its sourcesoftware associated
Moreover, patent allowingthe code counsels towards a fuller8. lacked an inven­

expert testimony.”concept only “simplifie[d]it record with Id. at 20.tive because
expert testi­Intellectual Ventures wantsmany aspects among phys­of transferdata

mony “explain[ functionality ofto the the]ically close rather than im­individuals”
[appended patentsource to the as ancodeofproving functioning computerthe it­a

exemplary application],file identificationeffecting improvementor in otherself an
... the code would teach awhat skilledtechnology. 14.Id. at

implementtoartisan about how theVideoShare,recentlymost LLCAnd in
functionality, ... and-claimed whetherInc., (GMS),Google, slipv. 13-cv-990No.

application it issource code or thethat9, (D.Del. 2,op. Aug.at 2016 WL 4137524
‘generic’within was whenembodied2016), the Court that twoheld software
Id. atthe Patent was filed.” 21.’298patents to thewere directed abstract idea

argument goesThat withhand-in-handin“preparing streamingof a video video
procedural ar-Intellectual Ventures’ othercomputerfor net-sharingformat over a

gument that claim construction is neces-anynot towork.” The claims were directed
sary “selecting,” “generat-for terms likeimprovement computerin functionality

“characterizing.”“comparing,” anding,”largely specificationthebecause did not
says con-Intellectual thatId. Venturesspecific formatany file conversionrecite

genu-generatesof those terms astructionIndeed, proprietaryId. 12. thesoftware. at
ofdispute the basic theine about characterpatentsin of thesoftware disclosed one

Intellectualinvention. Id. VenturesWhatupon third-party...was “built technolo-
however, whysay, is the Courtdoes notgies” providethat the technolo-conversion

fromcannot understand the claims termssoft-gy; specific algorithms specificno or
of Patent.the face the ’298part of theware code was claimed as

Moreover, ...steps generalinvention. Id. the claimed “The rule is that
givenin claim are to be theirpatents performed,in could manual- terms thethe be
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ApplicationStep Onemeaning.” John­ b. Aliceordinary and accustomed
Corp.,v. Zebco 175Assocs.son Worldwide one,step Erie contendsAt Alice

indeed,(Fed.Cir.1999).985, AndF.3d 989 Patent is to thethat the ’298 directed
ordinaryfor “theit not uncommonis “identifyingof and character­abstract idea

language ...meaning [to be]of claim 133,ECF No. at 12.izing electronic files.”
lay judges.”to Phil­readily apparent even that itIntellectual Ventures contends is

1303,Corp., 415 F.3d 1312-13lips v. AWH 134, at 13.not. ECF No.
(en banc).(Fed.Cir.2005) That is the case analogizes Judgeto ChiefErie Stark’s

of Pat­“construction” the ’298here. Claim arguing that ’298opinion, theSymantec
be “little more thanlanguage wouldent “usingdescribe convention-Patent’s claims

widely acceptedofapplication thethe identify poten-tocomputing technologyal
commonly words.”meaning of understood usingtially suspect attributes indica-files

SM,1314; 265also Brown v.Id. at see content, comparing oftive of illicit each the
(Fed.Cir.2001)1349, (holding1352F.3d listsuspect files to known unauthq-a of

requirethe' claims did “not elaboratethat files, characterizing suspecta fileandrized
interpretation”). The Court is comfortable it if aas ‘unauthorized’ matches known

meaning toability giveits to wordswith 133, atunauthorized file.” ECF No. 12.
“comparing” without“selecting”like and theIntellectual counters thatVentures

testimony.expertofthe assistance Cf. “specifictoactuallyare directedclaims
Medtronic, Inc., 1:14-cv-104,Barry v. No. tocomputer technology—a particular way

19, 2016)(E.D. July (declining*4at Tex. computer computeronscan files networks
testimony “in ofexpert the field retroac­ onidentifyto unauthorized based cer-files

reading thoughts patentof the oftive mind digital attributes of the files.” ECFtain
it would not assist theexaminers” because Further,134,No. at 13. Intellectual Ven-

fact).oftrier argues, problemthe claims solve atures
engageto in claimDeclining construc­ unique computer systems: “identifyingto

experts proce­is alsotion or to hear from computerorunauthorized malicious data
durally stage.at this See O2appropriate by modifyingthat a user has hidden the

BeyondLtd. v. InnovationMicro Intern. computer on the net-of filesattributes
1351, (Fed.Cir.­Co., 521 F.3d 1360Tech. a file identificationusing applica-work”

2008) (the repeatedlyFederal Circuit “has toanalogizestion. Id. Intellectual Ventures
obligatedthat court is not toheld a district saythe PTO’s thatInterim Guidelines

ordinary meanings”);construe terms with “isolating removing malicious codeand
(“claim con­Bancorp, F.3d at 1273687 messages” not anfrom is ab-electronic
prerequisitean inviolablestruction is not 14.stract idea. Id. at

101”);§validityto a determination under Court that Erie hasThe concludes the
(“claimI, F.Supp.3d at con­Erie 134 908 argumentbetter of the that Chiefand

desirable, reviewingis unless instruction analysisJudge here.appliesStark’s
issue, a con­patentsthe district courtat toThe ’298 Patent is the abstractdirected

isn’t.”).that itcludes categorizingidea of and filesidentifying
Therefore, predeterminedon a of criteria.the Court concludes that the based set

patent-eligible claims from“basic character” of the ’298Patent is evi- Unlike the
Hotels.com, L.P.,given Holdings,their DDR LLC v.when the claim terms aredent

(Fed.Cir.2014); Enfish, 822ordinary meanings.accustomed Nei- 773 F.3d 1245and
1327; BASCOM, 1341,testimony nor claimexpertther construc- F.3d and 827 F.3d

3514158,necessary to Motion. 2016 the ’298Patent does nottion is decide this WL
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computer-centric orproblemsolve a a ...whether the claims are to andirected
problem computers.that is tounique abstract idea is to if allconsider of the

stepsnot com­The ’298 Patent does deal-with of the claim could performed bybe
beings”)puter (citing buySAFE,or or humanviruses relational databases Inc. v.
Inc., 1350, (Fed.Cir.­Google,“necessarily inanything computerrooted 765 F.3d 1353

2014)).Instead, ’298technology.” merelyit claims The Patent itself admitsa as
57-59,much. ’298 col. 1 ll.computerized longstandingsolution to a Patent col. 8 ll.

(“Such10-12 files can be selected for re­problem that exists of computers:outside
files, view acceptableand characterized as oridentifying categorizingand illicit the

unacceptable using... ...[a]might subjectof which an manualpossession indi­
added).process”) (emphasis mayWhile itorganization liability.orvidual to See ’298

laborious,be time-intensive and files could1Patent col. 11.53-56. Intellectual Ven­
physicallybe with setexamined criteriaanalogy computertures’ to malicious code

and for disposition.4markedIt isinapt. purportis true the claimsthat
computerto use tocode a filédetermine Imagine a librarian markingtasked withif

digitalis unauthorized on thebased attrib­ removingand containing porno-books
of the file. ofcomputerizationutes But that graphic library.material from a The li-

enough preventthe is not tosolution the brarian selectcould books to examine
underlying beingidea from abstract. See specificbased on criteria. Perhaps books

I, 134 (“theF.Supp.3dErie 921 factat that biggerthat are or intobroken volumes are
processes] s[manual would be lower and likelymore to contain such illicit material.

less not change analy­accurate does the Or the looklibrarian could for certain
sis.”) Techs.,(citing OIP at788 F.3d 1363 titles,interms the thebooks’ or name of a

¡on(“[R]elying computer performa to rou­ publisher. Or she look forcould books that
quickly accuratelytine tasks more or more ofpages picturescontain pagesmore than

is patentinsufficient to render a claim of All ofwords. these are set criteria that
(eveneligible.”)). Illicit thosefiles stored could readily mechanicallybe and em-

Internet)on computera or the exist whol­ ployed, resulting predictable,in self-evi-
ly apart presence—from their electronic dent The librarianconclusions. thencould

music,piratedand forpornography exam­ sticker,mark books with a redthose indi-
ple manycould take non-electronic forms cating they are to be removed. That is the

they electronically.even when are Patent,stored process in the ’298claimed execut-
printedPictures can be and music can be onphysicallyed rather than a computer.

to from or tape.listened a CD cassette So computerwhile malicious andcode
performed byIndeed the functions “viruses” and relational databases exist

exist,performed bythe ’298 Patent could be only computersbecause illicit files do
(andSymantec,humans. 100 F.Supp.3d longSee at not they comput-existed before'

(“[ajnother Thus,helpful assessingofway ubiquitous5).383 ers became the

necessarily analogs. Physical4. Of analogcourse the criteria doesn’t “files” like books
(digitalhave to be the same attributes like have sizes and and can havenames “data”

(i.e.up), certainly appendedwhether a file is broken but it to athem book with a CD
(the file, cover).could be name of ofthe the size the attached to the back So the ’298 Pat-
etc.).printout, The ''298 Patent claims “at ent does not claim criteria are “necessar-that

size,one of”least file whether the content of ily technology.”computerrooted in
typefile or ofthe matches the file name the

file, 557, 568,beyond Georgia,and 5. Stanleywhether there is "data an See v. 394 U.S. 89
1243, (1969) ("Weend of for file.” 22 542data marker the '298 Patent S.Ct. L.Ed.2d hold

12col. 11. 27-34. criteria have that the First and Fourteenth AmendmentsBut those
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catego- performed by computer.a See id. at 2359identifyingprocess andofclaimed
(“conventional computer activities or rou-rizing .them is an abstract idea.

data-gathering steps ... ‘well-C; tine areApplicationStepAlice Two
understood, routine, conventional activ-Having the ’298thatdetermined

”)industry.’to thepreviously knownities]idea, theto an abstractPatent is directed
1294);(quoting Mayo, 132 at see alsoS.Ct.concept”look for “inventiveCourt will an
(“That com-buySAFE, at 1355 aF.3d765arguesErie the ’298stepat Alice two. that

the informationputer receives sendsandconceptlacks an inventive becausePatent
oyer specifica-no furthernetwork—witha[comput­... conventional“merelyit uses

inventive.”);arguablyevention—is nottheircomponents6 for basic functions:er]
(aF.3d atBancorp, computer687 1278collection, recognition, comparison,data

“employed only for its most basic function(or storage).”fromstorage deletionand
.,. limits onimpose.meaningfuldoes not133, at IntellectualEOF No. 15-16. Ven­

claims.”). Selectingof those filesscopetheargues that there anis inventivetures
matchingon identifiers and differentbasedconcept specif­because “each claim recites

files/identifiers, just computersis what do.identifytocomputer-implemented stepsic
nothing it.7There is inventive aboutelectronic files”and characterize and be­

Second,“[dependent dependentlimitclaims further the the claims—revolv­cause
scope employs ing appended sampletheto software that checksum-­ around source

134,implementations.” provide meaningfulEOF atbased No. code—do not limita­
only specify type16. oftions. Those theclaims
(“checksum”) generat­valueidentificationarguments,Intellectual how-Ventures’

ed, selected,mightfiles that betypethe ofFirst,ever, misplaced. that the claimsare
processing undergo.theor the files willstepsspecific computer-implementedrecite

45-67,12 ll. col. 13-14.See Patent col.’298enough supplynot to an con-is inventive
computerare functions.All AndroutineAlice, (“Thecept. See 134 2357S.Ct. at

notappendedthe source code does savecomputerof a into the claimsintroduction
10-11either. See id. col. 9 ll.the claimsthe Neitheranalysis.not alter [does]does

(“There possible algorithmsnumerousareadding thestating an ideaabstract while
may generatetothat be utilized a check-­”) (citing Mayo, 132‘apply S.Ct.words it.’

sum.”). VideoShare,in 13-cv-990,Like No.1294). steps specified byat The Intellectu-
12,at ’298 Patent notslip op. the does(selectingal files based on fileVentures

itself, pro­claim code but thethe sourcesize, a the content andmismatch between
exemplaryThe source code iscess. andof beyondfile the existence data thetype,

provide concept.not inventivedoes an Seefile,markerof a data within theend and
Servs.,Accenture GmbHvalue; Global v.the match of a specific identification Guide­

1336,Inc.,value; Software,wire 728 F.3d 1345specificgenerating a identification
(Fed.­Cir.2013) (“the complexity of the im­determining if an-that matchesand value

value) functions, if or ofgeneric plementingother are even the íevelsoftware detail

making by languageprohibit private possession of conclusion is themere 7. This bolstered
crime,”).obscene computermaterial a of the '298 Patent itself. “The user

may any type computing120 be device thatofcomponents6. The in '298cited the Patent interactivelyto browseallows user web­a"configured computer systems,” “a com-are: (emphasiscol. 3 44-48sites.” '298 ll.Patentserver,”medium,”storageputer "a "a mem- added).
ory,” application,”"a file "aidentification
network,” computer-non-transitoryand "a

storage medium.”readable
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specificationin the does not transform a onPTO’s reliance that test is of limited
reciting only conceptclaim an abstract into (patentvalue See 134-4here. ECF No.

method.”);patent-eligible systema or 2005).’298 prosecution documents from Intel­
(indicatingPatent col. 4 ll 27-29 the argumentslectual Ventures’ are further

“preferreda ofsource code is embodiment by Patentbelied the text of ’298the itself
application”).a file identification Intellec­ of“any typewhich mentions computing

nothing,tual asserts forexceptVentures device,” “simplea program,”file deletion
suggestion,the bald that the issoftware possible algorithms.”8and “numerous And

providenovel. That is insufficient to an above,as discussed the source code is not
concept.inventive Therefore,specifically claimed. the Court

concludes that the ’298 Patent does notFinally, arguesIntellectual Ventures
change or improve comput­“somehow thestepthat the ’298 clears AlicePatent the

I,er itself.” Erie F.Supp.3dSee at134two bar under maehine-or-transforma­the
abstract claimed in the916­. ideaThe ’298134,tion Specifically,test. ECF No. at 10.
implemented genericPatent is aon com­arguesIntellectual Ventures that the ’298

is toputer, patent-ineligibledirected sub­“providesPatent for novel software—a
matter,ject and lacks. an inventive con­technological improvement—that executes

cept.operationsthe claimed aand creates new
as a result.” Id. at 16. coun­machine Erie
“[c]omputersters that longhave usedbeen IV. CONCLUSION

criteria,to varietyselect files based on a of
reasons,For the foregoing. the Courtname,size,including type, asand well as

concludes that the ’298 isPatent directedperform operations,to mathematical and
to, patent-ineligible subject matter. There-the ’298 Patent does not to de­purport
fore, toErie’s Motion Dismiss will betechnologyscribe a for performingnew
granted, Complaintthe beand will dis-computingsuch basic ECF No.functions.”

prejudice..withmissed135, at 7­ .

appropriateAn Order issue.willcourse,Of “the machine-or-transforma­
test, itself,bytion it not tosufficient ren­

patent-eligible,a claim as not allder
transformations or implementa­machine

ineligible-aninfuse claimtions otherwise
”with an ‘inventive DDRconcept,’ Hold­

1256,ings, F.3d at but it773 remains a
clue,” Bancorp,“useful 687 F.3d at 1278.

Intellectual onfocuses theVentures PTO’s
during prosecution,of the claimsallowance

appliedit thewhen machine-or-transfor­
134, But,mation test. No. at 11. thatECF

prosecution pre-Aliceoccurred so the

too, Alice,(citingHere F.Supp.3dconcerns a at 1348. are cen­ S.Ct. at898‘‘[p]reemption
factor, 2357).gearedsteptheas second is Such broad claims a real risk thattral to­ run

weeding monopo­ any attemptprecludeward out claims that the ’298would Patent would to
lize, preempt, design identifyingsystemor use of the idea itselfabstract another for and cat­

,through drafting.” egorizing potentiallyartful Erie 134 illicit flies.I­


