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Nicodema,Michael A. Greenberg Trau-
LLP, Park, NJ,rig, of Florham argued for

plaintiffs-appellants.

Edgar Haug,H. Frommer Lawrence &
LLP, York, NY,Haug of New argued for

defendants-appellees, Marchon Eyewear,
Nike,Inc. Inc.and With him on the brief

were Farrar FlemingPorter and Brian S.
Goncalves.

Hanle, Mullin,Steven Sheppard,M.
Hampton, LLP, Mesa,Richter & of Costa

CA, argued for defendants-appellees Revo-
Eyewear,lution Inc. Garyand Martin Zel-

man. him onWith the brief was Jennifer
A. Trusso.

RADER,Before Chief Judge, BRYSON
REYNA,and Circuit Judges.

BRYSON, Judge.Circuit

Inc.,Aspex Eyewear, is ofthe owner
(“theRE37,545No. pat-U.S. Patent '545

ent”). That whichpatent, is entitled “Aux-
iliary for Eyeglasses,”Lenses is directed

magnetic clip-on eyewear.to It discloses
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top of theauxiliary frame are mounted onthatdesigned soframeseyeglassprimary
frame. Be-frames, containing primarysun- of thetypically projectionsauxiliary

pri-thelenses, productsattached to used a “bot-can be cause Revolution’sglass
'545force. Theby magnetic configuration, the courtmary frames tom-mounted”

an auxil-ofthe combination summaryclaims forpatent Revolution’s motiongranted
pri-to asecuredmagneticallyiary frame This courtnoninfringement.ofjudgment

25-84),(claims a1-21 andmary frame Eyewear, Inc.summarily Aspexaffirmed.
en-magneticallyofcapableframeprimary Inc., 42 Fed.Appx.Eyewear,v. Revolution

(claim 22), andauxiliary frameangaging (Fed.Cir.2002).436
magneticallyofcapableframeauxiliaryan 2002, in theAspexIn Revolution sued
(claim 23 asframeprimaryaengaging for the Cen-States District CourtUnited24,reexamination, andclaiminamended California, Aspexchargingoftral District35, during reexamina-addedclaimnew

patent,infringement of Revolution’swithInc.,tion). Optik,Aspex and Contour
(“the6,343,858Patent No. RevolutionU.S.untilpatentof the '545co-ownerswere

Action”). Aspex counter-Californiaits2010, assignedwhen ContourJune
claimed, that certain of Revolu-assertingrights Aspex.to

22,6,infringed claims andproductstion’s
Inc., a manufac-Eyewear, isRevolution the reissue of As-patent,34 of the '545

auxiliaryand sun-eyeglass framesturer of The district court dis-pex’s patent.'207
attached to theframes that can beglass for lack ofcomplaintmissed Revolution’s

Revolution’seyeglass frames.front of counterclaim,standing. Aspex’s theOn
eye-featuredproductsIMFTIMF and

summary judgmentgranteddistrict courtthehaving projections fromframesglass
to claims 6 and 34 of theto Revolution asthe frames.regions on each side oftemple

primarytopatent,'545 which are directedprimary frameson theprojectionsThe
auxiliary frame combinations. Theandprojec-Thosemagnetic elements.housed

claim 6 to read on auxilia-court construedon Revo-corresponded projectionstotions
having downwardly facinga hor-ry framesframes that alsoauxiliary sunglasslution’s

require thatizontal and claim 34 tosurfacemag-elements. Themagneticcontained
auxiliaryarmportionsome of each of theauxiliaryin andprimarynetic elements the

topthe of the corre-frame extend acrossauxiliaryattach theframes were used to
primaryextension of the frame.spondingby magneticframesprimaryframes to the

ofmagneticBecause the surfaces Revolu-prod-and IMFTforce. Revolution’s IMF
notauxiliary upwardly,frames facedtion’smagneticthat thedesigneducts were so

the arms of Rev-downwardly, and becauseauxiliaryin the frames wouldelements
auxiliary frames extended under-olution’smagnetizedto the bottom of theattach

neath, above, correspondingthe exten-notTheprojections primaryon the frames.
frames, the courtprimarysions on thedesignthat as the Oldparties refer to

notproductsthat Revolution’s didheldDesign.
22,claimclaims. As toinfringe thosesuingand Revolution have beenAspex

however, granted Aspex’scourtthe districtInmore than a decade.one another for
summary judgment infringe-ofmotion for1999, infringe-forAspex sued Revolution

ment, primaryholding that Revolution’s5,568,207Patent No.Aspex’sment of U.S.
infringed that claim.literallyframes(“the court inpatent”).'207 The district

primary spectacle22 aClaim recitesthe '207that case ruled that claim 1 of
en-capable magneticallyofframe that isa combination ofpatent was directed to

frame, inauxiliary spectaclegagingof the anprojectionsin which theframes
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ingincludes a Newprimary pair Design primary auxiliarythe frame of andwhich
securing primaryfor the frame frames.projections

members. The district courtmagnetic 2008,Early in Aspex and Marchon en-
requirethat claim to that theconstrued agreementtered into a settlement that

ofcapable magneticallyframe beprimary resolved all the andclaims counterclaims
auxiliaryan from theengaging top.frame asserted in the Marchon2006 California

Although pri-Revolution’s IMF and IMFT agreementAction. The stated that Aspex
tomary designed magnetical-frames were “stipulateand Marchon to dismissal with

ly engage auxiliaryRevolution’s frames action],prejudice of including[the all
bottom,thefrom Revolution did not dis- counterclaims, anyclaims and and claim

auxiliary capablethat an ispute frame of would bywhich have been had and be-
primaryRevolution’s frameengaging IMF arisingtween the fromParties or connect-

theAccordingly,from above. district ed with In para-[the action]....” another
prod-held that accusedcourt Revolution’s graph, agreement providedthe that the

literally 22 ofinfringeducts claim the '545 settlement allextended to causes of action
patent. “which exist as of the Effective Date of

held, summaryThe court then judg­on Agreementthis in connection with any
ment, patentthat claim 22 of the '545 was Marchon Design MagneticOld Eyewear

Following juryinvalid. a trial on dam­not made, sold, used, or foroffered sale in the
aages, judgmentthe court awarded of United States theas of Effective Date.”

Aspexthanmore million to and Con­$4 Marchon toagreedfurther discontinue all
that judgmenttour. This court affirmed theproducts embodying DesignOld and

Eyewear,in 2009. Revolution Inc. v. As­ substantially designs.similar
(Fed.Cir.Inc.,Eyewear, 563 1358pex F.3d In meantime,the the Patent and Trade-

2009). (“PTO”)mark Office reexamined the '545
2006,In late 2002 casewhile the involv- patent at the of a third partybehest re-

pending,Revolutioning Aspexwas still 2008,Inquester. April at the conclusion
Inc.,Eyewear, insued Marchon the Unit- of the proceeding,reexamination the PTO

District for the Centraled States Court rejected a number of the claims of the '545
California, allegingof infringe-District obviousness,for but itpatent confirmed

(“theof patentment the '545 Marchon patentability claims,the ofof several the
Action”). allegedAspexCalifornia that amended,including claim it23 as and al-

Revolution,pursuant to a license from patenteelowed the addto new claim 35.
eyewearwas selling magneticMarchon in- 23, amended,as readsClaim as follows

corporating Designthe same Old structure (the italicized were added andwords the
byas that used Revolution. bracketed word as a result of theremoved

amendment):2007,early redesignedIn Revolution its
An eyeglass23. device comprising:byproducts embedding magneticthe ele-

in anprimary eyeglass auxiliary spectaclements its frames rath- frame for support-
therein,securing projections, ing auxiliaryer than them in as lenses said frame

side, side,in Design. parties includingdone the Old The a a rearwas front and
to oppositely positioned portions,refer the modified version as the New side each

Design. in ofauxiliary portions havingThe frames the New said side an arm ex-
therefrom,were to eachDesign also modified accommodate tended of said arms

placement rearwardlyin amagnets havingthe new of the the directed free end
also forprimary began securing magnetic havingframes. Marchon sell- a member
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mag-of from the earlier cases. The court statedpairand asurface,a horizontal
infringementin of claimrespectively secured that the “accused 23netic members

arms,of said said arms have thelitigatedthe free ends could been with Califor-
magneticof memberspairand said knewnia Actions because Plaintiffs how

respectiveto across sideadapted extend auxiliaryand... Revolution’s Marchon’s
framespectacle soprimaryof aportions with the primaryframe interfaced frame.”

hav-magnetic memberspairthat said of court that theThe noted Revolution Cali-
verticallycana horizontaling adjudicatedfullyfornia Action had been onsurface

corresponding magnetic [mem-engage merits,the and it held that the settlement
primaryon amemberbers] agreement in the Marchon California Ac-surfaces

frame.spectacle tion had “made clear that the settlement
35, reexamina-during prejudice anyclaim added dismissed with as toNew causes

tion, asreads follows: have‘anyof action claim which could been
by Parties arisinghad and between theaccordingeyeglassThe device to35.

”23, wherein, mem- from or connected with’ that action. Themagneticclaim said
auxiliary explainedof court that the reexamination ofspectaclebers said frame

magnets. patent plaintiffsare the '545 did not entitle the
preclusionavoidto claim “because the2009, action,theAspex presentIn filed

originalamended claims relate back to theinfringementthecharging defendants with
'545 Patent reissue date.” Because theand claim 35 ofamended claim 23 newof

againstcourt that claimsconcluded theAspex in-patent. allegedthe '545 direct
Revolution and Marchon “relate to theMarchon,by Revolution andfringement

litigatedset ofsame transactions as thosealleged infringement byit inducedand
Actions,”in the California courtNike, Inc., Life, LLC, the heldHardy Garyand

Zelman, Aspex’s by pre-that action is barred claimowner. TheRevolution’s accused
Design magnetic clip- Aspex Eyewear,New clusion. Inc. v.products were See Mar-

Inc.,eyewear byon made Revolution and Mar- Eyewear,chon No.Case 09-61515-
(S.D.Fla.chon. CIV, 3,2010 4553642 Nov.WL

2010). Aspex appealed.to theRevolution moved dismiss action
by judicatait as resagainst barred based

Iprevious litigation Aspex.on its with
challengesfirst theAspex dis­Marchon likewise moved to dismiss the

judgment dismissingtrict court’s its in­against judicata;action it based on res in
addition, it that fringement againstcontended the action was actions Revolution and

by agreement that judi­barred the 2008 had Marchon on the doctrine of resbased
the 2006 Marchon Ac- cata,settled California preclusion. Aspex’sor claim main

tion. argument judicata notis that res does bar
action, inAspex’sthis because claims thisgranted summaryThe district court

35,case are on andbased claims 23 asto Itjudgment all the defendants. held
amended inand added reexamination. Be­judicatapurposes Aspex’sthat for of res

incause those claims were not existenceinfringementclaims for samewere the as
form)(at least not in the same at the timewere,the claims that either or could have

prior againstthe actions were filed Revolu­been, raised in the 2006 2008 Califor-and
Marchon, Aspexand thatarguestion theac-nia Actions. The court ruled that the

new ofnew claims created causes actionproducts in this auxiliarycused case—the
Aspex inpursuedthat could not have thebyframes sold Revolution and Marchon—

essentially products previous Accordingly, Aspexthe same the ar-were as cases.
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judicata that,it from insignificant changedoes not bar angues, most,res at nar-
the claims in this case.1 ofpursuing scoperows the the claim in a thatway

productsnot thedoes affect here at issue.reject Aspex’s argument as to theWe
the reexamination. Amendedeffect of relationshipGiven the between the

reexam-claim and new claim 35 of the23 original of patentclaims the '545 theand
patent not causesined '545 did create new amended new that Aspexand claims relies

Aspex, separatefor from theof action upon in litigation,this there is no force to
by originalof action createdcauses the Aspex’s that reexaminationargument the

patent. Those two claims mere-'545 were patentof the entirely'545 created new
partly new versions of claims that were of causes of action on which Aspex could

patent priorthe '545 to its reexamination. sue,freely thougheven it had previously
Amended claim 23 tracked claimoriginal had an to sueopportunity on the corre­

respects exceptin all for of23 the addition sponding original claims of patent.the '545
limiting “havingwords a horizontalthe Aspex soughtcould have in­relief for

points referringat two in to thesurface” fringement originalof claim 23 of the '545
members,”magnetic the sub-“pair of and patent previousin litigationthe against

phraseof the surfaces”stitution “member Marchon,Revolution and but it elected not
referring tofor the word “members” in the to To Aspexdo so. allow pursueto

primarycorresponding structure on the
amended claim 23 and new claim 35 in this

frame. New claim recitedspectacle 35
presentcase would thus a clear ofinstancetoeyeglass device claimaccording“[t]he

“claim splitting,” which is thebyforbidden23, wherein, said ofmagnetic members
Mars,principles judicata.of res Inc. v.auxiliary spectacle mag-said frame are

Kabushiki-Kaisha,Nippon Conlux 58nets.”
616, (Fed.Cir.1995).F.3d 619

with thatagreeWe the district court the
arguingIn that the reexamina­changes made to claim 23 in reexamination

patenttion of the '545 created new causeswere insubstantial. As the district court
of action by judicata, Aspexnot barred resexplained, patentthe '545 alreadyhad

involvingrelies on patents.cases reissueinterpretedbeen to disclose an invention
problemsThere are two with ar­Aspex’stop-mounted auxiliarya framefeaturing

First,gument, above,however. as notedframe,vertically engages primarythat a
the claims on which Aspextwo arereliesclaims had been to re-and the construed

materiallynot different from original claimauxiliaryquire top mounting by the frame.
23, theyand thus do not newcreate apresence pairThe of a of mem-magnetic
cause of action that was previouslynot“having abers horizontal surface” was

Aspex. Second,available to the differ­already implicit in 23 be-therefore claim
ences reissue andbetween reexaminationreexamination, presencefore its as was the

Aspexmake the reissue cases on whichmagnetic pri-of “member thesurfaces” on
reissue,35, relies Unlikeinapposite.frame. As for the reexami­mary new claim

inrequiring the members nation does not result the ofmagneticlimitation surrender
auxiliary “magnets”of the frames to is original patentbe the and the issuance of a

general judica­ patentprinciples1. the res orBecause of claim in a case is the same as
law,unique patent separate ap-specialta are not to we look to another claimfrom has

cases,guidance applying patentregional plicationcircuit law for in to and we therefore
Strykerprinciples. applyAcurred v. law to thatthose LLC our own issue. See Roche

1319, 1372,(Fed.Cir.2008). Inc.,Corp., Apotex,v.525 F.3d 1323 Palo Alto LLC 531 F.3d
However, (Fed.Cir.2008).question particularthe whether a 1379
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statute, time of thatMoreover, were not in existence at theby newpatent.new
litigation.from reexaminationemerge earlierthatclaims

originalthan thebroadernot bemust notjudicatahold that res doesWe
(“No pro-§ 30535 U.S.C.claims. See ac­respectwith toAspex’sbar lawsuit

theenlargingclaimor newamendedposed not in existenceproductscused that were
permit-patenta will bea claim ofscope of Actions forat the time of the California

underproceedingin a reexaminationted judicata re­simple reason that restheFreeman,In re 30 F.3dchapter.”);this particularthat in order for a claimquires(Fed.Cir.1994). with1459,1464 Consistent
barred, necessaryit that the claimto be isrule, Aspexon reliesthe claims whichthat

asserted, or could haveeither was beenpredecessor;than theirare not broader
asserted, in If the claimpriorthe action.legalcreate a newdid notthey therefore

at time of the earlierdid not exist theAspexthatinfringementright against
action, asserted init could not have beentheoriginal version ofunder thelacked

by judica­that action and is not barred resemergeclaims thatAccordingly,patent.
ta.not create a newdofrom reexamination

case, that it isAspexIn this contendsbefore.that did not existcause of action
by products thatasserting infringementCo.,Mfg.v. Wisner ClassicSee Hoffman

(E.D.N.Y.1996). onlywere made and sold after the Califor-67, WeF.Supp. 73927
brought,nia and in the caseargument that the Actions werereject Aspex’stherefore

products,claim 23 and new of of the after the Califor-issuance of amended some
negatingeffect of the res Although par-claim 35 had the nia Actions were over. the

byprior litigationof thejudicata effect design ofties debate whether the those
and Marchon un-against RevolutionAspex products essentially the same as theis

original patent'545 claims.der the that the sub-design, productsof the were
Actions,jects of the California that does

II productsto thatrespectnot matter with
reject Aspex’s principalWhile we made or sold after the time of thewere

judicata, we findargument regarding res previous lawsuits.
secondary arguments.merit in one of its

principles,well-settled aUnderwill affectThe extent to which this issue
ordinarilywho sues a tortfeasor ispartyun­outcome of the case isthe ultimate

by prior judgmentnot a from seek­barredclear, requiresthatlegalbut it is a issue
by theing relief for discrete tortious actionto remand the case to the district courtus

subsequentsame tortfeasor that occurs toproceedings.further Both Revolutionfor
action. That rule is based onoriginaltheac­argueand that because theMarchon

judicata requiresthat aprinciplethe resin areproducts at issue this casecused
that theparty partyto assert all claimsin­“essentially allegedlythe same” as the

lawsuit;could have asserted in the earlierinfringing products that were at issue the
partyit follows that if the could not havelitigation, proper­earlier the district court

particular claims—because theassertedthat allly judicatainvoked res to hold of
questiontortious conduct in had not oc­against both Revolution andAspex’s claims

at that time—those claims couldcurredargument,At oralMarchon are barred.
arenot have been asserted and thereforethey re­the defendants made clear that

judicata. Lawlor v.bynot res Seebarredapplicablethat as evengarded argument
328,322,U.S.Corp.,Nat’l Screen Serv. 349particular goodsto that wererespectwith

(a(1955)865, priorL.Ed. 112275 S.Ct. 99con­made and sold after the initiation and
given the effect ofjudgment “cannot beof the Actions and thusclusion California
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extinguishing 361, (D.Del.2009)claims which not F.Supp.2d (claimdid even 369-70
then exist and which could not possibly preclusion will not bar a second suit for

upon previoushave been sued in the damages for conduct occurring after the
case”); Auburn,Manning Cityv. 953 judgment);first Co.,Williams v. Gilletteof

(11th Cir.1992) (res1355, 1359 judica­F.2d 181,F.Supp. (N.D.Ill.1995) (be­887 183-85
ta does not bar claims for conduct occur­ cause second lawsuit damagesseeks only
ring judgment); Cityafter Blair v. for infringementof after the dismissal of the

(5thGreenville, 365, Cir.1981)649 F.2d 368 first, it is not by judicata);barred res
(res judicata “does not ... bar a suit based MGA, Inc. v. Centri-Spray Corp., 699
on ofacts the defendant that have oc­ 610, (E.D.Mich.1987) (“ifF.Supp. 614 the

subsequent judgmentcurred to the final plaintiff thatclaimed different products in­
bar”);a Kilgoarasserted as v. Colbert fringed patent suit,the in prior adjudi­the

Educ., (5thCnty. Bd. 578 F.2d 1033of cation would not act as a bar to the subse­
Cir.1978) (claims based on conduct tran­ claim”).quent result,As a Aspex’s claims,
spiring after the prior litigationclose of which stem from alleged infringement of

not precluded by judicatawere res even products created after the California Ac­
though litigationearlier involved the same tions, are not barred.

conduct);kind of see generally 18 Charles
In arguing to the contrary, RevolutionWright,Alan Arthur R. Miller & Edward

relies on this court’s decision in NystromH. Cooper, Federal Practice & Procedure
Co., 1281, (Fed.v. Trex 580 F.3d 1285-864409, (2002) (“A§ at 227 substantially sin­

Cir.2009), to support its claim that resgle activitycourse of may continue
judicata bars Aspex’s inclaims this case.through the life of a beyond.first suit and

NystromThe court held that particularclaim-preclusionThe basic result is clear:
claims were previousbarred based on liti-a new claim or cause of action is created as
gation between the parties.same Thecontinues.”);the conduct 18 James Wm.
previous litigation case,in however,thatMoore, Moore’s Federal Practice
had resolved certain issues against the(2011) (“It ap-§ 131.23[3][c] is clear that
pellant, appellantand the sought to litigatewrongful conduct that occurs after the
those again case,issues in the second hop-judgment is entered in a prior action is not
ing for a”). different outcome.within scopethe of claim Becausepreclusion....
those issues had been againstresolved theprincipleThat appliedhas been pat-to
appellant case,in the first this court heldcases,ent particularand in to cases involv-
that appellantthe precludedwas from re-ing sequential infringement;acts of in that
litigating them. In doing,so the courtsetting, this court and others have charac-
applied the doctrine generally referred toterized the “claim” givesthat pre-rise to
as estoppelcollateral preclusion.or issueclusion as encompassing only the particu-
Although the Nystrom court characterizedlar infringing acts productsor that are

analysisits as falling generalunder theinaccused the first action or could have
judicatarubric of res or preclusion,claimsubjectbeen made to that action. See

the principle that the appliedcourt wasYoung Eng’rs, Inc. v. U.S. Int’l Trade
that partywhen a that has had a full andComm’n, (Fed.Cir.1305,721 F.2d 1316
fair opportunity to1983) (“With litigate an issue and hasrespect patent litigation,to

issue,on maylost that it relitigatenot thatunpersuadedwe are ‘infringementthat an
claim,’ issue in a later case. See Comm’r v.purposesfor of Sun-preclusion,claim

nen, 591, 597-98, 715,333embraces more than U.S. 68specificthe S.Ct. 92devices
(1948) (insuit.”);before the court in the first L.Ed. 898Cordis a second action “upon

Corp. v. demand,Boston Corp., 635 a different cause or the principleScientific
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Inc.,Labs., Pharm., 501 F.3dInc. v. Ivaxmuch more nar-appliedisjudicataof res
1263, (Fed.Cir.2007);wereto “matters which 1272 Int’lonly asrowly,” Rectifier

indetermined the 1312,andactually litigated Corp., 383 F.3d 1316Corp. v. IXYS
ju-setting,in that “resproceeding”; (Fed.Cir.2004);first Meas-Additive Controls

accurately re-usually and moreisdicata Flowdata, Inc.,Sys., Inc. v. 986urement
by judgment, or col-estoppelferred to as (Fed.Cir.1993).476, paten-AF.2d 479-80

estoppel”).lateral right postjudgmentto recover fortee’s
infringement dependshould not onbelow, acts ofestoppelcollateralnoteAs we

in an in-play willingnessa role to this of a court to issuemay have theprinciples
that must becase, an issue junction permissiblebut that is that would test the

However, sepa-theon remand.addressed injunctiveof breadth.limits
that Revolutionjudicata argumentrate res Third, thatSupremethe Court has held

the Califor-have made—thatand Marchon injunctions routinely grantedshould not be
obtainingfrom reliefAspexbarnia Actions eBay,in cases. See Inc. v. Mer-patent

post-dating thoseinfringementfor acts of LLC, 388,cExchange, 547 126U.S. S.Ct.
estoppelon collateralnot basedactions—is (2006).1837, 164 L.Ed.2d 641 It is there-

anyondependit does notprinciples, as likely manythatfore there will be instanc-
anyrelitigateto issue onby Aspexeffort injunctiones in which an has not been

in the California Actions.which it lost
issued, infringerbut in an continueswhichhelpnoNystrom case is therefore ofThe

infringingits activities. In that set-withthat issue.the defendants onto
infringementa action for is theting, new

Revolution con­argument,At oral patentee’s only pe-recourse. It would be
preserve rightthat in order to itstended (and unfair)exceptionallyculiar to invoke

infringe­ofsubsequentto relief for acts judicata any further to ares to bar relief
ment, injunc­Aspex pursuedhaveshould situation,in such a thus effective-patentee

the actions rathertive relief in California ly giving infringer unpaidthe an license
seeking bring infringementthan to a new patentfor the remainder of the life of the

problemsaction. There are several with judgment infringe-based on an earlier of
that argument. ment.

matter,First, Aspex didas a factual Finally, Supremethe Court in the Law-
court inseek and the district the California rejected essentially same ar-lor case the

issue, injunction againstcase did an Revo- thatgument, pointing out there was “no
however,injunction,lution. The covered inrespondents’merit” to the contention

only Design products, the IMFthe Old
petitioners pre-that case that the were

frames, onlywhich were theand IMFT
bringing “bycluded from a second action

litigation.in thattypes of frames at issue
presstheir failure to their demand forinjunction Aspex goodThat does no with

injunctive relief’ in the first. 349 atU.S.respect Design products,to New which are
329, “Acceptance of the re-75 S.Ct. 865.productsthe at issue in this case.

contention,”novel the Court ob-spondents’
Second, suggestionas to Revolution’s served, in“would effect confer on them a

Aspexthat should have obtained a broader fu-partial immunity liabilityfrom civil for
injunction, frequentlycourts aredistrict ture violations.” Id. The same would be

injunc-sweepingadmonished not to issue
true here.

against potentially infringingtions activi-
judicataresolution of the resOurcases,in patentties but to restrict the

questions, ofopenleaves two bothinjunction issuescope particularof the to the
by theadjudicated infringing activity. See Forest will need to be addressedwhich
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tention,trial court. The first is what to do about because the district court did not
productsthe that were made or sold dur- judgmentbase its on estoppelcollateral

ing pendencythe of the California Action partiesand the have fullynot briefed it.
InAspex patentbetween and Revolution. If either Revolution or Marchon wishes to

cases, applied generalthis court has the press remand,that issue on they will have
judicatarule that res does not bar the to make an appropriate regardingrecord

rights acquired duringassertion of “new any issues that were againstresolved As-
been,mightthe action which have but pex in litigationearlier that may bear on

not, Nike, Inc.,litigated.” Gilligwere v. the issues in this case.
1354, (Fed.Cir.2010),602 F.3d 1363 quot-

Int’l, Altai,ing Computer Assocs. Inc. v. Ill
Inc., (2d365, Cir.1997);126 F.3d 370 see

Aspex arguesnext that theAuburn,Manning Cityalso v. 953 F.2dof
district court erred in granting Marchon’s(11th Cir.1992) (“for1355, 1360 judica-res
motion summaryfor judgment of nonin­ta purposes, claims that ‘could have been
fringement lightin of the settlementbrought’ inare claims existence at the time
agreement that Aspex’sterminatedthe 2006original complaint is filed or claims
action against Inactually by supplemental plead-asserted Marchon. a settlement

action”).ings or inotherwise the earlier agreement, partiesthe to an action can
maya party pursueWhile seek to claims determine for themselves what preclusive

duringthat accrue pendencythe of a law- effect the settlement of the first action will
adjudicated lawsuit,suit in that partythe have any potentialas to subsequent ac­

so,not required judicatais to do and res tions parties.between the Pactiv Corp. v.
appliedwill not be to accruingsuch claims Co.,Dow 1227, 1231Chem. 449 F.3d n. 2&

if the party elects not to have them includ- (Fed.Cir.2006); Greenberg v. Bd. Gover­of
1363;in Gillig,ed the action. 602 atF.3d nors, (2d164,968 F.2d Cir.1992);168 see
1289,In re Piper Corp., 244 F.3dAircraft (Second)generally Restatement Judg­of(11th Cir.2001); Citibank,1298 Curtis v. 26(1)(a) (1982).§ments

N.A, (2d Cir.2000).133,226 F.3d 139 The
Aspex argues that the effect of the set-remand, then,question to be resolved on is

agreementtlement was limited to the Oldwhether in the of thecourse 2002 Revolu-
Design products that subjectwere the ofCalifornia,tion action in partiesthe con-
the California Marchon Accordingaction.sented adjudicateto have the court their

Aspex, agreementto the terminated therights productsas to that were made and
California Marchon Action and barred fur-during pendencysold the of that case.

litigation anyther as to potentialactual orThat ais matter for the district court to
claims that could broughthave been withdetermine on remand on a presenta-based
regard to Design products.the Oldby Aspextion partiesthe as to the inrecord the
interprets agreementCalifornia Revolution the settlementcase. to

Design productscarve out New from theA second issue that must be reserved for
reach of the agreement, and thus not toeffect,remand is the if any, of collateral

any subsequentbar involvingactions Newestoppel, or preclusion,issue in this case.
Design products, which were first intro-above,As noted Revolution has suggested
duced after the Marchon suit broughtwasthat estoppel maycollateral inapply this
but before the date of the settlementcase based on the resolution of other is-

Marchon,agreement. hand,on thesues otherparties pointbetween the at some in
complex arguesthe of that the settlementlitigation agreement pre-course their with

one another. We do not thataddress con- cluded fromAspex suingever Marchon for
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have thatpatent partiesof the '545 based on to conclude the intendedinfringement
Design Designor New to the normaldeparteither the Old from rule that the

at in aproducts. products patentissue suit are those
in existence at the time the suit is filed.agreement between As-The settlement

Gillig,See 602 F.3d at 1363. As this courtexpressly provided forpex and Marchon
noted, parties’ departhas the decision toAction, in-of the Californiathe dismissal

preclusionfrom the normal rules of claim“any claim which could have beencluding
by agreement express.”“must be Pactivby arisingthe Partieshad and between
Corp., 449 atF.3d 1231. There was nothe Ac-connected with Californiafrom or

express agreementsuch here. The focusprovidedfurtheragreementtion.” The
agreementof the settlement is on the Oldrelease one anotherpartiesthat the would

Design products; only provisionthe thatany of thefrom claims “which exist as
could be understood to reach the NewAgreement in con-Effective Date of this
Design products parties’ agreementis theany DesignMarchonnection with Old

used, Action,made, sold, to dismiss theEyewear “includingor CaliforniaMagnetic
... anysale in the United States as of claim which could haveoffered for been had

addition,In agree-the Effective Date.” the by arisingand between the from orParties
that the mutual ex-ment stated releases connected with the California Action.”

changed by parties inapplicablethe were Because the California Action was directed
arising...“anyto cause of action from at Design products,the Old and the New

Agree-Effective Date of thisand after the Design inproducts were not existence at
Finally, agreement providedment.” the filed,the time that action was the most

stop importingthat Marchon andwould interpretationnatural of that clause thatis
selling Design productsOld and would use it refers to claims that “could have been

inventory ofremaining Designits Old brought.had” at the time the action was
products only replacement purposesfor as interpretation byThat is buttressed other
part warrantyof its services to customers. portions agreement,of the all of which

agreement plainly extinguishes anyThe onlypertain Design products:to Old the
pertaining Design productsclaims to Old release,mutual agreementMarchon’s to

of themade or sold as effective date of the Designwithdraw from the market for Old
agreement. Equally plainly, it does not products, and agreed-upon dispositionthe

(orapply Design products poten-to New remaining inventoryof Marchon’s of Old
other, undesignatedtial products of de- Design products. We therefore conclude

signs) that had not been made or sold as of agreementthat the settlement does not
the agreement.effective date of the The Aspex suingbar from Marchon based on
only question regarding scopereal the of DesignNew products, regardless of

agreement it infringe-the is whether bars productswhether those were in existence
ment Design productsactions as to New agreement’sas of the effective date.
that earlywere made and betweensold
2007, when Design productsthe New were IV

introduced,first and the effective date of argueThe that ifparties we do not
agreement, 4,the February 2008. judgmentaffirm the in this case on res

judicata grounds, we should address sever-In order to construe the settle­
al claim construction issues that have beenagreementment to reach those New De­

sign bydecided the district court and that willproducts duringthat were introduced
subsequent proceedingsthe several-month affect on remand.period before the settle­

executed,agreementment was claimwe would Because the district court’s construe-
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frame,in judgment auxiliarya of and an we dorulings agreedid not result nottion
compellednot tononinfringement, we are with the that the term “eye-defendants

at this time. How-rulingsthoseaddress glass device” limitation anyadds a to of
ever, issues that thethe claim construction the claims. has recognizedThis court that

likelyto us are topresentedhaveparties generalas a preamble languagerule is not
infringe-issue ofdispositive as to thebe limiting.treated as Allen Eng’g Corp.See

ment, toand for us not address those Indus., Inc., 1336,v. Bartell 299 F.3d 1346
juncture would in allat this likeli-issues (Fed.Cir.2002). case,In this the defen-

in inproceedingsresult further thehood dants have topointed anythingnot that
inby appealcourt followed anotherdistrict persuades us that this case falls outside of

claimprecisely the same construc-which rule,that ingeneral and fact all of the
presented.issues would be In thetion ordinarilyconsiderations that inform the

judicial economy, weinterest of therefore
preambledecision whether to treat lan-our to addressexercise discretion the

guage as limiting support the conclusionpresented byconstructionclaim issues the
that preamblethe in this case does notDesignparties. See Advanced Software
limit the claims.Fiserv, Inc., 1368,Corp. v. F.3d641 1379

First,(Fed.Cir.2011); Indus., most of ofv. the claims theChimie PPG '545
Inc., (Fed.Cir.1371, 1383-84402 F.3d are drawn apatent “primaryto both spec-
2005); E.I. du Pont de Nemours & Co. v. “auxiliarytacle frame” and an spectacle

Co., 1430,Phillips 849 F.2dPetroleum onlyframe.” One claim is drawn to the
(Fed.Cir.1988).1437-38 frame,primary and three claims are drawn

only auxiliaryto the frame. The fact that
eyeglass1. “An device” among tonumerous claims the combina-

All of independentthe claims of primary auxiliarytion of and frames the
patent begin preamble'545 with thethe patentee chose to include some lim-claims

language, “An eyeglass compris­device auxiliaryited to andframes some limited
states,The “Aning.” patent'545 Abstract primary supportsto frames the inference

aeyeglass primarydevice includes and an primarythat the claims to ordrawn auxil-
auxiliary spectacle for sup­[sic]frames iary intended,not byframes alone are

partiesporting disagreelenses.” The operation of topreamble, requirethe the
preamble languagewhether the con­about presence of the frame as well.other

a claimstitutes limitation of the so that the
Moreover, preamble languagethe in theproductsclaims are limited accusedto

patent give'545 is not to meaningneededcomprising primaryboth a and an auxilia­
claims,to the which recite structurallyry argumentframe. That matters because

complete preambleinventions without thebody of the two claims at issue in thisthe
language. nothing in prosecutionAnd theonly auxiliaryrecites an frame. Ifcase
history suggests preamblethethat lan-“eyeglass properlythe device” is defined

auxiliary guage necessaryinclude both and wasprimaryto the considered to the
frames, and if preamble languagethe is patentability of the claims. Under those
limiting, argue, partyas the defendants a circumstances, this court has found the

not infringementwould be liable for for language limiting.to bepreamble not See
making auxiliaryor selling the frame Biolitec, Inc.,Sys.,Med. v.Am. Inc. 618
alone. 1354, (Fed.Cir.2010);F.3d 1358-59 Catali-

Int’l,Mktg. Coolsavings.com,na v.Inc.agree “eyeglasswe that the termWhile
Inc., (Fed.Cir.2002).801,289 F.3d 808patentis in todevice” defined the refer

generally primary any countervailingto the combination of a Absent reason to hold
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by stating auxiliaryin is arms that the framelanguage this casepreamblethat the
it not bethat should anlimiting, portions havingwe conclude “includes two side each

limiting in this case.asconstrued arm 21 extended rearward therefrom.”
2, 11. thepatent,'545 col. 40-41. While

member”“magnetic2. specification does not use the term “free”
theargue thatThe defendants rearwardlyin to the directedreference

correctly concluded that thedistrict court arm,portion figuresof the illus-end the
in amended“magnetic member”term trate that each arm has a “free” end.

As­magnet.a permanentclaim 23 means 4,Figure depictswhich the referenced
arguesand that the termpex disagrees arms, ashows that each of the arms has

ferromag­or to amagneteither to arefers por-that the sidefirst end is attached to
member, i.e., that af­a substance isnetic auxiliarytion of the frame and a second
by magnetic agreea field. We withfected anyend that is not attached to other struc-

indispositive argumentThe favorAspex. ture, i.e., language,it is “free.” The claim
is of claimAspex’sof construction one context,taken in makes clear that the free

depen­New claim 35 isdifferentiation. distinguishedend of the arm is from the23;claim the soledent from amended
portionthatend is attached to the side ofinthe two is that newdistinction between

thatAccordingly,the frame. we conclude35, “magnetic of theclaim the members
“rearwardlytermthe directed free end”Ifauxiliary spectacle magnets.”frame are

be meanshould construed to the end of“magnetic magnet,member” meant new
rearwardlythe arm that extends from theentirely duplicativeclaim 35 be ofwould

por-frame and is not attached to the sideamended claim 23. That result would be
tion of the frame.ordinary ofprinciplesat odds with the

differentiation, presenceclaim as “the of a
mag-4. “said arms and said pair ofdependent particularclaim that adds a lim­

netic adaptedmembers to extendgives rise a that thepresumptionitation to
respective portionsacross aside ofin inquestion presentlimitation is not the

primary spectacleframe”independent Phillipsclaim.” v. AWH
(Fed.Cir.2005)1303,Corp., 415 F.3d 1315 plaintiffs separately challengeThe the

(en banc). The defendants offer no reason district court’s construction of the term
thatapplynot to rule of claim differentia­ “adapted to” in above-quotedthe limitation

tion in this case. We therefore hold that claimof amended 23 as well as the court’s
“magneticthe term member” in amended interpretation of the limitation.entire We

claim 23 must be construed not to be together.the twoaddress
permanent magnet,limited to a but to

The district court construed theferromagneticinclude materials as well.
quoted limitation to thatmean the arms

pairand the of aremagnetic members“rearwardly3. directed end”free
to topmade extend across the of the re­The district court construed the

spective portions primaryside of the“rearwardly interm directed free end” the
In light interpretationframe. of its oflimitation of amended claim 23 that recites

limitation,that the court construed the lasthaving rearwardly“each of said arms a
requireclause of amended claim 23 to that“rearwardlyfree todirected end” mean a

auxiliarymagneticthe members of thearguesdirected end portion.” Aspex that
downwardly facingframe have horizontaleffectivelythe district court’s construction

permit “stablythat them to besurfacesreads the term “free” out of the limitation.
agree. supported top up-The and on of thespecificationWe describes the secured
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wardly facing magnetic accomplish objective,nonembedded to the specified not
primary spectacle simply theymember surfaces on a that can be made to serve that

frame.” purpose.

Aspex’s objectionfirst to the court’s rul- Other intrinsic evidence from the '545
on that limitation that iting is construes patent supports that interpreta­narrower

“adapted narrowly;the to” too thatphrase tion of the phrase “adapted to.” spec­The
phrase, according Aspex,to should in-be ification to magneticrefers the members of

toterpreted mean “suitable for” rather auxiliarythe frame beingas “for engag­
partiesthan “made to.” As the have not- ing” magneticwith the members of the

ed, phrase “adaptedthe to” is sometimes primary Abstract; id.,frame. '545 patent,
drafting carryin claimused to the broader 2,col. line 45. expressionThat suggests

meaning proposed by Aspex, and some- magneticthat the members of the auxilia­
carry meaningtimes to a narrower closer ry frame are meant to engage with the

proposed byto that the defendants. In magnetic members of primary frame,the
case,this we conclude that the narrower simplynot theythat are capable doingof

meaning is correct. Moreover,so. claim 22—the claim imme­
diately preceding amended claim in23 theIn parlance, phrase “adapt­common the
patent first magnetic members—recitesfrequentlyed to” is used to mean “made
that are of“capable engaging” secondto,” to,” to,”“designed “configuredor but
magnetic members. The fact that the twoit can also be used in a broader sense to
adjacent claims use different terms in par­mean or“capable of’ “suitable for.” See

settingsallel supports the district court’sWebster’s Third New International Dictio­
conclusion that the two terms were not(1968) (“suited nature,24nary by charac­
meant to have the meaningsame and thuster, use,design particularor to a purpose,
that “adapted to” was intended to have asituation”);or 1 English Dictio­Oxford

meaningdifferent from “capable of.” See(2d 1989) (“fitted; fit,nary 139 ed. suitable
Boston Corp., 3782840,2006 WLsituations”).... Scientificmodified to fit new The
at *2 (relying on use of phrase “capable of’way phrasethe is used in amended claim
in another in patentclaim same to con­23 of the patent supports'545 the district

phrase “adaptedstrue the to” more nar­court’s conclusion that a narrower defini­
rowly); generally Commc’ns,see Comarktion, to,”“configuredsuch as applies here.

1182,Inc. v. Corp.,Harris 156 F.3d 1187Indus.,See Sta-Rite ITT Corp.,LLC v.
(Fed.Cir.1998) (when different words are738, (E.D.Tex.2010)F.Supp.2d682 753

claims,used in separate they pre­areto,” context,(construing “adapted in to
sumed to have meanings);different Tan­to,”“designedmean or configured not

Comm’n,Corp.don v. U.S. Int’l Trade 831to”);“having capacitythe Boston Scienti­
1017, 1023(Fed.Cir.1987) (same).F.2dCorp. Corp.,v. Cordis 2006 WL 3782840fic

(N.D.Cal. 2006)20,Dec. (construing Aspex objectsnext to the district
to,” whole,“adapted light patentin of as a court’s conclusion that languagethe claim

to,” of’).“configuredto mean “capablenot “extend respective portionsacross side of
primaryAmended claim a spectacle23 refers to the arms frame” means “extend

magneticand “adapted top respectivemembers as to ex- across the of the por­side
respective portions” primary spectacletend across side tions of aof a frame.” We

context, rejectprimary Aspex’s argument.frame. In that construingthe In
phrase “adapted requirementto” naturallyis most un- the that the and mag­arms
derstood to mag-mean that the arms and netic members respective“extend across

designed frame,netic members are or configured portions”side of the primary the
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specifica­ cludingrelied on the a determination to whether thecourt first asdistrict
In thepatent. particular, Design productsthe '545 New that Revolution in-tion of

in speci­to the statement thepointedcourt during pendencytroduced the of the Revo-
auxiliarythat the arms of thefication lution California Action were included

supported on“engagedare with andframe scope litigation,within the of that and
primaryof the frame soupper portion”the principles estoppelwhether of collateral

auxiliary “stablyframe will bethat the any rightshave limiting Aspex’seffect of
primary spectacle framesupported on the proceed patent againstto under the '545

auxiliary spectaclethepreventand so as to the defendants. If the court determines
...movingframe from downward from Aspex’sthat againstaction one or more of

primary specta­from thebeing disengaged barred,the defendants is not the court will
1, 63,patent,cle frame.” '545 col. line to requiredbe to the issue of in-determine

id.,2; 2,2, col. ll.col. line see also 49-56. fringement based on the construction of
thepassage specification pro­That from criticalthe terms of the two claims at issue

forsupportvides substantial the district in this case.
interpretation disputedcourt’s of the claim

Aspex’s allegations infringe-of induced
language.

againstment Zelman and Nike stem from
The district court also relied on this allegedRevolution’s and Marchon’s direct

opinion addressingin itscourt’s statement infringement, respectively. Given our
Actions, inthe California which this court holding reversingabove the district court’s

referred to the invention as one in which grant of summary judgment in favor of
auxiliary top-mount-“an frame ... can be Marchon,Revolution and the district

primaryed onto the frame to theaddress grant summarycourt’s of in fa-judgment
Moreover,support’‘stable issue.” this vor of Zelman Nike isand likewise re-

court with the district court in thatagreed versed the proceedings againstand those
thatcase the inventor had “disclaimed an defendants are included scopewithin the

auxiliary stablyframe that sup-is not of the remand.
ported top-mounting configuration.”in

partyEach shall bear its own costs forEyewear,Revolution at In563 F.3d 1368.
appeal.thisclaims,light languageof the of the the

description of the invention in REVERSED AND REMANDEDspecifi-the
cation, decision,previousand this court’s

agreewe with the district court’s construc-
tion of the limitation that recites “said

pair magneticarms and said of members
adapted to respectiveextend across side

aportions primary spectacleof frame.” MARINE POLYMER TECHNOLO-
GIES, INC., Plaintiff-Appellee,

V
v.

sum,In we thereverse district court’s
HEMCON, INC., Defendant-Appellant.grant summary judgment judica-of on res

groundsta to Revolution and Marchon No. 2010-1548.
respect productswith to that notwere at Appeals,United States Court of

issue in the California Actions and were Federal Circuit.
bynot covered the Marchon settlement

15,March 2012.agreement, particularin the DesignNew
products bysold Revolution and Marchon.

proceedings,We remand for further in-


