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The Board’s findings that neither WINS
nor NetBIOS determines whether a com-
puter “is connected to the computer net-
work at the time that the query is trans-
mitted to the server” are supported by
substantial evidence. The Board deter-
mined that the references disclose that the
name servers have information that a pro-

cess “was” connected to the computer net-

work. Id. at *#10-11. This does not meet
the claim limitation, In Sipnet, this court
specifically rejected that “is connected”
could mean “‘is still registered, once was
connected, and may or may not still be
connected.”” 806 F.3d at 1361. According-
ly, the Board correctly concluded that the
references do not teach the claimed “is
connected to the computer network.”

Appellants also argue that the Board
ignored teachings of the prior art, and its
own findings, when it concluded that
WINS and NetBIOS did not satisfy the “is
connected to the network” limitation. They
maintain that, because the Board found
that both WINS and NetBIOS disclose
mechanisms for maintaining the accurate

databases of names and addresses as ac-

tive and on-line after registration; it was
error for the Board to conclude that the
references do not query whether a process
“is connected to the computer network at
the time that the query is transmitted to
the server.,” We disagree.

WINS and NetBIOS both disclose quer-
ying a name server for the registered ad-
dress of the callee computer. LG Board
Decision at *9-10. Although the Board
found that both references disclose mecha~
nisms for maintaining the aceuracy of the
addresses registered in these name server
databases, id. at *10-11, this is not suffi-
cient. We have already explained that “a
query that asks only for registration infor-
mation, regardless of its current accuracy,”
will not satisfy the claim limitation. Sipnet,
806 F.3d at 1360. Thus, again, the Board’s

findings that neither WINS nor NetBIOS
determines whether a computer “is con-
nected to the computer network” are sup-
ported by substantial evidence,

‘We have considered Appellants’ remain-
ing arguments but find them to be unper-
suasive, For the foregoing reasons, we af-
firm the Board’s decision.

AFFIRMED
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Before Prost, Chief Judge, Lourie and
Schall, Cirenit Judges.

Prost, Chief Judge.

Prism Technologies LLC appeals from a
final decision of the United States District
Court for the District of Nebraska denying

its motions for new trial and judgment as a

matter of law. T-Mobile USA, Inc. cross-
appeals the district court’s final decision
denying its motions for judgment as a
matter of law. We affirm-in-part and re-
verse-in-part the district court’s order as it
relates to T-Mobile’s issues on cross-ap-
peal and dismiss Prism’s appeal as moot.

1

These appeals involve U.S. Patent Nos.
8,127,345 and 8,387,155 (collectively, “pat-
ents-in-suit”). The ’155 patent is a continu-
ation of the ’845 patent. Both patents re-
late generally to security systems for use
with computer networks that provide a
secure transaction system adapted for use
with untrusted networks, such as the In-
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ternet. ’345 patent col. 1 Il 15-19, Claim 1
of the ’345 patent is representative:*
1. A method for controlling access, by at
least one authentication server, to pro-
tected computer resources provided via
an Internet Protocol network, the meth-
od comprising:
receiving, at the at least one authentica-
tion server from at least one access
server, identity data associated with
at least one client computer device,
the identity data forwarded to the at
least one access server from the at
least one client computer deviece with
a request from the at least one client
computer device for the protected
computer resources;
authenticating, by the at least one au-
thentication server, .the identity data
received from the at least one access
server, the identity data being stored
in the at least one authentication ser-
ver;
authorizing, by the at least one authenti-
cation server, the at least one client
computer device to receive at least a
portion of the protected computer re-
sources requested by the at least one
client computer device, based on data
associated with the requested protect-
ed computer resources stored in at
least one database associated with the
at least one authentication server; and
permitting access, by the at least one
authentication server, to the at least
the portion of the protected computer
resources upon successfully authenti-
cating the identity data and upon sue-
cessfully authorizing the at least one
client computer device.
Id. at col. 34 1l. 1742, The invention thus
relates to systems and methods that con-
trol access to protected computer re-

1, Prism does not dispute that claim 1 of
the '345 patent is representative, at least for

sources by authenticating identity data,
ie., unique identifying information of com-
puter components. Id. at col. 1 1. 60~col. 2
1. 24; see also id. at col. 34 11, 49-51 (claim
5) (reciting identity data of “hardware
components”), If the authentication server
successfully authenticates the client com-
puter and determines that it is authorized,
the system provides protected computer
resources to that device over an untrusted
network, such as the Internet. Id. at col. 3
1. 47-64.

Prism sued T-Mobile for infringement of
the patents-in-suit in the district court.
After filing its answer and counterclaims,
T-Mobile moved for summary judgment of
patent ineligibility under 85 U.8.C. § 101,
and Prism cross-moved for summary judg-
ment of patent eligibility. The court grant-
ed Prism’s motion, denied T-Mobile’s, and
the case proceeded to trial. Finding in T-
Mobile’s favor, the jury rendered a verdict
of non-infringement of all asserted claims.
J.A. 50-52. Prism moved for a new trial,
citing what it perceived as T-Mobile’s at-
tempts to “confuse[] and misle[ald the
jury” by rearguing the court’s claim con-
struction. J.A. 38746. Additionally, it filed a
motion for judgment as a matter of law
(“JMOL”) of infringement. T-Mobile simi-
larly moved for JMOL on two motions, one
seeking an exceptional-case finding under
85 U.S.C. § 285 and the other for patent
ineligibility under 35 U.S.C. § 101. The
court denied all post-verdiet motions and
these appeals followed. We have jurisdic-
tion under 28 U.S.C. § 1295(a)(1).

II

On appeal, Prism asks the court to va-
cate the verdiet and remand for a new trial
on the issue of infringement. On cross-

the purposes of its appeal. Appellant’s Br, 15,




appeal, T-Mobile seeks a reversal of the
district court’s finding of subject-matter
eligibility under & 101 and its denial of T-
Mobile’s request for an exceptional-case
finding under § 285. We turn first to T-
Mobile’s eross-appeal.

A

Patent eligibility under 85 U.S.C. § 101
is an issue of law reviewed de novo. Accen-
ture Glob. Servs., GmbH v, Guidewire
Software, Inc., 728 F.3d 1336, 134041
(Fed. Cir. 2018). To determine patent eligi-
bility, we apply a two-step process under
Alice Corp. Party v. CLS Bank Interna-
tional, — U.8. ——, 134 S.Ct. 2347, 2355,
189 L.Ed.2d 296 (2014). See also Affinity
Labs of Tex., LLC v. DIRECTV, LLC, 838
F.8d 1253, 1257 (Fed. Cir. 2016) (referring
to step one as the “abstract idea” step and
step two as the “inventive concept” step).
We review denial of JMOL motions under
regional cireuit law—here, the Eighth Cir-
cuit. See Revolution Eyewear, Inc. v. As-
pex Eyewear, Inc, 563 F.3d 1358, 1370
(Fed. Cir. 2009), The Eighth Circuit re-
views a distriet court’s denial of a motion
for JMOL de novo. See Walsh v. Nat’l
Comput. Sys., Inc., 332 F.3d 1150, 1158
(8th Cir. 2003).

Bl On cross-appeal, T-Mobile argues
that the asserted claims recite ineligible
subject matter because they: (1) are direct-
ed to the abstract idea of controlling ac-
cess to resources; and (2) are non-inventive
because they recite generic computer
hardware running generic computer soft-
ware that performs the abstract functions
routine to the process of restricting access.
We agree.

Under step one, the district court prop-
erly concluded that the asserted claims are
directed to the abstract idea of “providing
restricted access to resources.” J.A. 32.
Although Prism contends that these claims
cover a concrete, specific solution to a real-
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world problem, it does not proffer a per-
suasive argument in support of this conclu-
sion, As T-Mobile correctly observes, the
asserted claims are directed to an abstract
process that includes: (1) receiving identity
data from a device with a request for
access to resources; (2) eonfirming the au-
thenticity of the identity data associated
with that device; (3) determining whether
the device identified is authorized to access
the resources requested; and (4) if author-
ized, permitting access to the requested
resources. See Cross-Appellant’s Principal
& Resp. Br. 57-59 (“T-Mobile Response”)
(providing various pre-computer-age corol-
laries for which humans similarly restrict
and provide access to resources). The pat-
ents-in-suit thus are directed to the ab-
stract idea of “providing restricted access
to resources.” See In re TLI Commecns
LLC Patent Litig., 823 F.3d 607, 613 (Fed.
Cir. 2016); Intellectual Ventures I LLC .
Capital One Bank (USA), 792 F.3d 1363,
1367 (Fed. Cir. 2015). .

Turning to step two, the distriet court
concluded that the asserted claims “include
inventive concepts to ensure that [the] pat-
ents in practice are more than just patents
on restricting access to resources” because
they “modify the way the Internet func-
tions to provide secure access over a pro-
tected computer resource.” J.A. 34. Here,
the district court erred. The asserfed
claims merely recite a host of elements
that are indisputably generic computer
components. See *345 patent col. 34 1l 17~
42 (claim 1) (requiring an “authentication
server,” “access server,” “Internet Proto-
col network,” “client computer device,” and
“database”). Shifting the focus away from
these generie components, Prism points to
the recited “identity data” (such as a hard-
ware identifier), the inclusion of which, it
contends, “represents a specific and novel
solution to a real problem and provides
real benefits.” Appellant’s Reply & Cross-
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Appesl Resp. Br. 24. According to Prism,
by combining these components with hard-
ware identity data, the asserted claims
“yield[ ] a novel, effective solution to real-
world problems, which industry came to
adopt several years after Prism’s inven-
tions.” Id. at 50. But this does not rise to
the level of an inventive concept.

The patents-in-suit themselves demon-
strate the conventional nature of these
hardware identifiers. See, e.g., '345 patent
col. 19 Il 5-29 (citing third-party conven-
tional identifiers). And there is no indica-
tion that their inclusion produces “a result
that overrides the routine and convention-
al” use of this known feature. DDR Hold-
ings, LLC v. Hotels.com, L.P., 7713 F.3d
1245, 1258 (Fed. Cir, 2014). Viewed as an
ordered combination, the asserted claims
recite no more than the sort of “perfectly
conventional” generic computer compo-
nents employed in a customary manner
that we have previously held insufficient to
transform the abstract idea into a patent-
eligible invention. Infellectual Ventures I
LLC v Symantec Corp., 838 F.3d 1307,
1821 (Fed. Cir. 2016). Because these claims
fail step two as well, we conclude that they
recite patent-ineligible subject matter un-
der § 101.2 Accordingly, we reverse the
district court’s § 101 ruling.

B

Il Next, we turn to T-Mobile’s chal-
lenge regarding the court’s denial of an
exceptional-case finding under 35 U.S.C.
§ 285. An exceptional case is “simply one
that stands out from others with respect to
the substantive strength of a party’s liti-
gating position (considering both the gov-
erning law and the facts of the case) or the
unreasonable manner in which the case
was litigated.” Octane Fitness, LLC .

2. Having concluded that the asserted claims
are ineligible under § 101, we dismiss Prism's

Icon Health & Fitness, Inc., —— U.8, w—,
134 S.Ct. 1749, 1756, 188 L.Ed.2d 816
(2014). Distriet courts determine whether a
case is exceptional on a cage-by-case basis,
considering the totality of the ecircum-
stances, Id. On appeal, we review for an
abuse of discretion, Highmark Inc. v All-
care Health Mgmt, Sys, Inc, — US.
——, 184 S.Ct. 1744, 1747, 188 L.Ed.2d 829
(2014).

T-Mobile advances three grounds to
support its theory that the distriet court
erred: First, it argues that Prism’s case
“was exceptionally weak” based on its in-
fringement theory and assertion of claims
that cover patent-ineligible subject matter
under § 101, T-Mobile Response 67-69;
second, that Prism deliberately elicited
testimony to obscure the facts that demon-
strate non-infringement, ¢d. at 70-73; and
third, that Prism presented an entirely
new and unsupported infringement theory
during closing argument, id. at 74-75. For
these reasons, T-Mobile contends that the
distriet court abused its discretion by de-
nying its motion, We disagree.

T-Mobile’s decision to forego summary
judgment of non-infringement belies its ar-
guments regarding the purported weak-
ness of Prism’s infringement position. And
its explanation that it elected “to build a
trial record” instead does not provide a
credible justification for this decision.
Cross-Appellant’s Reply Br. 18 n.3; see
also Oral Arg. 27:55-28:05, http:/oral
arguments.cafc.uscourts.gov/mp3/2016-
203L.mp3 (observing that the judge would
have denied its motion by indicating that
factual disputes remain)., Further, when
previously asserting these patents, Prism
prevailed twice against T-Mobile’s compet-
itors, withstanding non-infringement and

appeal as moot.




validity defenses. This weighs in Prism’s
favor as well. Finally, although we reverse
the distriet court’s patent-eligibility deter-
mination here, that alone does not demon-
gtrate that it abused its discretion when
determining that T-Mobile was not entitled
to a § 285 exceptional-case finding under
these particular facts. We thus affirm the
“eourt’s § 285 ruling.

ConcrLusION

We reverse the distriet court on § 101
patent eligibility, affirm its denial of an
exceptional-case  determination under
§ 285, and dismiss Prism’s appeal as moot.

AFFIRMED-IN PART, REVERSED-
IN-PART, AND DISMISSED-IN-PART

Costs
Costs to T-Mobile.
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JUDGMENT

Per Curiam

Tr1s Cause having been heard and con-
sidered, it is OrpErED and ADJUDGED:

ATYTFIRMED. See Fed. Cir. R. 36,




