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nor NetBIOSneitherfindings that WINSfindings that neither WINSThe Board’s
“iscomputera con-whethercom- determineswhether adeterminesNetBIOSnor

sup-arecomputerto the network”computerto the net- nectedputer “is connected
trans- substantial evidence.query ported byistime that theat thework

bysupportedareto the server”mitted remain-Appellants’have consideredWe
The Board deter-evidence.substantial unper-betheming arguments but find to

thedisclosethat the references thatmined reasons, we af-foregoingFor thesuasive.
pro-ainformation thatname servers have firm the Board’s decision.

computerto net-thecess “was” connected
AFFIRMEDThis not meetdoesId. at *10-11.work.

this courtSipnet,Inclaim limitation.the
that “is connected”specifically rejected

“ registered, once was‘iscould mean still
not stillconnected, mayor bemayand

” According-at 1361.806 F.3dconnected.’
concluded that thecorrectlyly, Boardthe

“isthe claimedteachdo notreferences
computer network.”connected theto

argue that the BoardAppellants also
art, and itspriortheignored teachings of

it thatconcludedfindings,own when LLC,TECHNOLOGIESPRISM
satisfynot the “isand NetBIOS didWINS Plaintiff-Appellant

Theylimitation.to the network”connected
v.that, the Board foundmaintain because

NetBIOSand disclosethat both WINS USA, INC.,T-MOBILE Defendant-
maintainingfor the accuratemechanisms Cross-Appellant

ac-and addresses asof namesdatabases
2016-2031,2016-2049wasregistration* iton-line aftertive and

to thatfor conclude thethe Boarderror of Appeals,StatesUnited Court
processaquerynot whetherreferences do Circuit.Federal

computer network at“is to theconnected
23,Decided: June 2017toisquerythe time that the transmitted

disagree.the server.” We

quer-and both discloseWINS NetBIOS
registeredaying name server for the ad-

computer.of the LGdress callee Board
Althoughat the BoardDecision *9-10.

that disclose mecha-found both references
maintaining accuracyfornisms the of the

in name serverregistered theseaddresses
databases, *10-11, notthis is suffi-id. at

thatalready explained “acient. We have
registrationquery onlythat asks for infor-

mation, accuracy,”regardless of its current
Sipnet,satisfynot claim limitation.will the

Thus, again,806 at 1360. the Board’sF.3d
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Andre,Paul J. Kramer Levin Naftalis &
LLP, Park, CA,Frankel Menlo argued for

plaintiff-appellant. byAlso represented
Kobialka-, Baghdassarian,Lisa Mark Jona-
Caplan, Frankel,than Aaron M. Cristina

Martinez, York, NY;New Ba-Andre J.
hou, LLC,Technologies,Prism Brent-
wood, TN.

Thomasch, Gibson,Daniel J. Dunn &
LLP, York, NY,Crutcher arguedNew for

appellant. represent-defendant-cross Also
Dominguez,byed Katherine JoshQuinn

Krevitt; Bekier,Jordan Blaine H. Evan-

son, Angeles,Los CA.

Prost, Judge,Before Chief Lourie and
Schall, Judges.Circuit

Prost, Judge.Chief

Technologies aappealsPrism LLC from
final of thedecision United DistrictStates

for District of denyingCourt the Nebraska
trial ajudgmentfor newmotions and as.its

USA,matter of law. Inc. cross-T-Mobile
appeals the district court’s final decision
denying judgmentmotions for aits as

affirm-in-partmatter law. re-of We and
itverse-in-part the district court’s order as

cross-ap-to T-Mobile’s onrelates issues
peal Prism’s appealand dismiss moot.as

I

appeals involve PatentThese U.S. Nos.
8,127,345 8,387,155 (collectively, “pat-and
ents-in-suit”). patentThe ’155 continu-is a

patentsof ’345 re-patent.ation Boththe
securitygenerally systemslate to for use

acomputer providenetworks thatwith
system foradaptedsecure transaction use

networks, In-with such as theuntrusted
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data,identityby authenticating1111. 15-19. Claim sourcespatent’345 col.ternet.
i.e., unique information of com-patent representative:1 identifyingisof the ’345

components. at col. 1 1. 60-col. 2access, puter Id.bycontrollingfor at1. A method
(claim24; 49-51server, I. see also at col. 34 11.pro-to id.authenticationleast one

5) of(reciting “hardwareprovided identityvia datacomputertected resources
network, meth- Ifcomponents”).Protocol the authentication serveran Internet the

clientcomprising: successfully the com-od authenticates
authorized,it isputer and determines thatreceiving, at the at least one authentica-

system provides protected computerthefrom at one accesstion server least
to anserver, that over untrustedidentity associated with resources devicedata

network,device, atsuch as Internet. Id. col. 3computerat one theleast client
to theidentity forwarded atthe data 11.47-64.

from the atleast one access server infringementfor ofPrism sued T-Mobile
withcomputerleast one deviceclient patents-in-suit inthe the district court.

from one clientrequesta the at least counterclaims,filing itsAfter answer and
protectedcomputer device for the summary judgmentmoved for ofT-Mobile

resources;computer 101,§ineligibility 35 U.S.C.patent under
by oneauthenticating, at least au-the summary judg-Prism forand cross-moved

server, identitythentication .the data patent eligibility. grant-of The courtment
from one accessreceived the at least motion, T-Mobile’s,Prism’sed denied and

server, beingidentitythe data stored proceeded Finding in T-the case to trial.
in ser-the at least authenticationone favor, ajuryMobile’s rendered verdictthe
ver; non-infringement of assertedof all claims.

authenti-authorizing, by the least oneat trial,J.A. 50-52. aPrism moved for new
server,- onecation the at least client citing perceivedwhat it as at-T-Mobile’s

leastcomputer device to receive aat tempts to and themisle[a]d]“confusef
re-protected computerofportion the jury” by the court’s claim con-rearguing

requested by the at least onesources itAdditionally,J.A. astruction. filed38746.
device, oncomputer based dataclient judgmentmotion for a ofas matter law

requested protect-withassociated the (“JMOL”) of T-Mobileinfringement. simi-
incomputer stored ated resources motions,for onlarly JMOL two onemoved

one associated withleast database the seeking findingan exceptional-case under
server;at least one authentication and § for patent35 285 the otherU.S.C. and

access,permitting by the at least one §ineligibility under 35 101. TheU.S.C.
server, atto the leastauthentication denied all post-verdictcourt motions and

portion protected computerofthe the appeals jurisdic-havethese followed. We
upon successfully authenti-resources 1295(a)(1).§tion under 28 U.S.C.

cating identity uponthe and suc-data
atcessfully authorizing the least one

IIcomputerclient device.
courtappeal,On Prism asks the to va-col. 34 11. invention thusId. at 17-42. The

for asystems that con- the verdict remand new trialrelates to and methods cate and
protected computer infringement.to the issue of On cross-trol access re- on

dispute purposes appeal. Appellant’sclaim of1. Prism does not that 1 of the its Br. 15.
patent representative,the '345 is at least for



1017

of problem,seeks a the itappeal, proffer per­T-Mobile reversal world does not a
finding subject-matterof inargument supportdistrict court’s suasive of this conclu­
§ of T- observes,101 andeligibility under its sion. As T-Mobile correctlydenial the

forrequest exceptional-caseanMobile’s asserted claims are to an abstractdirected
T-§ 285. tofinding (1)under turn firstWe process receiving identitythat includes:

cross-appeal.Mobile’s a requestdata from device forwith a
(2)resources; confirmingaccess to the au­

A ofthenticity identitythe data associated
§ device; (3)101eligibilityPatent under 35 determiningU.S.C. with that whether

is an of Accen­issue law reviewed de novo. the todevice identified is authorized access
Servs.,ture Glob. GmbH (4)v. Guidewire requested; ifthe resources author­and

Inc., 1336,Software, 728 1340-41 ized,F.3d permitting requestedaccess to the
2013).(Fed. eligi­To patentCir. determine Cross-Appellant’s Principalresources. See

bility, apply two-step processa under (“T-Mobilewe Br.Resp. Response”)& 57-59
Party v.Corp.Alice CLS Interna­Bank various(providing pre-computer-age corol­

— U.S. -,tional, 2347, 2355,134 S.Ct. similarlyfor whichlaries humans restrict
(2014).189 L.Ed.2d 296 See Affinityalso resources).provide access to pat­and The

Tex., DIRECTV, LLC,Labs v.LLC 838 thus are to theents-in-suit directed ab­of
2016)1253, 1257 (Fed. (referringF.3d Cir. of “providingstract idea restricted access

stepstepto one as the and“abstract idea” to resources.” See In re TLI Commc’ns
step as “inventive concept”two the step). (Fed.607,Litig.,LLC 613Patent 823 F.3d

ofreview denial JMOL motions underWe 2016);Cir. Intellectual I v.LLCVentures
law—here,regional Eighththe Cir­circuit (USA), 1363,Capital One Bank F.3d792

v. As­Eyewear,cuit. See Revolution (Fed. 2015).Inc. Cir.1367
Inc., 1358,pex Eyewear, 563 1370F.3d

two,steptoTurning the courtdistrict(Fed. 2009). EighthThe re­Cir. Circuit
that the claims “includeconcluded asserteda court’s of motionviews district denial a

pat-toconceptsinventive ensure that [the]for novo. Nat’lJMOL de See v.Walsh
just patentsin are thanpracticeents moreInc., 1150,Comput. Sys., 332 1158F.3d

restricting toon access resources” because2003).(8th Cir.
“modify waythe Internet func-they the

cross-appeal, arguesOn T-Mobile pro-over aprovidetions to secure access
ineligiblethat the claims reciteasserted Here,computer resource.” 34.tected J.A.

(1)subject they: direct­matter because are courtthe district erred. The asserted
controllingto of ac­ed the abstract idea merely ofclaims recite a elementshost

(2)resources;cess to and are non-inventive indisputably generic computerthat are
they generic computerrecitebecause See ’345 col. 34 11.components. patent 17-
running generic computer soft­hardware 1)(claim (requiring42 an “authentication
performsthat theware abstract functions server,” server,” Proto-“access “Internet

process restrictingroutine to the of access. network,” device,”computercol “client and
agree.We “database”). away fromShifting the focus

one, components, points tostep prop­ genericUnder the district court these Prism
(such“identity aerly that the are the data” as hard-concluded asserted claims recited

identifier), which,of it“providingdirected to the idea of the inclusionabstract ware
contends, “representsto 32. a and novelspecificrestricted access J.A.resources.”

problem providesthat claims to a real andAlthough Prism contends these solution
concrete, specific Appellant’s Replycover a to a real-­ real & Cross-solution benefits.”
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— U.S. -,Fitness, Inc.,Prism, Icon Health &toAccordingBr. 24.Resp.Appeal
1756,1749, 188 L.Ed.2d 816withcomponents hard- 134 S.Ct.by combining these

a(2014). whetherDistrict courts determinedata, claimsidentity assertedtheware
basis,case-by-casenovel, exceptionalto real- is on asolution casea effective“yield[ ]

totality of the circum­industry consideringcame to thewhichproblems,world
for anappeal,inven- reviewyears Prism’s Id. On weafter stances.adopt several

All­not rise to Inc.HighmarkBut this v.Id. at 50. does abuse of discretion.tions.”
—Inc.,concept. Sys., U.S.Mgmt.an inventive Healththe level of care

-, 1744, 1747, 188L.Ed.2d 829134 S.Ct.themselves demon-patents-in-suitThe
(2014).thesenature ofconventionalstrate the

See, e.g,, patent’345identifiers.hardware togroundsthreeT-Mobile advances
(citing third-party conven-5-29col. 19 11. courtits that districtsupport theory the

identifiers). no indica-And there istional First, that Prism’s casearguesiterred:
“a resultproducesthat their inclusiontion in-on itsexceptionally based“was weak”

and convention-that overrides the routine of claimsfringement theory assertionand
Hold-feature. DDRof this knownal” use subject matterpatent-ineligible,coverthat

Hotels.com, L.P., 773 F.3dings, v.LLC 67-69;101,§ Responseunder T-Mobile
2014).(Fed.1245, anViewed as1258 Cir. second, deliberately elicitedthat Prism

combination, claimsthe assertedordered facts that demon-to obscure thetestimony
“perfectlythe sort ofno more thanrecite 70-73;at andid.non-infringement,strate

compo-computergenericconventional” entirelythird, presented anthat Prism
customary mannerin aemployednents theoryinfringementunsupportednew and

topreviously held insufficientthat we have Forduring closing id. at 74-75.argument,
patent-into atransform the ideaabstract reasons, contends that thethese T-Mobile

IIntellectualeligible invention. Ventures bydiscretion de-itsdistrict court abused
1307,Corp., 838 F.3dSymantecLLC v. disagree.nying its motion. We

(Fed. 2016). these claimsCir. Because1321
well, they .forego summarytowe conclude that decisionstepfail two as T-Mobile’s

un- its ar-subject non-infringementmatter of beliesjudgmentpatent-ineligiblerecite
the weak-Accordingly, purported§ we theguments regarding101.2 reverseder

ruling.§ Andinfringement position.101 ofcourt’s ness Prism’sdistrict
a“to buildexplanationits that it elected

B providenot adoestrial insteadrecord”
for this decision.justificationchal­Next, credibletowe turn T-Mobile’s

n.3;18 seeReply Br.Cross-Appellant’sof ancourt’slenge regarding the denial
27:55-28:05, ,http://oralArg.U.S.C. also Oralfinding 35underexceptional-case

arguments.cafc.uscourts.gov/mp3/2016-one“simply§ case isexceptional285. An
judge would2031.mp3 (observingto that therespectothersfrom withthat stands out

indicating thatbyits motionliti­ have deniedof astrength party’sthe substantive
remain). Further, whengov­ disputesfactual(considering both thegating position

Prismcase) asserting patents,thesepreviouslyor theof theerning law and the facts
compet-against T-Mobile’sprevailed twicecasein which themannerunreasonable

itors, non-infringement andFitness, withstandingv.LLClitigated.” Octanewas

appeal as moot.claimsHaving the2. that assertedconcluded
101,ineligible § we dismiss Prism’sare under
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validity TiVo,weighs Systems, Inc.,in Inc.,Citrixdefenses. Prism’s TimeThis
Finally, although-we Inc.,favor as well. reverse TimeWarner Cable Warner Ca-

LLC,the district court’s patent-eligibility Enterprisesbledeter- Time Warner
here, LLC,mination that alone does not Cabledemon- Time WarnerTexas Cable

it Systems (Texas)that its LLC,strate abused discretion when Information
thatdetermining notT-Mobile was entitled Time Warner Cable Ser-Information

(Texas)§ exceptional-caseto a 285 finding LLC,under vices Defendants
particularthese thusfacts. We affirm the

2016-2560§ ruling.court’s 285

ofUnited States Appeals,Court
Federal Circuit.Conclusion

§ 25,We reverse the court on 101district August 2017
patent eligibility, affirm its denial of an
exceptional-case determination under

285,§ appealand dismiss Prism’s as moot.

PART,AFFIRMED-IN REVERSED-
IN-PART, AND DISMISSED-IN-PART

Hurt,Christian John Nix Patterson <&
LLP, Dallas, TX, arguedRoach plain-forCosts

tiff-appellant. Also represented by Derek
to Gilliland,Costs T-Mobile. Tod Daingerfíeld, TX.

Craig Countryman,E. Pish & Richard-
son, PC, CA, arguedDiego,San for defen-
dant-appellee. represented byAlso Jason

Wolff; Scherkenbach, Boston,W. Frank
MA; Edelman, DC;Washington,Leah A.

Warren, City,Neil CA.Redwood

(O Taranto,Malley, Reyna, and Circuit
Judges).

JUDGMENT

Per Curiam

This Cause con-having been heard and
Adjudged:sidered, isit Ordered and

Cir. R. 36.AFFIRMED. See Fed.
AGREEMENTS,COLLABORATIVE

LLC, Agree,DBA Oui Plaintiff-
Appellant

v.

INCORPORATED,ADOBE SYSTEMS
Defendant-Appellee


