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channel.”[common]on thepacketdata
REMBRANDT WIRELESSthat thearguesCore WirelessAlthough

TECHNOLOGIES, LP,only a “subset” of therepresentsproposal
Plaintiff-Appelleethepatent,in the ’143invention disclosed

thatpatent cleartheproposal —is—like
v.tothe mobile stationrequiresthe invention

in order todecisionselectionmake the LTD.,CO.,ELECTRONICSSAMSUNG
languageproblem. Theprior artsolve the America, Inc.,Samsung Electronics

supportprovides furtherproposalof that Samsung Amer-Telecommunications
inruling the JMOLcourt’sfor the district ica, LLC, Defendants-Appellants

patent17 of the ’143that claimopinion
havemobile station mustthat therequires

L.L.C.,Semiconductor,Samsung Austinmake channel selectiontocapabilitythe
Corporation,in Motion Re-Researchdecisions.

Ltd.,in Defendantssearch Motion
C

2016-1729argues in thealsoCore Wireless
infringeApple’s devicesalternative that Appeals,ofUnited States Court

the mobile stationrequiresif claim 17even Federal Circuit.
Coreof channel selection.capableto be

Event 4a measure­to thepointsWireless 17,April 2017Decided:
reportvolume thata trafficreport,ment

and send to thegenerateApple’s devices
however, introduced testi­Apple,network.

thatexpert engineerand anmony from its
not to use themay choosethe network

selection decision orreport in its channel
all,at that thereportthe andeven use

input beyondno furtherhasmobile station
Thus, sendingsending report.themerely

a channel selection deci­is notreportthe
upit ismobile station becausebysion the

to decide what to do withto the network
information, anything.ifthe transmitted
the district court that aagree withWe

Apple’sfind devicesjury couldreasonable
on that evidence.basednoninfringing

that the district court cor-concludeWe
formotionrectly denied Core Wireless’s

properlyof andas a matter lawjudgment
noninfringe-verdict ofupheld jury’sthe

ment.

AFFIRMED.
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CHEN,TARANTO, patents explain2 17-20. The that in theand 11.Before
mo-STOLL, prior art “a transmitter and receiverJudges.Circuit

pair successfullycan communicatedem
STOLL, Judge.Circuit compatibleare atonly when the modems

layer.” at 1 11.27-29.physicalthe Id. col.Samsung infringedthatjuryA found
result, between mo-As a “communicationpatents, which theRembrandt’s asserted

generally adems is unsuccessful unlesspriorinvalid over artjury also found not
common modulation method is used.” Id.jury Rem-by Samsung. The awardedcited

Particularlyat col. 1 11.45-47. with mo-in tri-damages.million Afterbrandt $15.7
communicating pro-viademsal, judgmentmoved for as a mat- master/slaveSamsung

tocol, patents explainthe that one or“[i]fdamages,andter of law on obviousness
of the trib modems are not[slaves]moreSamsungthe district court denied.which

compatible with the modulation methodcourt’s denial ofappeals the district
master,byused the those tribs will beJMOL, as the district court’s claimas well

to receive communications from theunablean denyingconstruction order and order
at col. 1 11.master.” Id. 58-61. To over-Samsung’s motion to limit Rembrandt’s

inchallenges priorcome the described thedamages alleged pat-failure to markfor
art, patents propose usingthe the firstented articles.

(themessageof a transmitted mes-sectionagreeBecause we with the district
“header”)sage to indicate the modulationclaim construction andchallengedcourt’s

being for substance of themethod used themotions,of weSamsung’sits denial JMOL
(themessage message “payload”).disagree,affirm decisions. We how-those
2 of the whichpatent,Claim ’580 isever, the district court’s denial ofwith

1,upon claimdependent representative:isSamsung’s markingmotion based on the
statute, vacate that decision andand we capable1. A communication device of

proceedingsremand for consistent with communicating according to a mas-
opinion.this relationship in which a slaveter/slave

communication from a to a masterslave
Background in responseoccurs to a master communi-

slave,fromcation the master to the theLP,Technologies,Rembrandt Wireless
comprising:deviceCo., Ltd.,Samsungsued Electronics Sam-

America, Inc., transceiver,sung inElectronics and Sam- a the role of the master
America,sung accordingTelecommunications to the relation-LLC master/slave

in ship, sendingthe District Court for for at least transmis-United States
15, usingEastern District of Texas on March sions modulated at least two

methods,infringement types2013 for of two thatpatents modulation whereinof
specification: typesshare a Patent No. the at least two modulationU.S. of

8,023,580 patent, compriseand a continuation aU.S. methods modulationfirst
8,457,228.Patent claim apatentsNo. These method and second modulation

method,priority provisional applicationto a filed on wherein the second modu-
5, 1997, system typeand “a aDecember relate to lation method is of different

method,and method of communication in which than the modulationfirst
multiple compriseseach transmissionmodulation methods are used to wherein

among plurality group sequences,facilitate communication a a of transmission
network, groupof modems in a which here- wherein each of transmissionhave

incompatible.” patent sequencestofore been is structured with at least a’580 col.
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portion payload portion RSP, (E.D.first and a 3385125,2014 WL at *15 Tex.
2014) (Claim10,wherein first in July Order).information the first Construction

portion atindicates least which of the Rembrandt alleged at trial that Sam-
first modulation method and the sec- sung devices incorporating the Bluetooth
ond modulation method is used for (“EDR”)enhanced data rate standard in-
modulating second information in the fringed patents. trial,its five-dayAfter a
payload portion, wherein at least one jurythe found that Samsung infringed
group of transmission sequences is ad- patents,Rembrandt’s patentsand that the
dressed for an intended destination of were valid priorover the art Samsung

payloadthe portion, and wherein for presented. juryThe awarded Rembrandt
the at groupleast one of transmission million in damages.$15.7 The district court
sequences: Samsung’s post-trialdenied motions for

judgment as a matter of law—on boththe first information for said at least
liability and on damages fi-enteredgroupone of sequencestransmission —and

judgment.nalcomprises a insequence,first the first
portion accordingand modulated to Samsung appeals, jurisdic-and we have

method,the first modulation wherein 1295(a)(1).§tion under 28 U.S.C.
sequencethe first an im-indicates

Discussionpending change from the first modu-
lation method to the second modu- (1)Samsung appeals several issues: the

method,lation and district court’s construction of the “differ-
(2)limitation;types”ent the districtthe second information for said at

(3)obviousness;court’s denial of JMOL ofleast one group of transmission se-
the district court’s denial Samsung’sofquences acomprises sequencesecond

motion, trial,Daubert motions for a newaccordingthat is modulated to the
(4)and motion for damages;JMOL on andmethod,second modulation wherein

the district court’s Samsung’sdenial ofthe sequencesecond is transmitted af-
damagesmotion to limit based on Rem-sequence.ter the first

purportedbrandt’s failure to mark prod-
1,2. The device of claim wherein the ucts embodying patent.the ’580 Samsung

configuredtransceiver is to transmit a appeal jury’sdoes not the finding of in-
sequencethird after the second se- fringement. We address each inissue turn.

quence, sequencewherein the third is
intransmitted the first modulation I. Claim Construction

method and indicates that communica- Samsung disputes the district
tion from the master to the slave has

court’s construction of “modulation method
reverted to the first modulation method. type.”of a different[ ] The district court

Id. at col. 7 1. 53-col. 1. 24 (emphasis8 construed this limitation as “different fam­
dispute). here,added to show Relevant the techniques,ilies of modulation such as the

district court construed [frequency-shift“modulation meth­ FSK keying] family of
od type”of a different QAM[] as “different modulation [qua­methods and the
families of modulation techniques, such as drature amplitude family ofmodulation]

familythe FSK of modulation methods and modulation methods.” Claim Construction
QAM family Order,the 3385125,of modulation methods.” 2014 WL at *15. re­We

SamsungTechs.,Rembrandt Wireless LP v. solelyview claim constructions based on
Co., record, here,ecs. No. 2:13-CV-213-JRG- the intrinsic as de novo.El­
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Pharm., Inc., arrangement embodiesDev., compatible, thisv.LLC WatsonShire
(Fed. 2015) types”“different of modulation.1359, (quot­Cir.787 F.3d 1364
USA, Sandoz,Inc. v.Pharm.ing Teva Samsung anddisagree withWe

— 840-42,U.S. —, 831,Inc., 135 S.Ct. bythe entered the dis­adopt construction
— L.Ed.2d — (2015)). is thespecificationtrict court. theWhile

meaning of a dis­principal source of theat its con-court arrivedThe district
term, history mayputed prosecutionthecharac-applicant’son therelyingstruction

Corp. v. Con­also be relevant. Vitronicsintypes” termof the “differentterization
(Fed.1576,Inc., 90 F.3d 1582ceptronic,history. During prosecu-prosecutionthe

1996). Here, statement inthe clearestCir.patent, appli-theparentof the ’580tion
regarding meaningrecord thethe intrinsiclimita-types”“differentcant inserted the

types”the “different limitation is theofhadits claims after the examinertion into
applicantthe madedescriptive statementIna of allowance. thealready issued notice

limi­to the examiner when he inserted theremarks toapplicant’s contemporaneous
Samsung’s argu­tation into the claims.examiner, that hehe indicated insertedthe

contrary do not diminish thisments to theindependentinto the claimsthe limitation
inunambiguous prosecutionstatement thesubject-mat-claim thepreciselyto “more

history.applicant explained:Theter.” J.A. 2234.
thatexample, SamsungFor avers wehas further amendedApplicant [its]

give prosecution historynot theshould... with additional recitations toclaims
weightdefinitional because itstatementsubjectclaim the matter.preciselymore

“i.e.,” Samsungthe which ar-phraseusesexample, language indepen-the ofFor
exemplaryintroduces an item in aguesclaim 1 has been clarified to referdent

“i.e.,” intrin-patentee’sA use of in theset.methods, i.e.,typesto two of modulation
record, however, often definitional.sic isfamilies of modulation tech-different

Inc.,Edwards LLC v. CookLifesciencesfamily of modu-niques, such as the FSK
2009)(Fed.1322,582 F.3d 1334 Cir.QAM familymethods and the oflation

(“[U]se signalsof ‘i.e.’ an intent to definemodulation methods.
refers.”);to it see alsothe word which

Id. Ltd.,NovopharmLabs. v. 323 F.3dAbbott
(Fed. 2003)1324, a(holding1330 Cir. thatSamsung disputes the court’s construc-

tion, byimproperly patentee “explicitlythat it affords defined” a termarguing
weight single self-serving using by explanatoryto a “i.e.” followed andispositive

Indeed, Latinhistory phrase).in made the term “i.e.” is forprosecutionstatement the
est, which means “that is.” On a relatedafter the examiner had allowed certain id

disavowal,in the of haveSamsung plainclaims. contends that the note context we
that a statement tolanguage requires only explained “[w]hetherclaim that the dif-

“in- that ‘i.e.’ constitutes atypesferent of modulation methods be the PTO includes
According and unmistakable disavowal of claimcompatible” with one another. clear

Samsung, scope dependsthe claims cover devices that on the context.” Braintreeto
Labs., Labs., Inc.,family Inc. 749 F.3dsignals usingmodulate the same of v. Novel

(for (Fed. 2014).1349,example,methods FSK 1355 Cir. The contextmodulation
modulation), operating strongly supportswith different here the conclusion thatbut

“i.e.” to define the “dif-amplitudes Samsungbetween modems. as- Rembrandt used
that, modulating using types”dif- ferent limitation because Rem-serts because

in- used it to describe to the examineramplitudesferent makes the devices brandt
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a new limitation it had inserted to repeatedlyfurther refers to different types of
limit its claims. methods,modulation but it pro-does not

vide examples of what would constituteSamsung directs us to cases where we
different methods or otherwise define thishave held that “i.e.” was not used to de­
limitation.fine, inparticularly instances where inter­

preting “i.e.” as definitional would be inter­ Samsung also mentions that in related
nally inconsistent, Pfizer,see Inc. v. Teva IPR proceedings, the Patent Trial and Ap­
Pharm., USA, Inc., 1364,429 F.3d 1373 peal adoptedBoard the broader construc­
(Fed. 2005),Cir. or where it would read tion Samsung argues for here. As Sam­

embodiments,preferredout see Dealer­ admits, however,sung this construction
track, Huber, 1315,Inc. v. 674 F.3d 1326 does not bind our court. And the Board in(Fed. 2012).Cir. Samsung argues that in­ proceedingsIPR operates aunder broader
terpreting the “i.e.” statement as defini­ claim construction standard than the fed­
tional here would create an internal incon­ Techs.,eral courts. SpeedCuozzo v.LLC
sistency 43,with claim which recites that —Lee, —, 2131, 2142,U.S. 136 S.Ct.
“at least one of said modulation methods 2146, (2016).195 L.Ed.2d 423 We also note
implements phase Samsungmodulation.”

that even after adopting Samsung’s con­
asserts that because claim 43 refers to “at

struction, the Board refused to deem Rem­
least one” of the using phasemethods

brandt’s patents unpatentable over the pri-modulation, more than one of them could
art,or which ultimatelyis Samsungwhatmodulation,phaseuse thougheven under

seeks proposedunder its construction.the district court’s construction that would
theymean inare not different families. We agreetherefore with the con­

We are not convinced that there would bystruction entered the district court that
necessarily be a conflict with claim 43 un- the term “modulation method of a dif­[ ]

adoptedder the construction. As Rem- ferent type” means “different families of
out,pointsbrandt claim 26—from which modulation techniques, such as the FSK

dependsclaim 43 uses the “at least”—also family of modulation methods and the
language to “atdescribe least two different QAM family of modulation methods.”

methods,”types of modulation which cuts Order,Claim Construction 2014 WL
against event,InSamsung’s anyinference. 3385125,at *15.
we do not find that this ofparsing the
claims overcomes the definitional state-

II. Obviousness
applicantment the provided prose-in the

history.cution See ERBE Elektromedizin Samsung argues that even under the
LLC,CanadyGmbH v. Tech. 629 F.3d district court’s construction of “different

(Fed.1278, 2010)1286-87 (rejecting types,”Cir. it proved by clear and convincing
patent argu-owner’s claim differentiation evidence that in-patentsRembrandt’s are
ment based on disclaimer in prosecu-the valid for obviousness under 35 U.S.C.

history).tion §Nor do we find that the 103 that juryand the verdict of nonobvi-
specification is at odds with prosecu-the ousness must be overturned as a matter of
tion history definition. specificationThe law.1

filing1. Given the Leahy-Smitheffective dates of the '580 America Invents Act. See Amer-
claims,patents’and Act, 112-29,'228 the 3(n),version of 35 §ica Invents Pub. L. No.

§ appliesU.S.C. 103 that here is the 284,one in (2011).125 Stat. 293
preceding changesforce bythe made the
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specificallydistrict court not-court’s ods that thereview the districtWe
families,matter ofjudgmentof as a in different Boer’s citeddenial ed werepost-trial

circuit,regionalof theunder the law modulation methods alter different sets oflaw
Corp.Finisar v. PPM/DQPSKFifth Circuit. phasehere the alterscharacteristics:

Inc., 1323, 1328Grp., 523 F.3d onlyDirecTV position, but DBPSK altersand
(Fed. 2008). usFifth Circuit law hasCir. phase.

novo, ask­the denial of JMOL dereview hand, in-On the other Rembrandt’s
did, whether aas the district courting, Morrow,Dr. testifiedfringement expert,2

legallyajury would not have“reasonable that, meth-experience,in his modulation
evidentiary basis to find for thesufficient if theyare in different families haveods

Toxicolo­Cambridgethat issue.”party on 1083,characteristics.”overlapping“no J.A.
(5thExnicios, 169,495 F.3d 179gy Grp. v. arguedRembrandt therefore18:13-24.

2007) P.(quoting Fed. R. Civ.Cir. PPM/DQPSK and were notthat DBPSK
50(a)(1)). jury generala returns aWhen

theyin families because both al-differentobviousness, legalregarding averdict
phase.tered

underpinnings,question “[w]ewith factual
jurythat the resolved thepresume was, course,first jury of free toThe

in of theunderlying disputesfactual favor testimony rejectcredit Dr. Morrow’s and
presumedand leave thoseverdict winner Dr. Goodman’s. MobileMedia Ideas LLC
supportediffindings theyundisturbed are (Fed.Inc., 1159,v. F.3dApple 780 1168

Then we examineby substantial evidence. Cir.) (“[W]hen conflictingthere is testimo­
conclusion de novo to see whetherlegalthe trial,ny overallat and the evidence does

jurylight presumedit in of theis correct only finding pointone on thenot make
QXQfindings.” Circuit Inc. v.fact Check reasonable, jury permittedthe is to make
2015)(Fed.Inc., 1331, Cir.795 F.3d 1334 credibility determinations and believe the

Jurgens McKasy,v. 927 F.2d(quoting trustworthy.”),witness it considers more
(Fed. 1991)).1552, 1557 Cir. — U.S. —, 270,denied,cert. 136 S.Ct.

(2015). Samsung argues,193 L.Ed.2d 136obviousness,allege SamsungTo
however, testimony,that Dr. Morrow’s andpriorat trial a art combinationpresented

it,argumentRembrandt’s based on consti­5,706,428consisting of Patent No.U.S.
reinterpretation of theimpropertute an(“Boer”) primaryas the reference and an

types”“different construction.court’sPhilipby Bhargav Upenderarticle P. and
thatSamsung urges modulation methodsaKoopman, (“Upender”)J. Jr. as second­

overlappingcan have some characteristicsary According to theSamsung,reference.
families,and still be in different as re­PPM7DQPSKand modulationDBPSK

quired by the court’s construction. Sam­in are in “differ­methods discussed Boer
sung argumentcouches this as a claimfamilies,”ent and are therefore different

disagree.construction issue. As theunder the Wetypes of modulation methods
noted,correctly any disputedistrict courtSamsung’sdistrict court’s construction. ex­

Goodman, that, particularregardingDr. much whether modulationpert, testified
inQAM techniqueslike the and modulation meth- are different families is aPSK

equally applica-present validity expert, families is2. Rembrandt did not a same or different
infringement validitySamsung suggests improper andand it was for ble to the issues.

rely Samsung argue testimonyinfringementto ex- does not that theRembrandt on its
pert’s testimony validity. improperlyWe admitted into evidence orfor issues of dis- was

regarding testimony onlyagree. testimonyDr. that the was admitted for lim-Morrow's
including validity.techniques purposes use forwhether two modulation are in the ited not
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sound in thefactual one. claim construction art would not have“[A] been motivated
purge every of am­alwaysneed not shred to combine the references Upen-because

biguity,” including potential ambiguity away from substitutingder teaches Boer’s
arising from “the words a court uses to approach withCSMA/CA master/slave.

term.” Corp. Specifically,construe a claim Eon IP Upender analyzes the trade-
Networks,Holdings Springv. Silver 815 offs between different pro-communication

(Fed. 2016) (citation1314, attributes,F.3d 1318 Cir. based on various such astocols
—omitted), denied, U.S. —, robustness,efficiency,cert. 137 and Upendercost.

(2017).640, 196 L.Ed.2d 521 “Such concludesS.Ct. that is at least asCSMA/CA
proceed often,goodan endeavor could ad infinitum.” most better —than mas-—and

everyId. in respect. We concludeter/slave
providesthat this disclosure substantialSamsungContrary wayto the has cast

support jury’s presumedevidence to theissue, Boerthe whether meets the “differ-
finding that of ordinaryone in theskill artlimitationtypes” under court’sent the con-
would not been to replacehave motivatedquestion. Particularlystruction is a factual

alreadythe inprotocol place inCSMA/CAobviousness, aregardwith to it is factual
Boer arrangementwith a asmaster/slavescopethe contentquestion going to and of
taught by Upender.priorthe art. Graham v. DeereSee John

17,1,City,Co. Kan. 383 U.S. 86 S.Ct.of Samsung bymisses the mark argu­
(1966).684, 15 545L.Ed.2d We review ing that we must find a motivation to

factual questions underlyingsuch obvious- agreecombine if we with it that there is
forness substantial evidence. Circuit not supportsubstantial evidence to a find­

Check, at795 F.3d 1334. Taken with Dr. ing awaythat Upender teaches from sub­
testimony, fact thatMorrow’s the Boer’s stituting withCSMA/CA master/slave.

PPM/DQPSKDBPSK and modulation awayWhether a reference is doc­teaches
phasemethods both alter is substantial trinally fromdistinct whether there is no

support jury’s presumedevidence to the priormotivation to combine art references.
Boer teachfindingfact that did not the Co.,v.Apple SamsungInc.See Elecs. 839

types”“different limitation. (Fed. 2016) (en1034,F.3d 1051 n.15 Cir.
banc)supports (identifyingSubstantial evidence motivation tolikewise combine

awayjury’s presumed finding teachingthe that there was and as “two bases”discrete
with Upen- supportingno motivation to combine Boer district court’s denial of

der, Sci.,JMOL);argued.as had The ’580 see Star Inc. v.Rembrandt also R.J.
Co.,Reynolds 1364,claimpatentsand ’228 a com- Tobacco 655 F.3dmaster/slave

(Fed. 2011). Surelymunication Boer 1374-75 aprotocol, showingwhereas dis- Cir.
communicating prior awaycloses devices under the that a art reference teaches

protocol.3 Samsung argued givenhad from a combination is evidence thatCSMA/CA
combining Upenderthat Boer with one of skill in the art would not have been—which

comparesdiscusses and several communi- motivated to make that combination to ar­
4—protocols, including at But thecation rive the claimed invention. ab­master/slave

away inpatents teachingwould render Rembrandt’s obvi- sence of a formal one
automaticallynotous. Rembrandt countered that one of skill reference establishdoes

Upender Upender "poll-3. defines Sense 4. to as theas Carrier refersCSMA/CA master/slave
agreeing” protocol, partiesboth that theMultiple butwithAccess Collision Avoidance.

purposessynonymoustwo are for the of this
case.
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rulings for an abuse of discretion. Ltd.combine it with anothertoa motivation i4i
831,Corp., 598 F.3dP’ship v.field.in the samereference Microsoft

(Fed. 2010) Fifth(applyingCir. Cir­852need to findsuch, jury did nottheAs
91,law), aff'd,cuit 564 U.S. 131 S.Ct.taught away usingfromUpenderthat

(2011).2238, 180 L.Ed.2d 131to find that therein ordermaster/slave
replacemotivation tobe nowould First, Samsung argues that the

in Boer with master/slave. court should have excluded theCSMA/CA district
away,not teach itsif “doesUpenderEven testimony damages expert,Rembrandt’sof

pre-regarding usersf]statements Weinstein, allegedlyMr. based on the
findinga... are relevant toferences] methodologyflawed he used to calculate

a skilled artisan wouldwhetherregarding royalty In anproposedhis reasonable rate.
Upender withto combine”be motivated to determine the incremental valueeffort

at n.15. There-839 F.3d 1051Apple,Boer. implementing infring­theassociated with
fore, strongly suggestsUpenderbecause functionality,EDR Mr. Weinstein com­ing

CSMA/CA,is inferior tothat prices chipsthe of two Bluetoothparedmaster/slave
jury’sthesupportsevidencesubstantial Instru­Samsung purchased from Texas

finding that one of skillfactualpresumed functionalityEDR andments —one with
not have been motivatedin the art would calculatingother without. After thethe

Upender’s teachingwithto combine Boer price premium Samsung paid pro­had to
of comparedEDR to thechipscure the asmaster/slave.

chips,non-EDR Mr. concludedWeinsteinfindings thatjury’s presumed BoerThe
royaltythe rate would bethat reasonabletypes”the “different limita-does not teach

unit,per infringing5 and 11 centsbetweenin artthat one of skill the wouldtion and
ofresulting damages rangein a totalto combine Boerbeen motivatednot have

million.$14.5-$31.9Samsung’s obvi-Upender underminewith
infring-all of thechallenge againstousness see no reversible error in the districtWe

Because substantialindependent claims.ed Samsung’sof motion to ex-court’s denial
thesesupports findings,both ofevidence testimony. SamsungMr.clude Weinstein’s

Samsung’snot address additionalwe need that that Mr.complains periodsthe time
infringedarguments for theobviousness compareto the ofWeinstein chose two sets

Fine,In re 837 F.2ddependent claims. See chips Samsung pur-were ones where
1988)(Fed.1071, (“DependentCir.1076 many chipschased more non-EDR than

under section 103 ifclaims are nonobvious chips, makingEDR the relative cost of
theyclaims from whichindependentthe chips artificially highEDR due to mis-

nonobvious.”). thereforedepend are We matched economies of scale. Rembrandt
affirm the district court’s denial of JMOL inresponds that Mr. Weinstein testified

infringedthe claims are invalid asthat deposition chips,his that the seller of the
obvious. Instruments, suggestedTexas to him that

periodsthe data from these time were
DamagesIII. purposes.most suitable for his Rembrandt

Samsung explains aptlyalso chal­ also that Mr. Weinstein fo-appeal,On
jury’s royalty periods signifi-award of cused on the earliest wherelenges the $15.7

chipsinfringingthat the cant sales of were madeSamsungmillion. first asserts
resolving technologydistrict in certain because the added value ofcourt erred

explana-damages-related evidentiary disputes. Ap­ fades with time. We find these
law, they show that Mr.plying plausible,Fifth we review these tions asCircuit
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royalty prop-Weinstein’s calculations were it representativecause is not of an arms-­
erly “based theon incremental value that length agreement and,partiesbetween the

patentedthe invention adds to the end therefore, inappropriateis for use in deter­
Ericsson,product.” Inc. v. Sys.,D-Link mining the reasonable royalty rate. We

(Fed.Inc., 1201, 2014).F.3d 1226 Cir.773 hold that the district court did not abuse
also thatWe note while Mr. Weinstein its discretion in allowing Mr. Weinstein to

compared chips periodthe for a time when discuss BlackBerrythe agreement, as our
the non-EDR and EDR chip price differ- cases allow relevant settlement agree­

highential was on the spectrum,end of the ments to be inconsidered determining a
Samsung was free to cross-examine Mr. 6,royaltyreasonable rate. Summit LLC v.
Weinstein on this issue jury’sand the Samsung Co., 1283,Elecs. 802 F.3d 1299-­
award of million fell within the$15.7 low (Fed. 2015).1300 Cir. The BlackBerry set­
end of Mr. Weinstein’s million$14.5-$31.9 agreementtlement was relevant here be­
suggested damages range. cause it contained a verylicense of the

patentsSamsung Samsungalso was found infringe.takes issue with Mr. to
Weinstein’s We are also notchips’ byattribution of the cost convinced Samsung’s

solelydifferential argumentto the addition of thatthe Mr. Weinstein should not
functionality,EDR which it agreementasserts was have cited the at all because

onlynot the technological difference be- BlackBerry agreewould not particularto a
chips.tween the two sets of Rembrandt per-sale allocation clause Rembrandt want­

responds that all of the experttechnical ed to agreement.include in the Even
intestimony majorthe case shows that the though BlackBerry agreedid not to that

chipsdifference between the in-was the term,express Mr. explainedWeinstein his
corporation of EDR and that Samsung understanding of agreementthe to be that
could have cross-examined Rembrandt’s BlackBerry effectively paid aRembrandt
damages expert point,on this but did not. per-sale amount consistent with pro­his
Regardless, Samsung’s criticism of Mr. posed rate,royalty he was cross-examined

“goesWeinstein’s selected benchmark to on jurythat and thepoint, was free to
evidentiary weight, admissibility.”not [its] that testimony.consider

Motorola, Inc.,Apple Inc. v. 757 F.3d
(Fed.1286, 2014),1319 Cir. overruled on Samsung also avers that the dis­

grounds byother Williamson v. Citrix On- improperlytrict court pertinentredacted
line, (Fed.LLC, 2015)792 F.3d 1339 Cir. information BlackBerryfrom the settle­
(en banc). Ultimately, we do not find that agreementment licensingand the Zhone
the district court abused its indiscretion agreement that would have necessarybeen
permitting Mr. Weinstein to use the meth- juryfor the to understand the context of
odology adopted.he agreements. Particularly,those Samsung

by redacting agreements,asserts that theMr. Weinstein used a agree-settlement
jurythe was to see how Mr.ment unable Wein-­Rembrandt entered into with Black-

Berry, payments bystein allocated made Black­which was a defendant in this suit
Berry proposedbefore and Zhone to arrive at hissettling, licensing agreementand a
royalty disagree.Rembrandt into rate. We It was withinentered with Zhone Tech-

Inc.,nologies, roy-to confirm his the district court’s discretion to redact in­proposed
alty appeal,rate. On Samsung argues agreements pre­that formation from these to
it was improper for Mr. vent exposingWeinstein to con- confidential business infor­

BlackBerry agreement confusion,sider the juryat all mation tobe- and avoid and we
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disclaimer to avoidcannot usean abuse Rembrandtthat decision asdisruptnotwill
in 35 U.S.C.marking requirementtheof discretion.

287, judgment of the§ and vacate thethatSamsung argues sub­Finally,
marking.it relates todistrict court assupportnot thedoesevidencestantial

Be­of million.awardjury’s damages $15.7
A.Samsung’s chal­rejectedhavecause we

presenta­expertto Mr. Weinstein’slenges trial, to limitSamsung movedBefore
jury’sthedamages, and becauseontion damages awardpotentialRembrandt’s

millionthewithin $14.5-$31.9award fell cov-productsfailure to markbased on its
that substan­we holdrange suggested,he ofclaim 40by previously-assertedered

damagesjury’sthesupportstial evidence RembrandtSpecifically,patent.the ’580
Samsung’sto all ofit relatesaward as patent to Zhonelicensed the ’580had

in thewill be discussedAsinfringing sales. Inc., Samsung allegedTechnologies, and
however,section, remand this casewenext products em-Zhone sold unmarkedthat

inconsider thecourt tofor the district pat-the ’580claim 40 ofbodying asserted
Samsung is liableinstance whetherfirst Rem-agreementlicense betweenent. The

Rem­damages due topre-noticefor Zhone torequireZhone did notbrandt and
failure to mark certainpurportedbrandt’s patentthe number.productsmark its with

court de­If the districtproducts.licensed statute,marking 35patentPursuant to the
Samsung is not liable fortermines that 287, limitSamsung sought§ toU.S.C.

jury’s damagesdamages, thepre-notice incurreddamages to thoseRembrandt’s
adjusted stripto out thebeaward should notice of Rem-Samsungafter received

partiesThepre-notice sales.royalties from which, according to Sam-patents,brandt’sadjust­argument that thisat oralagreed
itswhen Rembrandt filedsung, occurredaccounting functionpureament involves

later,days Rembrandtcomplaint. Eightperformcould basedcourtthat the district
infringementclaim 40 from itswithdrewinalready the record andsales dataon the

statutoryand filed a disclaimerallegationstrial.damagesa new Seeholdingwithout
253(a)§35 and 37pursuant to U.S.C.(Samsung), 45:56-­Arg. at 21:11-22:41Oral

1.321(a), indisclaiming§ claim 40C.F.R.(Rembrandt), http://oralarguments.46:46
Office.the Patent and TrademarkU.S.cafc.uscourts.gov/default.aspx?fl=2016-­

mo-Samsung’scourt deniedThe district1729.mp3.
recovery pre-to Rembrandt’s oftion bar

MarkingIV. dis-damages based on Rembrandt’snotice
acceptedcourtclaimer of claim 40. ThethatSamsung argues the district

anyargument priorthat obli-Rembrandt’srefusingin to bar Rembrandt’scourt erred
embodying claimgation productsto markpre-notice damages based onrecovery of

claim 40.40 vanished once it disclaimedproductsmark cov­failure toRembrandt’s
Adopting Magistrate Judge’sthe recom-later disc­by a claim Rembrandtered
mendation, Judge relied on theSamsung that the Districtagree withlaimed.5 We

Therefore, andthe issue has not been waivedargues as a threshold matter5. Rembrandt
Samsung properly preserve this ripe appeal. Lightingdid not Ballast Controlthat is for See

and, thus,by raising it at trial waived itissue Corp.,Philips Elecs. N. Am. 790 F.3dLLC v.
-disagree. courtappeal. denied,We The districton 1329, (Fed. 2015),1338 Cir. cert.

a of law beforeon this issue as matterruled 1226,-, S.Ct. 194 L.Ed.2d 185U.S. 136
trial, Samsung continually objected toand (2016).

legal ruling court.that before the district
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proposition that Federal Boats, Inc.,“[u]nder Circuit 141, 162,489 U.S. 109Craft
precedent, patent 971,a disclaimed (1989) (“Theclaim is S.Ct. 103 L.Ed.2d 118

if 337,treated as it never requirementexisted.” J.A. 342 notice designedis ‘for the
Inst.,(citing Genetics LLC v. information public,’Novartis of the ...[and] [t]he

Diagnostics, Inc., public& may relyVaccines upon655 F.3d the lack of innotice
(Fed. 2011)).1291 exploiting shapesCir. designsand accessible to

all.” (quoting Ry. ApplianceWine Co. v.
B. Ry. Co.,Enter. Equip. 387, 397,297 U.S.

528, (1936))).56 S.Ct. 80 L.Ed. 736 Thepatent marking pro­statuteThe
essence of “the marking statute is to en­vides that “[patentees, and persons mak­
courage the patentee to give notice to thesale,ing, offering sellingfor or within the
public of the patent.” Crown Packagingany patentedUnited States article for or
Tech., Inc. v. Beverage Co.,Rexam Canthem,under or importing any patented

(Fed.1308, 2009)559 F.3d 1316 Cir. (quot­States,article into the United may give
ing Am. Sys.,Med. Inc. v. Eng’gMed.notice to publicthe that the pat­same is

(Fed.Corp., 1523, 1993)).6 F.3d 1538 Cir.by markingented” the inarticle a method
specifically,More marking“[t]he statute287(a).provided by §the statute. 35 U.S.C

1)serves three purposes:related helpingMarking under the permissive,statute is
2)to avoid infringement;innocent encour­mandatory.not permissive,While there is

aging patentees giveto notice to publictheconsequencea if patentthe owner chooses
3)that the patented;article is and aidingnot to mark: “In the event of failure so to

the public identifyto whether an article ismark, damagesno byshall be recovered
Nike,patented.” Stores,Inc. v. Wal-Martthe inpatentee any action infringe­for

Inc., (Fed.1437, 1998)138 F.3d 1443 Cir.ment, except proofon that infringerthe
(internal omitted).citationsinfringementwas notified of the and con­

position, adopted byRembrandt’sinfringe thereafter,tinued to in which
court,the district effectively provides andamages mayevent onlybe recovered for

end-run markingaround the statute and isinfringement occurring after such notice.”
irreconcilable with the purpose.statute’sId. “A licensee who makes or sells a pat­
Allowing Rembrandt to use disclaimer toented article does so ‘for or under’ the

consequenceavoid the of its failure topatentee, thereby limiting patentee’sthe
mark markingundermines the statute’sdamage recovery when the patented arti­
public notice function.cle is not marked.” Amsted Indus. Inc. v.

Buckeye Castings Co., 178,Steel 24 F.3d motion,In denying Samsung’s the
(Fed. 1994)185 (citingCir. Devices for district propositioncourt relied on the that

Med., Boehl, 1062,Inc. v. 822 F.2d 1066 a patentdisclaimed claim is treated as if it
(Fed. 1987)).Cir. “had patent,”never existed in the Guinn

Supreme (Fed. 1996)Consistent with prece- 1419, 1422Court v. Kopf, 96 F.3d Cir.
dent, we have repeatedly emphasized Theatres,that (citing Altoona Publix Inc. v.
the marking protect 477,statute serves to Tri-Ergon 492,the Am. Corp., 294 U.S.
public. marking 455,The statute protects (1935)),the 55 S.Ct. 79 L.Ed. 1005 and
public’s ability to exploit an unmarked allowed Rembrandt’s disclaimer to retroac­
product’s features liability tivelywithout for excuse its failure to mark. But while
damages patenteeuntil a provides either relinquisheswe have held that a disclaimer

throughconstructive notice marking rights owner,or ac- the patentof the we have
Boats,tual notice. Bonito Inc. v. Thunder never held that patentthe owner’s dis-
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Putpatent-by-patentattaches on a basis.rights pub-of therelinquishes theclaimer
way, Samsung arguedthat of other that be-Indeed, and anotherprecedentourlic.

ef-readily extended the sold anot licensee Zhonecourts have cause Rembrandt’s
oth-to situations whereof disclaimer one claim of the ’580product embodyingfects

have an interestpatentee (claimthe 40), mayers besides not re-Rembrandtpatent
claims. Seerelinquishedto thethat relates any infringedpre-notice damages forcover

v.Corp.Trecker CincinnatiKearney & patent.theclaim of
(6th365,Inc., F.2d 372 Cir.562Milacron

decidingafterMagistrate Judge,The1977) infringer’s ineq-accused(recognizing
damagesmotion to limit on theSamsung’sagainst originaldefenseuitable conduct

expressly declined toground,disclaimerafter reissue claims securedpatent claims
Districttheory,on this as did theruleconduct were dis-inequitablethrough

Techs., LP v.Judge. Rembrandt Wirelessclaimed); Corp. v.Nat’l Semiconductor
Co.,Samsung Elecs. No. 2:13-CV-213-­845, 850Corp., F.Supp.703Linear Tech.

JRG-RSP, 627971, *1,at *3 &2015 WL1988)(N.D. (allowing antitrust andCal.
2015).(E.D. 9, appeal,Onn.4 Tex. Feb.premised oncounterclaimspatent misuse

present argumentnot thisRembrandt didGuinn,proceed).todisclaimed claims Cf.
affirmingfor theas an alternative basisof an(holdingat 1422 disclaimer96 F.3d

marking Arg.decision. Oraldistrict court’sinterfering claim did not divestallegedly
45:04-45:55, http://oralarguments.cafc.atjurisdiction over interferencethe Board of

uscourts.gov/default.aspx?fl=2016-1729.mpmarkingAs our cases makeproceeding).
concede, however, thatdid3. Rembrandtclear, marking focus is notthe statute’s

40,claim andproduct practicesthe Zhonetherights patentee,of the butonly the
longeris no a “livequestionthus thatSee, e.g., Crown Pack­rights public.of the

in this case. Id. at 43:38-45:43.dispute”1316;Nike,at 138 F.3d ataging, 559 F.3d
Boats, 162,1443; at 109Bonito 489 U.S.

patent-by-patentThe versusbyConsidering rights971. these heldS.Ct.
marking dispute betweenclaim-by-claimhold that disclaimer cannotpublic,the we

parties legalthe raises a novel issue not287(a)§retroactively dissolve theserve to
by pastour decisions.squarely addressedpatenteefor a tomarking requirement

not raise thisAlthough Rembrandt didpre-notice damages.collect
not waived thisappeal,issue on it has

v.argument. See WesternGeco L.L.C. IONC.
1358,Geophysical Corp., 837 F.3d 1364 n.3argument,from its disclaimerSeparate

2016)(Fed. are(holding argumentsCir.arguedRembrandt also to the district
if both nottheynot waived involve issuesmarkingcourt that the statute should at-

by “properlycourt anddecided districtclaim-by-claim, rather than on atach on a
moot” until reversal of anotherconsideredpatent-by-patent, Applyingbasis. Rem-

ruling).district court But as we have re­claim-by-claim in thisapproachbrandt’s
legalregardingmarked in earlier casescase, permit Rem-example,for would

by parties:theissues not addresseddamages forpre-noticebrandt to recover
unan-tempting exploreIt is to theseinfringement of claims otherSamsung’s

theyquestions, both because are40, sweredonlywhich is the claim thatthan claim
interesting partiesand because the andSamsung alleges the unmarked Zhone

earlymightthe trial court benefit fromSamsung disagreedproduct embodied.
But, temptationthat is a to beat answers.positionwith Rembrandt’s the district

court, questions directlyresisted. None arearguing markingthat the statute
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appeal, parties Accordingly,in this and the sive.raised we affirm the chal-
nót ofargued lenged portionhave briefed or them. We the district claimcourt’s

thethus leave to the trial court in first orderconstruction and the district court’s
responsibilitythe address Samsung’sinstance to denial of JMOL Wemotions.

questions....such vacate the district court’s denial of Sam-
sung’s to limit damages,motion re-andCardiosom, States, 656L.L.C. v. United
mand that for proceedingsissue consistent(Fed.1322, 2011);1329 seeF.3d Cir. also
with opinion.thisKatz ProcessingIn re Interactive Call

(Fed.Litig., 1303,Patent 639 F.3d 1321 AFFIRMED-IN-PART, VACATED-
2011) (remanding legalCir. issue not IN-PART, AND REMANDED.

on appealbriefed for district court to ad-
remand).dress on We remand totherefore Costs

the court to in the firstdistrict address Each shall bearparty its own costs.
patent markingwhether the stat-instance

attach on a patent-by-patentute should or
claim-by-claim basis.

Conclusion

have remain-Samsung’sWe considered
unpersua-anding arguments find them


