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data packet on the [common] channel.”
Although Core Wireless argues that the
proposal represents only a “subset” of the
invention disclosed in the ’143 patent, the
proposal—like the patent—is clear that
the invention requires the mobile station to
make the selection decision in order to
solve the prior art problem. The language
of that proposal provides further support
for the district court’s ruling in the JMOL
opinion that claim 17 of the ’143 patent
requires that the mobile station must have
the capability to make channel selection
decisions.

C

Il Core Wireless also argues in the
alternative that Apple’s devices infringe
even if claim 17 requires the mobile station
to be capable of channel selection. Core
Wireless points to the Event 4a measure-
ment report, a traffic volume report that
Apple’s devices generate and send to the

network. Apple, however, introduced testi-
mony from its expert and an engineer that
the network may choose not to use the
report in its channel selection decision or
even use the report at all, and that the
mobile station has no further input beyond
merely sending the report. Thus, sending
the report is not a channel selection deci-
sion by the mobile station because it is up
to the network to decide what to do with
the transmitted information, if anything.
We agree with the district court that a
reasonable jury could find Apple’s devices
noninfringing based on that evidence.

We conclude that the district court cor-
rectly denied Core Wireless’s motion for
judgment as a matter of law and properly
upheld the jury’s verdict of noninfringe-
ment.

AFFIRMED.
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Before TARANTO, CHEN, and
STOLL, Circuit Judges.

STOLL, Circuit Judge.

A jury found that Samsung infringed
Rembrandt’s asserted patents, which the
jury also found not invalid over prior art
cited by Samsung. The jury awarded Rem-
brandt $15.7 million in damages. After tri-
al, Samsung moved for judgment as a mat-
ter of law on obviousness and damages,
which the district court denied. Samsung
appeals the district court’s denial of
JMOL, as well as the district court’s claim
construction order and an order denying
Samsung’s motion to limit Rembrandt’s
damages for alleged failure to mark pat-
ented articles.

Because we agree with the district
court’s challenged claim construction and
its denial of Samsung’s JMOL motions, we
affirm those decisions. We disagree, how-
ever, with the district court’s denial of
Samsung’s motion based on the marking
statute, and we vacate that decision and
remand for proceedings consistent with
this opinion.

BACKGROUND

Rembrandt Wireless Technologies, LP,
sued Samsung Electronics Co., Ltd., Sam-
sung Electronics America, Inc., and Sam-
sung Telecommunications America, LLC
in the United States District Court for
Eastern District of Texas on March 15,
2013 for infringement of two patents that
share a specification: U.S. Patent No.
8,023,580 and a continuation patent, U.S.
Patent No. 8,457,228. These patents claim
priority to a provisional application filed on
December 5, 1997, and relate to “a system
and method of communication in which
multiple modulation methods are used to
facilitate communication among a plurality
of modems in a network, which have here-
tofore been incompatible.” ’580 patent col.

Y

2 1. 17-20. The patents explain that in the
prior art “a transmitter and receiver mo-
dem pair can successfully communicate
only when the modems are compatible at
the physical layer.” Id. at col. 1 1. 27-29.
As a result, “communication between mo-
dems is generally unsuccessful unless a
common modulation method is used.” Id.
at col. 1 Il 45-47. Particularly with mo-
dems communicating via master/slave pro-
tocol, the patents explain that “[ilf one or
more of the trib modems [slaves] are not
compatible with the modulation method
used by the master, those tribs will be
unable to receive communications from the
master.” Id. at col. 1 1. 58-61. To over-
come the challenges described in the prior
art, the patents propose using the first
section of a transmitted message (the mes-
sage “header”) to indicate the modulation
method being used for the substance of the
message (the message “payload”).

Claim 2 of the 580 patent, which is
dependent upon claim 1, is representative:
1. A communication device capable of
communicating according to a mas-
ter/slave relationship in which a slave
communication from a slave to a master
oceurs in response to a master communi-
cation from the master to the slave, the
device comprising:
a transceiver, in the role of the master
according to the master/slave relation-
ship, for sending at least transmis-
sions modulated using at least two
types of modulation methods, wherein
the ot least two types of modulation
methods comprise o first modulation
method and a second wmodulation
method, wherein the second wmodu-
lation method is of a different type
than the first modulation method,
wherein each transmission comprises
a group of transmission sequences,
wherein each group of transmission
sequences is structured with at least a




first portion and a payload portion
wherein first information in the first
portion indicates at least which of the
first modulation method and the sec-
ond modulation method is used for
modulating second information in the
payload portion, wherein at least one
group of transmission sequences is ad-
dressed for an intended destination of
the payload portion, and wherein for
the at least one group of transmission
sequences:

the first information for said at least
one group of transmission sequences
comprises a first sequence, in the first
portion and modulated according to
the first modulation method, wherein
the first sequence indicates an im-
pending change from the first modu-
lation method to the second modu-
lation method, and

the second information for said at
least one group of transmission se-
quences comprises a second sequence
that is modulated according to the
second modulation method, wherein
the second sequence is transmitted af-
ter the first sequence.

2. The device of claim 1, wherein the
transceiver is configured to transmit a
third sequence after the second se-
quence, wherein the third sequence is
transmitted in the first modulation
method and indicates that communica-
tion from the master to the slave has
reverted to the first modulation method.

Id. at col. 7 1. 53~col. 8 1. 24 (emphasis
added to show dispute). Relevant here, the
district court construed “modulation meth-
od [] of a different type” as “different
families of modulation techniques, such as
the F'SK family of modulation methods and
the QAM family of modulation methods.”
Rembrandt Wiveless Techs., LP v. Sam-
sung Elecs. Co., No. 2:13-CV-213-JRG-

RSP, 2014 WL 3385125, at *15 (E.D. Tex.
July 10, 2014) (Claim Construction Order).

Rembrandt alleged at trial that Sam-
sung devices incorporating the Bluetooth
enhanced data rate (“EDR”) standard in-
fringed its patents. After a five-day trial,
the jury found that Samsung infringed
Rembrandt’s patents, and that the patents
were valid over the prior art Samsung
presented. The jury awarded Rembrandt
$15.7 million in damages. The district court
denied Samsung’s post-trial motions for
judgment as a matter of law—on both
liability and on damages—and entered fi-
nal judgment.

Samsung appeals, and we have jurisdie-
tion under 28 U.S.C. § 1295(a)(1).

Discussion

Samsung appeals several issues: (1) the
district court’s construction of the “differ-
ent types” limitation; (2) the district
court’s denial of JMOL of obviousness; (3)
the district court’s denial of Samsung’s
Daubert motion, motions for a new trial,
and motion for JMOL on damages; and (4)
the distriet court’s denial of Samsung’s
motion to limit damages based on Rem-
brandt’s purported failure to mark prod-
ucts embodying the ’580 patent. Samsung
does not appeal the jury’s finding of in-
fringement. We address each issue in turn.

I. Claim Construction

B Samsung disputes the district
court’s construction of “modulation method
[] of a different type.” The district court
construed this limitation as “different fam-
ilies of modulation techniques, such as the
FSK [frequency-shift keying] family of

modulation methods and the QAM [qua-

drature amplitude modulation] family of
modulation methods.” Claim Construction
Order, 2014 W1, 3385125, at *15. We re-
view claim constructions based solely on
the intrinsic record, as here, de novo.
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Shire Dev., LLC v. Watson Pharm., Inc.,
787 F.8d 1859, 1864 (Fed. Cir. 2015) (quot-
ing Teva Phorm. USA, Inc. v. Sandoz,
Ine., — U.S. ——, 135 S.Ct. 831, 84042,
— L.Ed.2d — (2015)).

The district court arrived at its con-
struetion relying on the applicant’s charac-
terization of the “different types” term in
the prosecution history. During prosecu-
tion of the ’580 parent patent, the appli-
cant inserted the “different types” limita-
tion into its claims after the examiner had
already issued a notice of allowance. In the
applicant’s contemporaneous remarks to
the examiner, he indicated that he inserted
the limitation into the independent claims
to “more precisely claim the subject-mat-
ter.” J.A. 2234. The applicant explained:

Applicant has further amended [its]
claims ... with additional recitations to
more precisely claim the subject matter.
For example, the language of indepen-
dent claim 1 has been clarified to refer
to two fypes of modulation methods, i.e.,
different families of modulation tech-
niques, such as the FSK family of modu-
lation methods and the QAM family of
modulation methods.

Id.

Samsung disputes the court’s construc-
tion, arguing that it improperly affords
dispositive weight to a single self-serving
statement in the prosecution history made
after the examiner had allowed certain
claims. Samsung contends that the plain
claim language requires only that the dif-
ferent types of modulation methods be “in-
compatible” with one another. According
to Samsung, the claims cover devices that
modulate signals using the same family of
modulation methods (for example, FSK
modulation), but operating with different
amplitudes between modems. Samsung as-
serts that, because modulating using dif-
ferent amplitudes makes the devices in-

|
I

compatible, this arrangement embodies
“different types” of modulation.

Il We disagree with Samsung and
adopt the construction entered by the dis-
triet court. While the specification is the
principal source of the meaning of a dis-
puted term, the prosecution history may
also be relevant. Vitronics Corp. v. Con-
ceptrowic, Inc., 90 F.3d 1576, 1582 (Fed.
Cir. 1996). Here, the clearest statement in
the intrinsic record regarding the meaning
of the “different types” limitation is the
descriptive statement the applicant made
to the examiner when he inserted the limi-
tation into the claims. Samsung’s argu-
ments to the contrary do not diminish this
unambiguous statement in the prosecution
history.

For example, Samsung avers that we
should not give the prosecution history
statement definitional weight because it
uses the phrase “l.e.,” which Samsung ar-
gues introduces an exemplary item in a
set. A patentee’s use of “i.e.,” in the intrin-
sic record, however, is often definitional.
Edwards Lifesciences LLC v. Cook Inc.,
582 F.3d 1322, 1334 (Fed. Cir. 2009)
(“[Ulse of 4.e.’ signals an intent to define
the word to which it refers.”); see also
Abbott Labs. v. Novopharm Lid., 323 F.3d
13824, 1330 (Fed. Cir. 2003) (holding that a
patentee “explicitly defined” a term by
using “i.e.” followed by an explanatory
phrase). Indeed, the term “i.e.” is Latin for
id, est, which means “that is.” On a related
note in the context of disavowal, we have
explained that “[wlhether a statement to
the PTO that includes ‘.e.’ constitutes a
clear and unmistakable disavowal of claim
scope depends on the context.” Braintree
Labs., Inc. v. Novel Labs., Inc., 749 F.3d
1849, 13855 (Fed. Cir. 2014). The context
here strongly supports the conclusion that
Rembrandt used “i.e.” to define the “dif-
ferent types” limitation because Rem-
brandt used it to describe to the examiner




a new limitation it had inserted to further
limit its claims.

Samsung directs us to cases where we
have held that “i.e.” was not used to de-
fine, particularly in instances where inter-
preting “l.e.” as definitional would be inter-
nally inconsistent, see Pfizer, Inc. v. Teva
Pharm., USA, Inc., 429 F.3d 1364, 1373
(Fed. Cir. 2005), or where it would read
out preferred embodiments, see Dealer-
track, Inc. v. Huber, 674 F.3d 1315, 1326
(Fed. Cir. 2012). Samsung argues that in-
terpreting the “i.e.” statement as defini-
tional here would create an internal incon-
sistency with claim 43, which recites that
“at least one of said modulation methods
implements phase modulation.” Samsung
asserts that because claim 43 refers to “at
least one” of the methods using phase
modulation, more than one of them could
use phase modulation, even though under
the district court’s construction that would
mean they are not in different families.

We are not convineed that there would
necessarily be a conflict with claim 43 un-
der the adopted construction. As Rem-
brandt points out, claim 26—from which
claim 48 depends—also uses the “at least”
language to describe “at least two different
types of modulation methods,” which cuts
against Samsung’s inference. In any event,
we do not find that this parsing of the
claims overcomes the definitional state-
ment the applicant provided in the prose-
cution history. See ERBE FElektromedizin
GmbH v. Canady Tech. LLC, 629 F.3d
1278, 1286-87 (Fed. Cir. 2010) (rejecting
patent owner’s claim differentiation argu-
ment based on disclaimer in the prosecu-
tion history). Nor do we find that the
specification is at odds with the prosecu-
tion history definition. The specification

1. Given the effective filing dates of the '580
and '228 patents’ claims, the version of 35
U.S.C. § 103 that applies here is the one in
force preceding the changes made by the

repeatedly refers to different types of
modulation methods, but it does not pro-
vide examples of what would constitute
different methods or otherwise define this
limitation.

Samsung also mentions that in related
IPR proceedings, the Patent Trial and Ap-
peal Board adopted the broader construc-
tion Samsung argues for here. As Sam-
sung admits, however, this construction
does not bind our court. And the Board in
IPR proceedings operates under a broader
claim construction standard than the fed-
eral courts. Cuozzo Speed Techs., LLC v.
Lee, — U.8. ——, 136 S.Ct. 2131, 2142,
2146, 195 L.Ed.2d 423 (2016). We also note
that even after adopting Samsung’s con-
struction, the Board refused to deem Rem-
brandt’s patents unpatentable over the pri-
or art, which is ultimately what Samsung
seeks under its proposed construction.

Bl We therefore agree with the con-
struction entered by the district ecourt that
the term “modulation method [] of a dif-
ferent type” means “different families of
modulation techniques, such as the FSK
family of modulation methods and the
QAM family of modulation methods.”
Claim Construction Order, 2014 WL
3385125, at *15.

II. Obviousness

Samsung argues that even under the
district court’s construction of “different
types,” it proved by clear and convincing
evidence that Rembrandt’s patents are in-
valid for obviousness under 85 U.8.C.
§ 103 and that the jury verdict of nonobvi-
ousness must be overturned as a matter of
law.l

America Invents Act. See Leahy-Smith Amer-
ica Invents Act, Pub. L. No. 112-29, § 3(n),
125 Stat. 284, 293 (2011).
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Bl Ve review the district court’s
post-trial denial of judgment as a matter of
law under the law of the regional circuit,
here the Fifth Circuit. Finisar Corp. v.
DirecTV Grp., Inc., 523 F.3d 1323, 1328
(Fed. Cir. 2008). Fifth Circuit law has us
review the denial of JMOL de novo, ask-
ing, as the district court did, whether a
“reasonable jury would not have a legally
sufficient evidentiary basis to find for the
party on that issue.” Cambridge Toxicolo-
9y Grp. v. Exnicios, 495 F.3d 169, 179 (5th
Cir. 2007) (quoting Fed. R. Civ. P.
50(2)(1)). When a jury returns a general
verdict regarding obviousness, a legal
question with factual underpinnings, “[wle
first presume that the jury resolved the
underlying factual disputes in favor of the
verdict winner and leave those presumed
findings undisturbed if they are supported
by substantial evidence. Then we examine
the legal conclusion de novo to see whether
it is correct in light of the presumed jury
fact findings.” Circuit Check Inc. v. QXQ
Inc., 795 F.3d 1331, 1334 (Fed. Cir. 2015)
(quoting Jurgens v. McKasy, 927 F.2d
1552, 1657 (Fed. Cir. 1991)).

Il To zallege obviousness, Samsung
presented at trial a prior art combination
consisting of U.S. Patent No. 5,706,428
(“Boer”) as the primary reference and an
article by Bhargav P. Upender and Philip
J. Koopman, Jr. (“Upender”) as. a second-
ary reference. According to Samsung, the
DBPSK and PPM/DQPSK modulation
methods discussed in Boer are in “differ-
ent families,” and are therefore different
types of modulation methods under the
district court’s construction. Samsung’s ex-
pert, Dr. Goodman, testified that, much
like the QAM and PSK modulation meth-

2. Rembrandt did not present a validity expert,
and Samsung suggests it was improper for
Rembrandt to rely on its infringement ex-
pert’s testimony for issues of validity. We dis-
agree. Dr. Morrow's testimony regarding
whether two modulation techniques are in the

ods that the district court specifically not-
ed were in different families, Boer’s cited
modulation methods alter different sets of
characteristics: PPM/DQPSK alters phase
and position, but DBPSK alters only
phase.

On the other hand, Rembrandt’s in-
fringement expert,? Dr. Morrow, testified
that, in his experience, modulation meth-
ods are in different families if they have
“no overlapping characteristics.” J.A. 1083,
18:13-24. Rembrandt therefore argued
that PPM/DQPSK and DBPSK were not
in different families because they both al-
tered phase.

Il The jury was, of course, free to
credit Dr. Morrow’s testimony and reject
Dr. Goodman’s. MobileMedia Ideas LLC
v. Apple Inc., 780 F.3d 1159, 1168 (Fed.
Cir.) (“[Wlhen there is conflicting testimo-
ny at trial, and the evidence overall does
not make only one finding on the point
reasonable, the jury is permitted to make
credibility determinations and believe the
witness it considers more trustworthy.”),
cert. denied, — U.S. —, 1386 S.Ct. 270,
193 L.Ed.2d 136 (2015). Samsung argues,
however, that Dr. Morrow’s testimony, and
Rembrandt’s argument based on it, consti-
tute an improper reinterpretation of the
court’s “different types” -construction.
Samsung urges that modulation methods
can have some overlapping characteristics
and still be in different families, as re-
quired by the court’s construction. Sam-
sung couches this argument as a claim
construction issue. We disagree. As the
district court correctly noted, any dispute
regarding whether particular modulation
techniques are in different families is a

same or different families is equally applica-
ble to the infringement and validity issues.
Samsung does not argue that the testimony
was improperly admitted into evidence or
that the testimony was admitted only for lim-
_ited purposes not including use for validity.




factual one. “[A] sound claim construction
need not always purge every shred of am-
biguity,” including potential ambiguity
arising from “the words a court uses to
construe a claim term.” Fon Corp. IP
Holdings v. Silver Spring Networks, 815
F.3d 1314, 1318 (Fed. Cir. 2016) (citation
omitted), cert. denied, — U.S. ——, 137
S.Ct. 640, 196 L.Ed.2d 521 (2017). “Such
an endeavor could proceed ad infinitum.”
Id.

Contrary to the way Samsung has cast
the issue, whether Boer meets the “differ-
ent types” limitation under the court’s con-
struction is a factual question. Particularly
with regard to obviousness, it is a factual
question going to the scope and content of
the prior art. See Graham v. John Deere
Co. of Kan. City, 383 U.S. 1, 17, 86 S.Ct.
684, 15 L.Ed2d 545 (1966). We review
such factual questions underlying obvious-
ness for substantial evidence. Circuit
Check, 795 F.3d at 1334. Taken with Dr.
Morrow’s testimony, the fact that Boer’s
DBPSK and PPM/DQPSK modulation
methods both alter phase is substantial
evidence to support the jury’s presumed
fact finding that Boer did not teach the
“different types” limitation.

Substantial evidence likewise supports
the jury’s presumed finding that there was
no motivation to combine Boer with Upen-
der, as Rembrandt had argued. The ’580
and 228 patents claim a master/slave com-
munication protocol, whereas Boer dis-
closes devices communicating under the
CSMA/CA protocol.? Samsung had argued
that combining Boer with Upender—which
discusses and compares several communi-
cation protocols, including master/slave *—
would render Rembrandt’s patents obvi-
ous. Rembrandt countered that one of skill

3. Upender defines CSMA/CA as Carrier Sense
Multiple Access with Collision Avoidance.

in the art would not have been motivated
to combine the references because Upen-
der teaches away from substituting Boer’s
CSMA/CA approach with master/slave.
Specifically, Upender analyzes the trade-
offs between different communication pro-
tocols based on various attributes, such as
efficiency, robustness, and cost. Upender
concludes that CSMA/CA is at least as
good—and most often, better—than mas-
ter/slave in every respect. We conclude
that this disclosure provides substantial
evidence to support the jury’s presumed
finding that one of ordinary skill in the art
would not have been motivated to replace
the CSMA/CA protocol already in place in
Boer with a master/slave arrangement as
taught by Upender.

Il Samsung misses the mark by argu-
ing that we must find a motivation to
combine if we agree with it that there is
not substantial evidence to support a find-
ing that Upender teaches away from sub-
stituting CSMA/CA with master/slave.
Whether a reference teaches away is doe-
trinally distinet from whether there is no
motivation to combine prior art references.
See Apple Inc. v. Samsung Elecs. Co., 839
F.8d 1084, 1051 n.15 (Fed. Cir. 2016) (en
bane) (identifying motivation to combine
and teaching away as “two discrete bases”
supporting distriect court’s denial of
JMOL); see also Star Sci, Inc. v. R.J.
Reynolds Tobacco Co., 655 F.3d 1364,
1374-75 (Fed. Cir. 2011). Surely a showing
that a prior art reference teaches away
from a given combination is evidence that
one of skill in the art would not have been
motivated to make that combination to ar-
rive at the claimed invention. But the ab-
sence of a formal teaching away in one
reference does not automatically establish

4. Upender refers to master/slave as the “poll-
ing” protocol, but both parties agree that the
two are synonymous for the purposes of this
case.

Iy




1380

a motivation to combine it with another
reference in the same field.

As such, the jury did not need to find
that Upender taught away from using
master/slave in order to find that there
would be no motivation to replace
CSMA/CA in Boer with master/slave.
Even if Upender “does not teach away, its
statements  regarding users[’] pre-
fer[ences] ... are relevant to a finding
regarding whether a skilled artisan would
be motivated to combine” Upender with
Boer. Apple, 839 F.3d at 1051 n.15. There-
fore, because Upender strongly suggests
that master/slave is inferior to CSMA/CA,
substantial evidence supports the jury’s
presumed factual finding that one of skill
in the art would not have been motivated
to combine Boer with Upender’s teaching
of master/slave.

The jury’s presumed findings that Boer
does not teach the “different types” limita-
tion and that one of skill in the art would
not have been motivated to combine Boer
with Upender undermine Samsung’s obvi-
ousness challenge against all of the infring-
ed independent claims. Because substantial
evidence supports both of these findings,
we need not address Samsung’s additional
obviousness arguments for the infringed
dependent claims. See In re Fine, 837 F.2d
1071, 1076 (Fed. Cir. 1988) (“Dependent
claims are nonobvious under section 103 if
the independent claims from which they
depend are nonobvious.”). We therefore
affirm the district court’s denial of JMOL
that the infringed claims are invalid as
obvious.

III. Damages

Il On appeal, Samsung also chal-
lenges the jury’s royalty award of $15.7
million. Samsung first asserts that the
district court erred in resolving certain
damages-related evidentiary disputes. Ap-
plying Fifth Circuit law, we review these

rulings for an abuse of discretion. 41 Lid.
P’ship v. Microsgft Corp., 598 F.3d 831,
852 (Fed. Cir. 2010) (applying Fifth Cir-
cuit law), affd, 564 US. 91, 181 S.Ct.
2238, 180 L.Ed.2d 131 (2011).

Il First, Samsung argues that the
district court should have excluded the
testimony of Rembrandt’s damages expert,
Mr. Weinstein, based on the allegedly
flawed methodology he used to caleulate
his proposed reasonable royalty rate. In an
effort to determine the incremental value
associated with implementing the infring-
ing EDR functionality, Mr. Weinstein com-
pared the prices of two Bluetooth chips
Samsung purchased from Texas Instru-
ments—one with EDR functionality and
the other without. After calculating the
price premium Samsung had paid to pro-
cure the EDR chips as compared to the
non-EDR chips, Mr. Weinstein concluded
that the reasonable royalty rate would be
between 5 and 11 cents per infringing unit,
resulting in a total damages range of
$14.5-$31.9 million.

We see no reversible error in the district
court’s denial of Samsung’s motion to ex-
clude Mr. Weinstein’s testimony. Samsung
complains that the time periods that Mr.
Weinstein chose to compare the two sets of
chips were ones where Samsung pur-
chased many more non-EDR chips than
EDR chips, making the relative cost of
EDR chips artificially high due to mis-
matched economies of scale. Rembrandt
responds that Mr. Weinstein testified in
his deposition that the seller of the chips,
Texas Instruments, suggested to him that
the data from these time periods were
most suitable for his purposes. Rembrandt
also explaing that Mr. Weinstein aptly fo-
cused on the earliest periods where signifi-
cant sales of infringing chips were made
because the added value of technology
fades with time. We find these explana-
tions plausible, as they show that Mr.




Weinstein's royalty calculations were prop-
erly “based on the incremental value that
the patented invention adds to the end
product.” Evicsson, Inc. v. D-Link Sys.,
Ine., 773 F.3d 1201, 1226 (Fed. Cir. 2014).
We also note that while Mr. Weinstein
compared the chips for a time period when
the non-EDR and EDR chip price differ-
ential was on the high end of the spectrum,
Samsung was free to cross-examine Mr.
Weinstein on this issue and the jury’s
award of $15.7 million fell within the low
end of Mr. Weinstein’s $14.5-$31.9 million
suggested damages range.

Samsung also takes issue with Mr.

Weinstein’s attribution of the chips’ cost
differential solely to the addition of the
EDR functionality, which it asserts was
not the only technological difference be-
tween the two sets of chips. Rembrandt
responds that all of the technical expert
testimony in the case shows that the major
difference between the chips was the in-
corporation of EDR and that Samsung
could have cross-examined Rembrandt’s
damages expert on this point, but did not.
Regardless, Samsung’s criticism of Mr.
Weinstein’s selected benchmark “goes to
evidentiary weight, not [its] admissibility.”
Apple Inc. v. Motorola, Inc., T57 F.3d
1286, 1819 (Fed. Cir. 2014), overruled on
other grounds by Williamson v. Citrixz On-
line, LLC, 792 F.3d 1839 (Fed. Cir. 2015)
(en banc). Ultimately, we do not find that
the district court abused its discretion in
permitting Mr. Weinstein to use the meth-
odology he adopted.

Mr. Weinstein used a settlement agree-
ment -Rembrandt entered into with Black-
Berry, which was a defendant in this suit
before settling, and a licensing agreement
Rembrandt entered into with Zhone Tech-
nologies, Inc., to confirm his proposed roy-
alty rate. On appeal, Samsung argues that
it was improper for Mr. Weinstein to con-
sider the BlackBerry agreement at all be-

cause it is not representative of an arms-
length agreement between the parties and,
therefore, is inappropriate for use in deter-
mining the reasonable royalty rate. We
hold that the district court did not abuse
its discretion in allowing Mr. Weinstein to
discuss the BlackBerry agreement, as our
cases allow relevant settlement agree-
ments to be considered in determining a
reasonable royalty rate. Summit 6, LLC v.
Samsung Elecs. Co., 802 F.3d 1283, 1299
1300 (Fed. Cir. 2015). The BlackBerry set-

tlement agreement was relevant here be-

cause it contained a license of the very
patents Samsung was found to infringe.
We are also not convinced by Samsung’s
argument that Mr. Weinstein should not
have cited the agreement at all because
BlackBerry would not agree to a particular
per-sale allocation clause Rembrandt want-
ed to include in the agreement. Even
though BlackBerry did not agree to that
express term, Mr. Weinstein explained his
understanding of the agreement to be that
BlackBerry effectively paid Rembrandt a
per-sale amount consistent with his pro-
posed royalty rate, he was cross-examined
on that point, and the jury was free to
consider that testimony. '

Bl Samsung also avers that the dis-
trict court improperly redacted pertinent
information from the BlackBerry settle-
ment agreement and the Zhone licensing
agreement that would have been necessary
for the jury to understand the context of
those agreements. Particularly, Samsung
asserts that by redacting the agreements,
the jury was unable to see how Mr. Wein-
stein allocated payments made by Black-
Berry and Zhone to arrive at his proposed
royalty rate. We disagree. It was within
the district court’s discretion to redact in-
formation from these agreements to pre-

vent exposing confidential business infor-

mation and to avoid jury confusion, and we
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will not disrupt that decision as an abuse
of discretion.

Il Finally, Samsung argues that sub-
stantial evidence does not support the
jury’s damages award of $15.7 million. Be-
cause we have rejected Samsung’s chal-
lenges to Mr. Weinstein’s expert presenta-
tion on damages, and because the jury’s
award fell within the $14.5-$31.9 million
range he suggested, we hold that substan-
tial evidence supports the jury’s damages
award as it relates to all of Samsung’s
infringing sales. As will be discussed in the
next section, however, we remand this case
for the district court to consider in the
first instance whether Samsung is liable
for pre-notice damages due to Rem-
brandt’s purported failure to mark certain
licensed products. If the district court de-
termines that Samsung is not liable for
pre-notice damages, the jury’s damages
award should be adjusted to strip out the
royalties from pre-notice sales. The parties
agreed at oral argument that this adjust-
ment involves a pure accounting function
that the district court could perform based
on the sales data already in the record and
without holding a new damages trial. See
Oral Arg. at 21:11-22:41 (Samsung), 45:56—
46:46 (Rembrandt), http:/oralarguments.
cafc.uscourts.gov/default.aspx?fl=2016-
1729.mp3.

IV. Marking

Bl Samsung argues that the district
court erred in refusing to bar Rembrandt’s
recovery of pre-notice damages based on
Rembrandt’s failure to mark products cov-
ered by a claim Rembrandt later dis-
claimed’ We agree with Samsung that

5. Rembrandt argues as a threshold matter
that Samsung did not properly preserve this
issue by raising it at trial and, thus, waived it
on appeal. We disagree. The district court
ruled on this issue as a matter of law before
trial, and Samsung continually objected to
that legal ruling before the district court.

Rembrandt cannot use disclaimer to avoid
the marking requirement in 35 U.S.C.
§ 287, and vacate the judgment of the
district court as it relates to marking.

A,

Before trial, Samsung moved to limit
Rembrandt’s potential damages award
based on its failure to mark products cov-
ered by previously-asserted claim 40 of
the ’580 patent. Specifically, Rembrandt
had licensed the ’580 patent to Zhone
Technologies, Inc., and Samsung alleged
that Zhone sold unmarked products em-
bodying asserted claim 40 of the ’580 pat-
ent. The license agreement between Rem-
brandt and Zhone did not require Zhone to
mark its products with the patent number.
Pursuant to the patent marking statute, 35
U.S.C. § 287, Samsung sought to limit
Rembrandt’s damages to those incurred
after Samsung received notice of Rem-
brandt’s patents, which, according to Sam-
sung, occurred when Rembrandt filed its
complaint. Eight days later, Rembrandt
withdrew claim 40 from its infringement
allegations and filed a statutory disclaimer
pursuant to 35 U.S.C. § 253(a) and 37
C.F.R. § 1.321(a), disclaiming claim 40 in
the U.S. Patent and Trademark Office.

The district court denied Samsung’s mo-
tion to bar Rembrandt’s recovery of pre-
notice damages based on Rembrandt’s dis-
claimer of claim 40. The court accepted
Rembrandt’s argument that any prior obli-
gation to mark products embodying claim
40 vanished once it disclaimed claim 40.
Adopting the Magistrate Judge’s recom-
mendation, the District Judge relied on the

Therefore, the issue has not been waived and
is ripe for appeal. See Lighting Ballast Control
LLC v. Philips Elecs. N. Am. Corp., 790 F.3d
1329, 1338 (Fed. Cir. 2015), cert. denied, —
U.S. ——, 136 S.Ct. 1226, 194 L.Ed.2d 185
(2016).




proposition that “[ulnder Federal Circuit
precedent, a disclaimed patent claim is
treated as if it never existed.” J.A. 337, 342
(citing Genetics Inst, LLC v. Novartis
Vaccines & Diagnostics, Inc., 655 F.8d
1291 (Fed. Cir. 2011)).

B.

Bl The patent marking statute pro-
vides that “[platentees, and persons mak-
ing, offering for sale, or selling within the
United States any patented article for or
under them, or importing any patented
article into the United States, may give
notice to the public that the same is pat-
ented” by marking the article in a method
provided by the statute. 35 U.S.C § 287(a).
Marking under the statute is permissive,
not mandatory. While permissive, there is
a consequence if the patent owner chooses
not to mark: “In the event of failure so to
mark, no damages shall be recovered by
the patentee in any action for infringe-
ment, except on proof that the infringer
was notified of the infringement and con-
tinued to infringe thereafter, in which
event damages may be recovered only for
infringement oceurring after such notice.”
Id. “A licensee who makes or sells a pat-
ented article does so ‘for or under’ the
patentee, thereby limiting the patentee’s
damage recovery when the patented arti-
cle is not marked.” Amsted Indus. Inc. .
Buckeye Steel Castings Co., 24 F.8d 178,
185 (Fed. Cir. 1994) (citing Devices for
Med., Inc. v. Boehl, 822 ¥.2d 1062, 1066
(Fed. Cir. 1987)).

Consistent with Supreme Court prece-
dent, we have repeatedly emphasized that
the marking statute serves to protect the
public. The marking statute protects the
public’s ability to exploit an unmarked
product’s features without liability for
damages until a patentee provides either
constructive notice through marking or ac-
tual notice. Bonito Boats, Inc. v. Thunder

Craft Boats, Inc., 489 U.S. 141, 162, 109
S.Ct. 971, 103 L.Ed.2d 118 (1989) (“The
notice requirement is designed ‘for the
information of the public, [and] ... [t]he
public may rely upon the lack of notice in
exploiting shapes and designs aceessible to
all.” (quoting Wine Ry. Appliance Co. v.
Enter. Ry. Equip. Co., 297 U.S. 387, 397,
56 S.Ct. 528, 80 L.Ed. 736 (1936))). The
essence of “the marking statute is to en-
courage the patentee to give notice to the
public of the patent.” Crown Packaging
Tech., Inc. v. Rexam Beverage Can Co.,
569 F.3d 1308, 1316 (Fed. Cir. 2009) (quot-
ing Am. Med. Sys., Inc. v. Med. Eng’y
Corp., 6 F.3d 1523, 1538 (Fed. Cir. 1993)).
More specifically, “[t]he marking statute
serves three related purposes: 1) helping
to avoid innocent infringement; 2) encour-
aging patentees to give notice to the public
that the article is patented; and 8) aiding
the public to identify whether an article is
patented.” Nike, Inc. v. Wal-Mart Stores,
Inc., 138 F.8d 1437, 1443 (Fed. Cir. 1998)
(internal citations omitted).

Il Rembrandt’s position, adopted by
the distriet court, effectively provides an
end-run around the marking statute and is
irreconcilable with the statute’s purpose.
Allowing Rembrandt to use disclaimer to
avoid the consequence of its failure to
mark undermines the marking statute’s
public notice function.

Bl [» denying Samsung’s motion, the
district court relied on the proposition that
a disclaimed patent claim is treated as if it
“had never existed in the patent,” Guinn
v. Kopf, 96 F.3d 1419, 1422 (Fed. Cir. 1996)
(citing Altoona Publixz Theatres, Inc. w.
Am. Tri-Ergon Corp., 294 U.S. 477, 492,
55 S.Ct. 455, 79 L.Ed. 1005 (1935)), and
allowed Rembrandt’s disclaimer to retroac-
tively excuse its failure to mark. But while
we have held that a disclaimer relinquishes
the rights of the patent owner, we have
never held that the patent owner'’s dis-



I

claimer relinquishes the rights of the pub-
lic. Indeed, our precedent and that of other
courts have not readily extended the ef-
fects of disclaimer to situations where oth-
ers besides the patentee have an interest
that relates to the relinquished claims. See

"Kearney & Trecker Corp. v. Cincinnati
~ Milacron Inc., 562 F.2d 365, 372 (6th Cir.

1977) (recognizing accused infringer’s ineq-
uitable conduct defense against original
patent. claims after reissue claims secured
through inequitable conduct were dis-
claimed); Natl Semiconductor Corp. .
Linear Tech. Corp., 703 F.Supp. 845, 850
(N.D. Cal. 1988) (allowing antitrust and
patent misuse counterclaims premised on
disclaimed claims to proceed). Cf Guinn,
96 F.3d at 1422 (holding disclaimer of an
allegedly interfering claim did not divest
the Board of jurisdiction over interference
proceeding). As our marking cases make
clear, the marking statute’s focus is not
only the rights of the patentee, but the
rights of the public. See, e.g., Crown Pack-
aging, 559 F.3d at 1816; Nike, 138 F.3d at
1443; Bownito Boats, 489 U.S. at 162, 109
S.Ct. 971. Considering these rights held by
the publie, we hold that disclaimer cannot
serve to retroactively dissolve the § 287(a)
marking requirement for a patentee to
collect pre-notice damages.

C.

Separate from its disclaimer argument,
Rembrandt also argued to the district
court that the marking statute should at-
tach on a claim-by-claim, rather than on a
patent-by-patent, basis. Applying Rem-
brandt’s claim-by-claim approach in this
case, for example, would permit Rem-
brandt to recover pre-notice damages for
Samsung’s infringement of claims other
than claim 40, which is the only claim that
Samsung alleges the unmarked Zhone
product embodied. Samsung disagreed
with Rembrandt’s position at the district
court, arguing that the marking statute

attaches on a patent-by-patent basis. Put
another way, Samsung argued that be-
cause Rembrandt’s licensee Zhone sold a
product embodying one claim of the 580
patent (claim 40), Rembrandt may not re-
cover pre-notice damages for any infringed
claim of the patent.

The Magistrate Judge, after deciding
Samsung’s motion to limit damages on the
disclaimer ground, expressly declined to
rule on this theory, as did the District
Judge. Rembrandt Wireless Techs., LP v.
Samsung FElecs. Co., No. 2:13-CV-213-
JRG-RSP, 2015 WL 627971, at *1, *38 &
nd (B.D. Tex. Feb. 9, 2015). On appeal,
Rembrandt did not present this argument
as an alternative basis for affirming the
district court’s marking decision. Oral Arg.
at 45:04-45:55, http://oralarguments.cafe.
uscourts.gov/default.aspx?fl=2016-1729.mp
3. Rembrandt did concede, however, that
the Zhone product practices claim 40, and
thus that question is no longer a “live
dispute” in this case. Id. at 43:38-45:48.

Bl The patent-by-patent versus
claim-by-claim marking dispute between
the parties raises a novel legal issue not
squarely addressed by our past decisions.
Although Rembrandt did not raise this
issue on appeal, it has not waived this
argument. See WesternGeco L.L.C. v. ION
Geophysical Corp., 837 F.3d 1358, 1364 n.3
(Fed. Cir. 2016) (holding arguments are
not waived if they involve issues both not
decided by district court and “properly
considered moot” until reversal of another
district court r}ﬂing). But as we have re-
marked in earlier cases regarding legal
igsues not addressed by the parties:

It is tempting to explore these unan-
swered questions, both because they are
interesting and because the parties and
the trial court might benefit from early
answers. But, that is a temptation to be
resisted. None are questions directly




raised in this appeal, and the parties
have not briefed or argued them. We
thus leave to the trial court in the first
instance the responsibility to address
such questions. ...

Cardiosom, L.L.C. v. United States, 656
F.3d 1322, 1329 (Fed. Cir. 2011); see also
In re Katz Interactive Call Processing
Patent Litig., 639 F.3d 1303, 1321 (Fed.
Cir. 2011) (remanding legal issue not
briefed on appeal for district court to ad-
dress on remand). We therefore remand to
the district court to address in the first
instance whether the patent marking stat-
ute should attach on a patent-by-patent or
claim-by-claim basis.

CONCLUSION

‘We have considered Samsung’s remain-
ing arguments and find them unpersua-

sive. Accordingly, we affirm the chal-
lenged portion of the district court’s claim
construction order and the district court’s
denial of Samsung’s JMOL motions. We
vacate the district court’s denial of Sam-
sung’s motion to limit damages, and re-
mand that issue for proceedings consistent
with this opinion.

AFFIRMED-IN-PART, VACATED-
IN-PART, AND REMANDED.

Costs

Each party shall bear its own costs.




