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5,potentialclients and to Junetoattached email 20H
business, implyingsoliciting theirinclients Date

Ifjudge.with therelationshipspeciala
accurate, questionsraisesallegationthis

theof Rule 46 ofconcerning a violation
pro-ProcedureAppellateofFederal Rules

unbecoming a member ofconducthibiting
Moreover, occurredallegedlythisthe bar.

NETWORKS, Tri-LLC andAZUREpendingyou had casesduring a time when
County Foundation,Excelsior

Judge Rader.before then-Chief Plaintiffs-Appellants,
you causecourt directs to show5. The v.

actions do not warrantwhyto theseas
CambridgePLC and SiliconCSRsanction,disbarment, or othersuspension,

International, LLC,Radioto ad-attorney discipline. In addition
Defendants-Appellees,

violation, yourethicaldressing possiblethe
andfollowing in-response should include the

in form of an affidavit orformation the Communications, Inc. andAtheros
(1) anyoneyouwhether ordeclaration: Qualcomm Incorporated,

thisyouron behalf disseminatedacting Defendants-Appellees,
(2)clients; ifexisting potentialemail to or

anddissemination,so, names andthe dates of
copies anyofrecipients,addresses of the Corporation, Defendant-Broadcom
accompaniedcommunications thatwritten Appellee,

emails, any responsesand receivedthe
and

peopleor from torecipientsfrom the email
yourfollowing Semiconductor, Inc.,whom it was forwarded dis- RalinkMarvell

(Taiwan)Technology Corporation andsemination.
Technology CorporationRalink

Accordingly, (USA), Defendants-Appellees.

It That:Is ORDERED 2013-1459.No.

(1) byrespondMr. Reines is directed to Appeals,ofUnited States Court
7, 2014, why he not be disci-July should Federal Circuit.

by court.plined this
6,Nov. 2014.

(2) Pending further order of this court
placedresponsethis order and the shall be

seal.under

For The Court

/s/

Daniel E. O’Toole

Clerk of Court



1337



1338



1339

County had effectively assigned Azure the
patent.'129 agreeBecause we that the

agreement between Tri-County and Azure
constituted an effective assignment for
purposes of standing, we affirm the dis-
missal of Tri-County.Joffre, Huber,Michael E. Kellogg, Han-

sen, Todd, Figel, P.L.L.C.,Evans & of The district court also construed the
DC,Washington, argued for plaintiffs-ap- term “MAC inaddress” the patent'129 as

pellants. With him on the brief Annawas “a device generatedidentifier by the hub
D. Mayergoyz. Of counsel on the brief not,device” and as Azure Tri-Countyand
were Eric M. Albritton and Michael Bene- suggested, “an address that uniquely iden-
field, Firm,Albritton Law of Longview, tifies a groupdevice or of devices on aTX; and L.Danny Williams and Christo- shared communication medium.” Azurepher Cravey, Williams,N. Morgan Am-&

stipulated to a judgment of noninfringe-erson, P.C., Houston,of TX.
ment theunder district court’s construc-

Massa,Dominic E. Wilmer Cutler Pick- tion of “MAC address.” theBecause dis-
ering LLP, Boston,Hale and MA,Dorr of trict improperly term,court construed the
argued for all defendants-appellees. With we judgmentvacate the of noninfringe-
him on the brief for defendant-appellee ment and remand.
Broadcom Corporation were Louis W.
Tompros, Jason H. Liss and Dana Bur-0.

BackgRound
well. On the forbrief defendants-appel-
lees Communications,Atheros Inc., al.,et A. The '129 Patent

Teter,were Timothy Lori R. andMason
patent,The '129 entitled “Personal AreaLLP,Matthew J. Brigham, Cooley of Palo

Network with Automatic AttachmentAlto, andCA. On the brief for defendants-
Detachment,” describes aPLC, network forappellees al.,CSR et Jeffreywere E.
wirelessSanders,Ostrow communicationsand between a centralJonathan C. Simpson

LLP,Thacher Alto, CA;& Bartlett hubof Palo device and a number surroundingof
Konrad,and Kerry York,L. of New peripheralNY. devices in close withproximity

the hub specificationdevice. The details
REYNA, MAYER, CHEN,Before and the use personalof “a wireless area net-

Judges.Circuit
work permits[PAN] that a host device to
communicate a varyingwith number ofCHEN, Judge.Circuit
peripheral devices with minimal interfer-(Azure)Networks,Plaintiffs Azure LLC
ence from neighboring networks.” '129and Tri-County Excelsior Foundation

so,patent, 2:66-3:3. To do the hub device(Tri-County) PLC,sued CSR Cambridge
“orchestrates all incommunication theInternational,Silicon LLC,Radio Atheros
PAN,” including managing timingthe ofCommunications, Inc., Qualcomm Inc.,

network,the allocating available band-Broadcom Corp., Semiconductor,Marvell
among devices,width peripheralthe andInc., Ralink Technology (Taiwan),Corp.

supporting attachment, detachment,the(USA) (col-and Ralink Technology Corp.
and peripheralreattachment of devices.lectively, Appellees) allegedfor infringe-

atId. 3:33-39. The hub(the peripher-the7,756,129ment of andU.S. Patent No.
alpatent).'129 communicatedevices with one anotherThe district court granted

the Appellees’ predefined streams,over amotion to dismiss set ofTri-Coun- or one-
ty for lack of standing, finding Tri- waythat communication links. atId. 3:53-56.
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peripheralthe firstin withthe ac- associationofrepresentative14 isClaim
device.to a hub device:claimscused

claim 43.patent,'129per-ausefor withinA hub device14.
invention, the convention-time ofAt thenetwork, comprising:areasonal

i.e.,address,” Me-ameaning of “MACal
circuitry, and

address,ControlAccessdia or Medium
thewithin communicationa transceiver identify auniquelytooperatedthat itwas

toconfiguredthe hub devicecircuitry, ingeneratedbeand couldwireless device
tothe transceivercause of the de-the manufacturerways bytwo —

The districtby the local network.vice ori) indicate themessagea tosend
aspatenteethat the actedcourt concludedpe-foravailability of the hub device

redefining thebylexicographerhis ownattachment,ripheral device
In thedoing,address.” soclaimed “MAC

ii) de-receive, peripherala firstfrom inspecificationtherelied ondistrict court
avail-vice, indicating themessagea First, speci-in thea statementways.two

deviceperipheraltheability of first ad-allegedly coined a new “MACfication
hub de-with thecommunicationfor that differs from the tradition-dress” term

vice, personknown to a ofasal MAC address
device,iii) send, peripheralto the first Thatskill in the art. statementordinary

including peripheralasignala by a“Each device is identifiedprovided:first
identifier, (MAC)device pat-Access address.” '129Media

second, state-ent, And various3:31-32.iv) receive, peripheralfrom the first
thediscussedspecificationin thementsdevice, response,a

of the MACassignmentandgeneration
v) the firstresponse tosend a hub the device. See Azureaddress hubby

device, andperipheral PLC,Networks, No.LLC v. CSR
vi) receive, peripheralthe 173788,from first LED-JDL, at2013 WL6:11CV139
device, peripheral response 2013).a second (E.D.Tex. 15, on*4 Jan. Based

deviceincluding peripheralthe first ad-it construedpassages,these “MAC
identifier. generated by“a device identifierdress” as

Id. at *5.the hub device.”■added).(emphasis14Id. at claim

de-agree “peripheralthatpartiesThe Tri-County’s License to AzureB.
claimsin the assertedvice identifier” throughpatent passedThe '129 has

pe-that the“an element identifiesmeans even-ownership, but it wasmany ofhands
(J.A.)Appendixripheral device.” Joint Azure,by a Texas limitedtually acquired

14 anddepends from claimClaim 431446. in thelocated Easternliability company
address”disputed “MACintroduces the sought localAzure thenDistrict of Texas.

term: join patentin its enforcementcharities to
withUltimately, partnereditclaim activities.according toThe hub device43.

Special Advocates14, configured Court Appointedhub device iswherein the
(CASA) County,1Harrison whichaddresses ofa of MACpluralitysuch that

nonprofit cor-Tri-County, a Texasformedbeing used for identificationcapable ofis

neglected childrenadvocacy and abusedCounty of foris a member1. CASA of Harrison
Special County.Advo-Appointed J.A. 454.National Court inthe Harrison

court-appointedprovidesandcate Association
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withporation principal placeits of busi- In exchange, Tri-County retained the
in theness Eastern of Texas. In rightDistrict to receive proceedsof the33% from

2010, Azure multiple patentsdonated and litigationAzure’s or licensing activities for
patent applications, including applica-the the yearsfirst five and 5% thereafter.
tion that would issue as the patent,'129 to Azure paymust Tri-County the respective
Tri-County.2 percentages within thirty days after each

quartercalendar in which Azure receivesdonation,fewA weeks after the Tri-
the proceeds. Tri-County also reservedCounty and Azure entered into an “Exclu-

royalty-free,“a personal, non-transferable,(hereinaf-Agreement”sive Patent License
non-exclusive right” practiceto the '129ter, Agreement), which transferred back to
patent and make Tri-County brandedrightsAzure a number of in pat-the '129
products. §J.A. 1201-02 2.3. Additional-In particular,ent. the Agreement granted
ly, Tri-County a rightretained to termi-exclusive, worldwide,Azure the transfer-
nate Agreementthe if Azure breached its(i) make,right made, use, sell,able to have
obligations or if Tri-County’s obligationssell, import,offer to any prod-and lease
under Agreementthe placed Tri-County’s(ii)ucts, perform method,use and any
tax-exempt status at risk. Tri-County(iii)process, services, and otherwiseand/or
also reserved reversionary rights in thepractice any anyinvention in manner un-

patent'129 Agreementonce the expires.der the '129 Itpatent. grantedalso Azure
particular,In the Agreement automatically“full rightthe to enforce or subli-and/or

expires 27, 2018,on March yearswith twopatent, 1.2,cense” the '129 §J.A. 1201
remaining term,on the patent but Tri-including the authority to reach settle-
County has the option to inrenew one-Tri-County’sments without Spe-consent.
year increments if it notifies Azure at leastcifically, Agreementthe provided that
thirty days addition,in advance. In Tri-“Azure will have the right,exclusive but
County obligatedis not to encumber theobligation, maintain, enforce,not the to or

patent'129 in any way and to participatedefend” the patent,'129 but has the “obli-
in litigation at requestAzure’s and ingation to goodexercise faith business
Azure’s sole discretion.judgment to monetize” the patent,'129

“including but not limited to licensing Tri-County[it] and togeth-Azure filed suit
to parties.”third §J.A. 1204 4.4. againstAzure er Appellees,the who thereafter-
also received the right assignto soughtthe entire to dismiss Tri-County from the
Agreement or any of rightsAzure’s under They arguedcase. significantthat the

Agreement,the without Tri-County’s con- rights transferred to Azure under the
sent, anyto Azure affiliate in Agreementconnection an assign-constituted effective
with the sale of portiona anymaterial of purposesment for of standing, leaving

And,Azure business unit. finally, Tri-Countythe rightswith no to sue as co-
Agreement Azure,gave not Tri-County, plaintiff. The agreed,district court find-

exclusive right,the but not obligation, ingthe that title inTri-County’s patentthe
to control prosecutionfuture payor main- and financial and reversionary interests
tenance fees related to the '129 patent therein were not sufficient to confer stand-
family. ing upon Tri-County. J.A. 34-35. On the

Appellees allege2. The itythat Azure was moti- portionsthe value of its donation and of
patents patentvated to donate the appli-and litigation proceeds Tri-County. Ap-toowed

Tri-Countytocations order inin order to 8, 19;pellees' Br. see also 26 U.S.C.
further establish venue the Easternin District 170(m).§
of Texas and to deduct from Azure's tax liabil-
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to the ex-patentsof thoseTri-County, assignmentanofdismissalcourt’sdistrict
licensee, standing to sueconferringand weTri-County appealed, clusiveAzure and

licensee.”). Therefore,under 28 U.S.C. whenjurisdiction solelyhave on the
1295(a)(1).§ rights haveall substantialrightsall or

transferred, notthe transferee —andbeen
Disoussion forthe effective ownerthe transferor —is

211Speedplay,standing. Seepurposes ofStandingI.
F.3d at 1250.thata matter of lawStanding is

Corp. v.Evidentde novo.we review standingIn licensor-licenseepatent
Inc., 1310,Co., F.3dDwight 399Church & cases, onetypicallyare confronted withwe

(Fed.Cir.2005). gov­The ActPatent1313 (1) in which thecasesof two scenarios:
andstanding infringement,to sue forerns alone, requir­brings suitexclusive licensee

and hisonly patenteethat theprovidesit agree­theto whether licenseing us decide
abringtoin title are entitledsuccessors therights onment conferred sufficient

Int’l.infringement. Propatforcivil action (2) instanding; or cases whichlicensee for
1187,RPost, Inc., 1189473 F.3dCorp. v. alone, we de­bringsthe suit andlicensor

281);(Fed.Cir.2007) §(citing 35 U.S.C. the licensor has transferredcide whether
Inc., 211Bebop, F.3dInc. v.Speedplay, rightrights to divest it of theaway enough(Fed.­Cir.2000);1245, TekPrima1249-50 Here,typicalnot the case.to sue. This isCo., 1372,II, 222 F.3dv. A-RooL.L.C.

licensee havethe licensor and theboth(Fed.Cir.2000). pat­A is aparty1376-77
the accusedtogether,suit andbrought thepatent,title to thelegalif it holdsentee

licensor.seeks dismissal of theinfringerPropat,by assignment.oreither issuance
Therefore, in is two­inquiryour this case1189; 211 atSpeedplay,at F.3d473 F.3d

(1) Tri-Countyfold: transferredwhether1249-50.
rights patentunder the '129all substantial

does notpatenteeEven if a Azure, making Azure the effective own­to
title, may signifi­it transferlegaltransfer (2)so,er; Tri-County mayand whetherifpat­patent.the When therightscant to join infringementin an suitnevertheless

“partythe that hasrights,transfersentee licensee,by the but now effectivebrought
underrightsall substantialbeen granted owner, Azure.

regard­thethe is considered ownerpatent
thepartiesless how the characterizeof A

rights.”conveyedthattransaction those
exclu­“To determine whether an211 at 1250. “In thatF.3dSpeedplay,

assign­to anis tantamountsive licenseevent, pat­is as thethe transferee treated
ment, the ofwe ‘must ascertain intentioninstanding to its ownentee and has sue

agreement] andpartiesthe the license[toat AndPropat, 473 F.3d 1189.name.”
grant­substance of what wasexamine theall, substantiallyparty has orwhichever ” Mann, (quotingat604 F.3d 1359ed.’all, standingpatentin “alone hasrights the

Alliance,H/S, Inc. v. Med. DeviceMentorv. Mi­infringement.”to sue for Morrow
(Fed.Cir.2001)).1016,Inc., 240 F.3d 1017(Fed.­1332,Corp., 499 F.3d 1340crosoft

dispositive.alone is notparties’The intentCir.2007); E. Mannsee also Alfred
Mecca­KG v.VaupelSee Textilmaschinenv.Research CochlearFound. Scientificfor

S.P.A, 870,944 F.2d 876nica Euro(Fed.Cir.­ Italia1354, 1358-59Corp., 604 F.3d
(Fed.Cir.1991) (finding agreement amount­2010) (“A allmayowner transferpatent

though entitledassignment,an evened toinrights patents-in-suit,in thesubstantial
license,” itbecause transferredto “exclusivecase the transfer is tantamountwhich
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licensee);rightssubstantial to see also It is not uncommon for a licensor to
211Speedplay, F.3d at 1250. transfer to its licensee the rightexclusive

to patent.enforce the significantBut tomust alsoWe consider a non-ex­
case, Tri-Countythis rightreserved no tohaustive rightslist of for determining

over, veto,have control to or to be notifiedwhether a licensor has “alltransferred
anyof of Azure’s licensing or litigationlicensee,substantial rights” to the includ­

Retainingactivities. ofcontrol these activ-(1)ing: the scopenature and of rightthe
ities is also critical to demonstrating that(2)suit;bringto the exclusive right to

patentthe has not been effectively as-make, use, productsand sell or services
signed See,to the licensee. e.g., Propat,(3)patent;under the the scope of the
473 F.3d at (noting1192 that retention of(4)right sublicense;licensee’s to the re­

veto,right to about,be consulted giveorversionary rights to the licensor following
consent to litigation decisions weighs intermination or expiration license;of the
favor of finding agreement license,a not(5) rightthe of the licensor to areceive Mann,an assignment); 604 F.3d at 1362-portion of proceedsthe from litigating or

(noting63 rightthat jointto have control(6)licensing patent;the the ofduration over litigation or right to bring againstsuit(7)the rights;license abilitythe of the alleged infringer if licensee refuses to
superviselicensor to and control licen­the bring suit would also thatindicate licensor(8)activities;see’s obligationthe of the retained rights);substantial Vaupel, 944

licensor to continue paying maintenance F.2d at (patentee875 onlyretained right
(9)fees; and any limits on the licensee’s to be informed litigationabout and no

right assignto its interests in the patent. right to litigation decisions,control sug-
Mann, 604 F.3d at 1360-61. gesting an assignment patent);theof

The parties disputedo not that the Speedplay, 211 F.3d at (holding1251 that
Agreement transferred to Azure an exclu- licensor rightsretained no veto over licen-

practicesive license to the '129 patent. litigationsee’s activities and licensee’s
“[T]ransfer of the right make,exclusive to complete control over litigation suggested
use, productsand sell or services under that licensee obtained rights).substantial

patentthe vitallyis important to an as- Rather than retaining any control over
signment.” Id. at 1360. Also critical to litigation activities, Tri-County has a strict

inquiryour Agreementis the grantedthat duty Agreementthe “joinunder to Azure
Azure the rightexclusive to enforce and as a andparty cooperate with in anyAzure
defend the '129 patent. In determining patent suit, if,infringement desirable to
the nature of a rights,transfer of we have issue,”address legala standing.assuch
repeatedly recognized that a “key factor §J.A. 1204 4.4. joinmustTri-County “at
has often been rightwhere the to forsue request,”Azure’s joinder,and after “Azure
infringement Aspex Eyewear,lies.” Inc. would maintain full and absolute control

Inc.,v. Optics,Miracle 1336,434 F.3d over any patent suit,such infringement
(Fed.Cir.2006);1342 Mann,see also 604 including settlement of any related claims

F.3d at 1361 (recognizing that the “the or ofcauses action.” Tri-County’sId.
most important consideration” in anal-the joinder solely“would be limited cooper-to
ysis is scope“the andnature of the exclu- ation necessarythat whichand is to ad-
sive licensee’s purported right to bring dress legalthe issue.” Id. As the district
suit, together scopewith the nature and of recognized,court nothing thisabout rela-
any right to sue purportedly byretained tionship structure indicates that Tri-Coun-

licensor”).the ty has anycontrol over ofaspect litigation
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con­interestRather, legally protectedhave ait is notpatent.the '129involving
473Propat,Act. Seeby the Patentstrings.all the ferredholdingisthat Azureclear
hassue, (holding partythatto at 1193-94right F.3dsum, Azure’s exclusiveIn

legally protect­it alicense, standingto subli- to sue if “hasand freedomexclusive
byin created thestrongly suggest patentinterest thefactors that edcense are

Act,” has noan effec- that bare licenseeconstitutes Patent andAgreementthat the
ifevenlogic appliesThat sameassignment. standing).tive

the nonex­holdingpatentit is the ownerother factorsargues thatTri-County
theand the licensee holdsrightclusiveenough rightsthat it retaineddemonstrate

licensee,It is theexclusionary rights.totransferredwhatever wassuch that
Azure, may freely sublicense otherwhothan “all sub-something lessAzure was

instead,or, infringement.toleratepartiesFirst, out that itpointsitrights.”stantial
may cause Tri­infringementSo whiletheportiona ofrighta to receivehas

loss, the Patent Act con­County pecuniaryof the '129from the enforcementproceeds
Azure, Tri-County, standingwithnotfersinterest aloneBut that economicpatent.

infringement.the Seebringto suit forof substantialdefeat a transferdoes not
Inst., Inc.,Corp. v.Pharm. GeneticsOrthothatin of the factors aboverights the face

(Fed.Cir.1995)1026, (holding52 F.3d 1031ownership. SeeAzure’sstrongly indicate
byof the invention others“[pjracticethat(“To sure, theat 1191 bePropat, 473 F.3d

cause nonexclusive licen­may [theindeedhas retained apatentfact that a owner
loss,” injurybut “economicpecuniarysee]theproceedsa of the ofright portionto

provide standing to suealone does notpatent ...exploitation of thecommercial
(internalstatute”) cita­patentunder thenecessarily what woulddoes not defeat

omitted).tionsbe a transfer of all substantialotherwise
(citing Rude v.rights patent.”)in the Third, Tri-County contends that it has

463,Westcott, 152, 162-63, 9130 U.S. S.Ct. that limit whateverrightstermination
(1889)).32 L.Ed. 888 received under therights Azure has

partyIn each hasAgreement. particular,Second, arguesit that it retained the
ifAgreementtherightthe to terminateincludingpractice patent,to the '129right

“substantially per-fails topartythe othermake, sell,to and use Tri-Coun­rightthe
anymaterially breachesform or otherwiseby pat­covered thety-branded products

terms, provi-covenants orof the materialFieldturf, Inc. v. Recreation­ent. See Sw.
1207Agreement.” J.A.(Fed.­ [the]sions ofIndus., Inc., 1266,F.3d 1269al 357

AzureTri-County§ maintains that7.8.Cir.2004) (“[Licensor’s retention of a lim­
ingood-faith judgmentmust exercisepat­and market theright developited to

ef-monetizing patents reportthe and itsindicates that the licenseeented invention
annually. Appellants’Tri-Countytofortsacquire rights.”).to all substantialfailed

Tri-County argues that it canBr. 27.case, little forceBut in this this factor has
its to terminate therightthen exerciseTri-County anynot make or sellas does

regain rightsand all conferredAgreement,8976-81, and the evidenceproducts, J.A.
Azure, if it determines that Azure’stoTri-Countythat willsuggestson record

“good provi-faith”performance under thisin the fu­any productsmake or sellnot
Azureunsatisfactory. Becausesion isTri-County continues to re­ture. While
patentthe '129enforce and licensemustAgreement,under the itsrighttain this

Tri-County,withany proceedsand sharethat aright is nonexclusive. We have held
terminationTri-County contends that itsstandingnononexclusive license confers

and, thus, con-it torightthe licensee does enableson the licensee because monitor—
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trol —Azure’s fulfillment of obligations.its benchmarks. Id. at 1190-91. That is not
Reply According Tri-County,Br. 6-7. to the case here.

rightthis termination thatindicates it re- Tri-County’s right to monitor whether
significanttained ownership interests in Azure anybreaches of obligationsits does

■patent.the '129 agree.We do not not amount typeto the of control that we
have found indicative of ownership priorinWe have rightsheld that termination
cases. Tri-County does righthave thenotuponconditioned the licensee’s “failure to

any decisions,to veto of Azure’s and Azureperform up to the specified benchmarks”
obligatedis not to obtain Tri-County’sprovide some indication that the licensor

consent acting. fact,before In Tri-Countyretained inownership patent.the See
does not even have rightthe to receivePropat, 473 F.3d at 1191-92. But the
notice before Azure acts. Nor Tri-doesrightdiscussion of the termination in Pro-
County obligationhave the to maintain thepat inmust be read context. We ex-
patent; Azure,maintenance lies with atplained that Propatthe right,termination

option.Azure’s It is Tri-Countytrue thatitself,by notwas sufficient to show owner-
may Agreementterminate the if Azurerather,ship; persuaded bywe were the

obligations,breaches its but Tri-Countyshowing rightsof additional byretained
explaindoes not can we envision—licensor,the including one —norof the most

how a general good-faith requirement thatcrucial rightones—the to control the liti-
inures to the financial benefit of both par-gation and licensing decisions:
ties, more,with nothing would allow Tri-addition,In [the licensor] retains an
County to trump Azure’s express and uni-economic patentinterest in the and a
lateral rights and -exert control oversubstantial measure of control over deci-

licensingAzure’s litigationor decisions.affectingsions patent rights.the It en-
anjoys equityan As additional argument, Tri-Countyinterest in the proceeds

pointslicensing activities, rightof to its tolitigation Agree-and terminate thea
ment if itright to notice incurslicensingof and unwanted tax liabilities aslitigation
adecisions basis forright demonstratingand the to that itveto such de- retained
ownership. But iflong Tri-Countycisions as as the powerveto was terminates

Agreement reason,not the forunreasonably,exercised this Azureand the un- has
optionthe topower re-acquire patentrestricted to the '129bar for[the licensee]

$305,000. Therefore,transferringfrom J.A. 1207-08. Tri-its interest in pat-the
County’sparty. provisionent to a third In- termination under thisno case has

outrightdoes not deprivethis court held that a Azure ofpatentee who re- control-
ling patent.the Tri-County’stains such broad and terminationwide-ranging pow-
right underrespect provisioners with to this loses force apatenta has none- as

suggestingfactor it rightstheless transferred “all has substantialsubstantial
rights” patent.in over the '129patent.the

Id. at 1191. In Propat, Fourth,the that,licensor re- Tri-County contends in ad-
tained the responsibility to maintain the dition to its rights,termination the Agree-
patent, rightthe to notice of the automaticallylicensee’s ment terminates on March
decision-making, right 27,the to veto licensing years patent2018—two before the ex-

decisions,litigationand rightthe pires leavingto veto Tri-County two-yeara re-—
any transfer of the rights,licensee’s in versionary interest in the Al-patent.
addition to the right to terminate though Tri-County maythe optionally extendli-
cense if the licensee failed to Agreement one-year increments,meet certain the in it
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or some other conditionbankruptcy,thatthat, agreementsgeneral,inargues
rights onlyfor asubsequent. By havingexpiration leavepatentterminate before

term, itpatentportioninterest in limited of thea substantiallicensor withthe
patent.the It wassimply did not ownpatent.the

without allmerely an exclusive licenseeaddressed theEyewear, weAspexIn
patent'747 wasrights. Thesubstantialdate, ie., aa hard terminationeffect of

exclusively li-assigned; it wasnevercannot bewhich the licensebeyonddate
years,ofonly periodfor a fixedcensedto therightsand all revert backrenewed

the all substantialdoes not meetwhichin thatclauseThe terminationlicensor.3
Thus, hold that thestandard. werightsexpirewouldprovided that the licensecase

license,was aagreementContour/Chic2003, optionthe licensee onegavein but it
andassignment, [the licensor]not anyears.the term another threeto extend

thepatentof the whenwas the owner2. The license wouldF.3d at 1338 n.434
entitled to sue.complaint was filed and2006, leavingfinally in still elev-terminate

omitted).(footnote dis-at 1342^3 WeId.remaining patenton theyearsen more
clauses, inlike the one Primatinguishedterm, in 2017. Id. atexpirewhich was to

II, terminationTek that lacked a definite1338 & n. 4.
agreementthedate because “the term ofbetween the licen-rightsThe distributed

for the life of the re-potentiallyexistedEyewearin wereAspexsee and licensor
presumableitspective patents, and wasrightsof be-to the distributionsimilar

patent would neverthat the transferredAzure,Azure. LikeTri-County andtween
atassignor.”to the Id. 1343.returntheAspex Eyewearlicensee in heldthe

Tri-County’sThe termination clause ininvention,practiceto therightexclusive
the same kind ofAgreement does not haveinfringement,forright bringthe to suit
in Aspex Eyew-termination date assublicense, hardright toand the unrestricted

Instead, itAgreementthe states thatear.licensor, Tri-County,the like re-while
of“shall end ... on the termination datelitigationto make or licens-righttained no

yearof eachor at the endacknowledged that thising decisions. We 03/27/2018
thereafter, [Tri-County]unless notifiesthe licensestrongly suggesteddistribution

daysat 30 in advance of itsassignment purposesan for Azure leastwas effective
agreementthe for an addi-standing. Id. at 1342. Yet the hard intent to renewof

express-§year.”confirmed to us that the tional J.A. 1207 7.8. Wetermination date
ownership patent Eyewear typeof the in that thisly Aspexlicensor retained noted

all theregain cycle presumes patentbecause the licensor would that theof renewal
arights assignor.”transferred to the licensee with 434never return to the“would

remaining:majority patentof the term also note that elevenF.3d at 1343. We
intermyears patent’sremained on theinIt was not a situation which [the

expirationtheAspex Eyewear followingwithhad an exclusive licenselicensee]
ofagreementof with no indicationonlythat de- date therightsall substantial was

the,extending renewingora or the likelihood offeasible in the event of default

beyond which the li-Tri-County Appellees dispute termination dateand the ‘hard’3.
renewed, expresswe nocannot be andthe of a termination censewhether discussion hard

provisiona onguide analysis. opinion as to the suchdate in Pnma TekII should the effect of
sue.”)case, however, (emphasisstanding add-express a licensee’s tothat we declined toIn

omitted).ed) (internal TekII'scitation Primaany opinion significancethe of hard termi-on
reversionary rights therefore is("Signifi- of222 F.3d at 1378 discussionnation dates. See

cantly, agreement specify inapplicable.athe does not
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after the firstlicense to extend. Inoption Parties who “hold less than all sub­
contrast, only yearstwo remain on the rightsstantial patentto the and lack ex­

patent following 27,'129 term the March clusionary rights patentunder the statute”
2018 termination date. patentSuch short (em­do not have standing. Id. at 1340-41

following added).term life expiration, coupled phasiswith This lack of standing “can­
rolling cyclethe renewal that can extend not be bycured adding patentthe title

term,to patent’sthe end of the provides owner to 1341;the suit.” Id. at Propat,
another indicator that Tri-County trans- 473 at contrast,F.3d 1193-94 (“By a bare

allferred substantial rights patent.to the licensee ... lacks standing to sue third
Therefore, the district court correct in parties for infringement.....was A bare licen­
concluding that the reversionary right in see cannot cure its lack of standing by

Agreementthe does suggest,not as Tri- joining patenteethe a party.”).as
contends,County that Tri-County retained above,As discussed Tri-County trans-

ownership patent.of the ferred all rightssubstantial in the '129
factors,After allweighing agree Azure,the we patent to allincluding exclusionary

with the district court acquiredthat Azure rights. Tri-County serves effectively as a
significant rights patent,under the '129 nonexclusive licensee. The district court
including right enforce, license,the to to to properly concluded that Tri-County lacks
control the licensing litigation,and to sub- standing suit,to bring but important-more
license, to practice exclusively, and to ly, jointo even the suit. Because Tri-

patent.maintain the Tri-County’s Countyeco- does not anyhave exclusionary
interests,nomic limited rights,termination rights under the '129 patent, it lacks

reversionaryand unfixed interest standing joinwith to the suit co-plaintiff.as a
veryaonly limited amount of time remain- Tri-County’s standing deficiency cannot be

ing on patentthe do not demonstrate that bycured adding Azure to the suit. See
it retained ownership. Morrow,the (“ToAs district 499 F.3d at 1343 demon-

found,court the balance of factors estab- strate joinentitlement to as a co-plaintiff
lishes that Tri-County transferred all sub- party][a must rightthehave to exclude

rightsstantial in patent Azure,the '129 to others from using ormaking, selling the
making Azure the pur- States.”).effective owner for invention in the United We
poses standing.of therefore affirm the district court’s dis-

missal of Tri-County.
B

II. “MAC Address”Azure and Tri-County argue that
if Agreementeven the constitutes an as­ Claim aconstruction is matter

signment for purposes of standing, Tri­ of law that we review de novo. Lighting
County joinwould still be able to suit with Ballast PhilipsControl v.LLC Elecs. N.

TheyAzure. maintain that Tri-County (Fed.Cir.2014)Am. Corp., 744 1272F.3d
(en banc).still has interests in patentthe '129 that “heavyThere' is a presump­

in jeopardy,are including reversionaryits tion” that claim “carryterms their accus­
and itsinterest in receiving pro­interest tomed meaning in communitythe relevant

from enforcingceeds patent. Appel­the at the relevant Diagnostics,time.” Home
lants’ Br. Inc.,35-36. anHaving LifeScan,interest in the Inc. 1352,v. 381 F.3d 1355

however, (Fed.Cir.2004).litigation, not court,does confer stand­ districtThe howev­
ing. suit,bring join er,To or Tri-County construed narrowly“MAC address” as

rightsmust have “exclusionary and inter­ a generated by hub,local address the even
by patentests created the statutes.” Mor­ though ordinary customarythe and mean­

row, added).499 at (emphasisF.3d 1340 ing included either local or universal MAC



1348

consis-“MAC address”The claims useordinaryfrom theDepartureaddresses.
industryonly the well-understoodpermissible tentlyis withmeaningcustomaryand

identify uniqueacted as his own a device.meaning:has topatenteethewhen
inscopeclaim peripheralor disavowed 2 that the “firstlexicographer Claim recites

during prosecutiontheor in onspecification partthe at leastidentifier is baseddevice
Corp., 415 F.3dv. AWHhistory. Phillips peripheralof the firsta addressMAC
(en banc).(Fed.Cir.2005) The1303, 1316 “plurali-43 recites that thedevice.” Claim

address”that “MACheavy presumption capable of be-ty [are]of MAC addresses
meaning in thecarries its well-established in associationing used for identification

not been overcomeindustry hasrelevant Nothingperipheral device.”with the first
here. customarydisplaces thein the claims

specifi-address.” Themeaningfully dispute meaning of “MACdo notpartiesThe
of a ancustomary meaning to the term as identi-ordinary and cation also refersthe
Ac-or “MediumAccess Control” 3:60-64patent,“Media a device. '129fier for

(commonly referredaddress (“Thecess Control” to110 uses MACHub addresses.
address) to the relevantas a MACto identify [Personaland the PEAsitself

invention. MACcommunity at the time of 110Accessory] 120. The HubElectronic
identifyused tolonghave beenaddresses toaddress to broadcastuses its own MAC

Industry litera-devices.various wireless mightThe 110 alsoall PEAs 120. Hub
inven-at the time ofand dictionariesture identifyto virtualuse MAC addresses

consistentlytion, disputed,are notwhich 120.”).PEAany physicalonePEAs within
uniqueas identifi-MAC addressesdefine

invention,time of MACAt thethedictionarythe ofexample,ers. For
assignedbe either univer­addresses couldEngi-Electrical and ElectronicInstitute of

ie., the devicesally, the manufacturer of(IEEE) asdefined “MAC address”neers
device,identifier for theuniquecreates theparticularaaddress that identifies“[a]n

ie., device, like thelocally, a networkor(MAC) sublayercontrolmedium access
creates thepatent,device of the '129hub(SAP).” The Newpointservice access
device,a likeunique givenidentifier forELECTRICALIEEE DICTIONARY OFSTANDARD

patent.in the '129peripheralthe devices(5th ed.1993);Terms 755and ElectRONics
1605, Local andIEEE Standard forJ.A.&Wiley ElectrioalKaplan,M.Steven

OverviewMetropolitan Area Networks:459ENGINEERING DICTIONARYELECTRONICS
2002)(IEEE 8,21and Architecture Mar.2004)(John (defining MACWiley & Sons

(within there is athe 48-bit MAC addressad-as “Media Access Controladdress
(U/L)Locally“Universally or administeredis,dress,” “a hardware address whichthat

... whetherbit indicates[which]addressconnec-uniquely physicalidentifies each
assigned by a localthe address has beention”). own constructionAppellees’The

”) (emphasisor universal administratorareacknowledges that MAC addresses
added).4 here isdisputeThe relevantidentifiers.”“device

Hargrave'sHargrave, name, address,See, physical or universalMACe.g., Frank4.
address.”) added);(IEEE 2001)Dictionary (emphasis Newton’s Tele-313 PressCommc'ns

2002)Dictionary (CMP Books Feb."acronym 450(defining an for Medium comMAC as
(equaling with Medium Access"48 MAC addressand MAC address as aAccess Control”

defining "a 48-bitand asunique Control Addressnumber to each network interfacebit
(Ex-number,(NIC). formally an EUI-48pro- known asGenerally, the number iscard

Identifier-48)....Unique The MACtendedgrammed the NIC at the timeinto manufac-of
card,ture; 'hence, usuallyprogrammed into theindepen- Address isand locationit is LAN

”)address, (emphasis add-at the timecalled a hardwaredent. ... Also of manufacture
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whether the claimed “MAC See,address” on other technical literature. e.g.,
Youngnarrowly,should be read as a J.A.1970-71, Aitel,device iden- SusaN & Dave

StRategytifier that can only generated locally by Handbook,be The HaCKER’s The be­
Breaking Defendingdevice, therebythe hub excluding the “uni- hind into and Net­

versal” type by (CRCMAC address 2004)created the works Press (referring to
manufacturer theof device. We see no (MAC)“Media Access asaddress” a

to limitreason this established term of art “unique assignedaddress to a networking
only hub-generatedto Theaddresses. device upon byits creation the manufac­

claims of patentthe '129 do not specify turer”); J.A.1978, Implementing QoS,
whether the generated“MAC address” is available at http://vonage.nmhoy.net/qos.
locally universally.or The specification (last 2014) (“MAChtml 7,visited Oct. Ad­

(MAC)phraserefers to the “Media Access prioritizesdress network bydevices their
address,” and not “Media Access Control (MAC Address).”).Media ACcess Address
(MAC) Based on singleaddress.” this This one indicium therefore simplyis not a
reference, the district court thatconcluded strong enough suggestion that the inventor
the patentee a“coin[ed] new term” distinct intended to displace a well-established

address,from a standard MAC inwhich Techs.,term of art. See Ancora Inc. v.
turn was hub-generatedlimited to ad- Inc., (Fed.Cir.­Apple, 732,744 F.3d 738

Azure, 173788,dresses. 2013 WL at *4. 2014) (holding specificationthat does not
disagree. patenteeWe aFor to asact his set out redefinition for memory”“volatile
lexicographerown giveand a term some- term clear ordinaryand its meaning can-

thing other than its well-established mean- not “bybe aovercome few passing refer-
ing, “clearlyhe must set forth a definition ences do notthat amount to a redefinition

disputed Fitness,of the term.” CCS Inc. disclaimer”).or This is especially so be-
1359,v. Brunswick Corp., 288 F.3d 1366 “clear,cause settled,“MAC address” has a

(Fed.Cir.2002). The lexicography must objective”and meaning a personto of
appear with clarity,“reasonable deliber- ordinary skill in the art. id. at 737See
ateness, precisionand sufficient to narrow (finding term memory”that “volatile has a
the definition of the claim term in the “clear, settled, objective”and meaning that

urged.”manner SyntronAbbott Labs. v. leaves publicrelevant firmwith under-
Bioresearch, Inc., 1343,334 F.3d 1355 standing scopeof something excep-“unless
(Fed.Cir.2003). tional sufficiently supplants that under-

standing”). context,And when inread itsingle,theThrough cursory use of
(MAC) becomes clear that that “Media Access“Media Access droppingaddress” —

(MAC) inaddress” the specificationthe word hasspecification“Control”-—the did
meaningnot the samere-coin an established as that of abyterm of art traditional

redefining it MACto have a narrower address: it is adefinition device identifier.
(“Eachthan patent,the '129traditional MAC address. 3:31-32Drop­ is iden-device

ping (MAC)the address.”)word “Control” not bywas unknown a Media Accesstified
ordinary art, added).to those of skill in the (emphasisbased

ed). references, gleansFrom point. priorthese the dissent artThe cited on the face of the
definitions,inconsistent patentwhich do not exist. '129 consistentlyuses MAC addresses

Dissenting Op.See specification,1340-41. That ad-MAC with IEEEthe as either univer-
usually See,programmeddresses were a de- Applica-into sal or addresses. e.g.,local PCT

00/68811, 16,vice at the time of manufacture (publishedmeans that tion WO 5:7-10 Nov.
2000)they address);sometimes were not. The (describingIEEE Stan- a universal MAC

6,570,857,Metropolitan (describ-dard for andLocal Net-Area U.S. No.Patent 4:30-35
specification address).works simply ingbuttresses that a local MAC
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(Fed.Cir.2003) (discussing cases1298,limi- 1305hub-generation-onlythereadingIn
claims, court featurelanguagethe district claim becauselimitinginto thetation

specifica-thepartsthe of invention”to to thepointedalso “described as essential
generatinghub devicereferring to thetion specifica-thedeclining to do so whenbut
“MAC ad-newly coinedtheassigningand thethat the cam istion “does not state

Azure,devices.peripheralthedress” to itself’).inventionactual
see,*4-5; '129173788, e.g.,2013 atWL Moreover, specificationin ornothing the

(“The assignsHub 110 thenpatent, 11:2-3 attempthistory showsprosecutionthe an.PEA.....”). Fail-thetoa MAC address lackingart for adistinguish priorovertospecificationin thea referenceing to find
See SciMedhub-generated MAC address.address-MACmanufacturer-generatedto

Sys., Inc. v. CardiovascularAdvancedLife“MACes, that the claimedit concluded
(Fed.­1337,Inc., 242 F.3d 1343-44Sys.,hub-generated.must beaddress”

Cir.2001); Alloc, TradeInc. v. Int’l
referencespecificthere noAlthough is (Fed.Cir.2­Comm’n, 1361, 1371342 F.3d

MAC addressesuniversally generatedto 003).5
using a term the samespecification,in the

reasons, adopt Azure’sweFor thesebyis notembodimentsway in all disclosed
construction of “MAC address”proposeda term of art.to redefineitself sufficient

auniquelythat identifiesas “an addressInc.,Hospira,v.S.A.See Aventis Pharma
agroup of devices on shareddevice or(Fed.Cir.2012);1324, CCS675 F.3d 1330

Accordingly, wemedium.”communicationFitness, specifica-at 1366. The288 F.3d
noninfringementjudgmentthe ofvacateclarity putto“must have sufficienttion

proceedings, con-and remand for furtherin the art on noticereasonably skilledone
opinion.thissistent withtheintended to redefinethat the inventor

& Co. v. Tevaclaim term.” Merck AFFIRMED-IN-PART, VACATED-
Inc., 1364, 1370395 F.3dPharms. USA IN-PART, AND REMANDED.

(Fed.Cir.2005); Wa-see also Innova/Pure
ter, Sys.,FiltrationInc. v. Water CostsSafari

(Fed.Cir.2004)1111, 1117381 F.3d shall their own costs.partyEach bear
(“[E]ven only apatenta describeswhere

embodiment, claims will not be readsingle byDissenting-in-part opinion filed
patentee has dem-restrictively unless the Judge MAYER.Circuit

limit thea clear toonstrated intention
MAYER, Judge, dissenting-in-Circuitomitted).(internal quotationscope.”)claim

part.specificationthe re-The statements in
thorough andagreeI with the court’sneither de-upon bylied the courtdistrict

analysis standingof thewell-reasonednor exclude universalfine “MAC address”
respectfully dissent fromquestion, butnot statespecificationThe doesaddresses.

opinion.II of the TheSection court’saddress is thehub-generatedthat a MAC
7,756,129of Patent No.specification U.S.hub-genera-or thatactual invention itself

(the unam-patent”) repeatedly and“'129tion is a critical See SunRacefeature.
term “Mediaindicates that theCorp., biguously336 F.3dRoots Enter. Co. v. SRAM

generates MACad-where the hub thewould also ments5. The district constructioncourt's
device,generating entirelyperipheralthe hub device its own it isresult in dress for each

address, generatingin to theMAC addition device's ownon the source the hubsilent of
peripheral devices.addresses for theMAC address.MAC

Although specification discusses embodi-the



1351

(MAC)Access address” refers to an ad- address to each peripheral device. Id.
assigneddress that is ato de-peripheral (“[T]hecol.ll 11.2-4 ... assigns[h]ub a

byvice a device. The patenthub neither MAC address to the [peripheral device].”);
contemplates nor enables otherany meth- (“Whenid. col.ll 11.50-54 the [h]ub suc­
od of network communication. The court cessfully receives the attach-request from

plausible justificationoffers no for disre- [peripheral device],the it assigns a MAC
garding unequivocalthe disclosure in the address to the [peripheral device].”); id.
specification dramaticallyand expanding (“Thecol.ll 11.55-60 [h]ub sends the new
the definition of “Media Access address” to MAC inaddress an attach-assignment

anycover uniquelyaddress that identifies message to the now-identified [peripheral
a device on a shared sys-communication device].” (diagram reference numbers
tem. The jettisondecision to the trial omitted)); (“Theid. col.1211.31-34 [periph­
court’s claim construction is predicated al- eral waits fordevice] an attach confirma­

exclusivelymost purportedon a industry tion from the using[h]ub the new MAC
definition of the term “Media Access Con- and,address ... upon it,receiving sends a

address,”trol but that term is found no- (dia­final acknowledgement to the [h]ub.”
where in the patent.'129 gram omitted)).reference numbers With­

out exception, patentthe '129 uses theI.
term “MAC toaddress” refer to an ad­

Over and over again, patentthe '129 that generateddress is by the hub device.
(MÁC)makes clear that a “Media Access Nothing in specificationthe contemplates

address” is an address assigned pe-to a that a Media Access address will be as­
ripheral bydevice a hub device. pat-The signed peripheralto a device at the time it
ent explains that “a single [h]ub device” is Instead,manufactured. as the district

with multiplecommunicates peripheral de- correctly concluded,court “what is defined
vices, 1.28,id. col.3 and “orchestrates all and inconsistently disclosed” pat­the '129

in thecommunication [Personal Area Net- ent “is a MAC address that originates with
work],” id. col.3 1.33.Each peripheral de- Networks,the hub device.” Azure LLC v.
vice assigned (MAC)is a “Media Access PLC, 11-CV-0139,CSR No. slip op. at 2address,” 1.32,id. col.3 by the hub device (E.D.Tex. 2013).17,May
when it partbecomes of the communica-

specificationThe typically provides “thenetwork,tions id. col.ll 11.50-52.The Sum-
primary guide to claim interpretation.”mary of the Invention describes a single

AKArcelorMittal France v. Corp.,Steelbymethod peripheralwhich devices are
1314,700 F.3d (Fed.Cir.2012);1320 seenetwork,attached to the a method that

Techs.,also Becton,Retractable Inc. v.requires that the hub assigndevice a Me-
Co.,Dickinson 1296,& 653 F.3d 1305dia Access to eachaddress peripheral de-

(Fed.Cir.2011) (“It is axiomatic that thevice. Id. col.l 11.57-61 (explaining that
claim processconstruction entails more“[t]he peripheralunattached ...device re-
than viewing the claim language in iso-ceives a new address from the hub device
lation. Claim language alwaysmust be... and communicates with the hub device

inread view of the written description.”).using address”);the new col.2id. 11.8-14
Here, because specificationthe repeatedly(explaining that the peripheralunattached
makes cleardevice that the terma “Media Access“reeeiv[es] new address from the
(MAC)hub device” address” refersand is to an as-to the net- address“attach[ed]

using address”). signedwork bythe new aspeci-The hub device—and discloses no
goesfication on repeatedlyto otherdescribe a method for network communica-

system in which the hub device anassigns tion—the court has no vastlywarrant to
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identifiers, locally assigned addresses.”that notany addressterm to coverexpand the
at 39-40.Defendants-Appelleeson a network. Br. ofa deviceuniquely identifies

Johnson, 712&v. JohnsonSee Saffran If itproof.one ofproblemAzure’s is
(Fed.Cir.2013)549, (explaining560F.3d beyondfarenlarge its claimswanted to

inbe construedshouldthat a claim term itspecification,in theanything described
“[e]xtensive, consistentwith itsaccordance coming forward withhad the burden of

Kinetic Con-specification”);inusage the only that theredemonstrating notevidence
Inc.,Grp., 554Sky Med.cepts, Inc. v. Blue of theindustrya common definitionwas

(Fed.Cir.2009) (refusing to1010, 1019F.3d address,” but that that defini-term “MAC
to cover fistu-the term “wound”construe both ad-necessarily encompassedtion

“ex-a construction wouldlae because such manufac-assigned at the time ofdresses
beyondthe claims farscopethe ofpand by simplea local network. Theture and

specification”).in theanything described however,fact, that Azure failed to ad-is
pres-notspecification need“Although the Indeed, its refer-anyduce such evidence.

permutationor ofeveryent embodiment divergent of theprovideences definitions
limit-the claims are notthe invention and heavilyAzure relies on an Instituteterm.

of theembodimentpreferreded to the Engineersand Electronicsof Electrical
invention, enlargeneither do the claims (“IEEE”) specification which indicates

beyond what the inventorpatentedwhat is assigned ei-that MAC addresses can beNetword,the invention.”has described as
locally or at the time of manufacture.ther1347,242Corp.,v. F.3dLLC Centraal

1604-07. Other references AzureSee J.A.(citation omitted).(Fed.Cir.2001)1352
court, however,the trial indi-provided to

atypicallycate that a MAC address is 48-n.
assigned to a network interfacebit numberthefundamental errors infectThree

manufacture,at time of not ancard theexpand patentto the '129court’s decision
peripheral bya deviceassignedaddress topatenteesan that theto cover invention

in '129a local hub device as described theFirst, theneither claimed nor described.
Hargrave’s Commo’ns Dictio-patent. Seepartiesthat do not“[t]hecourt states

naey (A(2001) “MAC address” is “[a]313dispute ordinarythe and cus-meaningfully
in-unique48-bit number to each networktomary meaning of a ‘Media Access Con-

(NIC). Generally, num-terface card theAccess Control’ addresstrol’ or ‘Medium
programmedber is into the NIC at theaddress)(commonly to a MACreferred as

hence, itmanufacture;time is LANofcommunity at the time ofto the relevant
(emphasisindependent.”and location add-at Thisthe Ante 1348. isinvention.”

Dictionaryed)); Telecom 450Newton’sDefendants-Appellees vig-Theincorrect.
(2002) (A is a “Medium“MAC address”orously persuasively that—and —contend

aAccess Control Address” or “MAC(“Azure”)Networks,Azure LLC never es-
“traditionally is in the form ofname” thatthat, the claimedat the time oftablished

number, formerly known as ana 48-bitinvention, industrythere was a standard
(Extended Indentifier-48),UniqueEUI-48the term “MAC address”definition of

(LocalLAN Areauniquewhich is to eachnecessarily both ad-encompassedwhich
Card).Network) (Network InterfaceNIClocally and at the time ofassigneddresses

theprogrammedThe MAC address is intoAzure, incontrary,manufacture. To the
card, usually at timethebrief, “citedopeningits claim construction of manufacture.”

added)). fact that Azure’s(emphasis Thethat make clearquotedand two references
inconsistent defini-provideown referencesordinaryof skill would under-that one

of the term “MAC address” belies itspre-programmedas tionsstand MAC addresses
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usinga “standard in­ were the termcontention that there was instead “Media Ac-
definition,” (MAC)Plaintiffs-Appel­Br. ofdustry consistentlycess address” with the
43, to over­lants at of the term sufficient in specificationdisclosure the to refer to

“[ejxtensive, usage,”consistentcome its assigned peripheralan address to a device
560, specifica­at in theSaffran, 712 F.3d by a hub device.

Marpossv.tion. See Renishaw PLC So­ Indeed, any doubt as to whether the
Azioni, 1243,158 F.3d 1250percieta’ meaning of the term “MAC address” as

(Fed.Cir.1998) (emphasizing that “a com­ patentused in '129the was intended to be
expressedsuch as one in ameaning,mon

any purported industrydifferent from un­
dictionary, that flies in the face ofrelevant

derstanding of the term byis resolved
undeservingis ofpatentthe disclosure

reference to thedocuments inventorsfealty”).
provided. patentthemselves The '129 was

recognizing that Azure’sApparently developed in the course of the inventors’
argumentclaim construction rests on a work on a project “BodyLAN.”known as

foundation,very evidentiaryfeeble the occasions,separate BodyLANOn six the
court creates out of whole cloth its own specification phraseuses the “Media AC­

Indefinition of “Media Access address.” cess,” capitalizing both the “A” and the
view,the court’s a Media Access address is 1664, 1686,first in “Access.”“C” See J.A.

anything that identifies a device on a net-
1691, 1701. The fact that the inventors

work, it ferreted out two dictio-and has
“M,” “A,” “C,”capitalized the the and the

itnary supportdefinitions that believes its
in the term “Media ACcess” indicates that

definition of the term. See ante at 1348.
in acronymthe letter “C” the “MAC” re­dictionary partdefinitions are not ofThese

infers to the second letter the word “ac­record, however,the and the Defendants-
cess” and not to the word “control” in ato chal-Appellees opportunityhave had no
media access control address. See Com­lenge fundamentally,them. Even more

Dell, Inc.,puter Docking Corp.Station v.the one cited definition that could even
(Fed.Cir.2008) (em­1366,519 F.3d 1374exceedinglythis court’sarguably support

phasizing “repeatedthat and definitive re­statingonebroad claim construction —the
description”marks in the written can re­that a “Media Access Control address” is

term); Renishaw,particularstrict a claimuniquely“a hardware address which iden-
(“[Wjhere1250 there are sev­158 F.3d atconnection,” ante atphysicaltifies each

term,meaningseral common for a claimto a term found nowhere inpertains1348—
awaypatent pointthe disclosure serves topatent.the '129

improper meaningsfrom the and toward
Language uponmatters. The definition

proper meaning.”). Significantly,the the
court’s claim construction iswhich the

justBodyLAN specification, speci­like thea definition of a “Media Ac-predicated is
patent,fication of the '129 makes clearaddress,” Ac-cess Control not a “Media

originatesthat a address“Media ACcess”address,” the term used in the '129cess
with the hub device. See J.A. 1701.patentSee '129 col.3 11.31-32patent.

Finally, assuming arguendoeven that(“Each by adevice is identified Media
andambiguousthe term “MAC address” is(MAC) address.”). fact thatAccess The

to cover ad-potentiallycould be construeddropped word “control”patenteesthe the
ofassigneddresses to a device at the timeacronymfrom their definition of the

manufacture, a construction wouldsuchIt indicateshighly significant.“MAC” is
invalid.render the asserted claims Seethey relying any purport-that were not on

Int’l.,Fitness, Cybexacronym, Free Motion Inc. v.industryed definition of the but
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(Fed.Cir.­1343,Inc., unreasonably expandedn. 4 to cover addresses1349423 F.3d
2005) a can manufacture,that court “con­(explaining assigned at the time of then

validitytheirpreserveclaims tostrue Mag­the claims are invalid. Seeasserted
the toolsall availableapplyingwhen after (“[A]Sil, at patentee687 F.3d 1381 choos­

... the claim is stillclaim constructionof claim atlanguage periles broad the of
(citations quota­and internalambiguous” losing -any claim that cannot be enabled

omitted)). patentThe '129 de­tion marks scope coverage.”);fullacross its of Liebel-­
asystema in which hub “orches­scribes Medrad, Inc.,Flarsheim Co. v. 481 F.3d

network,communication” inall thetrates (Fed.Cir.2007) (“The1371, irony1380 of
1.33, by creating MACpatent'129 col.3 patentee]this situation is that suc­[the

assigning peripher­them toaddresses and cessfully pressed to have its claims include
devices, patentcol.1111.2-4.The doesal id. jacketless but,system, havinga won that

wayanynot describe other for the hub battle, it thatthen had to show such a
the attachment and com­performdevice to

enabled,fully challengeclaim was a itsteps required bymunication the asserted
meet.”).could notclaims. It contains no disclosure of how

ifthe claimed network would function the
peripheralhub had to communicate with

using unspecified potentiallydevices and
proprietary addresses which had been as-

atsigned to those devices the time of
expandmanufacture. To the ofdefinition

MAC address to include addresses as­
PHARMA, INC.,ANTARESofsigned at the time manufacture would

Plaintiff-Appellant,permit patent encompassthe '129 to a
network that the inventors neither contem­ v.
plated adequatelynor described. See

PHARMAMEDAC INC. and MedacNautilus, Inc.,Instruments,BiosigInc. v.
GmbH, Defendants-Appellees.- -, 2120, 2124,134 S.Ct.U.S. 189

(2014) (“[A] patentL.Ed.2d 37 is invalid No. 2014-1648.
claims,for indefiniteness if its in lightread

United States Court of Appeals,the specification delineating patent,of the
Federal Circuit.inform,prosecution history,and the fail to

certainty,with reasonable those skilled in 17,Nov. 2014.
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