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WIRELESS,FREEDOM
Plaintiff,INC.,

v.

COMMUNICATIONSBOSTON
al.,GROUP, INC., et

Defendants.

No. 00-CIV-1129.

Court,DistrictStatesUnited
D. Massachusetts.

19, 2002.Aug.

IV, Dosko-Douglas C.Saylor,F. Dennis
Brunetti, Proctercil, Cheryl L. Goodwin

Zeller,Boston, MA, T. Ste-LLP, Michael
Anderson, Urquhart,A.D. Williamven

P.Taggart,P. JohnOng,Y. EricaJohanna
Quinn EmanuelHutnyan,C.Quinn, Diane

LLP, An-LosHedges,Oliver &Urquhart
Pressman, BramsonCA, A.Robertgeles,
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Pressman, Conshohocken, PA,& for legedPlain- to have been ininfringed this case
tiff. (issuedare 5,722,067U.S.Patent No. Feb.

1998)24, and (is-6,157,823U.S.Patent No.Perkins,E. Stenger,Susan Smith & Co-
5,sued 2000),Dec. both ofhen, which wereHenry, Eliot,Vickie L. Foley, Hoag &

inissued theLLP, names ofNilsson,John E. co-inventors DanielFoley, &Hoag
HarnedLLP, and DouglasEliot Stephen Deutseh, FougniesB. as-Foley and

LLP, signed toHoag FreedomGreen, Perkins, byLawrence G. wayWireless of its
Cohen, Boston, predecessorMA,Smith company,& CellularChristopher Express,

Hockett,B. Hadden, 2002,J. Inc. On 3,David JuneJames G. Defendant Boston
Snell, Pierson,F.Eric Pierson,Patrick T. Inc.,Communications (“BCGI”)Group,

Weston,Patrick T. Woods, filedMichael E. a motion for summary judgment al-
Huser,Mary T. Taclas,Adrienne L. S. thatleging Freedom Wireless is not the
Platt,Christian Bingham LLP,McCutchen owner of the patentstwo and,at issue
Alto, CA,East Palo Rebecca Hooley, Bing- therefore, lacks standing to sue in-for

LLP,ham Francisco,McCutchen CA,San fringement. The Court heard argument
Brutman,Laura Maldari,Frank Douglas on this 23,issue on July 2002.

Kline, Febeo,J. Karenn L. Rockville Cen-
It is a basic principle of patenttre, NY, Testa,Jennifer L. Conrad, Hur-

law that a party who lacks legal ownershipThibeault,witz & LLP, Boston, MA, Ed-
of a patent is without standing to forsueDiLello,ward V. Guy Yonay, Darby &
infringement patent.of that FilmtecDarby, New York City, Griffin,Joan M.
Corp. Inc.,v. Allied-Signal 1568,939 F.2dCooke, Clancy Gruenthal, LLP,& Boston,

(Fed.Cir.1991)1572 (stating that a partyMA, Baird,Peter D. Halloran,Richard A.
who lacked patent title would be withoutRoca, Phoenix, AZ,Lewis & Norma G.
“standing to bring the present action”);Formanek, Joeston,Nan E. Farella Braun
Vaupel Textilmaschinen v. MeccanicaLLP,& Martel Francisco, CA,San Scott

Italia,Euro 870, (Fed.Cir.­944 F.2d 875Lindvall,G. Pierre R. Yanney, James
1991) (stating a partythat who assigned allHanft, Laurenzi,Robert Darby Darby,&
of its inownership patenta has “rightnoNew City,York P. Spzak,Mark Luke T.
to sue for infringement”). Furthermore,Cadigan, Ropes Boston,Gray, MA,& Mar-
the party invoking jurisdictiontin federalCunniff,F. Han,Edward Mark D.
bears theWegener, burden ofHowrey Simon, establishing the& ele­Washington,

DC, ments ofChristopher Dillon, standing. LujanR. v.Ropes Gray,& Defenders of
Boston, MA, Wildlife, 555,Monique Drake, 561,504Gibson, 2130,M. 112U.S. S.Ct.
Dunn LLP, (1992).& 119Denver, CO, L.Ed.2d Thus,Crutcher 351 to maintain

Verhoeven,Charles K. Quinn this patentEmanuel suit for infringement,Ur- Freedom
quhart LLP,Oliver Hedges& San Fran- Wireless must set forth facts sufficient to
cisco, George Rockas, Wilson, Elser,C. establish its ownership of the patents at
Moskowitz, Dicker, Boston,Edelman & issue. Because this Court rules that Free­
MA, Swain,Philip C. Foley, Eliot,Hoag & dom Wireless burden,has satisfied this
Boston, MA, for Defendants BCGI’s motion summaryfor judgment is

denied.
MEMORANDUM

It undisputedis that Mr. Harned and
HARRINGTON, Senior District Judge. Mr. Fougnies conceived of the invention
This case patenta ininvolves claimed theinfringement patentstwo at issue some-

by Wireless, (“Freedomsuit Freedom Inc. time between 1994,1993 earlylate and
Wireless”). The patentstwo that are al- when Mr. Harned was working for Orbital
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Company’s“in thephraseprepositionalDivisionDataSpaceCorporation/Sciences
modifiesconducting business”ofemployment methodsof his(“Orbital”). partAs

series.precedingOrbital, had inHarned nouns theMr. all threewithcontract
Bros., Indemnityv.Inc.See,following e.g.,covenant: Pandolthetoagreed

*2,498912, atCo., 1996WLMarine Assur.that all inven-agreesEmployeeThe
Cir.1996)(9th (unpublished)in F.3dimprovements 97 1460ortions, innovations

naturalitsconducting mostparagraphof (“Givingmethods thisCompany’sthe
contributions, ...phrasenew(including prepositionalthemeaning,business

discoveries) con- [par-...and itcomes beforeall thatimprovements modifies
duringEmployeeby the off thismade setor no commasticularly where]ceived

tobelongperiod it.”). Thus,employmentheror precedeshis whatfromphrase
willEmployeeTheCompany.the Harned wasMr.agreement,theunder

inventions, inno-suchdisclosepromptly his own-assigntoobligationanonly under
Compa-to theimprovementsvations or Compa-... in theany “inventionership to

reasonablyall actionsperformny and thatconducting business”ofny’s methods
toCompany establishby therequested periodduring hisbyof himwas conceived

includingownership,suchconfirmand with Orbital.employmentof
incooperation connec-tonot limitedbut

contractof theinterpretationThispat-obtainingCompany’swithtion the
to Or­only relatedcovering inventionsascopyright protection.ent and/or

isconducting businessofbital’s methodscon-agreementthat thisarguesBCGI
in of thelightappropriateparticularlyininterestexpectantanOrbitalveyed to

discouraging contractspolicystrong publicainvention, vested aswhichHarned’sMr.
onrestraintcreate an unreasonablethatownership atfull legallaw intoofmatter

years, courtsone hundredFortrade. overofconceivedHarned firstMr.the moment
upon employmentskepticallylookedhavearguesBCGIConsequently,his invention.

to as­employeerequire ancontracts thatatpatentsof theis ownerthethat Orbital
See,employer.to hishis inventionssignsubsequentMr. Harned’sthatandissue
138,Bates, 192 Ill.v.Co.Bates Mach.e.g.,Free-toassign theto inventionattempt

(1901); Minn.145, Guth v.51861 N.E.was acompanypredecessordom Wireless’
(7th385,Co., 38872 F.2dMfg.&Min.nullity.legal

Ciavatta,Cir.1934); Co. v.Ingersoll-RandBCGI’sdisagrees withThe Court
(1988).624-26,609, A.2d 879542N.J.110contractemploymentthethatcontention

withopen-endedcontracts aresuchWhereacreatedand OrbitalMr. Harnedbetween
matter,subjectlimit orrespect to timeinven­Harned’sof Mr.assignmentvalid

asunenforceablethey may consideredbeFirst, of contractuala mattertion. as
Ingersoll-Rand,policy.public Seeagainstthat underholdsthis Courtinterpretation,

(“Courts,624, 879542 A.2dat110 N.J.wasMr. Harnedcontractthe of theterms
assign­however, inventionnot enforcewillanrights toassign hisobligated toonly

unreasonably obligatethatment contractstowas relatedif inventionthatinvention
toevery instancein each andemployeeanconducting business.ofmethodsOrbital’s

employee’sownership of thethetransferonly appliesagreementtheThis is because
alsosee Cal.employer.”);thetoinventionor“inventions, improve­innovationsto

(2002) that in­(providing§ 2870Lab.Codeof con­Company’s methodsin thements
arethatassignment contractsvention(including new contribu­ducting business

and sub­to timediscoveries).” respectwithopen-endedtions, andimprovements
andpublic policyagainstareject mattertheordinary English usage,rules ofUnder
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unenforceable). Thus,therefore public why Freedom Wireless does lacknot
policy ansupports interpretation of the standing to sue for patent infringement.
invention assignment contract between Mr. Freedom Wireless does not lack standing
Harned and Orbital that limits agree-the to sue because the invention assignment
ment to inventions that are within the contract in this case was anmerely agree­
subject employmentmatter of the relation- byment Mr. Harned to assign his inven­
ship. tion to Orbital at pointsome in the future

and not an presentactual assignment. Ar­Having first held that the contract
achnid, Inc. Indus., Inc.,v. Merit 939 F.2dbetween andOrbital Mr. Harned is limited
1574, 1580-81 (Fed.Cir.1991). In order forto relatinginventions to Orbital’s methods

pre-inventiona assignment contract to cre­business,of conducting this Court further
a presentate assignment of an expectantholds that Mr. was requiredHarned not to

interest in an invention that automaticallyassign the invention claimed in patentsthe
byvests operation of lawat into anissue this actualin case because the invention

assignment upon conception,did not therelate to contractOrbital’s of con­methods
must containducting words of presentbusiness. The two patents conveyanceat is­

in and requiresue mustthis case are for “noprepaid further actwireless anonce
telephone billing, inventionwhich is a form being.” Filmtec,[comes]of wire­ into

telephoneless 939 (inventorcommunications that F.2d at Compareallows 1570. id.
users to inpay for “agreesadvance to grant herebycellular tele­ grantand does
phone service. Wireless,See Freedom ... the full and entire domestic right, title
Inc. v. Boston Group, interest”), Imatec,Communications and and Ltd. v. Apple
Inc., (D.Mass.2002) (de­198 F.Supp.2d 11 Inc.,Computer, 471,81 F.Supp.2d 478
scribing technologythe of prepaid (inventorwireless (S.D.N.Y.2000) “agree[s] to as­
billing). its embodiment,In most generic herebysign, and assign,dotes] ... all my
prepaid billingwireless utilizes some form rights invention”),to Arachnid,with 939
of conjunctionelectronic insignaling with (inventorF.2d at 1576 agrees “anythat
a computer database to charge a custom­ inventions ... shall be the of theproperty

prepaider’s everyaccount time a cellular CLIENT and all rights thereto will be
call is made or received. On the other assigned by [inventor]”). agreementThe
hand, spaceOrbital is a technology compa­ case,in this which states that “all inven­
ny that develops space-­satellite-based and tions ...belong to the Company,” and

services,based including personal satellite requireswhich future byacts the inventor
navigation guidanceservices and systems such as “disclos[ing]” the invention and
for Prepaidrockets. wireless billing does “performing]” actions necessary to estab­
not relate to the methods of conducting a ownership,lish is not conveysufficient to
business dedicated to developing satellite-­ legal title Arachnid,to the invention. 939
base and Thus,rocket-based services. be­ (“TheF.2d at legal1581 title to an inven­
cause the invention inclaimed patentsthe passtion can to only byanother a convey­
at issue is not sufficiently related to Orbit­ ance.”) Curtis,(quoting G. A Treatise on
al’s business,methods of conducting Mr. (4th 1873)).§the Law Patents 170 ed.ofHarned was not obligated assignto his Thus, ifeven the contract Mr.between
rights to Orbital. Harned and Orbital covered the invention

claimed in patents issue,the at FreedomFinally, subjectin addition to the
Wireless would still legalhave title to thematter limitation contained in the inven­

andpatent standing sue into this caseassignment agreementtion between Orbit­
Harned, employmentbecause the contract did notal and Mr. there is another reason
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convey legaltosufficienttermscontain
Arachnid, at939 F.2dOrbital.title to

1581.

that Freedomrulesthis CourtBecause
patentsof theownerlegaltheisWireless

case, forB motionCGI’sin thisat issue
of stand-on lackbasedsummary judgment

hereby denied.ing is
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Opinion and Order

KEETON, Judge.District

Pending MattersI.

followingare thePending for decision
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(Docket 57,No.Summary Judgmentfor
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2002)24, Materials68, withAprilfiledNo.


