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455(b) addressesspecificallythat Section
AFFYMETRIX, INC., Plaintiff,already explained,reasonsan issue.5 For

upon byof reliedthe combination bases v.
aggregatein thestrongeris noplaintiffs

(N.Y.); Competi­PE CORPORATIONAc­individually.each consideredthan
Technologies, Inc.; Applerative Cor­presentwouldplaintiffs’ motioncordingly,

poration; Perseptive Biosystems, Inc.,law to whichcontrolling question of asno
Defendants.ground for differencethere is substantial

if the waiver were disre­opinionof even 0634(NRB).No. 01 Civ.
garded.

Court,DistrictUnited Statesinterlocutory appealanNor would
NewS.D. York.materially to advance thelikelyhere be

Thelitigation.of theultimate termination 28,Jan. 2004.
the)(although not all of issuesprincipal

case, including the recu­by thispresented
itissue, substantially common tosal are

appeals alreadyto Faulkner. Directand
in of the cases decidedpendingare some

disposi­Thecaption.under the Faulkner
appealson the directtion of those issues

of identicallikely dispositiveto be theare
interlocutoryAnand similar issues here.

noth­in this case would accelerateappeal
ing.

would lead theThe same considerations
if theredenyto certification evenCourt

controlling issue of law on whichwere a
ground for differencethere is substantial

appealifopinionof and even an immediate
dispositionthe ultimate ofwould advance
Appealsof willthis lawsuit. The Court

tender in de-plaintiffsresolve the issues
There sim-ciding appeals.the Faulkner

for an interlocu-ply practicalis no need
case,tory in this which would serveappeal

fur-only Appealsthe ofto burden Court
good reason.ther for no

motion forAccordingly, plaintiffs’the
1292(b)§under 28 iscertification U.S.C.

denied.

SO ORDERED.

1147, (1994).States, 540, 53, 474Liteky 114 S.Ct. 127 L.Ed.2d5. v. 510 U.S. 552-United
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Koch, Tweed,Milbank,Robert J. Had-
LLP,McCloy DC,ley Washington,&

Dawson, Jaworski,Ralph FulbrightC. &
LLP, York, NY,New for Plaintiff.

Kalow, LLP,SpringutDavid Kalow &
NY, Powers,New York Matthew Weil

LLP, Shores,MangesGotshal & Redwood
CA, for Defendant.

ANDMEMORANDUM ORDER

BUCHWALD, Judge.District

complaint byThis case arises from a
Affymetrix, (“plaintiff’) seekingInc. inter

declaratoryalia a judgment against PE
(New York),Corporation Competitive
Inc.,Technologies, Applera Corporation,

(collec-Perseptive Biosystems,and Inc.
“defendants”)tively patentsthat five
by Competitiveowned defendant Technol-

unenforceable, invalid,ogies are and not
infringed. patentsThe at issue are United

4,458,066 (“pat-States Patent Numbers
’066”),4,500,707 ’707”),5,132,-(“patentent
(“the 5,153,319patent”),418 ’418 (“pat-
’319”) ’679”).4,973,679 (“patentent and

Now pending plaintiffs separateare mo-
summarytions for judgment on the issues

1)of: whether in in-engageddefendants
equitable during prosecutionconduct their

2)suit;patentsof all five in whether cer-
tain patentsclaims of the ’066 and ’418

anticipated bywere an article entitled
Synthesis Ohgodeoxypyrimides“The of on

(“the article”),Polymer Support”a 1980
inpublished Kingdomthe publica-United

Letters; 3)tion Tetrahedron and whether
patentthe ’679 fails to require-meet the

§§ments of 35 U.S.C. 101 and 112. For
below,the reasons plaintiffsset forth mo-

granted parttion is in in part.and denied
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thatunderstanding puthis he onwasBACKGROUND
publica-a “atightsuch schedule becauseprosecution pat-of theA. Defendants’

imminent,” publicationtion was and prior
ents at issue

filing jeopardize filingto would UPI’s
families of pat-lawsuit involves twoThis that,inrights countries unlike the United

ents, Marvin Caruth-for which Professor States, graceaprovide perioddo not for
common inventor. Caruthersis theers (Itfiling publication.after A353-54. was

(“the C Mthe first line &co-invented only filing Margolisthat learnedafter
’066, ’707,line”), patents ’418of which already publish-that the had beenarticle

issue, 1980.)at Dr. Mark Mat- 19,’319 are withand Februaryed on
(“theteucci, Band the second line C & after li-Subsequently, begunUPI had

issue,line”), ’679is atonly patentof which censing Systemstothe invention Genetic
Both inventionsSerge Beaucage.Dr.with (a inpredecessor Applera)to defendant

laboratoryin at thedeveloped a Uni-were June, 1981, the firmpatenthired lawUPI
Colorado, ahad contractversity of which (“theScott,Scully, Murphy Pressey&

Patents, (UPI),1Inc.University towith firm”) aScully to prepare continuation-in-
patent Both inventions de- (CIP).3its inventions. application Scully,Dr. whopart

polynucleo-processes producingfor organicscribe unlike holds a inMargolis Ph.D.
CIP,tides, chemistry,are of DNA used a 58 whichfragments prepared pagewhich

24,1981, yearfiled oneUPI on March overmainly for lab research.
after the of 1980 article.publication the1980,19,February Caruthers andOn

3,patent JulyThis as onCIP issued ’066articlepublished an entitledMatteucci
significant1984. to this case isWhat isof onSynthesis Oligodeoxypyrimides“The

that, changes, patentother ’066among(“the article”) inPolymer Support” 1980a
language parentused than thebroaderKingdom publicationthe Tetrahe-United

supportto describe the struc-applicationlater,days onlyTen andLetters.dron
polynucleotideson were toture which the

after UPI first oftwo weeks was notified synthesized “protecting group”thebe and
invention, A186,2see filed a 14-the UPI to reactive of certainused cover the sites

126,-application,page patent Serial No. synthesis,in thecompounds involved
(“the parent which wasapplication”),025 thereby unwanted reactionspreventing

by outside coun-prepared regularUPI’s Part II.at these sites. Seeoccurringfrom
time, Margolis. Mrsel at the Donald CIP,the Marchdays filingThree after on

depositiontestified at thatMargolis his 1981, in27, applicationthefiled firstUPI
given pre-amount of time he was tothe ’732,patents, patentthe C & B ofline

pare “absolutelyapplicationthe was bare improvement over thewhich andescribed
minimum,” A347-48, and that hebones by andchemistry developed Caruthers

thebasically copied straight from article developedultimatelyMatteucci and which
information, case,adding any new inwithout the at thispatentinto fifth issue

did thethat UPI not disclosepatentHe further testified it was ’679.4A352-53.

subject matter.Competitive Technologies, parent also has some newUPI later became but1.
litigation. parent’s filinga named in this date aswhich is defendant to theA[CIP] is entitled

onlyany in but tosubjectto matter common
plaintiff's Appendix"A”2. Citations to refer to filing matter.”its date as to the newown

supportExhibits in of its motions. Cita-of Schwartz, Patent Law and PracticeHerbert F.Appendixtions to "D" refer to defendants' of (3d ed.2001).25support opposition.inExhibits of their

27, 1990.on November4.Patent '679 issuedapplication application that3. "A is an[CIP]
subject in common with thehas some matter
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aprosecuting phosphodichloridite.”article to the examiner side and blocked1980
applications. matter,for either of these preliminaryA225. As a for pur-

poses of determining partywhich of theroughly period,the same timeDuring
status,6partytwo was entitled to seniorto theapplying EuropeanalsoUPI was

17,patent Septemberthe office found on(EPO) patent protectionforPatent Office
challenged1982 that UPI’s claim was enti-applica-M line. UPI filed anfor the C &

27, priority parenttled to the date of theFebruaryon 1981.tion with the EPO
application. A224.initially byhandledapplicationThe was

Scully byfirm and later in-house coun-the 7, 1983,AprilOn UPI filed a motion to
did not discloseGeorgesel Yahwak. UPI dissolve the interference and enclosed the

EPO, thoughArticle the eventhe 1980 to proof1980 article as prior posses-of its
anybar to claims dis-it was an absolute sion, stating that article everythe “meets

partyin After aclosed the article. third material element and limitation of in-[the
ininformed the EPO of the article a letter later,daysterference A235. Fivecount].”

25, 1983,March adated the EPO issued interference,Ogilvie abandoned the and
12,deficiency,of datednotice November

shortly thereafter UPI withdrew its mo-1983, which stated that the 1980 article
tion, the interference examiner terminated1-24, 27,destroyed noveltythe of claims

interference,the and applicationUPI’s(Theapplication.29 and 30 of the A277.
prosecutionwas transferred back to thenumbering and ofcontents these claims

thereafter,examiner. Sometime in-houseare identical to those of the claims that
counsel partialYahwak assumed and even-ultimately in Inpatent.)issued the ’066
tually complete control prosecu-over theresponse, applicationUPI narrowed its to

patentstion of the at issue.an inaspectthe EPO to not disclosed the
article, i.e., subsequently1980 the use of the nucleotide UPI appli-filed two more

guanine. A288. ’418,in patentcations at issue this case:
18,filed on JulyJune 1984 and issued on1982,16,March filed aOn UPI

21, 1992, ’319,patentand filed on Marchapplication eventuallyCIP of its ’066 which
31, 6,1986 and issued on October 1992. In17,patent Septemberas ’707.5 Onissued

yearsthe eleven from filing pat-UPI’s of1982, prosecutingafter the examiner had
inent ’066 1981 to pat-the issuance ofapplica­allowed claims 18-42 of UPI’s ’066

1992,ents ’418 and ’319 in other thantion, OgilvieDr. Kelvin K. declared an
during Ogilviethe interference duringand(a priority“interference” contest over be­

1998,another interference in UPI dis-overlapping of rival applica­tween claims
closed the prosecution1980 article to thetions). overlapThe was described in the

onlyexaminer inonce and in1985 once(orbroadly-wordedfollowing “count” com­
10, 1985,1986. On pageDecember on sixmatter):monly-claimed subject “A process

pageof a 19 requestingsubmission anproducing polynucleotidesfor which com­
rejectionamendment after the of certainprises step condensingthe of the 3’-OH or

claims, Applicant’sa UPI wrote “[s]inee5’-OH of nucleoside linked to a function­ first
inorganic polymer report Letters,alized with a incompound FebruaryTetrahedron

1980)which productis the reactive of a processnucleo- of the described in the pres-

19,February5. Patent ’707 issued on 1985. establishing priority bytías the burden of a
preponderance of the evidence. John Glad-

party pre-6. The senior anin interference is al.,stone Mills III et Patent Law Fundamen-
sumed to have invented the claim first. (2d Ed.2003).§§tals 11:13 and 11:44Throughout proceeding, junior partythe the
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using products.from so the amiditeprocess has become etrixtheent application,
D0250. Short-industry....” obligatedwas also underby PerSeptive theaccepted

1986,thereafter, in theFebruaryonly indemnify and defend Aff-Agreement to.
a amendmentproposedsectionremarks of infringementfrom claims based onymetrix

•allowance,7 theirexpressedUPIafter products inof the accordanceuse amidite
attentionto the Examiner’sbringto“wish patent.the ’069with

pres-theregardingpublicationtheir initial
shipments of ami-Affymetrix receivedin-invention,” toneglecting howeverent

PerSeptive Aprilfrom untilproductsditereference.date with thepublicationaclude
date,15, Aff-1998. Sometime after thisYahwak, inwaswho at thisD0243. point

ofymetrix by representativeswas notifiedissue,patentsthe atprosecutingofcharge
notPerSeptive PerSeptivethat did intendany ques-did so tothat he avoidtestified

Augustinconduct, Subsequently,time fill orders.byas this to theinequitabletion of
parties 1999,otherlitigation representative PerSeptive’sin with ofUPI was of a

that had concealedalleging UPI PE;who were Affyme-tocompany, indicatedparent
¶Yahwak 9.the article. Dec.1980 PE to assertthat a affiliate intended atrix

Affymetrix’sthat use of the amiditeclaim
giving therise toB. Circumstances synthesize infringedto DNAproducts

litigationcurrent patents. AffymetrixprocessPE’s notified
1997, en-AffymetrixofSeptemberIn infringementPE’sPerSeptive patentof

AgreementPurchaseinto a writtentered allegations.
(“the PerSep-withAgreement”) defendant

8 licensees, along defen-Applera, as withto sell aPerSeptive ágreedtive in which
Technologies (formerlyCompetitivedantproductsof custom amiditecertain amount

UPI), JulyAffymetrix earlyin ofsuedof theduring yearAffymetrixto each
in the District Court of Delaware31, 2000until 2005. Un-Agreement December

patents atinfringement of fivePerSeptive represent-Agreement,der the alleging
PerSep-contracting, PerSeptivethe time of and PE failed toed that at here.issue

Affymetrixno reason that PerSep-tive knew of clause offulfil the indemnification
prod-use the delivered amiditecould not by takingAffymetrixcontract withtive’s
usingoligonucleotidesto manufactureucts Affymetrix’s defense. The Delawareup

patent.any contained in the ’069method 27,Septemberonaction was dismissed
“[i]ffurther thatAgreement providedThe subject jurisdictionlack of matter2001 for

toPerSeptive not ableanyfor reason is inhad suit the Southernplaintiffafter filed
amade amidites” foror have themake JanuaryYork in of 2001.District of New

wasdays, PerSeptive60period exceeding
AmendedAccording' Affymetrix’stoAffymetrixgoodto in faith withnegotiate
solepurportsPE to have andComplaint,patent.to ’069licensing rightsfor the

inpatentsto therights enforceexclusiveFurther, that atPerSeptive represented
Technologies pur-Competitiveandsuitsale, it viola-the knew of nothe time of

patentsto the intitle each ofports to holdor intellectualany patents,of othertions
Affym-preventthat suit.property rights would

subsidiarywhollyPerSeptive is a owned ofapparently, point, al- 8.by7. had thisThe PTO
("PE”),(N.Y.)patent Corp.in its whichapplication '418 PE inlowed the for defendant

seekingentirety. subsidiaiyUPI made this submission wholly of defen-is a ownedturn
identify inorganic polymerspecifically theto Corp AppleraApplera ("Applera”). isdant

geltherein or inor-support claimed as silica pátentsof the at issue.the licensee
ganic silica.
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History 24, 2002,May in opinion reportedC. Procedural On an
390,at 219 F.Supp.2d we denied defen-Complaint, AffymetrixIn Amendedits

dants’ plaintiffs inequi-motions to dismissaction.five causes of In Countasserts
table conduct andclaim to dismiss certainOne, CompetitivePE and Technol-against

plaintiffsof contract-based claims as non-only, Affymetrix declaratoryseeks aogies
staycognizable and byothers as covered a(1)that it has notjudgment infringed the

clause,mandatory grantedarbitration and(2)suit; patentspatents in the in suit are
staydefendants’ to discoverymotion onsatisfyfailing require-invalid for to the

questions fromarising plaintiffsto anti-101, 102,§§forth inments set 35 U.S.C.
4,trust-related claims. On December103 112 under the doctrineand/or and/or

2002, granted plaintiffswe motion forobviousness-type patenting;of double and
summary judgment patentthat the ’679(3) inpatentsthe suit are unenforceable.

27,onexpired March 2001 in accordanceIn Count Two theof Amended Com-
a bywith terminal disclaimer filed defen-Affymetrixplaint, a ofasserts breach con-

during patent’sdants prosecution.theagainst PerSeptivetract claim PEand
01-0634,No. WL2002 31875401.warranty,breach of PerSeptive’sbased on

16, 2003,April plaintiffOn moved forindemnify Affymetrixfailure to defend and
summary judgment on the issues of wheth-claims from use ami-resulting of thefrom
er the patentsclaims of the in suit areproducts, PerSeptive’sdite and failure to

conduct,to inequitableunenforceable duenegotiate goodin for licensing rightsfaith
whether certain claims of the ’066and ’418byto patent requiredthe ’069 as the
patents by article,are anticipated the 1980Agreement.

patentand whether the ’679 is invalid un-Three Five a va-throughCounts assert
§§der 35 U.S.C. 101 and 112. We heardriety of unfair Incompetition claims.

argumentoral on these onissues Decem-Three, againstCount PEasserted and
16,ber 2003.allegesApplera, Affymetrix past legalthat

by companies againstaction taken these DISCUSSION
Affymetrix obtainingand the fraudulent

Summary JudgmentI. Standardlicensingand of at-patents constitute
bytempts monopolize preventing Aff- Summaryto judgment grantedis properly

“ymetrix competingfrom with PE in the ‘if pleadings, depositions,the answers to
and DNA probesmanufacture sale of and interrogatories, file,and onadmissions to-

involving synthesistheproducts affidavits,other of gether with any,the if show that
inoligonucleotides violation of the Sher- is no genuinethere issue as to material

Act, Four,§ 2. Inman 15 U.S.C. Count fact and that the moving party is entitled
”PE,Affymetrix asserts that Applera, judgmentand to as a matter of law.’ R.B.

Competitive Technologies conspired Ventures,to Shane,en- 54,Ltd. v. 112 F.3d 57
(2dgage Cir.1997)illegalin such and con-exclusionary 56(c)).(quoting Fed.R.Civ.P.

duct, Act,in of the Sherman record,violation 15 In reviewing the the district court
2,§U.S.C. Cal. Bus. & Prof.Code must “view the in lightevidence the most

16726,§§ and16722 and N.Y. Gen. Bus. favorable to the nonmoving party” and re-
Finally,§Law 340. Five aCount asserts all ambiguitiessolve and all“draw reason-

PE,against Applera,cause of action and able inferences” in its favor. American
Competitive Technologies pursuant Casualty Inc.,to Cal. Co. v. Nordic Leasing, 42

725, (2d Cir.1994) (internal§ 17200 forBus. & Prof.Code unfair com- F.3d 728 quota-
petition. omitted);tion see Anderson v. Liberty
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242,Inc., 255, merely,colorable, sig­is is.not477 106 S.Ct. evidenceU.S. orLobby,
summary(1986). nificantly probative,, judgment2505, 202L.Ed.2d91

may granted.” Libertybe Anderson v.existence, however, an al-ofmereThe
Inc., 248,242,477Lobby, 106 S.Ct.U.S.partiesbetween thedisputefactualleged L,Ed.2d (citations(1986)2505, 91 202 omit­summary judg-a fordefeat motionnotwill

ted).
thatrequirement is“thement because

Finally, summary judgment equallyisgenuine issue of materialbe nothere
anyin a as it hiappropriate patent case is247-48,Anderson, at 106ATI U.S.fact.”

Bard,type of Inc. v.other case. See C.R.original).in In order(emphasis2505S.Ct.
Inc.,Systems,Advanced Cardiovascularmotion, non-movingthesuch ato defeat

(Fed.Cir.1990).670, 672911 F.2dfactsaffirmatively set forthparty must
forgenuinethat is a issueshowing there anticipationPlaintiffs claimII.

256, An issueat 106 S.Ct. 2505.trial. Id.
summary judg-Plaintiff has formoved... thatif the evidence is such“genuineis

that certain claims of the ’066mentcould return a verdictjurya reasonable
patents anticipated by theand ’418 were248,Id. at 106nonmoving party.”for the

thisarticle. We address issue first1980(internal omitted);quotation2505S.Ct.
it plaintiffsbears on broaderbecauseBard, v. Advanced Cardio-Inc.see C.R. claim that defendants’ failure to disclose

Inc., 670, 672-Systems, 911 F.2dvascular allduring prosecutionthis article their of
(Fed.Cir.1990).73 inequita-at amountedpatentsfive issue to

issue, non-movingagenuineaTo raise ble conduct.9
“rely on meremay speculationnotparty 102(b) of Title 35 of theUnder Section

thethe true nature ofconjecture as toor Code, patenta applicationStatesUnited
Co.,Knight Fire 804v. U.S. Ins.facts.” yearthan afterif it is filed more onefails

(2d denied,Cir.1986),9, cert. 48012F.2d in a writtenthe invention was described
1570,932, 762107 94 L.Ed.2dS.Ct.U.S. (Apublication. publication pre-that thus

Co., 71(1987); v.Liptonsee also Nature calledpatent ‘anticipatory.’)claims isdates“(2d Cir.1995).464, con-­469 ‘MereF.3d CIP,10which ultimate-Because defendants’
legalinallegations or denials’elusory patents,in line of wasthe ’066ly resulted

not evi­argumentor are article,memoranda oral yearover one after the 1980filed
aby themselves createand cannot in thedence wereof its claims that disclosedany

fact none theyof material where wereissue article were barred unlessgenuine 1980
Quinn February,Syra­ to the 1980 effectiveexist.” v. entitledotherwisewould

parent applica-of defendants’filing date613 F.2dNeighborhood Corp.,cuse Model
(citation omitted). tion.(2d Cir.1980)438, 445

Rather, pro­non-moving party mustthe or enti-not these claims wereWhether
sufficient to establishspecificduce par-filing date of theto the effectivetledfacts
genuineof a issue of fact. turn,existence dependsthe in wheth-application,ent on

317,Catrett,v. 477 U.S.Corp. parentin thetheySee Celotex were first describeder
2548, the322-23, in a that106 91 L.Ed.2d 265 manner satisfiedapplicationS.Ct.

112,11§ whichof 35 U.S.C.(1986); requirementsat “If theLipton, F.3d 464.71

anticipate the CIPthe did notits that articleanticipation claim on faithbears9.Plaintiff’s
16,March 1982.filed oninequitable claim because whetherconduct

obligated theto discloseweredefendants
(such supra note 3.so 10. Seetheir to doarticle that failure1980

conduct)inequitable turns ontoamounted
120,§35they good 11. Under U.S.C.have believed inwhether could
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application gramsthat an must: in aprovides explaineddisclosure is to be
interpreted vantageor pointfrom the ofdescriptiona written the in-contain of

vention, art,the inprocessand of manner and one skilled the all the limitations
it,using full,in suchmaking appear specification.of and themust in The

clear, concise, and termsexact as to question is not whether a claimed inven-
any skilled in the art topersonenable tion is an obvious variant of that which
it or with which it ispertains,which in specification. Rather,is disclosed the

connected,nearly to make and usemost prior applicationa itself must describe
same, and shall set forth thethe best invention,an do inand so sufficient de-

bycontemplatedmode the inventor of tail inthat one skilled the art can clearly
carrying out invention.his conclude that the inventor invented the

added).§ (emphasis35 112U.S.C. filingclaimed invention as of the date
sought.In assessing whether defendants’

parent application adequately Lockwood,described 107 atF.3d 1571-72 (affirming
CIP,claims inthe relevant the we are summary judgmentthe district court’s

by followingguided principlesthe drawn applicationthat a continuation notwas en-
precedent.from Federal AlthoughCircuit titled the parentto effective date of the

parent applicationthe need not mirror the added).application) (emphasis The court
verba, Fujikawacontinuation in haec see that,went on to hold although parentthe

(Fed.­Wattanasin, 1559,v. F.3d93 1570 application need not contain an identical
Cir.1996), it “reasonably convey[must ] to description to that included in the continu-

posses­the artisan that the inventor had ation, the description “equivalent.”must be
sion at that thetime of later claimed sub­ Id. at 1572.

matter,”ject see Ralston Purina Co. v.
Applying these principles to theInc.,Far-Mar-Co, 1570,772 F.2d 1575

hand,facts at findwe that defendants’(Fed.Cir.1985) (internal quotations omit­
parent application did not describe the rel­ted). Moreover, §although the 112 issue
evant claims set forth in their CIP. Twoone,is a factual Inc.see Vas-Cath v. Ma­

1)aspects of the line’066 are at issue: the(Fed.Cir.­hurkar, 1555,935 F.2d 1562
support structure which polynucleo­on the1991),it can resolvedappropriately be on a
tide or synthesized;other substance is andmotion,summary judgment see Lockwood
2) the “protecting group” used to cover theAirlines, Inc., 1565,v. American 107 F.3d

sitesreactive of certain compounds in­(Fed.Cir.1997).1572
synthesis,volved in the thereby preventingLockwood,In the Federal clearlyCircuit

unwanted from occurringreactions atextremelyarticulated how demanding the
those sites. We aspectsdiscuss these in§ requirement112 is:
turn.a filingEntitlement to date does not

parentThe application referred to thesubjectextend to matter which is not
support a A019,structure as silicadisclosed, gel, seebut would be obvious over
whereas the CIPwhat is It referred to theexpressly disclosed. structureextends

only to as an “inorganic polymer”that which is explaineddisclosed. While and
terms,meaningthe of phrases, varietyor dia- that wide of inorganic poly-“[a]

application patent[a]n for an previouslyfor invention inventors named the ap-in filed
provided bydisclosed in the manner effect,the plication shall have the same as to

paragraphfirst of section 112 of this title in invention, thoughsuch as filed on the date
application previouslyan filed in the United prior application,....of the

byStates ... iswhich filed an inventor or
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in- is known.” Id. Thepresent polynucleotidesin the of ofemployedcan bemers
include, example, application,section of theand these next entitledvention for

aluminosilicates,silica, Invention,”bo-porous glass, theDescription began“Brief of
rosilieates, asoxides such aluminametal stating thatby present“[t]he invention

oxide, clays,”and various seenickeland provides new and useful modified silica
added). doDefendants(emphasisA098 Moreover,gels.” A020. the “Detailed De-

descriptionthedispute that CIPnot was thescription” confirmed that what inven-
description, butparentthethanbroader was andproductiontion contributed the

to abeen clearthat it would haveargue “unique gels.”of modified silica A029.use
-parent applicationof thereaderskilled fact, gel(s)’In the term ‘modified silica

ofpossessed “the Meathat the inventors appeared throughout application,the and
invention with whateverpracticing their letpoint imply,at no did defendants even

carryto outwould workpolymer, support clear,make' that theyalone envisioned us-
the character-process,the consistent with any theyining support processother the
forth in thepolymersof setistics the described.12

at TheOpp. 17. innovationapplication.”
parent applica-conclusion that theOurconveyed parent application,in the defen-

gel,thetion was limited to use of silica andnot mere of silicaargue, was the usedants
not class of poly-did cover the broaderthe of swella-gel, replacementbut rather

CIP, supportedclaimed in the is notmersthe ofsupports, which had been focusble
text,merely by bybut thethe also inven-rigidthe'past, supports.in withresearch

depositionsat their thattors’ admissionsOpp. 19-20.
they experimented sup-never with other

argument fails on variousDefendants’
using sup-considered otherports; never

First, parent appli-the text of thelevels. sure, later,yearsand not evenports; were
in that inven-way conveyed thecation no

supportsof the other included inthat someany support otherthought usingtors of
A485-86, A487,the CIP would work.contrary, open-thegel.than silica On the

A491, A493-94, A496-97.the of the inventioning description of field
applicationif theFinally, parentevenpresent invention relatesthat “[t]hestated

abroadly claimed ‘whatever works’ ashadgel and to ofto modified silica methods
structure, solely on thebasedsupportgel.” A019.making such modified silica

therein,specified we have seri-functionsdown,section, further as-backgroundThe
patent lawous- doubts about whetherthat, although gelsmodified silicaserted

a claim.areas, have allowed such Seewouldin “no knownhad been used other
al., §Basics 14:5et Patent Lawproductionsilica in the Millsgeluse of modified

anything, language sup-begin with. thisargument, were If12. At oral when defendants
sug- plaintiff's position it thatthey any language ports because showsasked usedwhether

(theMargolis lawyer parentthegel merely exem- who draftedgesting the silica wasthat
aapplication) careful make clear whento the was toplary, defendants directed our attention

A020, examplespecification meant as an andexample,” at state- wasterm "for used the
Similarly, languagefollowing examples a thenot as limitation.ment at that "[t]heA021
"embodiments,”to whichby way explanation pre- on A021 referredset of ofare forth

designates theprevious page made clearare not to theferred embodiments and intended
invention,” ultimatelytypes of that can beand substancespresentlimit the the sentence

used,processes canprior produced that bebeginning art tech- and theon AO19 with “One
However, ofthe element the silicanique....” are not to fundamentalthese references

support. Finally, isclearly quali- gel the AO19 referenceA020irrelevant. The reference
prior art and not theproducing the as it describedspecifiedthe of irrelevantfied method

usinggel, gel to claimed invention.not the idea of thesilica and
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(1992) (“[A] though it recites calad- reactions to insure that no reactionsclaim—
thatvantages propertiesor are the neces- occur at these sites. After the desired

sary consequenceand inevitable of recited occurred,reactions have the groups are
identical inphysical scopestructure —’is parentremoved. applicationDefendants’

whichany merelywith other claim recites protectingmentioned two groups: a me-
structure.”);physicalthe same 60 Am. thyl group, which protects phosphorusthe

(“In§Jur.2d Patents 380 the absence of group, N-benzoyland a group, which pro-
language restricting scopeother claim the cytosine.tects A023.
claim,of a the means orpatent steps de- parentThe application mentioned the

inexclusivelyscribed aretermsfunctional methyl twice,group once on A022 and onceto cover the correspondingbe construed to
A023,on and neither mention indicatedspecificationstructures in thedescribed

that contemplatedthe anyinventors usingfor functionperforming equiv-that and its
other groups protect phosphateto thealents.) added). Indeed,(emphasis defen-

contrast,group. By the CIP describedreading §permissivedants’ of 112 would
(asthe “hydrocarbyluse of a previouslypurposeimportant pro-frustrate an of the

herein)defined phosphorodichloridite, e.g.,vision, ie., against“guard[]to the inven-
methyl phosphorodichloridite,” A101, andbyoverreaching insistingtor’s that he re-
in the claims section described grouptheincount his detail[full] [soinvention that a

anyas “hydrocarbyl radical containing upcourt can determine whether] his future
atoms,”to 10 carbon A109. As with theencompassedclaims ... within[were] his

support claims,structure there is no ques-original creation.” Vas-Cath Inc. v. Ma­
tion that the oflanguage the CIP was1555,hurkar, (Fed.Cir.1991)1561935 F.2d
broader,13 only questionand the is whetherCo.,v. Molins(quoting Rengo Co. Mach.
the specific languagemore of parentthe(3d Cir.),535, denied,657 551 cert.F.2d
application actually conveyed possession of1055, 600,454 102 S.Ct. 70U.S. L.Ed.2d
the explicatedbroader concept in the CIP.(1981)).591

thatargue chemistryDefendants the offind that alltherefore claims inWe de-
protecting wasgroups basic and wellon use offendants’ CIP based an inorganic
known at parentthe the applicationtimepolymer support were new material not

filed,was and that aparent skilled readerby their wouldencompassed application.
havesuch, recognized methylclaims were not that theAs these entitled radicalto
specifiedof infiling parent parent applicationthe effective date the theappli- was

cation, they merelyand therefore a working examplewere and are of a range of
filedhaving possibleinvalid as been more than groups, namely,one the hydrocarbyl

year they inafter were described the 1980 specifiedradicals in the CIP. Defendants
article. rely, for argument,this on language from

the case indicatinglaw that an applicantaWe reach similar conclusion with re-
basic,need specifynot commonly under­significantspect to the second difference

stood details of their inventions for theseapplicationparentbetween the and the
details to incorporatedbe intoie., patent.theirCIP, specified protecting groupthe to

Howarth, (C.C.P.A.­See In re 654 F.2d 103phosphorus groupbe used on the involved
1981)synthesis. (affirming rejectionin ofoligonucleotidethe Protect- claims as in­

detailed,compounds sufficientlythating groups spe-are cover but qualifying its
undergoingcific sites on molecules chemi- holding with acknowledgmentthe that an

parties agree methylthat a13. The radical "hydrocarbylis a stresses that radical” was a
radical,type hydrocarbyl although plaintiffof term first CIP.coined in the
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enumerated, in theevery callylast ob­ one skilled artexplicatenotapplicant need
invention); Hybritech notmay placedof his be found to have invious detail been
Antibodies, Inc., ”).802 genus....Inc. v. Monoclonal of apossession

(Fed.Cir.1986) that,(holding toF.2d 1367 Thus; protectingwhether or not groups
ofrequirementmeet the enablement14 assert,were, as compo-defendants a basic

§ 112 not teach what is wellpatenta need synthesispolynucleotidenent of is irrele-
denied,art),the cert. 480 U.S.known in vant, language parentas the of the appli-

(1987);947, 1606, 79294 L.Ed.2d107 S.Ct. implicationcontained no that thecation
Products, Inc.Microcomputerre HayesIn any ininventors had broader class mind

(Fed.Cir.­1527Litigation, 982 F.2dPatent methyl groupthan the radical mentioned.
1992) computer pro­for(patent application (“TheLockwood, 107 at 1571-72F.3d

descriptiontheinvention metgramming aquestion is not whether claimed inven-
steps beby the torequirement specifying

tion is an obvious variant of that which is
microprocessortheintoprogrammed Rather,in the aspecification.disclosed

stepof wouldwhere the mechanics each
application itself must describe anpriorreader).have known to a skilledbeen

invention, and do in detailso sufficient that
theAccording logicto the of above in the can clearlyone skilled art conclude

cases, they did haveargue, notdefendants that the inventor invented the claimed in-
hydrocarbylthat radicalsspecifyto other the datefiling sought.”)vention as of

methyl begroups besides radicals could
patent lawonly precludeNot does in-However, isused. defendants’ situation

claiming scopethe entire ofventors fromof the treatedoppositethe exact situations
inventions,bymaterial made obvious theirIn cases defen­by above cases. thethe

it thatbut is far from clear the broad classcite, patentee soughtan orapplicantdants
ingroups claimed theprotectingof CIPimplicit gen­inspecificto claim material a

at time defendants filedivas obvious thecontrast,description. In defendantseral
with,Toparent application. beginthe thegeneralto atrying,are claim class based

a “hydrocarbylclaimed the use ofCIPofsolely singletheir a memberon mention
carbons,”containing upradical to 10 A109therefore, arepoint,onof that class. More

added), specifica rather limita-(emphasisthat notholding applicantsthose cases do
parentno in theprecursortion that hadmerelygenus byan men­‘possess’ entire

contrast,radicals, byapplication. Methylsingle belonging to thatspeciesationing
Ogilvieonly one' atom.contain carbongenus. Regents the Univ.of of California

¶ Moreover,9. the inventors them-Dec.Co., 1559,LillyEli & 119 F.3d 1568v.
1981,Synthe-inan articlepublishedselves(Fed.Cir.1997) rat(description of insulin

PolymerDeoxyoligonucleotides on asisver­equivalent descriptionDNA to to ofnot
they explained why aSupport, in whichDNA); In remammalian insulintebrate or

but a differentmethyl group worked(C.C.P.A.­1376,Smythe, 480 F.2d 1383
trichloroethyl, proved difficult togroup,1973) (“In cases,... where therechemical

D1212.process.end of theremove at theperformancein of cer­unpredictabilityis
clear that not all... This discussion makesspecifi-than thosespeciestain others

specification requirement whether theinquiry respect the the isto14. The relevant with
requirement appli- application, “possessed’'is whether the theenablement author of the

mind,material, i.e.,toenabled a skilled readercation would have it and notclaimed had in
invention, inquirythis re-recreate the and by application.was made obvious hiswhether it

thequires to take into account baseline Airlines,courts Inc.,AmericanLoc­ kwood. v.
Byknowledge of a reader.well-informed 1565, (Fed.Cir.­1997).F.3d 1571-72107

contrast, inquiry respectwith tothe relevant
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ted) Products,hydrocarbyl radicals work as inprotecting (quoted Dayco Inc. v.
inparent application, Containment, Inc.,and thegroups, addi- Total 1358,329 F.3d

(Fed.Cir.2003)).givingtion no indication of theto useful- 1362-63 Our holding ear-
otherany group methyl, pro-than lier in opinionness of this that the 1980 article
asguidance to how any anticipatedvided no to choose patentsthe ’066and ’418 estab-

was,group. fact,other lishes that the 1980 article in
highly applications,material to these sinceabove, plain-For the reasons detailed
it invalidated several of the applications’summary judgmentformotion thattiffs
central claims. We therefore focus ourpatentsclaims of ’066 andcertain ’418 are
discussion on requirementsthe further for1980by the article underanticipated 35
a showing of inequitable conduct: intent102(b) granted.§ Accordingly,isU.S.C.

culpability.andclaims andwe that 1-13 18-43 ofhold
patentthe and claims 1-7 and 21-24’066 Federal Circuit precedent requires that

arepatentsof ’418 invalid. districtthe courts exercise extreme caution be­
makingfore a finding of inequitable con­

inequitableIII. Plaintiffs conduct duct on a motion summary judgment.for
claim Industries,Burlington DaycoInc. v.

1418,Corp., (Fed.Cir.1988)849 F.2d 1422Plaintiff alsohas moved for sum­
(“A summary judgmentall thatmary judgment patents reputablethat five in asuit
attorney has been guilty inequitabledue to ofinequitableare unenforceable con­
conduct, denials, be,over his oughtduct. This motion is based on todefendants’ and

be, indeed.”)canfailure, properlythe rarethroughout prosecution (emphasisof
in U.S.A.,effectively original); KangaROOStopatents,fivethese disclose Inc. v.
Caldor, Inc., (Fed.­prior 1571,the article as art. 7781980 While we F.2d 1573-74
Cir.1985)doubts about (reversing summaryhave serious defendants’ abil­ judgment

ity question trial,this at that inequitableto succeed on we conduct occurred and
find, below,for the reasons set forth opiningthat that summary judgment“[a] of

raised a genuinedefendants have inequitable conduct,issue of fraud or reached while
fact andmaterial therefore that summary denying to the person accused of the fraud

judgment inappropriate.would be or inequitable conduct the opportunity to
issue,be onheard the is a draconian re­To prove inequitable conduct based on a

sult”). To defeat a motion,such a defen­(orpatent applicant’s omission, plaintiffa
dant onlyneed good-faithoffer a explana­cases, defendant)in infringement a must
tion for its conduct that “is not on its faceshow, by evidence,clear and convincing
implausible.” Dayco Products, 329 F.3dthat the applicant intentionally withheld
1358.information, that,“material”15 in lightand

circumstances,of the course,all that omission was plaintiff notes,Of as findinga of
culpable patent“so that the should inequitablebe held conduct on summary judgment

unenforceable.” Purdue Pharma L.P. v. would unprecedented.not be See Para-
GMBH,Boehringer Ingelheim Lab.,237 gonF.3d Podiatry Labs.,Inc. v. KLM 984

(Fed.­Cir.2001) (citations1359, 1366 omit- (Fed.Cir.1993);F.2d Brasseler,1182

macal, Inc.,15. duringUnder the 1418,rule in effect (Fed.Cir.­the time 873 F.2d 1421
prosecuting patent,defendants were a 1989). Thus,infor­ priorto show that art was ma­

mation is if "a"material” reasonable exam­ terial, that,plaintiffa need not show had the
iner would priorconsider the withheld art information,examiner seen the he necessari­
important decidingin whether to issue the ly rejectedwould have the related claims.

Co.,patent.” DanburyMerck Inc.& v. Phar-­
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by disclosing the once inCorp., ligation-267I, Strykerv. SalesL.P. articleU.S.A.
(Fed.Cir.2001).16 However, the 1985 and once in 1986.F.3d 1370

cases underscore thethese twofacts of matter, provideAs ah initial so as to
plaintiffreliefexceptional nature of the

guidance upcoming hearingforsome theBrasseler, prosecu-the patentInseeks.
conduct,inequitableon the issue of wea materialattorney failed totion disclose

briefly findingforth forset our reasonsi.e.,sale, more thanoccurringprior a sale
argumentsof to un-certain defendants’ befiling patentthe of theyear prior toone

tenable, at least absent further 'evidence.defense,only that he didapplication. His
with,'begin argumentTo defendants’ thatsale,date the wasnot know the exact of

their disclosure of the 1980 article in theclearwholly lightin of theimplausible
Ogilvie negates anyinterference somehowaknew had occurredevidence that he sale

inequitablepotential ’inference of conductminutes”spendto “tensimplyand failed
is, point, unpersuasive.at See A.B.thisatits exact date. Id. 1376-78.finding out

Burroughs Corp.,Dick Co. v. 798 F.2dpatent applicantin -theSimilarly, Paragon,
1392, (Fed.Cir.1986)had, 1399,to thethings, responded (upholdingn. 7among other

dis-request for fromexaminer’s affidavits finding inequitableof for failure toconduct
with three affidavitspartiesinterested publications, thoughdisclose material even

inwho all stockprofessionalsfrom held publications in in-these disclosed anwere
and, case,one wereParagon, in at least tervening proceeding).interference The

Id. at 1191-Paragon.forpaid consultants opinion upheld in Dick con-district court
Brasseler, patenteetheBriefly put, in92. cisely ofexpressed perversenessthe defen-

explanationfacially implausible,aonlyhad logic:dants’
to materialto offer for its failure disclose

all, realisticallyFirst theof PTO cannotinformation, patenteetheParagon,and in
equivalent (say)of athoughtbe as the ofin mis-actually engagedhad affirmative

office, in which notice to onesmall lawtherefore,opinions,representation. These
person may fairly deemed notice tobea case present-are of limited relevance to

necessarilynot true that theall. It ising ambiguities.nontrivial
PTO Division will have ac-Examiningcase;In havepresentthe defendants

in anproofscess filed the course oftoalle-plaintiffstooffered several defenses
eq-inimportantMoreinterference....that,(i) theyinequitable conduct:gation of

terms, to advancesoughtuitable Sweetprior artthe was notbelieved 1980 article
by using reportfinal tohis own ends hisfiledparent application wasbecause the

proceed-inprove dates the interferenceand theyear publicationa of itswithin
proceed-ing once the interference—butofto the effective dateCIP was entitled

over, citemade no effort toing was he(ii) dis-parent application; that theirthe
thearticles orMagarveyeither theinto the examinerof the articleclosure

Waage the Examiner in thereference toweighsornegates,the interferenceOgilvie
request for issuance(iii) context of Sweet’sfaith;an inference of bad andagainst,

on all the earlier-allowedpatentof-thethat, andrespectwith to the ’418at least
...they ob- claims endorsedpatents, fulfilled theirsubsequent

inequi­the ofCorp. Lydall, of easier to find absenceATD v. course16. Plaintiff also cites
However,Inc., (Fed.Cir.1998). byofF.3d 534 table as a-matter law determin­159 conduct

summary judg­case the court held onin that ing was notthat the information withheld
inequitable occurred.ment that no conduct ineq­ofthan to find the occurrencematerial

proof therelevant burden of andGiven the .uitable as a matter of law.conduct
remedy sought, it isexceptional nature of the
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((cita-Co., faith).F.Supp.A.B. 617 at 1397 probativebe of bad pageDick On ofsix
omitted). a nineteendistinguish page request totion To A.B. Dick amend two

(afterrejected allclaims othertrial, pending-meaningfullyCo. at mustdefendants
decided),hadclaims been in a section de-ofshow that their submission the 1980

invention,scribing the defendants wroteweighsarticle to an interference examiner
Applicants’ report“Since infirst Tetrahe-ofagainst inequitablean inference con-

1980)[sie]Letters, Februarydron theofduct, ofthrough generalevidence P.T.O.
process in presentdescribed the applica-1)to:practice respectwith the interfer-
tion, processthe accepted byhas becomeability, institutionallybothence officer’s
industry as uponthe model which all otherpractically speaking,and to ainvalidate
techniques are ...”compared D0250.party’ssenior based on its ownapplication

the reference,Given late timing of this the2)art; transferprior the of fromfiles
atfact that that mostpoint of defendants’proceedings prosecutioninterference to

had already decided,claims been pur-the3) (ifproceedings; and the role of that file submission,pose of the and the fact that
any) during the of prosecu-remainder the thrust ofthe the sentence itcontaining
tion. important was,was on how the invention

similarly unavailingWe find defendants’ questionswe have serious about thishow
argument that their in 1985disclosures reference could be considered sufficient to

preclude findingand 1986 callsomehow a of the examiner’s attention to the materi-
ality potentialof theinequitable priorwith article as art.respectconduct to the

prosecution subsequentof the ’418 and Notwithstanding doubts, denythese we
with,patents. beginTo the first of these summary judgment because defendants

nearlymadedisclosures was months18 have raised a genuine issue of material
filed,patentafter ’418was and secondthe fact toas whether their failure to disclose
afterapparently prosecutionwas made the the 1980 article on good-faithwas based a

thatbelief theexaminer had allowed the in article was madeapplication immateri-
by 17,al the PTO’s Septembersuch, 1982 find-veryfull. As there is a serious

ing that the claim in defendants’ CIPquestion as to whether these disclosures
subject to Ogilviethe interference wasTextron,meaningful.were Molins v.PLC

toentitled the priority date of parenttheInc., 1172, (Fed.Cir.1995)48 F.3d 1182
application.17 An important question ofinequitable conduct,of(upholding finding
fact exists as to the character of this de-part references,in because material
termination: plaintiff characterizes it asthough eventually disclosed to the examin-
preliminary, provisional, easily over-er, they“were not cited when should have
turned, and limited to the purposes theofbeen”).
interference, whereas defendants charac-

Moreover, defendants’ 1985 reference it asterize general.substantive and The
highly unlikely to havewas alerted the plausibility of gooddefendants’ faith reli-

potential significanceexaminer to the of ance on this determination depends in
1185 (noting “bury-the article. Id. at that large measure on the resolution of this

aing” particularly material reference can atquestion trial.18

Although only argument17. thethis is broad 1980 article patentwas cumulative to the '066
currently havingof defendants’ that we see as in the context application.of defendants' '679

potential protect patents-in-suitthe to all five
conduct,inequitable end,from invalidation for we 18. Toward this helpfulit would be to

established,note that havedefendants also in Ogilviewhyhear evidence as pointto did not
their letter of clarification sent on December anticipation duringout the issue the interfer-
24, 2003, genuinea issue as to the proceedingwhether ence and instead chose to aban-



377

makes this unworkable. See 35patentof the PTO’scharacterof theRegardless
(utility requirement)§§ 101U.S.C. andpriority, defendantsof1982 determination

(enablement Forrequirement).112 thehow, theduringexplain at trialwill need to
below,set forth this motion isreasonstheythe date filedbetweenyear-and-a-half

denied.ofthey were notifiedthe datethe CIP and
decision, pro-havethey couldthe PTO’s onparties agreeThe the basic facts

faith,goodinapplication,theirceeded with Inrelevant to this issue. column 20 of
thethe 1980 article todisclosingwithout application,their defendants described

of thispurposesforexaminer. We assume “X,” a sub-structure of the chemical for­
assert, theythat, asmotion defendants inpatent,mula claimed in the terms of a

(as happens,it erro-on theirsimply relied conjunction proper­three sets ofbetween
neous) matter,tothey are,were entitledlegal practicalview that a mutual­ties that as
rewrite, as- defen­language, ly languagecertain exclusive. The exact ofin broader

descriptiondants was as follow:theclaimingwhilepects of their invention
This R2’aspects.for these X NR2’R3’ wherein and R3’parent filing [1]date is

least, alkyl,separately representtakenwas, very departurea eachat thereliance
aryl, aralkyl, cycloalkyl cycloalkylal-andtheduty of candor to PTOfrom their

atoms;kyl up 10containing to carbon1.56(a) (2003).§37under C.F.R.
togetherR2’ and R3’ when taken[2]to fullobliged provideapplicantAn is

alkylene containing upform an chain toapplication pro­thethroughoutdisclosure
principal5 in the chaincarbon atomsMoreover, thatId. is axiomatic“[i]tcess.

and of to 10 carbonupa total atoms
bybe resolved disclo­cases should‘[c]lose ofwith both terminal valence bonds said”bysure, unilaterally applicant.’ Cri­not nitrogenthebeingchain attached to

tikon, Dickinson VascularInc. v. Becton attached;which R2’ and areatom to R3’
(Fed.Cir.­1253,Access, Inc., 120 F.3d 1257 togetherand R2’ and R3’when taken[3]

1997) v.LaBounty Mfg., Inc.(quoting theynitrogenwith atom to which arethe
Comm’n,Trade 958States Int’lUnited nitrogena saturated het-attached form

(Fed.Cir.1992)),1066, cert. de­1076F.2d including least oneerocycle at additional
1071, 1510,nied, 140523 118 S.Ct.U.S. consistinggroupfrom the ofheteroatom

(1998). remainingsole665 TheL.Ed.2d oxygen and sulfur.nitrogen,
trial, then, is wheth­to atissue be resolved (numberedadded) for(emphasisA172 ease

sufficientlyer dereliction wasdefendants’ reference).of
bad faithand revealed sufficientegregious, 1, 3of 2 and isIt that eachundisputedis

findinga ofculpability, supporttoand two conditions.the otherinconsistent with
inequitable conduct. parties’It is clear from the sub-moreover

(or lay) readerthat a skilled evenmissions
patentclaim that ’679IV. Plaintiffs In-immediately recognize as much.would

§§ 112101 andfails under 35 U.S.C. deed, conjunctiveaof formdefendants’ use
for the invalida-final motion isPlaintiffs disjunctive apparentlya form isinstead of

in the that iton an error in the fieldpatent widespreadtion of ’679based a errorsuch
a convention.19 De-that, effectivelyhas becomeplaintiff argues,languagedescription

necessarily determined thechallenge. helpful if the interferencehis It would also bedon
question claim wasof whether defendants'parties argument as tooffered furtherthe

purposespriority date for ofentitled to theruling that defendants’whether the PTO’s
avoiding prior arta bar.challenged parentthewas toclaim entitled

purposes es-application priority date for of '’[Headingrepresent com-that19. Defendants
partythe intablishing defendants as senior madepanies around the world” havefrom
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However,this error Control,fendants made elsewhere and in Process the
court,by the examiner.were corrected Plain- patentee asked the to read a techni­

expert, Ogilvie,tiffs Dr.own admitted term, rate,”cal “discharge one way in one
atdeposition that leastduring his one clause way nearbyand another in a clause.

contains error.patent of his the D313- The court held as it to “prevent[]did
importantly, plaintiff3321. Most does not unduly burdening competitors who must

’679 been indispute patent heavythat has scopethedetermine of the claimed inven­
anyyears, problem.withoutuse for tion on erroneouslybased an drafted

errorwidespreadThis seems to have Here,claim.” by contrast,Id. at 1357.
of acceptedarisen a misuse theas “Mar- defendants’ use of ‘and’ instead of ‘or’
claiming multipleforlanguagekush” alter- could not reasonably give rise to confusion

that cannot becompoundsnative described as to ofscope patent.the the Accordingly,
ReplyPl.’s at 8-9.20genericas class. The there is nosimply consideration weighing

phrase correctly usesbasic Markush ‘and’ against the general principal, noted in Pro­
sense, ie.,disjunctive byin a describing a Control, 1356,cess see id. at that “[w]hen

‘R’ wherein R is acompound as:- material claims are amenable to more than one
A,group consisting B,theselected offrom construction, they reasonablyshould when

C, wayD. The shorthand ofand Id. stat- possible interpretedbe as preserveso to
claim, Markush,in ‘R’ing this is: wherein their validity.” Mfg.Modine Co. v. U.S.

A, B, C, appearsor D. Id.R is What to be Com’n,Intern. 1545,Trade F.3d75 1557
drafters,that theyis whenhappening use (Fed.Cir.1996) (quoting Whittaker Corp. v.

form ofshorthand the Markush con-the Indus., Inc., 709, (Fed.Cir.1990)),UNR 911 F.2d 711
struction, to ‘or’forforget substitute ‘and.’ t. denied sub nom. Showacer­

defendants,this error byBased on Corp. Co.,Aluminum v. Mfg.Modine 518
to invalidateseek defendants’plaintiff ’679 1005, 2523,U.S. 116 S.Ct. 135 L.Ed.2d

rely, takingin posi­Plaintiffs thispatent. (1996).1048 BanyanSee also Licensing
tion, inon Processthe statement Control v. Allied Products,Foam & Packaging,
Corp. Hydreclaim Corp., 1350,v. 190 F.3d Inc., (N.D.Ohio907,134 F.Supp.2d 909

(Fed.Cir.1999), denied,cert.1357 529 U.S. 2001) (finding that Process Control did not
1531,1037, 120 146S.Ct. L.Ed.2d 346 require invalidation of poorly pat­drafted

“[wjhere(2000) ...that claimthe is sus­ ent, so aslong the correct sense of the
onlyceptible to one reasonable construc­ patent was understandable to the relevant

tion, ... must construe thewe claims audience).
on ...patentee’sbased the version as he

The ofprincipal preserving patenthimself it.” Plaintiffdrafted reads va-Process
lidity possiblethat wheneverto a carries specialControl mean whenever drafting

that, case,language weightif in thiserror in aresults read liter­ where decision in-
patent useless,theally, validating patentwould render the ’679 on the basis of a

grantcourt must overturn the PTO’s of common arguablyerror jeopardizecould
patent protection. numerous longstanding, patents. Accord-

patents. Opp'n Blackwell, 1049,the in theirsame error at (4th14. v. 946 F.2d 1052-53
Cir.1991)appearsPlaintiff to asconcede much. (interpreting 841(c)).§See 18 U.S.C.

note,Reply at a side6. As the use of 'and' to
disjunctiondenote a is also common in feder- 20. language''Markush” is named for the PTO

statutes,al routinelycriminal where courts parte1925Commission's in Exdecision Mar-
interpret kush,'and' to mean (for'or' in order to time)further which the first appli-allowed

See,congressional intent. e.g., United States cants to compounds.claim alternative
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summary judg-formotioningly, plaintiffs
is denied.is invalidpatent ’679ment the

CONCLUSION
above, plain-forthsetFor the reasons

summary on thejudgmentfortiffs motion
in the ’066claimsinvalidity of certain

plaintiffsgranted,is andpatent’418and
onbasedsummary judgmentformotions

error aredraftingandinequitable conduct
ap-directed toparties aredenied. The

4, 2004, aton Marchthe courtpear before
p.m.3:30

IT IS ORDERED.SO

Plaintiff,CLARETT,Maurice

v.

LEAGUE,NATIONAL FOOTBALL
Defendant.

744(SAS).No. 03 Civ.

Court,DistrictUnited States
York.S.D. New

5, 2004.Feb.


