that Section 455(b) specifically addresses
an issue.® For reasons already explained,
the combination of bases relied upon by
plaintiffs is no stronger in the aggregate
than each considered individually. Ac-
cordingly, plaintiffs’ motion would present
no controlling question of law as to which
there is substantial ground for difference
of opinion even if the waiver were disre-
garded.

Il Nor would an interlocutory appeal
here be likely materially to advance the
ultimate termination of the litigation. The
principal (although not all of the) issues
presented by this case, including the recu-
sal issue, are substantially common to it
and to Faulkner. Direct appeals already
are pending in some of the cases decided
under the Faulkner caption. The disposi-
tion of those issues on the direct appeals
are likely to be dispositive of the identical
and similar issues here. An interlocutory
appeal in this case would accelerate noth-
ing.

The same considerations would lead the
Court to deny certification even if there
were a controlling issue of law on which
there is substantial ground for difference
of opinion and even if an immediate appeal
would advance the ultimate disposition of
this lawsuit. The Court of Appeals will
resolve the issues plaintiffs tender in de-
ciding the Faulkner appeals. There sim-
ply is no practical need for an interlocu-
tory appeal in this case, which would serve
only to burden the Court of Appeals fur-
ther for no good reason.

Accordingly, the plaintiffs’ motion for
certification under 28 U.S.C. § 1292(b) is
denied.

SO ORDERED.

5. Liteky v. United States, 510 U.S. 540, 552—
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MEMORANDUM AND ORDER
BUCHWALD, District Judge.

This case arises from a complaint by
Affymetrix, Inc. (“plaintiff”) seeking inter
alia a declaratory judgment against PE
Corporation (New York), Competitive
Technologies, Inc., Applera Corporation,
and Perseptive Biosystems, Inec. (collec-
tively “defendants”) that five patents
owned by defendant Competitive Technol-
ogies are unenforceable, invalid, and not
infringed. The patents at issue are United
States Patent Numbers 4,458,066 (“pat-
ent ’066”), 4,500,707 (“patent *707”), 5,132,
418 (“the 418 patent”), 5,153,319 (“pat-
ent ’819”) and 4,973,679 (“patent ’679”).
Now pending are plaintiff’s separate mo-
tions for summary judgment on the issues
of: 1) whether defendants engaged in in-
equitable conduct during their prosecution
of all five patents in suit; 2) whether cer-
tain claims of the ’066 and 418 patents
were anticipated by an article entitled
“The Synthesis of Oligodeoxypyrimides on
a Polymer Support” (“the 1980 article”),
published in the United Kingdom publica-
tion Tetrahedron Letters; and 8) whether
the ’679 patent fails to meet the require-
ments of 35 U.S.C. §§ 101 and 112. For
the reasons set forth below, plaintiff's mo-
tion is granted in part and denied in part.




BACKGROUND

A. Defendants’ prosecution of the pat-
ents at issue

This lawsuit involves two families of pat-
ents, for which Professor Marvin Caruth-
ers is the common inventor. Caruthers
co-invented the first line (“the C & M
line”), of which patents ’066, 707, 418
and 819 are at issue, with Dr. Mark Mat-
teucci, and the second line (“the C & B
line”), of which only patent ’679 is at issue,
with Dr. Serge Beaucage. Both inventions
were developed in a laboratory at the Uni-
versity of Colorado, which had a contract
with University Patents, Inc. (UPI)! to
patent its inventions. Both inventions de-
scribe processes for producing polynucleo-
tides, which are fragments of DNA used
mainly for lab research.

On February 19, 1980, Caruthers and
Matteueci published an article entitled
“The Synthesis of Oligodeoxypyrimides on
a Polymer Support” (“the 1980 article”) in
the United Kingdom publication Tetrahe-
dron Letters. Ten days later, and only
two weeks after UPI was first notified of
the invention, see A186,> UPI filed a 14-
page patent application, Serial No. 126,-
025 (“the parent application”), which was
prepared by UPI's regular outside coun-
sel at the time, Donald Margolis. Mr
Margolis testified at his deposition that
the amount of time he was given to pre-
pare the application was “absolutely bare
bones minimum,” A347-48, and that he
basically copied straight from the article
without adding any new information,
A352-53. He further testified that it was

1. UPI later became Competitive Technologies,
which is a named defendant in this litigation.

2. Citations to “A” refer to plaintiff's Appendix
of Exhibits in support of its motions. Cita-
tions to ‘D" refer to defendants’ Appendix of
Exhibits in support of their opposition.

3. “A [CIP] application is an application that
has some subject matter in common with the
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his understanding that he was put on
such a tight schedule because “a publica-
tion was imminent,” and publication prior
to filing would jeopardize UPIs filing
rights in countries that, unlike the United
States, do not provide a grace period for
filing after publication. A353-54. (It was
only after filing that Margolis learned
that the article had already been publish-
ed on February 19, 1980.)

Subsequently, after UPI had begun li-
censing the invention to Genetic Systems
(a predecessor to defendant Applera) in
June, 1981, UPI hired the patent law firm
Secully, Scott, Murphy & Pressey (“the
Scully firm”) to prepare a continuation-in-
part application (CIP)2 Dr. Scully, who
unlike Margolis holds a Ph.D. in organic
chemistry, prepared a 58 page CIP, which
UPI filed on March 24, 1981, over one year
after the publication of the 1980 article.
This CIP issued as patent *066 on July 3,
1984. What is significant to this case is
that, among other changes, patent '066
used broader language than the parent
application to describe the support strue-
ture on which the polynucleotides were to
be synthesized and the “protecting group”
used to cover the reactive sites of certain
compounds involved in the synthesis,
thereby preventing unwanted reactions
from occurring at these sites. See Part II.
Three days after filing the CIP, on March
27, 1981, UPI filed the first application in
the C & B line of patents, patent 732,
which described an improvement over the
chemistry developed by Caruthers and
Matteucei and which ultimately developed
into the fifth patent at issue in this case,
patent ’679.4 UPI did not disclose the

parent but also has some new subject matter.
A[CIP] is entitled to the parent’s filing date as
to any subject matter in common but only to
its own filing date as to the new matter.”
Herbert F. Schwartz, Patent Law and Practice
25 (3d ed.2001).

4. Patent '679 issued on November 27, 1990.
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1980 article to the prosecuting examiner
for either of these applications.

During roughly the same time period,
UPI was also applying to the European
Patent Office (EPO) for patent protection
for the C & M line. UPI filed an applica-
tion with the EPO on February 27, 1981.
The application was initially handled by
the Scully firm and later by in-house coun-
sel George Yahwak. UPI did not disclose
the 1980 Article to the EPO, even though
it was an absolute bar to any claims dis-
closed in the article. After a third party
informed the EPO of the article in a letter
dated March 25, 1983, the EPO issued a
notice of deficiency, dated November 12,
1983, which stated that the 1980 article
destroyed the novelty of claims 1-24, 27,
29 and 30 of the application. A277. (The
numbering and contents of these claims
are identical to those of the claims that
ultimately issued in the 066 patent.) In
response, UPI narrowed its application to
the EPO to an aspect not disclosed in the
1980 article, t.e., the use of the nucleotide
guanine. A288,

Il On March 16, 1982, UPI filed a
CIP of its 066 application which eventually
issued as patent 7075 On September 17,
1982, after the prosecuting examiner had
allowed claims 1842 of UPI’s 066 applica-
tion, Dr. Kelvin K. Ogilvie declared an
“interference” (a contest over priority be-
tween overlapping claims of rival applica-
tions). The overlap was described in the
following broadly-worded “count” (or com-
monly-claimed subject matter): “A process
for producing polynucleotides which com-
prises the step of condensing the 8’-OH or
5-0H of a nucleoside linked to a function-
alized inorganic polymer with a compound
which is the reactive product of a nucleo-

5. Patent ‘707 issued on February 19, 1985.

6. The senior party in an interference is pre-
sumed to have invented the claim first.
Throughout the proceeding, the junior party

side and a blocked phosphodichloridite.”
A225. As a preliminary matter, for pur-
poses of determining which party of the
two was entitled to senior party status,’
the patent office found on September 17,
1982 that UPT’s challenged claim was enti-
tled to the priority date of the parent
application. A224.

On April 7, 1983, UPIT filed a motion to
dissolve the interference and enclosed the
1980 article as proof of its prior posses-
sion, stating that the article “meets every
material element and limitation of [the in-
terference count].” A235. Five days later,
Ogilvie abandoned the interference, and
shortly thereafter UPI withdrew its mo-
tion, the interference examiner terminated
the interference, and UPYs application
was transferred back to the prosecution
examiner. Sometime thereafter, in-house
counsel Yahwak assumed partial and even-
tually complete control over the prosecu-
tion of the patents at issue.

UPI subsequently filed two more appli-
cations at issue in this case: patent 418,
filed on June 18, 1984 and issued on July
21, 1992, and patent 319, filed on March
31, 1986 and issued on October 6, 1992. In
the eleven years from UPT’s filing of pat-
ent ’066 in 1981 to the issuance of pat-
ents 418 and 319 in 1992, other than
during the Ogilvie interference and during
another interference in 1998, UPI dis-
closed the 1980 article to the prosecution
examiner only once in 1985 and once in
1986. On December 10, 1985, on page six
of a 19 page submission requesting an
amendment after the rejection of certain
claims, UPI wrote “[s]ince Applicant’s first
report in Tetrahedron Letters, February
1980) of the process described in the pres-

has the burden of establishing priority by a
preponderance of the evidence. John Glad-
stone Mills III et al., Patent Law Fundamen-
tals 8§ 11:13 and 11:44 (2d Ed.2003).




ent application, the process has become
accepted by industry....” D0250. Short-
ly thereafter, on February 1986, in the
remarks section of a proposed amendment
after allowance,”- UPI expressed their
“wish to bring to the Examiner’s attention
their initial publication regarding the pres-
ent invention,” neglecting however to in-
clude a publication date with the reference.
D0243. Yahwak, who at this point was in
charge of prosecuting the patents at issue,
testified that he did so to avoid any ques-
tion of inequitable conduct, as by this time
UPI was in litigation with other parties
who were alleging that UPI had concealed
the 1980 article. Yahwak Dec. 19.

B. Circumstances giving rise to the
current litigation

In September of 1997, Affymetrix en-
tered into a written Purchase Agreement
(“the Agreement”) with defendant PerSep-
tive 8 in which PerSeptive agreed to sell a
certain amount of custom amidite products
to Affymetrix during each year of the
Agreement until December 31, 2005. Un-
der the Agreement, PerSeptive represent-
ed that at the time of contracting, PerSep-
tive knew of no 'reason that Affymetrix
could not use the delivered amidite prod-
ucts to manufacture oligonucleotides using
any method contained in the ’069 patent.
The Agreement further provided that “[ilf
for any reason PerSeptive is not able to
make or have made the amidites” for a
period exceeding 60 days, PerSeptive was
to negotiate in gdéod faith with Affymetrix
for licensing rights to the ’069 patent.
Further, PerSeptive represented that at
the time of the sale, it knew of no viola-
tions of any patents. or other intellectual
property rights that would prevent Affym-

7. The PTO had apparently, by this point, al-
lowed the application for patent ‘418 in its
entirety. UPI made this submission seeking
to specifically identify the inorganic polymer
support claimed therein as silica gel or inor-
ganic silica.
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etrix from so using the amidite products.
PerSeptive was also obligated under the
Agreement to indemnify and defend Aff-
ymetrix from infringement claims based on
use of the amidite products in accordance
with the 069 patent.

‘Affymetrix received shipments of ami-
dite products from PerSeptive until April
15, 1998. Sometime after this date, Aff-
ymetrix was notified by representatives of
PerSeptive that PerSeptive did not intend
to fill the orders. Subsequently, in August
of 1999, -a representative of PerSeptive’s
parent company, PE; indicated to Affyme-
trix that a PE affiliate intended to assert a
claim that Affymetrix’s use of the amidite
products to synthesize DNA infringed
PE’s process patents. Affymetrix notified
PerSeptive of PE’s patent infringement
allegations.

Applera, as licensees, along with defen-
dant Competitive Technologies (formerly
UPI), sued Affymetrix in early July of
2000 in the District Court of Delaware
alleging infringement of five patents at
issue here. PerSeptive and PE failed to
fulfil the indemnification clause of PerSep-
tive’s contract with Affymetrix by taking
up AffymetriX’s defense. The Delaware
action was dismissed on September 27,
2001 for lack of subject matter jurisdiction
after plaintiff had filed suit in the Southern
District of New York in January of 2001.

According” to Affymetrix’s Amended
Complaint, PE purports to have sole and
exclusive rights to enforce the patents in
suit and Competitive Technologies pur-
ports to hold title to each of the patents in
suit.

8. PerSeptive is a wholly owned subsidiary of
defendant PE Corp. (N.Y.) (“PE”), which in
_turn is a wholly owned subsidiary of defen-
dant Applera Corp (“Applera’). Applera is
the licensee of the patents at issue. .
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C. Procedural History

In its Amended Complaint, Affymetrix
asserts five causes of action. In Count
One, against PE and Competitive Technol-
ogies only, Affymetrix seeks a declaratory
judgment that (1) it has not infringed the
patents in suit; (2) the patents in suit are
invalid for failing to satisfy the require-
ments set forth in 35 U.S.C. §§ 101, 102,
103 and/or 112 and/or under the doctrine
of obviousness-type double patenting; and
(8) the patents in suit are unenforceable.

In Count Two of the Amended Com-
plaint, Affymetrix asserts a breach of con-
tract claim against PerSeptive and PE
based on breach of warranty, PerSeptive’s
failure to defend and indemnify Affymetrix
from claims resulting from use of the ami-
dite products, and PerSeptive’s failure to
negotiate in good faith for licensing rights
to the 069 patent as required by the
Agreement.

Counts Three through Five assert a va-
riety of unfair competition claims. In
Count Three, asserted against PE and
Applera, Affymetrix alleges that past legal
action taken by these companies against
Affymetrix and the fraudulent obtaining
and licensing of patents constitute at-
tempts to monopolize by preventing Aff-
ymetrix from competing with PE in the
manufacture and sale of DNA probes and
other products involving the synthesis of
oligonucleotides in violation of the Sher-
man Act, 15 US.C. § 2. In Count Four,
Affymetrix asserts that PE, Applera, and
Competitive Technologies conspired to en-
gage in such illegal and exclusionary con-
duct, in violation of the Sherman Act, 15
US.C. §2, Cal Bus. & Prof.Code
§§ 16722 and 16726, and N.Y. Gen. Bus.
Law § 340. Finally, Count Five asserts a
cause of action against PE, Applera, and
Competitive Technologies pursuant to Cal.
Bus. & Prof.Code § 17200 for unfair com-
petition.

On May 24, 2002, in an opinion reported
at 219 F.Supp.2d 390, we denied defen-
dants’ motions to dismiss plaintiff’s inequi-
table conduct claim and to dismiss certain
of plaintiff's contract-based claims as non-
cognizable and stay others as covered by a
mandatory arbitration clause, and granted
defendants’ motion to stay discovery on
questions arising from to plaintiff's anti-
trust-related claims. On December 4,
2002, we granted plaintiffs motion for
summary judgment that the ’679 patent
expired on March 27, 2001 in accordance
with a terminal disclaimer filed by defen-
dants during the patent’s prosecution.
No. 01-0634, 2002 WL 31875401.

On April 16, 2008, plaintiff moved for
summary judgment on the issues of wheth-
er the claims of the patents in suit are
unenforceable due to inequitable conduct,
whether certain claims of the ’066 and ’418
patents are anticipated by the 1980 article,
and whether the ’679 patent is invalid un-
der 35 U.S.C. §§ 101 and 112. We heard
oral argument on these issues on Decem-
ber 16, 2008.

DISCUSSION

I. Summary Judgment Standard
Summary judgment is properly granted

“‘f the pleadings, depositions, answers to
interrogatories, and admissions on file, to-
gether with the affidavits, if any, show that
there is no genuine issue as to material
fact and that the moving party is entitled
to judgment as a matter of law.’” R.B.
Ventures, Ltd. v. Shane, 112 F.3d 54, 57
2d Cir.1997) (quoting Fed.R.Civ.P. 56(c)).
In reviewing the record, the district court
must “view the evidence in the light most
favorable to the nonmoving party” and re-
solve all ambiguities and “draw all reason-
able inferences” in its favor. American
Casualty Co. v. Novdic Leasing, Inc., 42
F.3d 725, 728 (2d Cir.1994) (internal quota-
tion omitted); see Anderson v. Liberty




Lobby, Inc., 477 U.S. 242, 255, 106 S.Ct.
2505, 91 L.Ed.2d 202 (1986).

The mere existence, however, of an al-
leged factual dispute between the parties
will not defeat a motion for summary judg-
ment. because “the requirement is that
there be no genuine issue of material
fact.” Amnderson, 477 U.S. at 247-48, 106
S.Ct. 2505 (emphasis in original). In order
to defeat such a motion, the non-moving
party must affirmatively set forth facts
showing that there is a genuine issue for
trial. Id. at 256, 106 S.Ct. 2505. An issue
is “genuine ... if the evidence is such that
a reasonable jury could return a verdict
for the nonmoving party.”- Id. at 248, 106
S.Ct. 2505 (internal quotation omitted);
see C.R. Bard, Inc. v. Advanced Cardio-
vaseulor Systems, Inc., 911 ¥.2d 670, 672
78 (Fed.Cir.1990).

To raise a genuine issue, a non-moving
party may not “rely on mere speculation
or conjecture as to the true nature of the
facts.” Kwight v. U.S. Fire Ins. Co., 804
F.2d 9, 12 (2d Cir.1986), cert. denied, 480
U.S. 982, 107 S.Ct. 1570, 94 L.Ed.2d 762
(1987); see also Lipton v. Nature Co., T1
F.3d 464, 469 (2d Cir.1995). “‘Mere con-
clusory allegations or denials’ in legal
memoranda or oral argument are not evi-
dence and cannot by themselves create a
genuine issue of material fact where none
would otherwise exist” Quinn v. Syra-
cuse Model Neighborhood Corp., 613 F.2d
438, 445 (2d Cir.1980) (citation omitted).
Rather, the non-moving party must pro-
duce specific facts sufficient to establish
the existence of a genuine issue of fact.
See Celotex Corp. v. Catrett, 477 U.S. 317,
322-28, 106 S.Ct. 2548, 91 L.Ed.2d 265
(1986); Lipton, T1L F.3d at 464. “If the

9. Plaintiff’s anticipation claim bears on its
inequitable conduct claim because whether
defendants were obligated to disclose the
1980 article (such that their failure to do so
amounted to inequitable conduct) turns on
whether they could have believed in good
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evidence is.merely. colorable, or is.not sig-
nificantly probative,, summary judgment
may be granted.” Amnderson v. Liberty
Lobby, Inc., 477 U.S. 242, 248, 106 S.Ct.
2505, 91 L.Ed.2d 202 (1986) (citations omit-
ted).

Finally, summary judgment is equally
appropriate in a patent case as it is in any
other type of case. See C.R. Bard, Inc. v.
Advanced Cardiovascular Systems, Inc.,
911 F.2d 670, 672 (Fed.Cir.1990).

1L Plaintiff s anticipation claim

Plaintiff has moved for summary judg-
ment that certain claims of the ’066
and ’418 patents were anticipated by the
1980 article. We address this issue first
because it bears on plaintiff's broader
claim that defendants’ failure to disclose
this article during their prosecution of all
five patents at issue amounted to inequita-
ble conduct.®

Under Section 102(b) of Title 85 of the
United States Code, a patent application
fails if it is filed more than one year after
the invention was described in a written
publication. (A publication that thus pre-
dates patent claims is called ‘anticipatory.”)
Because defendants’ CIP,* which ultimate-
ly resulted in the ’066 line of patents, was
filed over one year after the 1980 article,
any of its claims that were disclosed in the
1980 article were barred unless they were
entitled to the February, 1980 effective
filing date of defendants’ parent applica-
tion.

Whether or not these claims were enti-
tled to the effective filing date of the par-
ent application, in turn, depends on wheth-
er they were first described in the parent
application in a manner that satisfied the
requirements of 35 U.S.C. § 112,"* which

faith that the article did not anticipate the CIP
filed on March 16, 1982.

10. See sz,'tpra note 3.

11. Under 35 U.S.C. § 120,
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provides that an application must:

contain a written description of the in-
vention, and of the manner and process
of making and using it, in such full,
clear, concise, and exact terms as to
enable any person skilled in the art to
which it pertains, or with which it is
most nearly connected, to make and use
the same, and shall set forth the best
mode contemplated by the inventor of
carrying out his invention.

35 U.S.C. § 112 (emphasis added).

Bl 1o assessing whether defendants’
parent application adequately described
the relevant claims in the CIP, we are
guided by the following principles drawn
from Federal Circuit precedent. Although
the parent application need not mirror the
continuation i haec verba, see Fujikawa
v. Wattanasin, 93 F.3d 1559, 1570 (Fed.
Cir.1996), it must “reasonably convey[ ] to
the artisan that the inventor had posses-
sion at that time of the later claimed sub-
ject matter,” see Ralston Purina Co. v.
Far-Mar-Co, Inc, 772 F.2d 1570, 1575
(Fed.Cir.1985) (internal quotations omit-
ted). Moreover, although the § 112 issue
is a factual one, see Vas—Cath Inc. v. Ma-
hurkor, 935 F.2d 1555, 1562 (Fed.Cir.
1991), it can appropriately be resolved on a
summary judgment motion, see Lockwood
v. American Airlines, Inc., 107 F.8d 1565,
1572 (Fed.Cir.1997).

In Lockwood, the Federal Circuit clearly
articulated how extremely demanding the
§ 112 requirement is:

Entitlement to a filing date does not

extend to subject matter which is not

disclosed, but would be obvious over
what is expressly disclosed. It extends
only to that which is disclosed. While
the meaning of terms, phrases, or dia-

[aln application for patent for an invention
disclosed in the manner provided by the
first paragraph of section 112 of this title in
an application previously filed in the United
States ... which is filed by an inventor or

grams in a disclosure is to be explained
or interpreted from the vantage point of
one skilled in the art, all the limitations
must oppear in the specification. The
question is not whether a claimed inven-
tion is an obvious variant of that which
is disclosed in the specification. Rather,
a prior application itself must describe
an invention, and do so in sufficient de-
tail that one skilled in the art can clearly
conclude that the inventor invented the
claimed invention as of the filing date
sought.

Lockwood, 107 F.3d at 1571-72 (affirming
the district court’s summary judgment
that a continuation application was not en-
titled to the effective date of the parent
application) (emphasis added). The court
went on to hold that, although the parent
application need not contain an identical
description to that included in the continu-
ation, the description must be “equivalent.”
Id. at 1572.

I Applying these principles to the
facts at hand, we find that defendants’
parent application did not describe the rel-
evant claims set forth in their CIP. Two
aspects of the ’066 line are at issue: 1) the
support structure on which the polynucleo-
tide or other substance is synthesized; and
2) the “protecting group” used to cover the
reactive sites of certain compounds in-
volved in the synthegis, thereby preventing
unwanted reactions from oceurring at
those sites. We discuss these aspects in
turn.

The parent application referred to the
support structure as a silica gel, see A019,
whereas the CIP referred to the structure
as an “inorganic polymer” and explained
that “[a] wide variety of inorganic poly-

inventors named in the previously filed ap-
plication shall have the same effect, as to
such invention, as though filed on the date
of the prior application,. ...




mers can be employed in the present in-
vention and these include, for example,
stlica, porous glass, aluminosilicates, bo-
rosilicates, metal oxides such as alumina
and nickel oxide, and various clays,” see
A098 (emphasis added). Defendants do
not dispute that the CIP description was
broader than the parent description, but
argue that it would have been clear to a
skilled reader of the parent application
that the inventors possessed “the idea of
practicing their invention with whatever
polymer support would work to carry out
the process, consistent with the character-
istics of the polymers set forth in the
application.” Opp. at 17. The innovation
conveyed in the parent application, defen-
dants argue, was not the mere use of silica
gel, but rather the replacement of swella-
ble supports, which had been the focus of
research in the past, with rigid sippports.
Opp. 19-20.

Defendants’ argument fails on various
levels. First, the text of the parent appli-
cation in no way conveyed that the inven-
tors thought of using any support other
than silica gel. On the contrary, the open-
ing description of the field of the invention
stated that “[t]he present invention relates
to modified silica gel and to methods of
making such modified silica gel.” AQ19.
The background section, further down, ag-
serted that, although modified silica gels
had been used in other areas, “no known
use of modified silica gel in the production

12. At oral argument, when defendants were
asked whether they used any language sug-
gesting that the silica gel was merely exem-
plary, defendants directed our attention to the
term ‘‘for example,” used at A020, the state-
ment at A021 that “[t]he following examples
are set forth by way of explanation of pre-
ferred embodiments and are not intended to
limit the present invention,”’ and the sentence
on A019 beginning with ‘“One prior art tech-
nique....” However, these references are
irrelevant. The A020 reference clearly quali-
fied the specified method of producing the
silica gel, and not the idea of using the gel to

371

of of polynucleotides is known.” ‘Id. The
next section of the application, entitled
“Brief Description of the Invention,” began
by stating that “[t]he present invention
provides new and useful modified silica
gels.” A020. Moreover, the “Detailed De-
seription” confirmed that what the inven-
tion contributed was the production and
use of “unique modified silica gels.” A029.
In fact, the term ‘modified - silica gel(s)
appeared throughout the application, and
at no point did defendants even imply, let
alone make’ clear, that they envisioned us-
ing any other support in the process they
described.* v

Our conclusion that the parent applica-
tion was limited to the use of silica gel, and
did not cover the broader class of poly-
mers claimed in the CIP, is supported not
merely by the text, but also by the inven-
tors’ admissions at their depositions that
they never experimented with other sup-
ports; never considered using other sup-
ports; and were not even sure, years later,
that some of the other supports included in
the CIP would work. A485-86, A487,
A491, A493-94, A496-97.

Finally, -even if the parent application
had broadly claimed ‘whatever works’ as a
support structure, based solely on the
functions specified therein, we have seri-
ous: doubts about whether patent law
would have allowed such a claim. See
Mills et al, Patent Low Basics § 14:5

begin with. If anything, this language sup-
ports plaintiff’s position because it shows that
Margolis (the lawyer who drafted the parent
application) was careful to make clear when a
specification was meant as an example and
not as a limitation. Similarly, the language
on A021 referred to “embodiments,” which
the previous page made clear designates the
types of substances that can be ultimately
produced and the processes that can be used,
not to the fundamental element of the silica
gel support. Finally, the A019 reference is
irrelevant as it described prior art and not the
claimed invention.
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(1992) (“[A] claim—though it recites ad-
vantages or properties that are the neces-
sary and inevitable consequence of recited
physical structure—is identical in scope
with any other claim which merely recites
the same physical structure.”); 60 Am.
Jur2d Patents § 380 (“In the absence of
other claim language restricting the scope
of a patent claim, the means or steps de-
seribed exclusively in functional terms are
to be construed to cover the corresponding
structures described im the specification
for performing that function and its equiv-
alents.) (emphasis added). Indeed, defen-
dants’ permissive reading of § 112 would
frustrate an important purpose of the pro-
vision, i.e., to “guard[ ] against the inven-
tor’s overreaching by insisting that he re-
count, his invention in [full] detail [so that a
court can determine whether] his future
claims ... [were] encompassed within his
original creation.” Vas—Cath Inc. v. Ma-
hurkay, 985 F.2d 1555, 1561 (Fed.Cir.1991)
(quoting Rengo Co. v. Molins Mach. Co.,
657 F.2d 535, 551 (3d Cir.), cert. denied,
454 T.S. 1055, 102 S.Ct. 600, 70 L.Ed.2d
591 (1981)).

We therefore find that all claims in de-
fendants’ CIP based on use of an inorganic
polymer support were new material not
encompassed by their parent application.
As such, these claims were not entitled to
the effective filing date of the parent appli-
cation, and they therefore were and are
invalid as having been filed more than one
year after they were described in the 1980
article.

We reach a similar conclusion with re-
spect to the second significant difference
between the parent application and the
CIP, i.e, the specified protecting group to
be used on the phosphorus group involved
in the oligonucleotide synthesis. Protect-
ing groups are compounds that cover spe-
cific sites on molecules undergoing chemi-

13. The parties agree that a methyl radical is a
type of hydrocarbyl radical, although plaintiff

cal reactions to insure that no reactions
occur at these sites. After the desired
reactions have occurred, the groups are
removed. Defendants’ parent application
mentioned two protecting groups: a me-
thyl group, which protects the phosphorus
group, and a N-benzoyl group, which pro-
tects eytosine. A023.

The parent application mentioned the
methyl group twice, once on A022 and once
on A023, and neither mention indicated
that the inventors contemplated using any
other groups to protect the phosphate
group. By contrast, the CIP described
the use of a “hydrocarbyl (as previously
defined herein) phosphorodichloridite, e.g.,
methyl phosphorodichloridite,” A101, and
in the claims section described the group
as any “bydrocarbyl radical containing up
to 10 carbon atoms,” A109. As with the
support structure claims, there is no ques-
tion that the language of the CIP was
broader,”® and the only question is whether
the more specific language of the parent
application actually conveyed possession of
the broader concept explicated in the CIP.

Defendants argue that the chemistry of
protecting groups was basic and well
known at the time the parent application
was filed, and that a skilled reader would
have recognized that the methyl radical
specified in the parent application was
merely a working example of a range of
possible groups, namely, the hydrocarbyl
radicals specified in the CIP. Defendants
rely, for this argument, on language from
the case law indicating that an applicant
need not specify basie, commonly under-
stood details of their inventions for these
details to be incorporated into their patent.
See In re Howarth, 654 F.2d 108 (C.C.P.A.
1981) (affirming rejection of claims as in-
sufficiently detailed, but qualifying its
holding with the acknowledgment that an

stresses that 'hydrocarbyl radical” was a
term first coined in the CIP.




applicant need not explicate every last ob-
vious detail of his invention); Hybritech
Inc. v. Monoclonal Antibodies, Inc., 802
F.2d 1367 (Fed.Cir.1986) (holding that, to
meet the enablement requirement of
§ 112 a patent need not teach what is well
known in the art), cert. dewmied, 480 U.S.
947, 107 S.Ct. 1606, 94 L.Ed.2d 792 (1987);
In re Hayes Microcompuier Products, Inc.
Patent Litigation, 982 F.2d 1527 (Fed.Cir.
1992) (patent application for computer pro-
gramming invention met the description
requirement by specifying the steps to be
programmed into the microprocessor
where the mechanics of each step would
have been known to a skilled reader).

According to the logic of the above
cases, defendants argue, they did not have
to specify that other hydrocarbyl radicals
groups besides methyl radicals could be
used. However, defendants’ situation is
the exact opposite of the situations treated
by the above cases. In the cases defen-
dants cite, an applicant or patentee sought
to elaim specific material implicit in a gen-
eval description. In contrast, defendants
are trying, to claim a general class based
solely on their mention of a single member
of that class. More on point, therefore, are
those cases holding that applicants do not
‘possess’ an entire genus merely by men-
tioning a single species belonging to that
genus. Regents of the Univ. of California
v. Eli Lilly & Co., 119 F.3d 1559, 1568
Fed.Cir.1997) (description of rat insulin
DNA not equivalent to description to ver-
tebrate or mammalian insulin DNA); In ve
Smythe, 480 F.2d 1376, 1383 (C.C.P.A.
1973) (“In ... chemical cases, where there
is unpredictability in performance of cer-
tain species ... others than those specifi-

14. The relevant inquiry with respect to the
enablement requirement is whether the appli-
cation would have enabled a skilled reader to
recreate the invention, and this inquiry re-
quires courts to take into account the baseline
knowledge of a well-informed reader. By
contrast, the relevant inquiry with respect to
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cally enumerated, one skilled in the art
may be found not to have been placed in
possession of a genus. ..."”).

Thus, whether or not protecting groups
were, as defendants assert, a basic compo-
nent of polynucleotide synthesis is irvele-
vant, as the language of the parent appli-
cation contained no implication that the
inventors had any broader class in mind
than the methyl radical group mentioned.
Lockwood, 107 F.8d at 1571-72 (“The
question is not whether a claimed inven-
tion is an obvious variant of that which is
disclosed in the specification. Rather, a
prior application itself must describe an
invention, and do so in sufficient detail that
one skilled in the art can clearly conclude
that the inventor invented the claimed in-
vention as of the filing date sought.”)

Not only does patent law preclude in-
ventors from claiming the entire scope of
material made obvious by their inventions,
but it is far from eclear that the broad class
of protecting groups claimed in the CIP
was obvious at the time defendants filed
the parent application. To begin with, the
CIP claimed the use of a “hydrocarbyl
radical containing up to 10 carbons,” A109
(emphasis added), a rather specific limita-
tion that had no prectirsor in the parent
application. Methyl radicals, by contrast,
contain only one’ carbon atom. Ogilvie
Dec. 19. Moreover, the inventors them-
selves published an article in 1981, Synthe-
sis of Deoxyoligonucleotides on o Polymer
Support, in which they explained why a
methyl group worked but a different
group, trichloroethyl, proved difficult to
remove at the end of the process. D1212.
This discussion makes clear that not all

the specification requirement is whether the
author of the application. “possessed” the
claimed material, i.e., had it in mind, and not
whether it was made obvious by his applica-
tion. Lockwood v. American Airlines, Inc.,
107 F.3d 1565, 1571-72 (Fed.Cir.1997).
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hydrocarbyl radicals work as protecting
groups, and the parent application, in addi-
tion to giving no indication of the useful-
ness of any group other than methyl, pro-
vided no guidance as to how to choose any
other group.

For the reasons detailed above, plain-
tiff’s motion for summary judgment that
certain claims of patents '066 and 418 are
anticipated by the 1980 article under 35
U.L.C. § 102(b) is granted. Accordingly,
we hold that claims 1-13 and 18-43 of
the 066 patent and claims 1-7 and 21-24
of the 418 patents are invalid.

III. Plaintiff’s conduct

claim

Il Plaintiff has also moved for sum-
mary judgment that all five patents in suit
are unenforceable due to inequitable con-
duct. This motion is based on defendants’
failure, throughout the prosecution of
these five patents, to effectively disclose
the 1980 article as prior art. While we
have serious doubts about defendants’ abil-
ity to succeed on this question at trial, we
find, for the reasons set forth below, that
defendants have raised a genuine issue of
material fact and therefore that summary
judgment would be inappropriate.

inequitable

To prove inequitable conduct based on a
patent applicant’s omission, a plaintiff (or
in infringement cases, a defendant) must
show, by clear and convincing evidence,
that the applicant intentionally withheld
“material” ¥ information, and that, in light
of all the circumstances, that omission was
“so culpable that the patent should be held
unenforceable.” Purdue Pharma L.P. v.
Boehringer Ingelheim GMBH, 237 F.3d
1359, 1866 (Fed.Cir.2001) (citations omit-

15. Under the rule in effect during the time
defendants were prosecuting a patent, infor-
matijon is “material” if “a reasonable exam-
iner would consider the withheld prior art
important in deciding whether to issue the
patent.” Merck & Co., Inc. v. Danbury Phar-

ted) (quoted in Dayco Products, Inc. wv.
Total Contaimwment, Inc., 329 F.3d 1358,
1362-63 (Fed.Cir.2003)). Our holding ear-
lier in this opinion that the 1980 article
anticipated the *066 and ’418 patents estab-
lishes that the 1980 article was, in fact,
highly material to these applications, since
it invalidated several of the applications’
central claims. We therefore focus our
discussion on the further requirements for
a showing of inequitable conduct: intent
and culpability.

Federal Circuit precedent requires that
district courts exercise extreme caution be-
fore making a finding of inequitable con-
duct on a motion for summary judgment,
Burlington Industries, Inc. v. Dayco
Corp., 849 F.2d 1418, 1422 (Fed.Cir.1988)
(“A summary judgment that a reputable
attorney has been guilty of inequitable
conduct, over his denials, ought to be, and
can properly be, rare indeed.”) (emphasis
in original); KangaROOS U.S.A., Inc v
Caldor, Inc., 778 F.2d 1571, 1573-74 (Fed.
Cir.1985) (reversing summary judgment
that inequitable conduct occurred and
opining that “[a] summary judgment of
fraud or inequitable conduet, reached while
denying to the person accused of the fraud
or inequitable conduct the opportunity to
be heard on the issue, is a draconian re-
sult”). To defeat such a motion, a defen-
dant need only offer a good-faith explana-
tion for its conduct that “is not on its face
implausible.” Dayco Products, 829 F.3d
1358.

Of course, as plaintiff notes, a finding of
inequitable conduct on summary judgment
would not be unprecedented. See Puara-
gon Podiatry Lab., Inc. v. KLM Labs., 984
F2d 1182 (Fed.Cir.1998); Brasseler,

macal, Inc., 873 F.2d 1418, 1421 (Fed.Cir.
1989). Thus, to show that prior art was ma-
terial, a plaintiff need not show that, had the
examiner seen the information, he necessari-
ly would have rejected the related claims.




US.A. I, L.P. v. Stryker Sales Corp., 267
F.3d 1370 (F'ed.Cir.2001).2% However, the
facts of these two cases underscore the
exceptional nature of the relief plaintiff
seeks. In Brasseler, the patent prosecu-
tion attorney failed to disclose a material
prior sale, i.e., a sale occurring more than
one year prior to the filing of the patent
application. His only defense, that he did
not know the exact date of the sale, was
wholly implausible in light of the clear
evidence that he knew a sale had occurred
and simply failed to spend “ten minutes”
finding out its exact date. Id. at 1376-T78.
Similarly, in Paragon, the patent applicant
had, among other things, responded to the
examiner’s request for affidavits from dis-
interested parties with three affidavits
from professionals who all held stock in
Paragon, and, in at least one case, were
paid consultants for Paragon. Id. at 1191~
92. Briefly put, in Brasseler, the patentee
had only a facially implausible. explanation
to offer for its failure to disclose material
information, and in Paragon, the patentee
had actually engaged in gffirmative mis-
representation. These opinions, therefore,
are of limited relevance to a case present-
ing nontrivial ambiguities.

In the present case; defendants have
offered several defenses to plaintiff's alle-
gation of inequitable conduct: @) that.they
believed the 1980 article was not piior art
because the parent application was filed
within a year of its -publication and the
CIP was entitled to the effective date of
the parent application; @) that their dis-
closure of the article to the examiner in
the Ogilvie interference negates, or weighs
against, an inference of bad faith; and (iii)
that, at least with respect to the ’418 and
subsequent patents, they fulfilled their ob-

16. Plaintiff also cites ATD Corp. v. Lydall,
Inc., 159 F.3d 534 (Fed.Cir.1998). However,
in that case the court held on summary judg-
ment that no inequitable conduct occurred.
Given the relevant burden of proof and the
exceptional nature of the remedy sought, it is
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ligation by disclosing the article once in
1985 and once in 1986.

As ani initial matter, so as to provide
some guidance for the upcoming hearing
on the issue of inequitable conduct, we
briefly set forth our reasons for finding
certain of defendants’ arguments to be un-
tenable, at least absent further 'evidence.
To begin with, defendants’ argument that
their disclosure of the 1980 article in the
Ogilvie interference somehow negates any
potential ‘inference of inequitable é¢onduct
is, at this point, unpersuasive. See A.B.
Dick Co. v. Burroughs Corp., 798 F.2d
1392, 1399, n. 7 (Fed.Cir.1986) (upholding
finding of inequitable conduct for failure to
disclose material publications, even though
these publications were disclosed in an in-
tervening interference proceeding). The
district court opinion upheld in Dick con-
cisely expressed the perverseness of defen-
dants’ logic:

First of all, the PTO cannot realistically
be thought of as the equivalent (say) of a
" small law office, in which notice to one
person may fairly be deemed notice to
“all. It is not necessarily true that the
PTO Examining Division will have ac-
cess to proofs filed in the course of an
interference. ... More important in eq-
uitable terms, Sweet sought to advance
his own ends by using his final report to
prove dates in the interference proceed-
ing—but once the interference proceed-
ing was over, he made no effort to cite
either the Magarvey articles or the
Waage reference to the Examiner in the
context -of Sweet’s request for issuance
of. the patent on all the earlier-allowed
‘claims endorsed . ..

of course easier to find the absence of inequi-
table conduct as a matter of law by determin-
ing that the information withheld was not
material than to {ind the occurrence of ineg-
.uitable conduct as a matter of law.
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A.B. Dick Co., 617 F.Supp. at 1397 ((cita-
tion omitted). To distinguish A.B. Dick
Co. meaningfully at trial, defendants must
show that their submission of the 1980
article to an interference examiner weighs
against an inference of inequitable con-
duct, through evidence of general P.T.O.
practice with respect to: 1) the interfer-
ence officer’s ability, both institutionally
and practically speaking, to invalidate a
sentor party’s application based on its own
prior art; 2) the transfer of files from
interference proceedings to prosecution
proceedings; and 3) the role of that file (f
any) during the remainder of the prosecu-
tion.

We find similarly unavailing defendants’
argument that their disclosures in 1985
and 1986 somehow preclude a finding of
inequitable conduct with respect to the
prosecution of the 418 and subsequent
patents. To begin with, the first of these
disclosures was made nearly 18 months
after patent 418 was filed, and the second
was apparently made after the prosecution
examiner had allowed the application in
full. As such, there is a very serious
question as to whether these disclosures
were meaningful. Molins PLC v. Textron,
Inc, 48 F.3d 1172, 1182 (Fed.Cir.1995)
(upholding finding of inequitable conduct,
in part because material references,
though eventually disclosed to the examin-
er, “were not cited when they should have
been”).

Moreover, defendants’ 1985 reference
was highly unlikely to have alerted the
examiner to the potential significance of
the article. Id. at 1185 (noting that “bury-
ing” a particularly material reference can

17. Although this is the only broad argument
of defendants’ that we currently see as having
the potential to protect all five patents-in-suit
from invalidation for inequitable conduct, we
note that defendants have also established, in
their letter of clarification sent on December
24, 2003, a genuine issue as to whether the

be probative of bad faith). On page six of
a nineteen page request to amend two
rejected claims (after all other pending
claims had been decided), in a section de-
scribing the invention, defendants wrote
“Since Applicants’ first report in Tetrahe-
dron Letters, February 1980)[sic] of the
process described in the present applica-
tion, the process has become accepted by
industry as the model upon which all other
techniques are compared ...” D0250.
Given the late timing of this reference, the
fact that at that point most of defendants’
claims had already been decided, the pur-
pose of the submission, and the fact that
the thrust of the sentence containing it
was on how important the invention was,
we have serious questions about how this
reference could be considered sufficient to
call the examiner’s attention to the materi-
ality of the article as potential prior art.

Notwithstanding these doubts, we deny
summary judgment because defendants
have raised a genuine issue of material
fact as to whether their failure to disclose
the 1980 article was based on a good-faith
belief that the article was made immateri-
al by the PTO’s September 17, 1982 find-
ing that the claim in defendants’ CIP
subject to the Ogilvie interference was
entitled to the priority date of the parent
application.’” An important question of
fact exists as to the character of this de-
termination: plaintiff characterizes it as
preliminary, provisional, easily over-
turned, and limited to the purposes of the
interference, whereas defendants charac-
terize it as substantive and general. The
plausibility of defendants’ good faith reli-
ance on this determination depends in
large measure on the resolution of this
question at trial’®

1980 article was cumulative to the ‘066 patent
in the context of defendants’ '679 application.

18. Toward this end, it would be helpful to
hear evidence as to why Ogilvie did not point
out the anticipation issue during the interfer-
ence proceeding and instead chose to aban-




Regardless of the character of the PTO’s
1982 determination of priority, defendants
will need to explain at trial how, during the
year-and-a-half between the date they filed
the CIP and the date they were notified of
the PTO’s decision, they could have pro-
ceeded with their application, in good faith,
without disclosing the 1980 article to the
examiner. We assume for purposes of this
motion that, as defendants assert, they
simply relied on their (as it happens, erro-
neous) legal view that they were entitled to
rewrite, in broader language, certain as-
pects of their invention while claiming the
parent filing date for these aspects. This
reliance was, at the very least, a departure
from their duty of candor to the PTO
under 87 C.F.R. § 1.56(a) (2003).

An applicant is obliged to provide full
disclosure throughout the application pro-
cess. Id. Moreover, “[ilt is axiomatic that
‘lellose cases should be resolved by disclo-
sure, not unilaterally by applicant.”” Cwi-
tikon, Inc. v. Becton Dickinson Vascular
Access, Inc., 120 F.3d 1253, 1257 (Fed.Cir.
1997) (quoting LaBounty Mfy., Inc. w.
United States Int'l Trade Comm’n, 958
F.2d 1066, 1076 (Fed.Cir.1992)), cert. de-
nied, 523 U.S. 1071, 118 S.Ct. 1510, 140
L.Ed.2d 665 (1998). The sole remaining
issue to be resolved at trial, then, is wheth-
er defendants’ dereliction was sufficiently
egregious, and revealed sufficient bad faith
and culpability, to support a finding of
inequitable conduct.

IV. Plaintiff’s claim that pateant ’679
fails under 35 U.S.C. §§ 101 and 112

Plaintiff’s final motion is for the invalida-
tion of patent 679 based on an error in the
description language that, plaintiff argues,

don his challenge. It would also be helpful if
the parties offered further argument as to
whether the PTO’s ruling that defendants’
challenged claim was entitled to the parent
application priority date for purposes of es-
tablishing defendants as the senior party in
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makes this patent unworkable. See 35
U.8.C. §§ 101 (utility requirement) and
112 (enablement requirement). For the
reasons set forth below, this motion is
denied.

Il The parties agree on the basic facts
relevant to this issue. In column 20 of
their application, defendants described
“X,” a sub-structure of the chemical for-
mula claimed in the patent, in terms of a
conjunction between three sets of proper-
ties that are, as a practical matter, mutual-
ly exclusive. The exact language of defen-
dants description was as follow:

X is NR2'R3’ wherein [1] R2’ and RS’

taken separately each represent alkyl,

aryl, aralkyl, cycloalkyl and eycloalkylal-
kyl containing up to 10 carbon atoms;

[2] R2 and R3’ when taken together

form an alkylene chain containing up to

5 carbon atoms in the principal chain

and a total of up to 10 carbon atoms

with both terminal valence bonds of said
chain being attached to the nitrogen
atom to which R2’ and R3’ are attached;
and [3] R2" and R3’ when taken together
with the nitrogen atom to which they are
attached form a saturated nitrogen het-
erocycle including at least one additional
heteroatom from the group consisting of
nitrogen, oxygen and sulfur.

A172 (emphasis added) (numbered for ease

of reference).

Tt is undisputed that each of 1, 2 and 3 is
inconsistent with the other two conditions.
It is moreover clear from the parties’ sub-
missions that a skilled (or even lay) reader
would immediately recognize as much. In-
deed, defendants’ use of a conjunctive form
instead of a disjunctive form is apparently
such a widespread error in the field that it
has effectively become a convention.’® De-

the interference necessarily determined the
question of whether defendants’ claim was
entitled to the priority date for purposes of
avoiding a prior art bar.

19. Defendants represent that ‘‘[IJeading com-
panies from around the world” have made




378

fendants made' this error elsewhere and
were corrected by the examiner. Plain-
tiff's own expert, Dr. Ogilvie, admitted
during his deposition that at least one
patent of his contains the error. D313-
3321. Most importantly, plaintiff does not
dispute that patent 679 has been in heavy
use for years, without any problem.

This widespread error seems to have
arisen as a misuse of the accepted “Mar-
kush” language for claiming multiple alter-
native compounds that cannot be described
as generic class. Pl’s Reply at 8-9.2° The
basic Markush phrase correctly uses ‘and’
in a disjunctive sense, 4.e., by describing a
compound as:. ‘R’ wherein R is a material
selected from the group consisting of A, B,
C, and D. Id. The shorthand way of stat-
ing this claim, in Markush, is: ‘R’ wherein
R is A, B, C, or D. Id. What appears to be
happening is that drafters, when they use
the shorthand form of the Markush con-
struction, forget to substitute ‘or’ for ‘and.’

Based on this error by defendants,
plaintiff seek to invalidate defendants’ ’679
patent. Plaintiffs rely, in taking this posi-
tion, on the statement in Process Control
Corp. v. Hydreclaim Corp., 190 F.3d 1350,
1857 (Fed.Cir.1999), cert. denied, 529 U.S.
1087, 120 S.Ct. 1531, 146 L.Ed.2d 346
(2000) that “fwlhere ... the claim is sus-
ceptible to only one reasonable construc-
tion, . we must construe the claims
based on the patentee’s version ... as he
himself drafted it.” Plaintiff reads Process
Conitrol to mean that whenever a drafting
error results in language that, if read liter-
ally, would render the patent useless, the
court must overturn the PTO’s grant of
patent protection.

the same error in their patents. Opp'n at 14.
Plaintiff appears to concede as much. See
Reply at 6. As a side note, the use of ‘and’ to
denote a disjunction is also common in feder-
al criminal statutes, where courts routinely
interpret ‘and’ to mean ‘or’ in order to further
congressional intent. See, e.g., United States

I However, in Process Control, the
patentee asked the court.to read a techni-
cal term, “discharge rate,” one way in one
clause and another way in a nearby clause.
The court held as it did to “prevent]]
unduly burdening competitors who must
determine the scope of the claimed inven-
tion based on an erroneously drafted
claim.” Id. at 1357. Here, by contrast,
defendants’ use of ‘and’ instead of ‘or’
could not reasonably give rise to confusion
as to the scope of the patent. Accordingly,
there is simply no consideration weighing
against the general principal, noted in Pro-
cess Comntrol, see id. at 1356, that “[wihen
claims are amenable to more than one
construction, they should when reasonably
possible be interpreted so as to preserve
their validity.” Modine Mfg. Co. v. U.S.
Intern. Trade Com’n, 75 F.3d 1545, 1557
(Fed.Cir.1996) (quoting Whittaker Corp. .
UNR Indus., Inc., 911 F.2d 709, 711 (Fed.
Cir.1990)), ceri. dewied sub nom. Showa
Alumianawm Corp. v. Modine Mfy. Co., 518
U.S. 1005, 116 S.Ct. 2523, 185 L.Ed.2d
1048 (1996). See also Banyan Licensing
0. ‘Allied Foam & Packaging, Products,
Inc., 134 F.Supp.2d 907, 909 (N.D.Ohio
2001) (finding that Process Control did not
require invalidation of poorly drafted pat-
ent, so long as the correct sense of the
patent was understandable to the relevant
audience).

The principal of preserving patent va-
lidity whenever possible carries special
weight in this case, where a decision in-
validating patent 679 on the basis of a
common error arguably could jeopardize
numerous longstanding. patents. Accord-

v. Blackwell, 946 F.2d 1049, 1052-53 (4th
Cir.1991) (interpreting 18 U.S.C. § 841(c)).

20. “Markush” language is named for the PTO
Commission’s 1925 decision in Ex parte Mar-
kush, which (for the first time) allowed appli-
cants to claim alternative compounds.




ingly, plaintiff’s motion for summary judg-
ment the patent ’679 is invalid is denied.

CONCLUSION

For the reasons set forth above, plain-
tiff’s motion for summary judgment on the
invalidity of certain claims in the ’066
and 418 patent is granted, and plaintiff's
motions for summary judgment based on
inequitable conduct and drafting error are
denied. The parties are directed to ap-
pear before the court on March 4, 2004, at
3:30 p.m.
IT IS SO ORDERED.

Maurice CLARETT, Plaintiff,
v.

NATIONAL FOOTBALL LEAGUE,
Defendant.

No. 03 Civ. T441(SAS).

United States District Court,
S.D. New York.

Feb. 5, 2004.




