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thirty minutes, placed an order under his
account to receive the fight on both receiv-
ers. dJohnson’s account was billed twice
for the fight because it was sent to both of
his satellite TV receivers.

The evidence also shows that Johnson
kept the invoices he received monthly from
DirecTV in the regular course of business.
Johnson admits that he kept those invoices
and, after reviewing them, he admits that
he was charged twice for the Tyson/Lewis
fight. Although Johnson vehemently de-
nies ever ordering the fight and denies
that he gave anyone authority to order the
fight, Johnson’s account reflects that he
paid the invoice and did not contest the
charges despite being billed $119.90
($59.95 x 2) for the fight.

This circumstantial evidence is more
than merely colorable. Taken together, a
reasonable fact finder could conclude that
either Johnson or someone under his di-
rection called DirecTV and, after being
placed on hold for thirty minutes, ordered
the Tyson/Lewis fight for both receivers at
his establishment so he could exhibit the
fight to his customers. Although Johnson
fiercely denies this, a credibility determi-
nation between the circumstantial evidence
and Johnson’s denials is inappropriate in a
summary judgment. See Tarver v. City of
Edna, 410 F.3d 745, 768 (5th Cir.2005).
While the fact finder may ultimately be-
lieve Johnson, this decision cannot be
made at the summary-judgment stage.
See, e.g., id.; Ikerd v. Blair, 101 F.3d 430,
433-35 (6th Cir.1996). But because Gar-
den City has presented sufficient probative
cirecumstantial evidence that a reasonable
fact finder could infer and conclude that
Johnson ordered (or had someone order)
the Tyson/Lewis fight and exhibited it in
his establishment without a proper license,
the Court concludes that a genuine issues
of material fact exists as to whether John-
son violated section 605 of the FCA.

III.

For the forgoing reasons, the Court
PARTIALLY GRANTS AND PARTIAL-
LY DENIES Johnson’s motion for sum-
mary judgment. Having concluded that
Garden City has abandoned its claim un-
der section 553, it is DISMISSED WITH
PREJUDICE. In all other aspects, John-
son’s summary-judgment motion is DE-
NIED.

Conclusion
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MEMORANDUM OPINION
AND ORDER

SIDNEY A. FITZWATER, Chief
Judge.

Defendant-counterplaintiff E’Lite Optik,
Inc. (“F’Lite”) moves for partial summary
judgment on plaintiffs’ patent infringement
claim. Because the court’s construction of
United States Patent No. RE37 545E (“the
'545 patent”) settles as a matter of law
that both of E’Lite’s accused products did
not infringe claims 18 and 23 of the '545
patent, the court grants E’Lite’s motion to
the extent plaintiffs’ infringement suit is
premised on either claim 18 or 23.

I

In 2002 plaintiffs-counterdefendants As-
pex Eyewear, Ine. and Contour Optik, Inc.
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(collectively, “Aspex”) sued E’Lite for in-
fringement of the ‘545 patent.! The court
stayed this lawsuit in 2003, and when the
stay terminated in 2006, Aspex filed its
opening claim construction brief, request-
ing that the court construe the disputed
claim limitations of claims 18 and 23 of the
'545 patent. Aspex restricted its infringe-
ment suit to these claims of the '545 pat-
ent, stating that “[t]Jo narrow the issues for
trial and facilitate this claim construction
process, Plaintiffs are asserting only
claims 18 and 23 against E’Lite.” Ps.
Claim Constr. Br. 3.

In October 2007 the court filed an opin-
ion construing claims 18 and 23 of the '545
patent. See Aspex Eyewear, Inc. v. E’Lite
Optik, Inc., 2007 WL 2984673, at *2, *18
(N.D.Tex. Oct. 12, 2007) (Fitzwater, J.)
(“Aspex IV”). Based on Aspex IV, E'Lite
moves for partial summary judgment, con-
tending as a matter of law that both ac-
cused products—the “Smart Clip” frames
and the “MacEye” frames—do not infringe
claims 18 and 23. Aspex concedes in re-
sponse that, based on the court’s construc-
tion of the '545 patent in Aspex IV, sum-
mary judgment is proper against it with
respect to its allegations that E’Lite’s
“Smart Clip” frames infringed claims 18
and 23 of the '545 patent.? Thus the only
issue in this motion is whether summary
judgment is proper with respect to Aspex’s

1. For the background on the litigation be-
tween the parties and a description of the
inventions at issue, see Aspex Eyewear, Inc. v.
E’Lite Optik, Inc., 2007 WL 2984673, at *1
(NLD.Tex. Oct.12, 2007) (Fitzwater, J.); Aspex
Eyewear, Inc. v. E’Lite Optik, Inc., 2002 WL
1592606, at *1-*2 (N.D.Tex. July 17, 2002)
(Fitzwater, J.); Aspex Eyewear, Inc. v. E'Lite
Optik, Imc., 2002 WL 1751381, at *1-%3
(N.D.Tex. Apr.4, 2002) (Fitzwater, J.); and
Aspex Eyewear, Inc. v. E’Lite Optik, Inc., 2001
WL 204775, at *1 (N.D.Tex. Feb. 27, 2001)
(Fitzwater, J.).

2. Aspex requests that the court enter judg-
ment against it without prejudice 1o its reinst-

infringement allegations directed at

E’Lite’s “MacEye” frames.

11

B “Summary judgment is generally
appropriate where, after making all infer-
ences in favor of the nonmoving party,
there are no genuine issues of material
fact and the moving party is entitled to
judgment as a matter of law.” U.S. Phil-
ips Corp. v. Iwasaki Elec. Co., 505 F.3d
1871, 1374 (Fed.Cir.2007) (citing Fed.
R.Civ.P. 56(c); Celotex Corp. v. Catrett,
477 U.S. 817, 822, 106 S.Ct. 2548, 91
L.Ed.2d 265 (1986)). “‘Summary judg-
ment on the issue of infringement is prop-
er when no reasonable jury could find that
every limitation recited in a properly con-
strued claim either is or is not found in the
accused device either literally or under the
doctrine of equivalents.’” Id. at 1874-75
(quoting PC Conmector Solutions LLC v.
SmartDisk Corp., 406 F.3d 13859, 1364
(Fed.Cir.2005)).

E’'Lite does not argue that its “MacKye”
frames do not contain all the limitations of
claim 18 or claim 23 of the '545 patent.
Rather, E’Lite contends that it is entitled
to summary judgment of noninfringement
concerning its “MacKye” frames because it
has neither made nor sold “MacEye”
frames since 1998, and the effective date of
the '545 patent is February 12, 2002, the

ituting its infringement action under claims
18 and 23 if the Federal Circuit reverses the
claim construction made in Aspex IV. The
court declines this request. The correct pro-
cedure is for the court to enter judgment
dismissing the infringement claim with preju-
dice. Then, if the Federal Circuit disagrees
with this court’s claim construction and that
disagreement results in reversal, the judgment
of dismissal will also be reversed and Aspex
will be able to pursue its infringement claims
in accordance with the Federal Circuit’s opin-
ion and mandate.




date the reissue patent was granted.
F’Lite therefore maintains that even if the
“MacEye” frames contain all of the limita-
tions of claim 18 or 23, its production and
sales of the “MacEye” frames could not
have infringed claims 18 and 28 of the '545
patent because the reissue claims were not
effective until E’Lite ceased any potential-
ly infringing activity concerning the “Ma-
cEye” frames. Alternatively, E’Lite posits
that it is entitled fo summary judgment
based on the defense of intervening rights.

In support of its motion for summary
judgment, E’Lite submits a declaration of
Greg Smith, an officer and director of
E’Lite, who avers that E’Lite

has not made, used, sold, offered for
sale, or imported any product whatsoev-
er since February 12, 2002 that used
horizontally oriented magnets secured to
the ends of arms or magnets that en-
gage along a vertical polar axis and are
secured to the ends of arms. All prod-
ucts of that type (arm-mounted mag-
nets) sold by FE’Lite Optik since that
date have had magnets that are vertical-
ly oriented and horizontally engage.

D.App. 1-2. Based on this declaration and
the court’s construction of the '545 patent
that both claims 18 and 23 contain magnet-
ic members with horizontal orientation,
Aspex 1V, 2007 WL 2984673, at *23, E’Lite
contends that it is entitled to summary
judgment concerning its “MacEye”
frames.

Aspex does not rebut by evidence or
argument the assertion that F’Lite did not
engage in any infringing activity with re-
spect to its “MacEye” frames after Febru-
ary 12, 2002, the day the '545 patent was
issued.® Rather, Aspex’s sole basis for

3. Because Aspex does not proffer rebuttal evi-
dence to E’Lite’s contention that it did not
infringe the '545 patent through its ‘"‘MacEye”
frames after February 12, 2002, E’Lite’s alter-
native ground for summary judgment based
on intervening rights is irrelevant. See Fortel
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opposing E’Lite’s motion for partial sum-
mary judgment is that claim 18 of the ‘545
patent is substantially identical to claim 2
of the '545 patent’s predecessor, United
States Patent No. 5,568,207 (“the '207 pat-
ent”). Therefore, Aspex maintains that
under the first paragraph of 35 U.S.C.
§ 252, the effective date of claim 18 is
October 22, 1996, the date the '207 patent
was issued. Aspex contends that there is
a genuine issue of material fact whether
the “MacEye” frames infringed claim 18 of
the '545 patent, even if no infringing activi-
ty occurred after February 12, 2002.

111

A

Il The first paragraph of 85 U.S.C.
§ 252 provides:
The surrender of the original patent
shall take effect upon the issue of the
reissued patent, and every reissued pat-
ent shall have the same effect and oper-
ation in law, on the trial of actions for
causes thereafter arising, as if the same
had been originally granted in such
amended form, but in so far as the
claims of the original and reissued pat-
ents are substantially identical, such sur-
render shall not affect any action then
pending nor abate any cause of action
then existing, and the reissued patent, fo
the extent that its claims are substan-
tially identical with the original patent,
shall constitute a continuation thereof
and have effect continuously from the
date of the original patent.
(emphasis added). “Applying [this para-
graph of] § 252, when the reexamined or
reissued claims are identical to those of

Corp. v. Phone-Mate, Inc., 825 F.2d 1577,
1581 (Fed.Cir.1987) (“It being undisputed
that no allegedly infringing acts occurred af-
ter the date of the reexamination certificate,
the doctrine of intervening rights is irrelevant
in this case.”).
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the original patent, they shall ‘have effect
continuously from the date of the original
patent.”” Bloom Eng’y Co. v. N. Am.
Mfy. Co.,, 129 F.3d 1247, 1250 (Fed.Cir.
1997).  Conversely, “[ulnless a claim
granted or confirmed upon reexamination
is identical to an original claim, the patent
can not be enforced against infringing ac-
tivity that occurred before issuance of the
reexamination certificate.” Id.

Because Aspex does not oppose E’Lite’s
evidence that E’Lite did not engage in any
infringing activity with respect to its “Ma-
cEye” frames ajfter the '545 patent issued,
E’Lite’s summary judgment motion hinges
on whether claim 18 of the ‘545 patent is
substantially identical to claim 2 of the
'207 patent. If it is, then the effective
date of claim 18 is October 22, 1996, the
date the ‘207 patent issued, and summary
judgment should be denied. But if claim
18 is not substantially identical to claim 2
of the ‘207 patent, summary judgment is
warranted because the effective date of
claim 18 is February 12, 2002, and Aspex
concedes that no infringing activity took
place after this date with respeet to
E’Lite’s “MacEye” frames.

B

Bl “ ‘Identical’ does not mean verba-
tim, but means at most without substantive
change.” Id. (citing Seattle Box Co. ».
Indus. Crating & Packing, Inc., 731 F.2d
818, 827-28 (Fed.Cir.1984)). “Moreover,
the court has stated that ‘it is the scope of
the claim that must be identical, not that
the identical words must be used.’” West-
vaco Corp. v. Int'l Paper Co., 991 F.2d 735,
741 (Fed.Cir.1993) (quoting Slimjfold Mfy.
Co. v. Kinkead Indus., Inc., 810 F.2d 1118,
1115 (F'ed.Cir.1987)). “A determination of
whether the scope of a reissue claim is
identical with the scope of the original
claim is a question of law[.]” Id. (citing
Tillotson, Ltd. v. Walbro Corp., 831 F.2d

4. Thus the court need not compare other limi-

1083, 1037 (Fed.Cir.1987)). “If substantive
changes have been made to the original
claims, the patentee is entitled to infringe-
ment damages only for the period follow-
ing the issuance of the reexamination cer-
tificate.” The Laitram Corp. v. NEC
Corp., 163 F.3d 1342, 1346 (Fed.Cir.1998).

C

Il Claim 2 of the '207 patent is a
dependent claim that depends on claim 1.
Thus it “incorporates by reference all of
the limitations of the claim from which it
depends.” Bloom Eng’g, 129 F.3d at 1250.
In its response brief, Aspex compares the
limitations of claim 18 of the '545 patent
and claim 2 of the ‘207 patent in support of
its contention that these two claims are
substantially identical. Even assuming
that the respective limitations in the two
claims that Aspex analyzes are substantial-
ly identical, Aspex’s comparison ignores
one material difference between claim 18
of the '545 patent and claim 2 of the '207
patent: the orientation of the magnetic
members.*

In Aspex IV the court construed claim
18's reference to “magnetic members” as
requiring that they possess horizontal or-
ientation. Aspex IV, 2007 WL 29846783, at
*6 (“The court holds that the '545 patent’s
specification, its references to magnetic or-
ientation in claims other than claim 18, and
its prosecution history support the con-
struction that claim 18 is limited to mag-
netic members with horizontal orienta-
tion.”). The court explained what it meant
by magnetic members possessing horizon-
tal orientation:

When magnets with flat surfaces are

engaged, the juncture of the magnetic

members’ surfaces forms a plane.

When the magnetic members are orient-

ed horizontally, this plane, if extended,

tations of these two claims.




intersects perpendicularly with the plane
of the lens spectacles, which form a ver-
tical plane when the eyeglasses are
worn. When magnets are engaged so
that they are oriented horizontally, the
action of becoming engaged (the move-
ment of engagement) occurs along an
axis that is perpendicular to the plane of
the magnetic members’ orientation.
Horizontally oriented magnets therefore
engage vertically.

Id.

In Aspex Eyewear, Inc. v. E’Lite Optik,
Inc, 2001 WL 204775 (N.D.Tex. Feb. 27,
2001) (Fitzwater, J.), the court construed
claims 1 and 2 of the '207 patent. Id. at
*1. E’Lite argued that “the '207 patent
claims cover only a top-mounted design,
not a back-mounted design.” Id. at *3.
The court interpreted E’Lite’s proposed
construction as limiting the orientation of
the invention’s magnetic members. Id. at
*4 (“B’Lite uses [the term back-
mounted] to suggest vertical instead of
horizontal magnet engagement.”).? The
court rejected B’ Lite’s proposed construe-
tion, holding that the magnetic members
of claims 1 and 2 of the '207 patent are
“not restricted to horizontally mated mag-
nets. To the extent that F’Lite means
‘back-mounted’ to refer to the placement
of the magnets, the court declines to adopt
such an interpretation.” Id. That the
court’s 2001 construction of the '207 patent
rejected construing claim 2 as limited to
possessing magnetic members with hori-
zontal orientation is confirmed by Aspex’s
arguments concerning the construction of
the ‘5645 patent. In support of its conten-
tion that the magnetic members in claim
18 of the '545 patent are not limited to
horizontal orientation, Aspex pointed to
this court’s rejection of that argument with

5. Although the court used the phrase “hori-
zontal magnetic engagement,” the context of
this statement (including the next sentence
cited in this opinion) clearly indicates that it
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respect to the ‘207 patent: “The language
of claim 18 does not use the word ‘horizon-
tal’, or otherwise restrict the invention to
‘horizontally secured’ magnetic members
.... This Court came to the same conclu-
sion in construing the disclosure and
claims of the predecessor ‘207 patent ...
in Aspex Eyewear, Inc. v. E’lite Optik,
Inc, 2001 WL 204775 (N.D.Tex.2001)[.]”
Ps. Claim Constr. Reply 2. Thus Aspex’s
own reasoning acknowledges that, if the
magnetic members of claim 18 of the '545
patent are limited to horizontal orienta-
tion, as the court held that they are, Aspex
1V, 2007 WL 2984673, at *23, the scope of
claim 18 of the '545 patent is not the same
as that of claim 2 of the '207 patent,
because the former’s magnetic members
are limited to horizontal orientation while
the latter’s do not contain this limitation.

Because claimm 18 of the '545 reissue
patent contains a limitation not present in
claim 2 of the original '207 patent—that
the magnetic members possess horizontal
orientation and thus engage vertically—
and this limitation affects the scope of the
claims, these two claims are not substan-
tially identical. See Laitram Corp., 163
F.8d at 1348 (holding that original claim
was not substantially identical to reissue
claim because original claim covered print-
er that generated “any quality of alphanu-
meric characters” while reissue claim cov-
ered printer that generated a particular
kind of alphanumeric characters (“lype
quality alphanumeric characters”));
Bloom Eng’g, 129 ¥.3d at 1251 (holding
that original claims were not substantially
identical to reissue claims because “[t]he
amendment [after reexamination] nar-
rowed the claims to exclude an injected
gas stream that includes combustion air,

meant ‘‘horizontal orientation.” The court
had not yet had occasion to distinguish be-
tween ‘‘magnetic orientation” and ‘‘magnetic
engagement.”
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and to require a separate combustion air
stream.”).

Thus the effective date of claim 18 of the
'545 patent is February 12, 2002, the date
that the '545 patent issued. Therefore,
E’Lite’s “MacKEye” frames did not infringe
claim 18 of the '545 patent as a matter of
law.

£ £ *

The court grants E’Lite’s November 27,
2007 motion for partial summary judgment
and holds that neither E’Lite’s “Smart
Clip” frames nor its “MacEye” frames in-
fringed claim 18 or 23 of the ‘545 patent.

SO ORDERED.

Lonzo RAINEY, Jr. and On Behalf
of Himself and All Others
Similarly Situated

v.
McWANE, INC. d/b/a Tyler Pipe.
No. 6:06-cv-198.

United States Distriet Court,

E.D. Texas,
Tyler Division.

March 27, 2008.
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