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varycertainly as to the quanti-andquality judgment. Based upon the factual record
ofty providedinformation on them. How- Court,before the a jurorreasonable could

ever, the Court cannot agree that pursuant find that one or agentsmore engaged in
403,to Rules 402 and the information con- racial steering; or a jurorreasonable could

in thus,tained the forms is irrelevant and find that singlea agentnot engaged in
inadmissible. The fact that the reporttest steering.racial There are significantly
forms don’t the more stringentmeet re- differing accounts as to what transpired
quirements of Rule 702 does not necessari- during test,each and material differences

meanly that the information contained between these accounts and the informa-
themwithin is inadmissible under Rules puttion on the forms. Whether black402 and 403. testers were treated differently from com-

“Tester evidence” is factual evidence. It parable testers,white and whether the
clear thatis the courts have routinely al- race,difference was due to are questions

lowed testers agentsand testifyto at trial juryfor a to answer.
as to the interactions giving rise to the

The Court anyfinds that informationIt uplawsuit. is to a jury to assess the
contained on the forms,test and the testi-credibility of the agents,testers and and
mony of the testers and agents as to theultimately, the credibility of the informa-
various interactions is factual evidence rel-tion contained in the forms. Plaintiffs can
evant to the issue of alleged violations ofput on to generallywitnesses describe the
the Fair Housing AnyAct. inconsistenciestest forms and encounters;the test i.e.
or goes“flaw” to the ofpairing weightof the evi-white and black individuals or
dence,couples not itswith backgrounds admissibility.similar Theto in- defen-

quire of an agent as dant’s motionto toavailability of a exclude evidence and for
specific type of home. may summaryPlaintiffs also judgment will be denied.
have the testifytesters as to particu-the

oflars their test encounter a specificwith
agent, theyand how filled out the report

uponform completion of the test. Defen-
have,willdant the opportunity putto the

AFFYMETRIX, INC.,onagents the to explainstand their con- Plaintiff
induct advising Counterdefendant,these andtesters as to the

availability of housing. Each side will v.
the opportunityhave to cross-examine wit- HYSEQ, INC., Defendantnesses as to inconsistencies and omissions

Counterplaintiff.andregarding the design and execution of the
Furthermore,tests. in accordance with Affymetrix, Inc., Plaintiff and

previouslythe entered opin-memorandum Counterdefendant,
ion, defendant will have the opportunity to v.put expertforth testimony regarding the

Synteni, IncyteandInc. Pharmaceu-alleged flaws in the design and execution
ticals, Inc., Defendants andtests,of the theirand own analysis of the

Counterplaintiffs.tests as to whether racial steering oc-
curred. JF,No. C 99-21163 C 99-21164 JF.

The bottom line is that evidence of the Court,United States District
design of the test forms and the specific California,N.D.
individual execution of each istest factual San Jose Division.
evidence which stands or falls theon credi-

22,Jan. 2001.bility of the witnesses. It clearis that
numerous issues of material fact exist as to

designthe and execution of the tests which
prevent this Court from entering summary
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terms have not been construed. If neces-
sary, parties maythe request the Court to

remainingconstrue the terms at a later
date. The requestCourt will supplemen-
tal briefing as to the term “substantially
complementary.”

II. BACKGROUND

Affymetrix’s patentsfour relate to
chip”“DNA or “array” technology. Two

of the patents, the ’934 and pat-the ’305
ents, “arrays” “substrates,”claim or

highwherein a density of different nucleic
(RNA DNA)acids or placedis on a solidChu,Morgan Bodo, JeffreyRichard de

support, such may performthat users ex-Arrington, Fenster,L. Marc A. Irell &
periments on largea number of differentManella, LLP, CA,Los Angeles, for Plain-

time,nucleic acids at one in a single reac-tiff.
tion. patentThe ’992 claims methods of

Nimmo,Anthony Merkel,William K. detecting sequencesnucleic acid in the ar-
Flowers,Kevin Jacklin,M. Kim A. Anand rays by using labeled complementary nu-

Marshall, O’Toole,P. Iyer, Gerstein, Mur- cleic acids hybridizethat to nucleic acid
ray Borun, IL,& Chicago, Charles S. sequences in arrays.the pat-The fourth

III,Crompton, Watkins,Latham & Menlo ent, patent,the ’716 computerconcerns
Park, CA, for Defendant. programs which translate the raw data

experimentsfrom the geneticinto informa-
ORDER1 CONSTRUING CLAIMS OF tion about the sample.

5,445,934,5,744,-U.S. PATENTS NOS.
In above,the two cases captioned Aff-305, 5,800,992, 5,795,716AND

ymetrix asserts that IncyteDefendants
FOGEL, Pharmaceuticals, (collec-Judge. SynteniDistrict Inc. and

tively, “Incyte”) ’934, ’305,infringe the
I. patents;and ’992INTRODUCTION and that Hy-Defendant

seq, ’305,’992,Inc. (“Hyseq”) infringes theBoth of the captionedcases above are
and patents.’716 A brief discussion ofpatent infringement suits. Affymetrix,
each patentsof the in suit follows.plaintiff cases,in both asserts four sepa-

rate patents against the named defen-
Patent,A. The “Array’934 Entitleddants. The cases were consolidated for

Oligonucleotidesof on a Solidalia,purpose,the inter of construing dis-
Support.”puted patent claim terms. On November

30, 2000,29 and the Court conducted a patent “substrate,”The ’934 claims a
tutorial hearingand to assist it in constru- which has a comprisingsurface at least
ing the 1,000claims of United States groupsPatents oligonucleotidesof with dif-

(the5,445,934 5,744,305Nos. patent), ferent,’934 sequencesknown covalently at-
(the (the5,800,992patent),’305 pat-’992 tached to the surface in discrete known
ent), (the5,795,716and patent).’716 1,000After regions. The or more groups of
considering argumentsthe and evidence oligonucleotides occupy a total area of less
presented by parties,all the Court will than squareone centimeter. pat-The ’934
construe the principal disputed terms as ent 30,was filed Septemberon 1992 and
set forth below. Certain of the disputed 29,1995.Augustissued on

disposition1. designatedThis publi-is not mayfor cation and not be cited.
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ofcollectionsarray. Theof thecleic acidinfringingIneyte ofaccusesAffymetrix
made to contactacids arenucleicpatent.’934 labeled5, 6, 7 of the1, andclaims

ofhybridizationto detectarrays so asclaims. theindependent7 are1 andClaims
complementarytonucleic acidsthe labeled

Patent, “ArraysEntitledThe ’305B. arrays.innucleic acids the
To A Sub-Attachedof Materials methodfurther claims apatentThe ’992

strate” eachexpression ofdetecting differentialof
patent,the ’934likepatent,The ’305 typein one cellgenesofpluralityof a

case, theIn thischip apparatus.aclaims genesof the sameexpressiontocompared
“array oligonucleotides”an ofreciteclaims in-This methodtype.in a second cell

ap-The“array polynucleotides.”ofanor nucleicofa labeledadding mixturevolves
andsupportof a solidcomprisedisparatus array oftypes to antwo cellfrom theacid
at-polynucleotidesoroligonucleotides de-genesrepresentingpolynucleotides

density ofat asupportsolidtached to the labelstypes. Thetwo cellfrom therived
oligonucleotidesthan 400 differentgreater labels, arewhichfluorescentare distinct

centimeter.squareperpolynucleotidesor excitationfluorescenceunderexamined
arepolynucleotidesoroligonucleotidesThe underpracticedThe method isconditions.

supportthe solidthe surface ofattached to hybridization to com-allowthatconditions
theandregions,predefinedin different inpolynucleotidessequenceplementary

differenthaveoligonucleotidesdifferent filed onpatent wasThe ’992array.the
patentThe ’305sequences.determinable 1,September25, issued on1996 andJune

6, issued onand1995filed on Junewas 1998.
28, 1998.April

infringingHyseq ofaccusesAffymetrix
infringingofHyseqaccusesAffymetrix andthe ’992 patent,1 and 3 ofclaims

17, ’3055, 8, 15, 20 of the1, 2, andclaims 1, 3, 4, 5.andclaimsinfringingIneyte of
infringingofIneyteaccusesandpatent, claims.independent4 are1 andClaims

1 and1, 3-13, 15-25. Claimsandclaims
of thespecificationstheAlthoughclaims.only independentthe15 are

manyin’934, ’305, patents differand ’992
allin thatare relatedpatentstherespects,Patent, “MethodEntitledThe ’992C.

filed U.S.originallythefromderivethreeDetecting Acids.”Nucleicof
(the362,901 ’901No.ApplicationPatentfora methodclaimspatentThe ’992
is basedpatentsof theEachApplication).maythatsequencesaciddetecting nucleic

continuation-in-part applica-separateonarray ofanconnection withinbe used
based, directly oreitherthat aretionspolynucleotideswhere thepolynucleotides,

Application.2the ’901indirectly, onnucleicof a determinablecomprisedare
well-knownthemethod utilizesacid. The

Patent, “Computer-EntitledD.’716“hybri-tosequencesacidability of nucleic AnalysisandAided Visualizationsequences.complementarytodize”
SequenceSystem Evaluation”fora method of simul-claimspatent’992The

pro-computerclaimspatent’716Thetwoofdetecting presencetaneously the
identifysystems thatproducts andgramsequences,acidnucleicspecificsets of

acidnucleicsamplein abaseis an unknownacidsnucleiccollection ofwhere one
sys-andproductsThe claimedlabel, sequence.another collec-one andlabeled with

particularaidentity ofthedeterminea dif- temswithacids is labeledoftion nucleic
hybri-fromthe resultsby comparingbasefirst.label, fromdistinguishable theferent

thewithsampleto aprobesofdizing a setacidsnucleicof labeledtwoThe collections
probesthe ofhybridizing setfromnu- resultsto asubstantially complementaryare

Affymetrix’Supportin ofrelationship rington Declarationcomplicateddiagram of the2. A
Brief, E.Opening Exh.Ar-patents presented in theamong isthese
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acid,ato reference nucleic which prosecution. Tech.,has a Southwall Inc. v. Car­
sequence.known generally, pairsBecause Co., (Fed.Cir.­1570,dinal IG 54 F.3d 1576

of completely complementary 1995).nucleic acids
hybridize stronglymore than nucleic acid

“mismatch,”pairs that have a identitythe Where intrinsic evidence alone re­
of the unknown nucleotide can be deter- anysolves ambiguity in disputeda claim

by hybridizingmined with a set of nucleic term, it is improper to rely on extrinsic
acids, each ahaving different base at the Vitronics, 1583, 1585.evidence. 90 F.3d at

site,critical complementary and comparing However, extrinsic mayevidence be con­
strength hybridizationthe of that with the sidered in the rare instances where the

hybridization to a reference nucleic acid. intrinsic evidence is insufficient to enable
patent 21,The ’716 was filed on October the court disputedto construe claim terms.

18,1998.1994 and Augustissued on Id. at 1585.
Affymetrix Hyseqaccuses of infringing

3, 4, 7, 8, 9, 3, 4, 7,claims and 10. Claims
IV DISCUSSIONindependentand 8 are claims.

matter,As a preliminary the Court
III. LEGAL STANDARD aaddresses threshold argument that In­

Claim construction purelyis a cyte repeatedly offers concerning claim
law,matter of to be exclusively bydecided construction.3 Incyte relies on the canon

the Court. Markman v. Westview Instru­ that,of claim construction which states
ments, Inc., 370, 387,517 U.S. 116 S.Ct. claims“[w]hen are amenable to more than
1384, (1996).134 L.Ed.2d 577 Claims are construction,one they should when reason­
construed from perspectivethe of a person ably possible be interpreted so as pre­to

ordinaryof skill in the art at the time of validity.”serve their Modine Mfg. v. U.S.
the invention. Markman v. Westview In­ Comm’n, 1545,Int’l Trade 75 F.3d 1557
struments, Inc., (Fed.Cir.­967,52 F.3d 986 (Fed.Cir.1996). Arguing ’934,-­that the
1995). To determine meaningthe of the ’305,and specifications’992 do not enable

terms,claim initiallythe Court must look Affymetrix’s claim constructions under 35
evidence, is, claims,to intrinsic that the ¶112, 1,§ Incyte rejectionU.S.C. urges of

and, evidence,the specification, if in the Affymetrix’s proffered constructions.
prosecution history. Autogiro v. United

Specifically, Incyte Affyme-asserts thatStates, 55, (1967).181 Ct.Cl. 384 F.2d 391
trix’s true invention is “Very LargetheThe Court must look first to the words of

PolymerScale Immobilized Synthesis” orthe claims themselves. See Vitronics
technology.“VLSIPS”Inc., technologyThisCorp. Conceptronic, 1576,v. 90 F.3d

originally(Fed.Cir.1996). involved the lightuse of1582 sensi-These words are to
compounds formation,tive in stepwisethegivenbe their ordinary and customary

monomer-by-monomer,meaning polypeptides,it ofunless is clear from the specifi­
polynucleotides,not suchprosecution synthe-cation and that thehistory that the

sisinventor occurs on the support,used the term with a solid or chipdifferent
meaning. apparatus. Incyte if,arguesId. The claims should thatbe inter­ even
preted arguendo,consistently specifications ’934,-with the thespecification. of the

’305,See Marposs patentsRenishaw v. and ’992 chipsPLC Societa’ enable with
Azioni, (Fed.Cir.­per 1243, polynucleotides,158 F.3d 1250 chips onlythose are en-

1998). Arguments and abled polynucleotidesamendments made for synthesized
during prosecution patent applicationof a monomer-by-monomer directly on the solid
limit claim terms any support.so as to exclude Accordingly, Incyte imposes the
interpretation that was disclaimed during limitation requiring monomer-by-monomer

Hyseq3. joins Incyte argument.in this line of
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into claimanalysis incorporatedmust bein thetermsdisputedmultiplesynthesis on
construction.claims.

upon bythe other cases reliedNone ofacknowl­Although the Court
limiting meaningthe ofIncyte requireinterprettoattemptmustthat itedges

of an inval­solely on the basisclaim termstheirwill sustainwhichin a mannerclaims Contrary Incyte’s inter­analysis. toidityauthority tohavedo notvalidity, courts
Soberinginthe Federal Circuitpretation,Processpurpose.for thisclaimsredraft (Fed.­Inc., 222 1347Amgen F.3dCorp. v.190Corp.,Hydreclaimv.Corp.Control Cir.2000), of the termmeaningthelimited(refus­(Fed.Cir.1999)1350,F.3d 1356-57 patenteethebecausealpha”“Interferonthat wouldconstructionadopt aing to duringthat definitionexplicitlyhad limitedonly onethere wasinvalidity whereavoid

The FederalId. at 1352-53.prosecution.the claimofinterpretationreasonable
the dis­disagreed withexpresslyCircuitterm). Moreover, maywhile the Court

that the term shouldcourt’s rationaletrictininterpret wordstospecificationtheuse interpreta­a broaderbe limited becauseclaim, import extrane­improper toit isthe invalid forrender the claimtion wouldintospecificationthelimitations fromous matter. Id.of newimproper introductionNem­du deE.I. Pontclaim terms.the Instead, based itsthe courtat 1352-54.Petro., F.2d849Phillipsv.ours & Co. doc­theconstruction on establishedclaim(Fed.Cir.1988) read(refusing to1430, 1433 paten-­aadopttoa courtrequiringtrineinvaliditytoa claim avoidlimitations into term. Id.of aexplicit definitiontee’sart). courtThe Pontdupriortodue Likewise, StaleyA.E.Corp. v.in Cultoranyas“extraneous limitation”declined (Fed.Cir.2000),Co., the224 1328Mfg. F.3dspeci­theclaim frominto alimitation read polydext-­“water-solublecourt construedneed toanyfromwholly apartfication preparedthattoto be restrictedrose”by par­meantpatenteetheinterpret what thecatalyst, becausea citric acidwithclaim. Id.in thephrasesorticular words termlimited theexplicitly hadspecification
using a citricproducedpolydextroseof todoctrinesthese variouslightIn of

Id. at 1331.catalyst.4In-­ acidconstruction, rejectsthe Courtclaim
theythatto the extentargumentscyte’s

interpretsCollectively, this Courtonly whatthe claims toto limitpurport
that theinstructabove tothe cases citedby specifica­theis enabledIncyte asserts

profferedaofnon-enablementassertedauthority tonoIncyte providedhastion.
properaalone is notclaim constructionclaim con­toits transformsupport effort

In­construction.rejecting thatbasis forinto a non-enable­analysis fullstruction
the tradi­stead, conductmustthe Courtanalysis.descriptionand writtenment

lookinganalysis,claimtional constructioncases whichcites severalIncyteWhile
itself, tothenlanguagefirst to the claimstrictthe Federal Circuit’sdemonstrate

history.prosecutionandspecificationtherequirementthe enablementofapplication
analysisfrom thisIf theEnzo Court concludesbiotechnology inventions—seeto
two or(Fed.­ susceptible toisthat a claim termF.3d 1362Calgene, 188Biochem v.

must,thenthe Courtmeanings,moreCir.1999); theRegents Univ. of Califor­of
whichmeaninga(Fed.Cir.­ adoptpossible,where1559Lilly, 119 F.3dv. Elinia

thisCo., Adoptingvalid.therenders claimPharm.1997); Chugaiv.Amgen, Inc.
to con­proceedsnow(Fed.Cir.1991) theapproach, Courtof927 F.2d 1200 —none

disputed terms.strue thethat the enablementdictatethese cases

presence ofpresent, in theweight of sorbitolspecification "water-sol-patent defined4. The
mol%)(about ofpoly- 3.0catalytic 0.5 to“the amountpolydextrose” as water-soluble auble

Cultor,heatingmelting and 1330.prepared by 224 F.3d atacid.”dextrose citric
bywith aboutpreferably... 5-15%dextrose
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A. ’934Patent and less than about 20 innucleotides
length.51 of the patentClaim ’934 reads:

A a comprisingsubstrate with surface The Court looks to the plain
oligonucleotidesgroups term,103 or more of meaning of the suggestswhich

different, sequenceswith known polymerscova­ small of nucleotides. At the
lently attached to the surface in dis­ hearing,time of the parties agreedthe

regions,crete known said 103 or more oligonucleotidesthat 2range from to 100
groups oligonucleotidesof occupying a length.nucleotides in rejectsThe Court
total area of less than 1 cm2 Affymetrix’son said assertion that the term also
substrate, groupssaid of oligonucleo-­ encompasses stretches,polymericsmall

havingtides different nucleotide se­ given that such a definition would effec­
quences. tively expand “oligonucleotides” to include

polynucleotides of length.unlimited ApatentClaim 7 of the ’934 reads:
patentee may be his own lexicographer,airay 1,000An of more than different
provided clearlythe definition is set forthgroups oligonucleotideof molecules with
in specification.the Beachcombers v.sequences covalently coupledknown to Prods., Inc.,WildeWood Creative 31 F.3dsubstrate,a surface of a said groups of 1154, (Fed.Cir.1994). However,1158 Aff­oligonucleotide molecules each in dis­
ymetrix anyfails to cite intrinsic evidencecrete known regions and differing from

supportto its interpreta­unconventionalgroupsother of oligonucleotide mole­
tion.in sequence,cules monomer each of said

regionsdiscrete known anbeing area of The rejects Incyte’sCourt argu­
less than about 0.01 cm2 and each dis­ term,ment that the “oligonucleotides,”
crete known region comprising oligonu-­ must be limited to single synthet­stranded
cleotides of sequence,known said differ­ ic nucleotides made monomer by mono­
ent groups occupying a total area of less Incytemer. anyhas failed to cite portion
than 1 cm2. specificationof the or prosecution history

indicating patenteethat intended the spe­oligonucleotides1. is construed to
term,cific “oligonucleotide,” to be limitedmean polymers of rangingnucleotides in

Instead,in this manner.6 Incyte relieslength from 2 to about 100 nucleotides.
exclusively that,on argumentthe without

Affymetrix “oligonucleo-contends that limitation,this the claim would be invalid
polymers,tides” means or polymericsmall for rejectsnon-enablement. The Court

stretches, nucleotides,of inranging length this argument for the reasons discussed
2from to about 100 nucleotides. Further,above. the Court finds that in

Incyte case,contends that “oligonucleotides” “oligonucleotide”this is not reason­
single-strandedmeans polymers of nucleo- ably amenable to a definition restricting it

synthesized bytides monomer monomer singleto syntheticstranded nucleotides

5. is originally profferedThis the construction oligonucleotidesthe rangeextent that in
by Incyte provided lengthand in the Joint Claim from 2 to 100 nucleotides.

IncyteConstruction Statement. at-later
tempted modifyto its construction in its disagrees Incyte’s6. The Court with character-
Opening supportBrief in of its claim con- ization of the Information Disclosure9/30/92

Affymetrix objected,struction. and the Court (Livornese Decl., 2-3)Statement 11Exh. at as
granted Affymetrix’s RequestEx Parte for an limiting meaning "oligonucleotides.”the of

ProhibitingOrder AssertingDefendants from Although portionthe cited of the IDS states
Claim Construction Definitions not in the Par- priorthat the lightart does not disclose di-
ties' Joint Claim Construction Statements. techniques oligonucleotidesrected of and the
(Order 9, 2000).of November CourtThe resulting arrays,claimed the Court discerns

•Incyte’s attemptednevertheless notes that explicitre- no "oligonu-limitation of the term
agrees Affymetrixvised construction with to passage.cleotide” from this
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athroughsurfacethe solidsecured toIn such aby monomer.made monomer
bond, indirectly.directly orclaims, eithercovalentrewrite thecase, cannotthe Court

onlyrequires thatAffymetrix’s definitionfindinga ofavoidnecessary toifeven
theattachment toControl, pointthe ofthe bond atF.3d at190Processinvalidity.

surface, oroligonucleotideto thewhether1357.
(Mark­linker, a covalent bond.the beto

sequences con­is2. known 413:9-415:26).attranscripthearingman
of monomerssequencesmeantostrued

“covalently at-thatIncyte contendsto the sur­to attachmentprioridentified
cova-isoligonucleotidetached” means theface.

endby the 3'the surfacelently bonded to
“known se-thatcontendsAffymetrix Incyte’s definitionoligonucleotide.theof

oridentifiedsequences ofquences” means that, is useda linker moleculeifrequires
monomers.identifiable tooligonucleotideattach thecovalentlyto

surface, the sur-sequences” bond betweeneverythat “knownIncyte contends the
by be amonomer mustsynthesized oligonucleotidethepolymera face andmeans

416:14-18).(Id.is deter-monomer, sequence atwhose covalent bond.and
syn-by monomermonomerby themined and ordi-plaintheadoptsThe Court

it.generatetousedprocessthesis words, “covalentlynary meaning of the
ordinary oligonu-that theplain and toadopts the attached” determineThe Court

the solidwords, joined tosequences,” secured orthe “known cleotide ismeaning of
Thespecifica- bonding.the Courtbyin covalentno statements surfacethere areas

thesuggestion thatAffymetrix’swhich indicatehistory rejectsprosecutionortion
“indirectly” cova-maywords to bethe oligonucleotideintendedthe inventorsthat

via a non-the ordi- the surfacelentlywith attached tomeaning inconsistenthave a
oligonucleotidethethe CourtAccordingly, bondmeaning. covalent betweennary

molecule, long as a cova-that un- asa linkerAffymetrix’s assertion andfinds that
andthe linkerare en- betweensequences bond existslentknown but identifiable
con-meaning interpretationof anordinary Suchby the the surface.compassed

claim,untenable, thelanguagethis ofplainasis tradicts thesequences”“known
be-attachmentordinary mean- covalentrequiresthe whichcontradictsdefinition

surface,and theoligonucleotidethetweening of “known.”
the sur-linker andamerely betweennotFurthermore, previouslythefor reasons
point tofailed tohasAffymetrixface.“knowndiscussed, thatfindsCourtthe

itthatsuggesttoany intrinsic evidencetoonlybe restrictedcannotsequences”
to haveattachment”intended “covalentareIncyte assertswhichsequencesthose

than this conventionalmeaningany other“Known se-by specifications.theenabled
meaning.atoreasonably amenableis notquences”

synthe-restricting polymersit todefinition regions areknown4. discrete
monomer, se-whosebymonomersized ar­identified localizedto meanconstrued

byby monomerais determinedquence were,are, areora whicheas on surface
and the Courtprocess,synthesismonomer aoffor formationbeintended to activated

limitationthisnot extraneousimportwill is accom­activationthewherepolymer,
into the claim. localizedof thethrough exposureplished

ren­toadaptedenergy sourcearea to ancovalently is con­3. attached
theofsynthesisforgroupa activederjoineddirectly orsecuredto meanstrued

foror immobiliza­on surfacepolymer thechemi­everysurface such thatto the solid
aon surface.polymerpre-existingof ationandoligonucleotidethecal bond between

“dis-thatarguedoriginallyAffymetrixAffymetrixbond.is a covalentthe surface
physically distin-areregions”knownmeans crete“covalently attached”contends that
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However,guishable regions.and known The patent’934 likewise does not
during argument, Affymetrixits rebuttal provide an explicit definition of “activated.”

definition, However,provided “radiation,embraced the in the it does describe elec­
fields,specification, “region”that a tric electricis localized currents” as examples

is, was,area of exposeon a surface which or “activators” which ais functional
groupintended to be activated for which has been providedformation of a with a

(Markman (’934protectivepolymer. hearing group. patenttranscript at at col. 8:65-­
9:2).374:22-23). col.Affymetrix descriptionthen Based on this inasserted that the

specification,synthesis“formation” is not the interpretslimited to of Court “activat­
ed” topolymer Affymetrix exposedthe on the mean to an energysurface. source
adaptedargued encompassesthat formation to render a groupboth active for for­

synthesis polymer.mation of theon the surface and immobiliza- This definition is
Affymetrix’sconsistentpreexisting polymerstion of on a withsurface. observation

that caged bindingthe member embodi­
Incyte contends that a “discrete known ment demonstrates an example of activa­

region” is a localized area aon surface case,tion. In that the caged binding
is, was,which or is intended to be activat- (which active)members are not are at­
synthesis polymer,ed for of a and which is tached to the surface of a solid support.

spatiallyalso addressable for activation of (Id. 30:35-39).at col. “Upon application of
by synthesis.monomer monomer source,energya suitable cagingthe

labilize,groups thereby presenting the ac­parties acceptBoth the definition of “re-
(Id.tivated binding member.” at col.gions” that patentee explicitlythe inoffers

30:43-46). party providedNeither has anyspecification.the In defining “predefined
evidence to contradict this meaning of “ac­region,” specificationthe ’934 states:
tivated.”

A predefined region ais localized area
The Court now turns to the mean­is, was,on a surface which or is intended

ing of polymer.”“formation of a plainTheto be activated for poly-formation of a
and ordinary meaning of this term wouldpredefinedmer. The region may have
appear to define formation equivalentas toany circular,shape, e.g.,convenient rect-
synthesis polymer,of a in contrast to at­angular, elliptical, wedge-shaped, etc.

preformedtachment of a polymer onto theherein, “prede-For brevitythe sake of
However, Affymetrixsurface. argues per­regions”fined are sometimes referred

” that,suasively “predefinedif region” issimply “regions.to as
limited to the localized area on a surface(’934 8:5-10).patent, col. The remaining is, was,which or is intended to be activat­

dispute thus meaningconcerns the of “ac- for synthesised of a polymer only, the
tivated for formation a polymer”of within caged binding member embodiment and
this definition. the discussion thereof is made nonsensical.

patentThe ’934 states:acceptingAfter the patent’s’934 defini-
tion of “regions” and acknowledging that According to this alternative embodi-

parties’ disputethe real ment,now is as to the the providesinvention methods
(Markmanmeaning of the definition hear- for forming predefined regions on a sur-

ing 375:9-18),attranscript Affymetrix did face of a support,solid pre-wherein the
present anynot definition of “activated.” regions capabledefined are of immobi-

Affymetrix simplynoted that the disclosed lizing receptors. The methods make use
embodiment which cageduses binding cagedof binding members attached to

(’934 patentmembers at col. 30:6-col. the surface to enable selective activation
31:3), is a example”“clear of activation. of the predefined regions.... The acti-
(Markman hearing transcript bindingat 376:12- vated members are then used
18). specificto immobilize molecules such
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(10/26/94Deck,(Livornese Exh. 57regionpredeñnedthereceptors onas
10). The CourtAmendment/Response) atthe surface.of

limitsthat this statementagreenotdoes(col.30:14-26). thereforespecificationThe
a polymer”of “formation ofmeaningtheen-toregions”“predefinedtermtheuses

in manner In-regions” the“predefinedorarea on a surfacea localizedcompass
Amendment/ResponseThecyte suggests.was, to be activat-is, intendedisorwhich

provid-asthe ’934 inventioncharacterizespolymerof a preformedfor attachmented
whereinmanyof sitesfor “fabricationingbinding mem-cagedtheIntheto surface.

formed,” butareoligonucleotidesdifferentpolypeptideis aexample, polymertheber
limitedthat isspecifynot formationdoesdisclosure, theof thislightInreceptor.
on theoligonucleotidethesynthesis oftouses “for-specificationthethatfindsCourt

Instead, for-emphasis is onthesurface.synthe-to mean bothpolymer”mation of a
byoligonucleotidesmation of differentpoly-preformedofand immobilizationsis

inexplainedthe invention. Asway of theHowever, not endinquirythe doesmers.
by immobiliza-“formation”specification,mustThe Courtspecification.with the

ofcreationpolymers also allowstion ofto deter-historyprosecutiontheconsider
arepolymersmany wherein differentsitesrelinquishedpatenteethemine whether

30:26-34).(’934 patent, col.formed.allow-tothis definition obtainany part of
Therefore, ofcharacterizationAffymetrix’spatent.ance of the

offormationnot excludethe invention does
in theto one statementIncyte points by immobilization.polymersdifferent

topatenthistory of the ’934prosecution
thatFurthermore, the Court concludesshouldpolymer”ofargue that “formation
limithistory notprosecution doesthe ’305onpolymerof thesynthesistobe limited

tosynthesis,topolymer”of a“formationmonomer,surface, to thebythe monomer
poly-ofof immobilizationthe exclusionpreformedofattachment aofexclusion

anIncyte citesmers.7 Amendment/Re-forrejectionto aresponseInpolymer.
of the ’305during prosecutionthesponseart, Affymetrixprioronobviousness based

Affymetrix stated:in whichpatent,stated:
itout thatrespectfully pointApplicantsaway fromdirectlyal.Lowe et teaches

polymerdensity of individualis not theAs recitedclaimed herein.inventionthe
particular predefinedwithin asequencesprovidesherein, inventionpresentthe

claim,therecited withinthat isregionmany sitesofthefor fabrication
polymerdensity of “differentbut theoligonucleotides aredifferentwherein
the sub-ofon the surfacesequences”for-al. thesuggestsetformed. Lowe

strate, poly-ofi.e. number differenttheMOSFET, aof biochemicalmation a
givenin asynthesizethat one canmersin the semiconduc-commonplace device

area.However, those ofwhenindustry.tor
(9/23/96(Livornese Decl., Amend-Exh. 24in the fabricate semiconductorskill art

6). notdoesal., at The Courtmeni/Response)etthose of Lowesuch asdevices
a defi-disclaimsstatementagree that thisthingmillions of the samethousands or

encom-region” that“predefinednition ofDi-singleaon substrate.are fabricated
whicharea on aHence, a localized surfacepassesthe teach-versity is abhorred.

foris, was, to be activatedor is intendedone di-al. would leadings of etLowe
Althoughpolymer.aofthe immobilizationwithrectly away from combination
polymersofsynthesisAffymetrix mentionsteachings ofnon-enablingadmittedly

the contextit does so inResponse,in thisSouthern et al.

ofduring prosecutionmadestatementsfinds that the statementsthe Court7. Because
after thepatent, was filedwhichthe '305prosecution history do not limitin the '305

thepatent, to limit'934 serveregions,” issuance of thethemeaning "discrete knownthe of
patent.in the '934question whether termsthe ofreachCourt need not
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emphasizingof the density of “different sult of sequence.uniform Such character-
surface,polymer sequences” on the as dis- istics typically will be by waymeasured of

tinguished densityfrom the bindingof individual with a ligand receptor.selected or
polymer sequences. The im-question of Incyte “pure”contends polymersmeans

sequencespolymermobilized is not at all within a predefined region have uniform
PTO,exchangeat issue in this with the sequencemonomer length.and

and the Court declines to use excerptthis
specificationThe ’934 presents a defini-narrowingas a basis for the meaning of

tion of “substantially pure:”polymer”“formation of a clearlywhich is
A polymer is considered to be “substan-specification,discernable from the as dis-
tially pure” within predefined regiona ofcussed above.
a substrate when it exhibits characteris-Lastly, previouslyfor the reasons dis-

distinguishtics that prede-it from othercussed, rejects Incyte’sthe Court argu-
regions.fined Typically, purity will bement that the construction of “discrete

measured in terms biological activityofregions”known onlyshould be limited to
or functions as a result of uniform se-Incytethose embodiments which asserts
quence. Such typi-characteristics willbyare specification.enabled the
cally by waybe measured of binding

array5. is construed to mean a ligandwith a selected receptor.or
plurality polymers arrangedof on a solid (’934 8:12-19).patent at col. Although the
support. ordinarilyCourt acceptwould this express

Affymetrix “array”contends that is a “pure,”definition of the Examiner deter-
plurality polymers arrangedof on a sub- mined indefinite,that this meaning was
strate. (Livornese Decl.,unclear and confusing.

(6/2/93 Action) 4).Exh. 41 Office at InIncyte contends that “array” means sin-
response, Affymetrix amended the claimsgle polymers synthesizedstranded mono-

specificto recite percentages purity,of andbymer spatiallymonomer on addressable
characterized the claims as “now re-regions of a support.solid

(i.e.,purityferring] to a identical se-The adopts plain,Court the ordinary quences) of greater than 50%.” Given themeaning of “array.”the term For the prosecutionclear history that modifies thediscussed,previouslyreasons the Court re- presenteddefinition specification,in thejects Incyte’s attempt to limit the term to
adoptsthe Court the modified definition asarrays Incyte argueswhich byare enabled recited above.

specification. Incytethe has failed to
covalently coupled7. is con­identify any intrinsic suggestingevidence

strued directly joinedto mean to the solidthat Affymetrix “array”intended to have
surface such that every chemical bond be­any meaning other than the plain meaning

oligonucleotidetween the and the surfaceof the term.
is a covalent bond.

6. Pure isX% construed to
Affymetrix contends that “covalentlymean that X percentage polymersof with­

coupled” covalently joined,means directlyin predefineda region have identical se­
or indirectly to the surface.quences.

Incyte contends that “covalently cou-Affymetrix contends that this term
pled” means covalently bonded to the sur-polymersmeans within a regionlocalized

byface the 3’ end of the nucleotide ora given percentagewherein of said poly-
polymer.nucleotidemers exhibit characteristics which distin-

guish them from other regions.localized The Court adopts plainthe meaning of
Typically, purity will be measured in terms “covalently coupled.” Coupled means
of biological activity joined,or functions a re- “covalently”as and joiningindicates
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synthesisincludesthe mixture fail-wherethe reasonsbonding. Forcovalentvia
synthesis products.full-lengthanduresof “cova-in the constructionabovestated

everyattached,” finds thatthe Courtlently essentially same reasons dis-For the
couplingwhich effectuatesbondchemical terms,in of theits constructioncussed

thesequence andoligonucleotideof the in the ’934“array” “oligonucleotides”and
bond.must be a covalentsurface adopts the constructionpatent, the Court

Hyseq’s proffered defini-above.recited
ofby any portionunsupportedPatent isB. ’305 tion

or histo-specification prosecutionthe ’305reads:patent’3051 of theClaim
intendedindicating patenteethat thery

arrayoligonucleotides, thearrayAn of terms, “array” andspecific “oligo-thethat
(1) nonporousplanara[comprising 3 in this manner.nucleotide” be limited

a first sur­having at leastsupportsolid thus wouldadditional limitationsHyseq’s
(2)face; of differentpluralitya[ ]and ofimpermissible importationconstitute

to the firstattachedoligonucleotides tofrom the thespecificationlimitations
densityat asupportsolidof thesurface claims.

oligonucleo­exceeding 400 different
to2. attached is construed mean(3)centimeter,square ]per [tides

the surface.joinedor to solidsecuredoligonu­of the differentwherein each
thatAffymetrix contends “attached”surface of theattached theis tocleotides

solid surface.to thepredefined means securedin a differentsupportsolid
determinable se­region, differenthas a that “attached” meansIncyte contends

in4 nucleotidesquence, is at leastand bythe 3’covalently bonded surface theto
length. poly-or nucleotideof the nucleotideend

mer.tois identicalpatent15 of the ’305Claim
“attached”contends that means1, “oligonucleo- Hyseqwordexcept that theclaim

theregion onpredefinedclaim at athroughout synthesizedthereplacedistides”
bysupportof the solid“polynucleotides first surfacewordwith the

mono-end of the firstof the 3’bondingoligonucleotides con-array is1. of
prede-to theoligonucleotidein themerofpolymersofpluralitymean astrued to

thesurface ofon firstregionfined the2 tolengthin fromrangingnucleotides
monomer-by-mono-prior tosupportsolidnucleotides, arranged on a solidabout 100

atoligonucleotideof thesynthesismersupport.
region.predefinedthat

“ar-thatIncyteand assertAffymetrix ordinary andadopts the cus-The Court
used inas“oligonucleotide”andray” term, “attached.”meaning of thetomary

meanings assamepatent have thethe ’305 that, ofduring prosecutionIncyte argues
by partiesthe forprofferedrespectively theindicated thatthe PTOpatent,’934the

patent.’934the inarraysonly enabled forwereclaims
covalentlyareoligonucleotideswhich the“array oligonu-ofthatHyseq contends

(Livornese Decl.the surface.coupled toar-ameans two-dimensionalcleotides”
Action) 3).(7/12/94 at Con-Exh. 19 Officecovalentlyrangement oligonucleotidesof

towithdrew claimsAffymetrixsequently,positionallyin de-to a surfaceattached
inoligonucleotidesnoncovalently attachedpredefined re-distinguishableandfined

(See Markmanto obtain allowance.re- orderpredefinedtheeach ofgions, wherein
21-25). Affym-402:transcript athearingsingleof strandedagions includes mixture

new teach-there is noconcedes thatetrixsynthesized mono-of nucleotidesoligomers
specification’305 com-to theingre- addedpredefinedeachby monomer onmer

asupporttothe ’934specificationtoparedof a nucleo-attachmentgion by stepwise
(Id. at 403:11-attachment.non-covalentgrowing oligomer,ato surface-boundtide
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14). the Examiner’s IncyteBecause comments offered no proposed construction
suggest non-covalentlythat claims to at- in the Joint Claims Construction State-

ment,oligonucleotides agreedtached would not be en- but Hyseq’swith definition
abled, Incyte argues duringthat “attached” must hearing.the

to exclude non-covalent at-be construed The customary ordinaryand meaning of
tachment, a claimto avoid construction claim requirethis term does not an abso-
that renders the claims invalid. lute minimum number of nucleotides. To

read it ignore meaningas such would thehowever,case,In “attached” is notthis
of the “density,”term which adenotessusceptible to a definition thatreasonably
concentration of pernucleotides unit area.restricts it to covalent attachment. Pro-
Hyseq’s imposedefinition would the un-Control, at 1357. speci-cess 190 F.3d The
founded anlimitation of absolute minimumprosecution history clearlyfication and

400 oligonucleotidesof and consequentlyterm,Affymetrix used the “at-show that
imposewould the limitation of a minimumtached,” encompassingmean both cova-to

surface area of(’305 one centimeter.8 There islent and non-covalent attachment.
limitation,no basis for such and the Court(stating,patent, “Receptorscol. 5:19-21

rejectstherefore in-Hyseq’s Incyte’sandattached,may covalentlybe or noncova-
terpretation.member,lently, binding directlyto a either

substance.”)).specific bindingor via a
predefined région4. is con­claims,The Court cannot rewrite the even

to meanstrued a localized area on a sur­necessary finding invalidity.if to avoid a of
is, was,face which or is intended to beThus,Control, F.3d atProcess 190 1357.

polymer,activated for formation of arejects Incyte’s importationthe ofCourt
where the activation accomplishedisto the definition of the“covalently” term.
through exposure of the localized area toLikewise, imposethe declines to theCourt
an energy adaptedsource to render asynthesis at-monomer-by-monomer and 3’
group synthesisactive for of the polymertachment limitations on the definition of
on the surface or for immobilization of ainvalidityattachment to avoid based on
pre-existing polymer on a surface.non-enablement.

Affymetrix Incyteand that “pre-assert
density exceeding3. at a 400 region”defined as used in patentthe ’305

oligonucleotides per squaredifferent meaninghas the same as the parties re-
requirecentimeter is clear and does not spectively proffered for “discrete known

interpretation. inregions” patent.the ’934

Affymetrix “exceedingcontends that 400 Hyseq contends that “Predefined re-
oligonucleotides per squaredifferent cen- gions” ais localized area on a surface

requiretimeter” interpretation.does not is, was,which or is to be activat-intended
for polymer.ed the formation of aHyseq “exceedingcontends that 400 dif-

oligonucleotides per squareferent centime- The Hyseq’s argu-Court notes that
oligonucleotidester” that parallel Incyte’s argumentsmeans must be ments ac-and

atsupport cordingly adoptsattached to the solid more than the same construction for
predefined regions400 different per “predefined regions” as it did for “discrete

square regions” patent.centimeter. known in the ’934

227:6-18; 242:8-243:5). However,arguing require script8. In that this claim term must at
predefineda minimum of 400 different re- Incyte recognized ultimately,as itself even

centimeter,gions per square Incyte proposed hypothetical examplethis extreme is not nec-
hypothetical anya arraysituation where hav- essarily precluded priorby the art thiswhen

ing polymersas few as two different would term is read in the of the entire claim.context
infringe polymers placed closelyif the were 247:15-248:4).id. at{See

(Markmanenough together. hearing tran-
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“polynucleotides”thatIneyte contendssequence isdeterminable5.
than anlongera of DNAmeans strandof knownpolymerato meanconstrued

naturally occur-oligonucleotide, and oftendeter­that can besequenceor ofsequence
occurringnaturallyfromring or clonedmethods.using conventionalmined

DNA.
“determinablethatcontendsAffymetrix

“polynucleotides”thatHyseq contendspolymer ofnucleic acidmeans asequence”
that ispolymera of nucleotidesmeanscan besequence thator ofsequenceknown
length.inthanlonger twelve nucleotidesmethods.using conventionaldetermined

and ordi-adopts plaintheThe Courtse-“determinablethatIneyte contends itsthe term. As withnary meaning ofsynthesizedpolymerameansquence” the“oligonucleotides,”ofconstructionse-and whoseby monomermonomer andattempts Ineyterejects bytheCourtbymonomerby thedeterminedisquence theintoimportto limitationsHyseqgener-tousedsynthesis processmonomer anycitingmeaning of the term without
ate it.

prosecutionorspecificationof theportion
se- intend-Affymetrix“determinable thathistorythat to indicateHyseq contends

addressable wayin a otherspatiallyaquence” “polynucleotide”means ed to use
monomer-by-mono- themeaning. Forsynthesized conventionalthan thepolymer

by discussed,thedetermined the Courtsequence is previouslymer whose reasons
synthe- solelyterm basedmonomer-by-monomerof not limit claimwill theprocess

it.generate putativeused to on non-enablement.sis

ordinaryandadopts plaintheThe Court PatentC. ’992
se-meaning of the term “determinable

reads:1 of the ’992 patentClaimis, that can bea sequencequence,” that
detecting acidfor nucleic“A methodattempt toIneyte Hyseqanddetermined.

more collections ofsequences two orintechnol-to the VLSIPSlimit this definition
molecules, com­the methodnucleic acidonlyis the enabledthey allegeogy which

(a) array poly-­ofanprising: providingFor thesequence.oftype determinable
surface,to a solidnucleotides bounddiscussed, the Courtpreviouslyreasons

acomprisingsaid polynucleotideeachsolelybasedlimit the claim termwill not
(b)acid; contact­nucleicdeterminableMoreover,non-enablement.putativeon

(i)with:polynucleotidesofing the arrayto producehaveHyseqand failedIneyte
nucleiclabelledofa first collectionthat Aff-toany intrinsic establishevidence

sequence substantial­acomprisingacidanyto havethe termymetrix intended
acid ofto a nucleicly complementarymean-than its conventionalmeaning other

(ii) at a secondand leastarray,saidthus is notsequence”“Determinableing.
com­acidlabelled nucleiccollection ofbyprofferedthesusceptible definitionsto

substantiallysequence com­prising aim-The cannotHyseq.and CourtIneyte
acid of saidplementary a nucleictoclaim,into alimitationsport extraneous

la­secondthe first andarray; whereinthere-invalidity. Courtto avoid Theeven
other,from eachdistinguishablearebelsHyseq’s construc-rejects Ineyte’s andfore

(c) theofdetecting hybridizationandtions.
complementarylabelledandfirst second

of saidpolynucleotides is construed nucleic6. to acidsnucleic acids
lengthofa of nucleotidespolymer arrays.”to mean

more.two or patent4 of ’992 reads:Claim the
ex-detecting differentialA method of“polynucleo-thatAffymetrix contends

genespluralitya ofpression each ofofofa of nucleotidespolymermeanstides”
to ex-respecttype within a first celltwo or more.length
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genes in apression of the same second which is entitled “Method Detectingof Nu-
comprising:said method Acids”type, expresslycell cleic and characterizes

encompassingthe invention as thanmoreadding a mixture of labeled nu­
sequencing:typesthecleic acid from two cell

arrayan of polynucleotides rep­ presentto The providesinvention im-
a ofresenting plurality provedknown methods useful for de novo

genes derived from the celltwo sequencing of an polymerunknown
types, under conditions that result sequence, for verification if known se-

hybridization complementa­in to quences, fingerprintingfor polymers,
ry-sequence polynucleotides in the and for mapping homologous seg-
array; and ments within a sequence.

arrayexamining bythe fluores­ (’992 2:26-29).patent, Incytecol. fails to
cence under excitationfluorescence provide persuasive evidence Affyme-that

in polynucleotidesconditions which trix intended “detectingto use the term
hybridizedarrayin are la­the to sequences”nucleic acid in a manner that

beled acidnucleic derived from applicationsexcludes all other than se-
giveof the cell atypesone distinct quencing. Finally, for the previ-reasons

po­fluorescence emission color and discussed,ously rejects Incyte’sthe Court
lynucleotides in the array that are attempt to limit onlythe claims to those
hybridized to nucleiclabeled acid embodiments which Incyte asserts are en-
derived from the other cell types by specification.abled the
give a different fluorescence emis­ array polynucleotides2. of is
sion color. pluralityconstrued to mean a polymersof

detecting1. A method for nucleic of lengthnucleotides of two or greater,
sequencesacid is construed to mean a arranged support.on a solid

determining presencemethod for the or
See the discussion of the definitions ofabsence of two or more nucleic acid mole-

in“array” the patent “array’934 and ofcules.
oligonucleotides” “polynucleotides”and in

Affymetrix Hyseqand thatcontend this the patent.’305
term determining presencemeans the or

3. bound is construed to mean securedabsence of two or more acidnucleic mole-
theto solid surface.cules.

disputeThere is no theamong parties asIncyte thatcontends this term means a
to meaningthe of “bound.”determiningmethod for the sequence of

opposednucleic acids as to 4.fingerprinting determinable nucleic acid is con-
mapping applications.and strued to mean a nucleic acid of known

sequence or sequencewhose can be deter-partiesThe agree preamblethat the is a
usingmined conventional methods.Incytelimitation of the claim. argues that

preamblethe 1limits claims and 3 to There is no dispute among partiesthe as
applications nu-involving determining the to meaningthe of “determinable nucleic

sequencecleotide nucleicof acids. The acid.”
Court agrees Affymetrix Hyseqwith and

[or5. a first collectionsecond]that the ordinary meaning of the term
of labeled nucleic acid is construed todoes sequencingnot restrict the term to

multiplemean nucleic acid la­moleculesapplications. “Detecting nucleic acid se-
beled with a [or second]first label.quences” may be plainly interpreted to

mean “detecting presencethe or absence Affymetrix that termcontends this
of nucleic sequences.” meaningacid This multiplemeans nucleic acid molecules la-

fullyis supported by specification,the beled with a first label.[second]



1229

guidance scopemeans no the ofthat this term offers as to theHyseq contends
acid mole-non-identical nucleic term. Standard Oil Co. v. Americanmultiple

Co., 1481,with a first label. 585Cyanamid F.Supp.[second]cules labeled 1490-91
(Fed.­(E.D.La.1984), aff'd, 774 F.2d 448a con-proposedid notIneyte originally

Cir.1985). Affymetrix providedhas noof this term.struction
support specificationfrom theeither orplainfinds that and ordi-Court theThe

history theprosecution to elucidate limitsnary of a “collection of labeledmeaning
term, Moreover,“substantially.”of themerely oraggregationacid” is annucleic

Affymetrix providesthe definition merelynot,nucleic and doesaccumulation of acid
incorporates “substantially” theinto defini­suggests, requireas the labeledHyseq

term.definingtion without the Based onAlthoughnucleic acids to be non-identical.
arguments presentedthe and evidence tothe from the thatexamples specification

date, isthe Court inclined to find the termby Hyseq mayare reflect embodi-cited
“substantially complementary” indefinitenucleicwhere “collection of labeledments

¶2.112, However,§35under U.S.C. be­molecules,acid” to non-identical therefers
taking the step findingfore drastic of thisanynot inusagesCourt finds that these do

construe, theterm too indefinite to Courtway meaningthe conventional ofdisclaim
thatrequest parties providewill the fur­definitionHyseq’sthe “collection.”word

briefing as to properther the constructionimpermissibly import an extraneouswould
“substantially complementary.”ofspecification into thelimitation from the

the rea-plain meaning of “collection.” For expres­detecting7. differential
above, cannotsons the Courtdiscussed sion is construed to mean the assessment

non-the claims based on assertedrewrite activity.levels of geneof relative
adoptsThe Court thus theenablement.

Affymetrix that thiscontends termrecitedconstruction above.
the the relativemeans assessment of levelssubstantially comple-sequence6. a
activity, concept ofgeneof where the rela-mentary time.is not construed at this

genetive levels includes assessment of ex-
this termAffymetrix contends that ofabove and below the level de-pression

regionssequencea which includesmeans tection.
perfectthat have or substantial-preferably

Ineyte contends that this term means(i.e.ly perfect homology capable of form-
assessment,the of the relative levels ofa nucleicing pair)base toa Watson-Crick

activity, genegene where differential ex-acid.
analysis requires the simulta-pressionIneyte comple-and thatHyseq contend

competitive hybridizationand ofneousmentary means two nucleic acid base se-
cells to ansamples derived from differentquences that can form a double-stranded

array subsequenttheappropriate andmatching ofbystructure Watson-Crick
resultingof the relative levelsquantitationHyseq Ineyteeach and furtherpair.base

hybridization.of“substantially complementa-thatcontend
ry” fatally vague and indefinite.is plainadoptsThe Court the and

expres­ordinary meaningIt that terms of “differentialis well settled law of
“about,” importto fur­degree “relatively,” “par­such as sion.” The Court declines

preambleautomat­ limitations on this term.tially,” “substantially”and do not ther
import thatpreamblea claim See An­ “A claim has the theically brand indefinite.

Inc.,Elecs., whole for it.”suggests847 F.2d claim as aCorp.drew v. Gabriel Bell
Research,819, v.(Fed.Cir.1988); v. Inc. Vital­Amgen, Inc.821 Communications

Pharmaceutical, Inc., F.3dCorp.,927 F.2d 55 615-­ink CommunicationsChugai
(Fed.Cir.1995).(Fed.Cir.1991). However, preamble,“If the claimdegree1200 the 20

theread in the context of entirespecificationterm will be indefinite if the when
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claim, claim, or,limitations of the if plainrecites The language of this claim term
‘necessaryispreamble give mixture,the claim to requires aadding or combined

life, claim,meaning, vitality’and to the sample, an array single step.to in a The
preamblethen the claim should be con­ rejects Affymetrix’sCourt proposition that

if instrued as the balance of the claim.” the mixture could be sequentially,added
Bowes,Pitney Inc. v. Hewlett-Packard as it is unclear Affymetrixwhat means

Co., 1298, (Fed.Cir.1999).182 F.3d 1305 suggestswhen it that a sample containing
case,In this the Court finds that the a mixture of labeled nucleic acids from

preamble merely descriptionstates a of two cell types could be added sequentially
fullythe method that is more set forth in array.to the plain meaningThe of add-

bodythe of claim 4. Technology,See IMS ing a mixture to the array at once is
Automation, Inc.,Inc. v. Haas 206 F.3d consistent with the Examiner’s under-

(Fed.Cir.2000).1422, 1434 For example, standing that suggeststhe invention “si-
steps and sequence[1] [2] describe the of hybridizationmultaneous of mixed nucleic
steps comprisethat the method. Because (Livornese Decl., (9/3/97acids.” Exh. 30

body fullyof the claim intrinsicallythe and Action) 8).Office at Affymetrix presents
invention,sets forth the complete and the no citation or evidence to contradict the

preamble merely states the ofpurpose the plain meaning in respect.this
invention, the “detectingCourt finds that

The term also requires that the mixturedifferential expression” in the preamble
of labeled nucleic acid is “from the two cellcannot be construed as a limitation of the
types.” agreesThe Court with Ineyte toclaim.
the extent that phrasethis must be limited

adding8. a mixture of labeled samplesto nucleic acid collected from the
typesnucleic acid from the two cell to an is, cDNA,types.two cell That itbecause

array is addingconstrued to mean a mix­ ais nucleic acid made in a reaction outside
ture of labeled nucleic acid from the two cell,the is not by plaincovered the words

typescell arrayto the in a single step, Affymetrixof the claim. fails to cite to
wherein “labeled nucleic from the two cell evidence, extrinsic,any intrinsic or that
types” mRNA, DNA,samplesmeans of or supports propositionits that cDNA and
cellular other nucleic acid obtained from other nucleic acids derived from a cell’s
the two types.cell mRNA, which are componentsnever of a

Affymetrix thatcontends this term cell, encompassed byare this term. Plain-
mixture,addingmeans a in a singleeither ly, cell,cDNA is not obtained from any but

step or sequentially, of labeled nucleic acid synthesizedis based on nucleic acids ob-
from the typestwo cell to the array. Aff- tained from the cell.
ymetrix further states that “nucleic acid

Finally, rejectsthe Incyte’sCourt re-from the two types”cell means samples of
striction of the term to mRNA that ismRNA, or nucleic acid derived from said
labeled after it is obtained from the cell.mRNA, including, but not limited to
The term recites “nucleic plain-acids” andcDNA, labeled either before or after iso-
ly anycovers DNA as well as other cellu-lation types.from the two cell

Moreover,lar nucleic acids. the claimIneyte contends that this term means
impose anydoes not time constraint onthe simultaneous competitive hybridi-and

when the nucleic acid is to be labeled.zation samplesof from different cells to an
Ineyte has present anyfailed to intrinsicappropriate array to allow subsequentthe
or extrinsic evidence to contradict thisquantitation of the resulting relative levels
plain meaning.hybridization.of Ineyte further asserts

that “labeled nucleic acid hybridi-from the two cell 9. conditions that result in
types” means ofsamples complementary-sequence poly-mRNA obtained zation to
from typesthe two cell and then labeled. nucleotides is not construed at this time.
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acidquence probe;of said nucleicfollowingthis termwill construeThe Court
andbriefing re-withsupplementalparties’the

term, “substantially comple-to thespect mediumcomputer readable[5] a
in claim 1.usedmentary,” as computersaid codes.that stores

nucleic acidhybridized to labeled10. con-respectwith toThe central issue
Courtthis time. Theatis not construed con-patentthe ’716 claimsstruction of

par-following thethis termconstruewill disputednot the termscerns whether or
respect tobriefing withsupplementalties’ “means-plus-func-asinterpretedbeshould

term, “substantially complementary,”the 112,§to 35 U.S.C.accordingtion” terms
in claim 1.used ¶as disputed terms are notAlthough6. the

“means-plus-function”inrecitedexplicitly
D. ’716Patent claimingthatHyseq argueslanguage,

functionbyfollowed the“computer code”rep­ispatentthe ’7163 ofClaim
sub-by computerthe code stillperformedof of thepartin allpertinentresentative
112,§to 35 U.S.C.jects claim termstheseatpatent’716of theclaimsindependent

¶ ¶112, disputed§ to theappliedIf 6 is6.3construction. Claimin this claimsissue
terms, would be limited to thethe termsreads:

in thestepsor disclosedspecific structuresiden-program product thatcomputerA
equivalents. Upontheirandspecificationnu-samplebase in aantifies unknown
arguments of bothconsidering all of thesequence, comprising:acidcleic

findsAffymetrix, CourtHyseq and theacomputer that receivescode[1] ¶112, the termsapply§ does not tothat 6signals correspond-first ofset
form, that“computer coderecited in theintensi-probeofto seting a first x[performs function].”intensity in saidties, probeeach

ofindicating an extentfirst set claim termsdisputedtheBecause
acidof a nucleichybridization for”in “meansexpresslynot recitedare

nucleica referenceprobe with thata presumptionthere islanguage,
each nucleic ¶andsequence,acid 112, apply.§ not Mas-Hamilton6 does

differing each 1206,fromprobe LaGard, Inc.,acid F.3dGroup v. 156
base;singleat least aby (Fed.Cir.1998). However,other pre­this1213

if the termsmay be overcomesumptionacomputer thatcode receives[2]
functional,purelyto beare determinedsignals corre-ofsecond set

specificofadditional recitalwithout theprobeset ofsponding to a second
theperformingforor materialstructureintensities, intensityprobeeach

also,Id.; Al-Siteseefunction.statedindicating anin second setsaid
1308,Int’l, Inc., F.3d174v. VSICorp.a nu-hybridization ofextent of

(Fed.Cir.1999). thatHyseq asserts1318samplewithprobe saidcleic acid
a first setthat receivescomputer“a codeacidand each nucleicsequence,

that receivescomputer codesignals,” “aofotherdiffering from eachprobe
computer codesignals,” “aa second set ofbase;singleaby at least

“a com­comparison,” andperforms athatperforms acomputer thatcode[3]
arecall”that a basegeneratesputer codecomparison at least one ofof

of claimrecitationspurely functionalallin firstintensities saidprobesaid
thatarguesHyseqSpecifically,elements.probeofat least one saidset and
defi­anynotcode” does recite“computerset;in secondsaidintensities
112,§escapetonecessarynite structure

generates acomputer thatcode[4]
¶ 6.

un-identifying saidbase call
thequestion,aAlthough it is closeaccording to resultsknown base

To overcomeHyseq.withdisagreesse- Courtcomparisons saidof said
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¶ 6,112, (Fed.Cir.1999); Motorola, Inc.,§of a claim termapplication must Nilssen v.
921, (N.D.Ill.2000).identify specific per­some structure that F.Supp.2d80 929

Corp.,forms the stated function. Al-Site
Mas-Hamilton, Furthermore, rejects174 F.3d at 1318. In for the Court

Hyseq’s argument thatexample, computerthe Court held that “lever mov­ code
anylacksing adequatedoes not recite structure because it consists ofelement”

structure, data with“moving physicala element” no dimensions. Hyseqbecause
has cited supportthat no cases to thisany proposi­could be device causes the lever

Mas-Hamilton, Moreover,tion. Hyseq’sat im­propositionto move. 156 F.3d
contrast, properly subject every pat­1214. In the Federal has would softwareCircuit

112,many §ent and electronics patentsfound that sufficient structure is recited to to
¶¶112, When, here,§ 6. asescape application of 6 when the the “means for” lan­

claim,guageidentify typeclaim a of structure is absent from a the accusedterms
infringer has the burden ofperforms overcomingthat the stated function. See the

Inc., presumption 112,§Endo-Surgery, against applicationv. Ethicon ofGreenberg
¶(Fed.Ch.1996)1580, Hyseq6. has(holding91 F.3d 1583 failed to meet its burden.
The Court thereforetype “computer“detent mechanism” denotes a of de­ finds that

vice with a code” has sufficientgenerally meaning escapeunderstood structure to
¶arts); 112,§applicationin the of 6. Hyseqmechanical Personalized Me­ concedes

¶that,Communications, 112,if §dia v. the Court thatLLC Internation­ finds 6 does
Commission, 696, terms,applynot to theseal Trade 161 F.3d 704-­ the terms should

(Fed.Cir.1998) according05 be construed to(holding “digital plaindetec­ their and
gener­ ordinary meaning,tor” and is not a and noconnotes structure further con­

“means,” struction of required.ic structural term such as these terms is Ac­“ele­
ment,” “device,” cordingly, adoptsit a the Court the plainor nor is coined term and

ordinarylacking meaning, “widget” meaninga such as of these terms.clear
“ram-a-fram”).or

The final remaining dispute with
“computerThe Court finds that code” is respect to the patent’716 concerns the

term,a genericnot but rather recites meaning Affymetrixof the term “set.”
bystructure that is understood those of thatcontends “set” means a collection or

in typeskill the art to be a of device for group. Hyseq contends that “set” ahas
accomplishing Hy-the stated functions. particular inmeaning when used reference
seq’s speaking duringown tu-expert, the probes.to nucleic acid Hyseq argues that

precededtorial that the Markman hear- “a probes”set of must four probesinclude
ing, clearly indicated that he understood which Hy­are coextensive. Consequently,
that code” is a of“computer type device seq argues that signals” indicating“set of(Markmanprogramming computer.for a hybridizationthe extent of probesof the89:3-24).hearing Intranscript at this and reference sequencenucleic acid is the
way, “computer code” is more similar to signalsset of from the four probes. Hy­

and “digitalterms like “detent mechanism” seq probesfurther asserts that the used todetector,” “element,” “means,”than or obtain the signals”“second set of must be
Hyseq to provide any“device.” has failed in length sequenceidentical and to the

evidence support propo-or easelaw to the probes in signals.the first set of
“computer genericsition that code” ais

Rather, Hyseq onlyterm. has identified The Court adopts plain ordinarythe and
¶112,§in application term, “set,”cases which of 6 meaningwas of the meaningas a

presumed because the claims had group. Hyseq attemptsbeen collection or to
recited in means-plus-function format. plain meaning byalter the of this term

Gaming,See WMS Inc. v. International importing extraneous limitations from em-
1339,Game Technology., 184 F.3d 1347 bodiments in specification.described the
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discussed, thealreadyFor the reasons
approach.rejects thisCourt

ORDER

reasons, the CourtforegoingFor the
’305, ’992,’934, pat-’716andtheconstrues

parties shallabove. Theas set forthents
theregardingbriefssupplementalsubmit

As-complementary.”“substantiallyterm
Supplemen-Openingshall file itsymetrix

(21) days of thetwenty-onetal Brief within
Incyte Hyseqand eachof this order.date

(14)Brief fourteenOppositionfile anmay
shall not ex-The briefsdays thereafter.

(10) in length.pagesceed ten
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