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assumingable to it and the truth of Aet-
factualna’s asallegations, the Court must

juncture,at Aetnathis has properly as-
equitablea claimserted for relief under

ERISA. Aetna has identified a fixed
share of the fund assets to which it is
equitably entitled, is,that the difference

paidbetween what it to Schultz and what
Schultz was contractually entitled to after
she received securitysocial benefits. Aet-
na’s allegations are sufficient to assert an
equitable duty on Schultz’s topart convey
the atfunds issue to Aetna. See Sereboff,
126 at 1874.S.Ct.

IT IS THEREFORE ORDERED AND
ADJUDGED that the Plaintiffs Motion to
Dismiss Amended Counterclaim [51] is
DENIED.

SYSTEMS,INTERNETAD
LLC, Plaintiff,

v.

LIMITED,OPODO Amadeus Global
Travel S.A.,Distribution Amadeus

America, LLC,North Opentable, Inc.
and Best Western International, Inc.,
Defendants.

Civil Action No. 3:06-CV-1084-P.

United Court,States District
Texas,N.D.

Dallas Division.

22,Jan. 2007.
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(“AmadeusLLC’s NA” or “Defen-
dant”) Motion to Dismiss for Lack of
Subject or,Matter Jurisdiction Al-
ternatively, for Failure to State a
Claim, 10, 2006,1filed August

(2) Plaintiff Systems,InternetAd LLC’s
(“InternetAd” “Plaintiff’)or Motion
for Leave to File an Amended Com-
plaint, 13,September 2006,2filed and

(3) Defendant Amadeus NA’s Alterna-
tive Motion Summaryfor Judgment,Nelson, III,Edward R. Jonathan T. Su-

4,filed October 2006.3der, Cooke,Michael T. Friedman Suder &
reviewingAfter the briefing applicableandCooke, Worth, TX,Fort for Plaintiff.

law, the Court GRANTS Plaintiffs MotionJeffrey Joyce,L. Winstead Sechrest &
for Leave to File an Amended ComplaintMinick, Houston, TX, Calhoun,Mark A.
and DENIES Defendant’s Motion forMinick,Winstead Sechrest & Charles E.
Summary Judgment. The Court furtherGale, Krage Janvey, MacPete,& John W.
DENIES as MOOT Defendant’s Motion toStorm,Paul Barnes,V. Robin L. Storm
Dismiss.LLP, Dallas, TX, Lewis,Samuel A. James

Gale, Gale,A. Miami, FL,Feldman for BackgroundI. and HistoryProcedural
Defendants.

Defendant NA providesAmadeus travel
distribution and information technology toMEMORANDUM OPINION

providerstravel to enable them to succeedAND ORDER
(Def.’sin the travel industry. Mot. to

SOLIS, District Judge. 2.)Dismiss at Amadeus NA serves cus-
Now before the Court are: suchtomers as providerstravel (including
(1)Defendant America,Amadeus airlines,North hotels, car companies,rental rail-

Inc. America,Amadeus North wayf/k/a companies, lines,ferry lines,cruise in-

1. Systems,Plaintiff InternetAd filedLLC its ResponsePlaintiff's to Defendant's Motion to
13, 2006,Response Septemberon concurrent Dismiss and Alternative Motion Summaryfor

with its Motion Leave (“Def.'sfor to File an Amended Judgment J.”),Summ.Mot. filed Oc-
Complaint. 4,filed ReplyDefendant its on Oc- tober 2006.

4, 2006,tober concurrent with its Alternative
SummaryMotion Judgment.for Initially, 23,3.Plaintiff filed Responseits on October

Opentable, joinedDefendant Inc. in Defen- 2006. Defendant untimelyanfiled Reply on
dant 13,Amadeus North 2006;America's however,Motion to November Defendant bas­

SubsequentDismiss. to that filing, par-the argumentses the in Reply largelyits on evi­
ties filed Stipulationa 41Rule of Dismissal 8,dence received from Plaintiff on November

Prejudice,With dismissing 2006,Openta-Defendant (Seethe week Replythe was due.
ble, party (SeeInc. as a to this lawsuit. Reply Resp.Def.’s to Pl.'s to Mot. Summ. J at

Dismissal,Stipulation 3, 2006.) 1.)of Nov. Ac- Additionally, grantedPlaintiff was leave to
cordingly, the nowCourt DENIES Thus,as MOOT Sur-reply.file a the Court will consid­
any pendingand all byMotions ReplyDefendant er this determiningwhen the Motions
Opentable, Inc. and DISMISSES Defendant Order,at Agreedhand. Pursuant to an Plain­
Opentable, Inc. thisfrom action. 5,tiff filed Sur-replyits on December 2006.

All other motions in the instant case have
2. separateDefendant did not file a Response stayed pendingbeen the outcome of the mo­

Leave,to Plaintiff’s respondedMotion for but (Seetions addressed in this Order. Order of
to the 4,merits the Reply 2006.)of motion in its to Oct.
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title, in the Patents toand interestright,operators),and tourcompanies,surance
D.)(Id.(corpo- Ex.buyerstravel AOL.andagencies,travel

travelers). (Id.) In-Plaintiffandrations that the LicensorAgreement statesThe
NA andthatalleges AmadeusternetAd is the sole owner ofthat he“represents

infringed thehaveother defendantsthe title, claims,right,has allthe Patents and
the tech-by employingquestioninpatents fromarising suchprivilegesandinterest

theirpatentsin onthedescribednology liens,clear offree andownership rights,
3.)(Id. atwebsites.WebWorld Wide (Id.encumbrances, rights or restrictions.”

Acacia Re-subsidiary ofis aInternetAd 1.1.) Agreement§A furtherEx. The
(Id.) InternetAdCorporation.search execution,that, itsprior to Judsonstates

pat-to assistit was formedthatmaintains license, anyor transferassign,notdid
resources,time,lack thewhoent owners “except for the non-exclusiverightsother

theirlicense and enforceknowledge toor forth onsetor other covenantslicenses
companies.infringingagainstpatents Agreement.A” attached to theSchedule

2.) De-(Pl.’s to atDismissResp. to Mot. (Id.) Agreement reads asArticle 2 of the
par-itsandthat InternetAdaversfendant follows:

“patentexamples ofarecompanyent
toSubject Existingthe Licenses andtotechnologyin thetrolls,” a term coined

below, Licensor5.3 and 6.2Sectionswhocompany“ato describe smallindustry
worldwide, li-right andgrants TS theaccused in-againstrightspatentenforces

make, havethe tocense under Patentslicensingto collectattemptanfringers in
use, ormade, productssell ser-offer ororproductsfees, not manufacturedoesbut

Patents, includingby thevices coveredinpatentson thebasedsupply services
togrant sublicenses thirdrightthe to(Def.’s at 3 n.to DismissMot.question.”

licensing programtargets of TS’sparty4.) andmoves for dismissalDefendant
contemplatedasenforcementand PatentIn-thaton basissummary judgment the

the limited cir-Except forhereunder.tostanding pursuantto suelacksternetAd
for in(the providedas Sectioncumstances“Agreement”)agreementpatentthe

any third5.3, grantowner. notpatentand Licensor shallInternetAd thebetween
therights undera or otherparty license

AgreementA. The meets thelong as TSPatents for so
(“Judson”) originalis the inas set forthJudson CommitmentsDavid Minimum

5,572,643,patents numberedU.S.owner of hereunder.6.2Section
(the6,456,0256,185,586, and5,737,619, 2.1.) saysfurther(Id. Agreement§ The

“Patents”). (Pl.’s Mot. to DismissResp. to in and to the Pat-rightsother“[a]llthat
2.) ingranted a licenseoriginallyat Judson tohereby reserved Licensor.”areents

(“TS”)TechSearch, L.L.C.tothe Patents 2.2.)(Id. §
9, 2003, by theevidencedSeptemberon

licensee:that therequires3.4Section(Def.’s Resp. toto Pl.’sReplyAgreement.
li-ofcopieswith allLicensorprovideMot.and AlternativeMot. to Dismiss

correspon-partythirdoffers andcenseA.)J.”)(“Def.’s Ex.Mot. Summ.Summ. J.
and theconcerning the Patentsdence13, 2003, andassignedTSOn November

enforcementandlicensing programTSinand interestrightsitsconveyed all of
shall beconsentLicensor’sefforts....(Id. Ex.to InternetAd.Agreementthe

licensemay grant aTSrequired beforeE.) pat­to theassigned rightshisJudson
sublicense, anyinto otheror enteror29,JulyonTechnologies, L.P.to JSents

relating toarrangementoragreementC.) 4, 2005,(Id. Ex. On November2004.
Patents, any party.relatedthe withentireassignedL.P. itsTechnologies,JS
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(Id. 8.4.)§ requiredThe licensee is further right join anyto in brought bysuch suit
in Section 3.5 to consult with the Licensor Licensor.

“significanton matters” related to licens- (Id. 5.3.)§
enforcement,ing including “licensingand

Section 6.2 provides that rights“[t]henegotiations, litigationterms and strategy
granted Agreementto TS under this shall(Id. 3.5.)§and technical matters.”
automatically convert to a non-exclusive

AgreementSection 5.1 of the dictates iflicense” certain minimum conditions are
rights licensee;the enforcement of the met;not such right to enforce patentthe

specifically, it states that: will revert back to the Licensor upon con-
version of the license to aSubject to the terms non-exclusiveAgree-of this

(Id. 6.3.)§ment, license. Article 6TS will use its best contains sev-efforts to
consequenceseral that will occur ifpromptly continuouslyand thepursue li-

Agreement iscensing terminated or if rightsand enforcement of the TS’sPatents
(as TS) are converted to aat between non-exclusiveLicensor and license.its

(Id. 6.6.)6.5,§If, Additionally, subjectexpense....sole in toTS’s reasonable
5.3,Section thejudgment “expresslyLicensor(taking into Li- re-consideration

tains no right tosuggestions infringementcensor’s sue forand recommenda- of
tions), the prior anyPatents tonecessaryit is and termination ofappropriate,

Agreementthis or rightsTS will institute enforcement conversion of TS’[an] ac-
(Id.pursuant 6.7.)to Sectionagainst §tion certain or all 6.2.”compa-of the Fi-

nally, TSnies that must obtain theinfringingTS believes are consent of thethe
Licensor, which shallPatents. not be unreasonably
withheld, before can assignTS rightsits(Id. 5.1.)§ This Section also makes TS’s
under the Agreement a partyto other thanchoice of in such subjectcounsel action to

(Id. 7.1.)the licensee’ §affiliate.approval,the Licensor’s “which shall not
(Id.)unreasonablybe withheld.” Section

B. Pre-existing Licensesgives5.2 right,”TS the “sole even toas
Licensor,the bringto an enforcement ac- Prior to the Agreement, Judson entered

tion; however, right subjectthis is to Sec- into several agreements,license one of
(Id. 5.2.)§tion 5.3. Additionally, this Sec- which was periodexclusive for a of time.

providestion for the joinLicensor to as a (See ReplyDef.’s to Resp.Pl.’s to Mot.
plaintiff any TS,in brought bysuit either (“Def.’sSumm. J. Reply to Mot. Summ.
at uponits election or a finding by the J.”) 2.)at priorThis agreement,license
court that the Licensor is an indispensable 14, 1997,executed March is entitled “Ex-

(Id.)party. Notably, Section 5.3 states clusive License Agreement” and states in
that: relevant part that:

anyIf for reason TS elects not bringto herebyJudson grants an ex-[redacted]
suit anagainst infringer anyof of the clusive license right,and with rightthe
Patents, Licensor shall have right sublicense,the to invention(s)to practiceto the

name,bring suit in his own join-without bycovered the claims of the Patents.
ing party, providedTS as a givenhe has This license shall not be assigned by

days’TS 60 [sic] written notice of his except[redacted] to a Assign-Permitted
bringintention to such suit and TS has ee. agrees that,Judson without [re-

not a againstfiled suit infringer consent,the dacted] he shall grant anynot
within such period. license(s)TS shall have the additional practiceto the in-
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by Agreementthegrantedthe licensevention(s) of the thatby the claimscovered
Assignee. subjectit toa Permitted isexcept to not exclusive becausePatents is

licenses, one ofthird-partypre-existing§ 3.1Agreement(Exclusive License
perioda of time.was exclusive forwhichMot.Reply to(Def.’s Supp.in ofApp.

2.)(Def.’s Summ. at Addi-to Mot. J.44).) ReplyagreementThis licenseatJ.Summ.
(Def.’s promiseMot. owner failed toReply tionally, patentto theamended.twicewas

Amendment,2.) practicingfrom theat The Second to exclude othersJ. notSumm.
31, 2001, (Id)substitutedon October bycovered the Patents.executed inventions

of Sec-placeinnew 3.1 that,entire Sectionan avers becauseFinally, Defendant
(Seeagreement.originalof the3.1 licensee,tion itthe exclusivePlaintiff is not

(Def.’s inApp.Number TwoAmendment joinseven if itmaintain this actioncannot
51).)atMot. Summ. J.Replyof toSupp. apatent co-plaintiff.owner ascurrentthe

new Article 3.1 states:This (Id. 11.)at
a non-exclu-grants CompanyJudson

that, pursuant to thePlaintiff countersas to Per-sive, (exceptnon-assignable
theInternetAd isAgreement,of thetermsworld-fully paid-up,Assignee),mitted

the Patents and holdslicensee ofexclusivetothe Patentsunderwide license
Patents, givinginrightsall thesubstantialuse, anddistributemodify, reproduce,

infringement.alone forstanding to sueit(I) existingtheexploitotherwise
4.)(Pl.’s J. atResp. to Def.’s Mot. Summ.(ii) future-developedanyand[product]
anassertion ofresponse to Defendant’sInby Com-createdproducts codeand/or

license, Plaintiffpre-existingexclusiveproductsof suchwhere usepany
any license waspriorthat exclusivestatesbe withincode would otherwiseand/or

by Agreement.theeffectively terminatedlicenseany Thisscopethe of Patent.
1.)(Pl.’s ar­furtherSur-reply at Plaintiffanyusers of suchextend to endshall

least,that, can maintain thisat the itguesunderright to sublicensecode. No
patentwith theco-plaintiffas agranted.the Patents is action

11.)(Id atowner.(Id.) thatprovidesThe amendment further
and“modifyof such amendmenttermsthe

provi-terms and Leave toall inconsistent Motion forsupersede II. Plaintiffs
and theAgreementin thecontainedsions” Amend

(Id.)amendment.first
LegalA. Standard

AllegationsTheC.
15(a)Rule of the FederalUnderoriginalto convert itsDefendant seeks

Procedure, aleave to amendof CivilRulesinto a Motion for Sum-to DismissMotion
justice sowhengranted“shall bepleadingRuleto Federalmary Judgment pursuant

178,Davis,v. 371 U.S.Fomanrequires.”56, stating that Defen-of Civil Procedure
(1962).227, 222182, S.Ct. 9 L.Ed.2d83Agreementcopya of thedant now has

amend liesgrant todecision to leaveTheInternetAd, ev-and whichJudsonbetween
the trial court.the discretion ofwithinhave stand-Plaintiff notthat doesidences

grant­in favor ofthere is a biasHoweverinfringement suit.bring patentto aing
per­courts shouldamend anding leave to(Id.) thatstatesSpecifically, Defendant

amendmentafiling proposedthe ofmit“all substan-holdpossiblyPlaintiff cannot
forreasonis a substantialthereunlessnecessary to suein the Patentsrights”tial

Dussouy v.denying leave to amend.patenttheplaintiffthe sole because Gulfas
(5th594, 598660Corp.,Inv. F.2dCoastsubstantivespecifically retainedowner

Cir.1981).(Id.) assertsfurtherrights. Defendant



604

determining grant case,In whether to faith. early stageAt this in the
amend, mayleave to the court consider Defendant has prejudiceasserted no it will

factors, including delay preju­several or suffer aas result of the amendment.
non-movant, bad faith or dilato­dice to the Thus, under the liberal grant-standard for

movant,partthe ofry motives on the amend,ing leave to the Court GRANTS
deficiencies,failure to curerepeated and Plaintiffs Motion for Leave to File

Foman,futility of amendment. 371 U.S. ComplaintAmended and deems Plaintiffs
182, 227. Fifthat 83 S.Ct. The Circuit has OriginalFirst Amended Complaint, sub-

“futility”defined to mean that “the amend­ mitted with the motion to amend as Exhib-
ed fail tocomplaint would state a claim 1,it filed as of the date of this Order.
upon which could granted”relief be and

that legalhas further held the standard III. SummaryDefendant’s Motion for
12(b)(6)under Ruledeveloped guides this Judgment

analysis. Stripling v. Jordan Production
LegalA. StandardCo., (5thLLC, 863, Cir.2000).234 F.3d 873

Standing a require­is thresholddecidingIn whether inclaims an amended
everyment to federal action and must befutile,complaint are the maycourt not

byproved partythe asserting rightthe todeny the motion for leave to amend “un­
Techs.,sue. Sys.Sicom Ltd. v. Agilentappears beyondless it doubt that the

(Fed.Cir.2005).971,427 F.3d 976 For aprovePlaintiff can no set of in sup­facts
suit,port patent infringement standingof his claim which would entitle him derives

(internal Act,to relief.” Id. from thequotations and ci­ Patent which states that “[a]
omitted).tations patentee remedy byshall have a civil ac­

tion for infringement patent.”of his 35
AnalysisB. (2006).§U.S.C. 281 “Patentee” includes

Plaintiff seeks to complaintamend its personto both the to patentwhom the was
assert that it has the “sole and exclusive anyissued and successors in title. Id.

(Pl.’sright” to enforce the Resp. 100(d).Patents. is,§ That patenteeif a assigns
5.)to Mot. to Dismiss at arguesDefendant patent,the maythe transferee become the

that such amendment would be futile be­ patentee purposesfor 281,of Section
allegecause Plaintiff can no set of facts thereby gaining rightthe to allegedsue

(Def.’sthat standingwould confer to sue. infringers of the patent. Sys.,Sicom 427
3.)Mot. for Summ. J. at The Court finds atF.3d 976.

that, when looking only to sufficiencythe
In addition an assignee,to anof pleadingsthe and not the underlying

exclusive standinglicensee has to sue for12(b)(6)required byevidence as the Rule
patent infringement. “An exclusive licensestandard, amendment of the complaint
is ‘a practicelicense to the invention ...would not be futile. If Plaintiff alleges in
accompanied by patent prom­the owner’sits complaint that it is an exclusive licensee
ise that others shall be excluded fromwith Patents,all substantial rights in the it
practicing it within the field of use whereinhas indeed standingasserted to sue. Con­

”giventhe licensee is leave.’ Textile Prods.sequently, assuming the undisputed as­
(Fed.­v. Corp., 1481,Mead 134 F.3d 1484pects complaint sufficient,of the are Plain­

Cir.1998) (quoting Western Elec. Co. v.tiff has stated a claim upon which relief
Reproducer 116,Pacent 42Corp.,can be F.2dgranted 118sufficient to survive the

(2d12(b)(6) Cir.1930)).Further,Rule Anstandard. exclusive licenseethis is to
Plaintiffs first attempt patenteeto whom theamend its com­ transfers “all substan­
plaint and it purportedly gooddoes so in tial rights” under patent maythe treat-be
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Speedplayin Inc. v.patent);therights”constitutionaland hasassigneelike aned
(Fed.Cir.­Inc., 1245,pat-­the 211joinder Bebop,of F.3d 1251withoutto suestanding

at An 2000) that,427 F.3d 976.Sys., (finding although patentSicom ownerentee.
patenteetheto whom suit,licenseeexclusive the licen­right to initiateretained the

rightsthan all substantiallesstransfers by grantingsuch suitcouldsee circumvent
ajoinedis asownerpatentthecan sue license,party ainfringingif third andthe

Dev., Inc.Prop.Intellectualco-plaintiff. rights pat­in thehad all substantialthus
Inc.,Cal., 248 F.3dCablevisionv. TCI of ent); Corp., 47Abbott v. DiamedixLabs.

(Fed.Cir.2001) Indep.(citing1333, 1347-49 (deter-(Fed.Cir.1995)1128, 1132-33F.3d
Am., 269v. Radio Co.Tel. Co.Wireless of than allthat licensee held lessmining a

166,459, 468, 70 35746 S.Ct. L.Ed.U.S. patentin a because thesubstantial rights
(1926)). conveys a merepatenteeIf the rightthe to initiateowner retainedpatent

however,license, licenseethenon-exclusive the licenseeright preventand the tosuit
sue, evenstanding tohas no constitutional Vaupel Textil­assigning rights);itsfrom

patentee.the Sicomwithco-plaintiffas a
v. Meccanica Euro Italiamaschinen KG(citing Rite-HiteF.3d at 976Sys., 427

(Fed.Cir.1991)S.P.A., 870,F.2d 875-769441538,Co., 1552F.3dKelley 56Corp. v.
reten­patentthat a owner’s(determining(Fed.Cir.1995)).

on was notrighttion of a veto sublicenses
all sub­whetherTo determine all substantialenough to divest licensee of

to atransferredrights have beenstantial patenteebecauserights patentin the still
only tolicensee, not lookthe court does in­bring anrightthe sole toobtained

a li­refer topartiesnot theorwhether action).fringement“ ‘the“exclusive,” deducesbutcense as
theparties examine[s]the andintention of AnalysisB.

agree­licensingof what [thesubstance
Right Excludei. toconveysifto determine itgranted’ment]

patentinrights theof substantialall the evaluating particu­a“In whether
thestanding togranttoand is sufficient alltransfers sub­lar license agreement

at 976Sys., 427 F.3dSicomlicensee.” licensee,thepatentin a torightsstantial
II, A-RooL.L.C. v.Prima Tek(quoting theattention to whetherpay particularwe

(Fed.Cir.2000)).1372,Co., 1377F.3d222 to ex­conveys rightin full theagreement
attention whetherparticular topayCourts and sell­making, usingothers fromclude

torightthe fullgranteda waslicensee in thepatented invention exclusiveing the
use, ismake, patent,the whichor sell II, 222 F.3d atTekterritory.” Prima

fromright to exclude othersessentially the may be ex­right to excludeThis1379.II, 222patent.the Prima Tekpracticing
agreement.theimplied withinpress orthealsoCourts evaluateF.3d at 1379-80.

If theat 1552.56 F.3dCorp.,Rite-Hiteif otherto determineagreementpatent
a limited toevenowner retainspatentinclud­by grantor,theretainedrights are

sell, themake, patent,theor useright toforlicensee sueright of the toing the
rightconvey in full thedoes notagreementand thethe licensorinfringement without

Labs.,Id.; 47Abbottsee alsoto exclude.assign rightsits orlicensee toright theof
Further, courts haveat 1132-33.F.3dSee, e.g., Intellectualgrant sublicenses.

pre-existing,ofthat the existenceheld(evaluat­Dev., F.3d at 1344-45Prop. 248
necessarilydoes notlicensesnon-exclusiveeffectively obtainedtransfereeing whether

exclusivity. AppliedSeeofgrantdefeat aassign itsrightor toright to suethe sole
Co.,Teddy Bear No.v. Vt.Interact LLCdeterminingwhenpartyto a thirdbenefits

4,1785115,8713, *3 n.2005 WL04 Civ.had “all substantialtransfereewhether
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15016, make,at n. 4 expressly use,2005 Dist. LEXIS *9 deem the torightU.S. or
(S.D.N.Y. 28, 2005);July Int'l Ltd. patentedsell the products exclusive to theRefac

USA, Inc., 2198,No.v. Visa 89 Civ. 1990 licensee, the fact that the Licensor re-
130032, 11942,U.S. Dist. LEXISWL 1990 rightserved the to convert the license to a

(N.D. 1990)26, (citingat *5-6 Cal. June non-exclusive license aimplies promise of
Mackenzie, 252,v. 138 U.S.Waterman more,exclusivity. What is rightthe to

(1891)).261, 334,11 34 L.Ed. 923S.Ct. make, made, use,have patentsor sell the
“subjectis prior existingto” the licensesaction,In the instant InternetAd

and Agreement.Sections 5.3 and 6.2 of thethe sole andargues that it has exclusive
Under the traditional maxim that the ex-made, use, offer,make,right to have or
press thing impliesinclusion of one theproducts byor services covered thesell

others,exclusion of all the Court reads thePatents, Amadeus NA avers that thewhile
grant make,in rightSection 2.1 of the toright.thisLicensor also has The Licensor
use, or patented subjectsell the inventionagreed grant any third-partynot to licens­
only conditions,to the listed andany anynotrights rightses for those or other

party’s right, Licensor,otherlong includingunder the Patents as as the thelicensee
concurrently make, sell,met the minimum commitments. Interne-­ to or use the prod-

argues patentee Thus,tAd that “the did not re­ uct. the Court finds that Li-the
tain right practice patenteda to the inven­ censor right make,retains no to personally

throughtion a non-exclusive license or use, offer, patentedor sell the invention.
(Pl.’s Resp.otherwise.” to Mot. Summ. J.

The Court also finds the condi­5.) However,at the Licensor also fails to
placed make,tions right use,on the to orrights grantdeem the licensee’s under the

patentsell the exclusivitydo not defeat itsexpressly“exclusive” or indicate that the
or the transfer of all rights.substantialpractice patent.itself cannot theLicensor
Defendant cites propositionAbbott for the2.2,In specificallyArticle the Licensor re­
that an exclusive licensee does not haverights in and to thetains all Patents other
standing joinderto sue without pat­of thethan ingrantedthose Article 2.1. Without
ent owner if its subjectlicense is to othermore, provisionsthese could indicate that
nonexclusive licenses. 47 F.3d 1128. Therightthe Licensor retained for itself the to

Abbott, however,court in specifical­did notmake, use, patentedor sell the products,
ly rather,make finding;this it found themaking the license non-exclusive.

priorexistence of nonexclusive sublicensesHowever, InternetAd arguesfurther
a factor that weighs in favor of determin­that, Agreementbecause the refers to dif-
ing a grantedlicensee was not all substan­mayferent conditions that convert the li-

rights.tial Accordingly,Id. at 1132. thelicense,cense to a non-exclusive the par-
existence of such licenses is not dispositiveties impliedly intended the license to be
on the issue of whether a license is exclu­exclusive. At least one court has found
sive or whether a licensor has transferredthis of anindicative exclusive license. See
all rightssubstantial ato licensee. In thisJames v. Co. Japan,Victor No. AW-98-of

case,particular the Court fails to see862, 830556, how1998 WL 1998 U.S. Dist.
the(D.Md. priorexistence of19854, non-exclusive licens­29,LEXIS at *14-15 July
es,1998) (“The rightsthe of which preservedfact that are in thegrantor] specifi-[the

cally Agreement,rightreserved the to defeats theconvert the transfer of the Li-­
make, use,license to a non-exclusive license censor’s rightdemon- exclusive to or

that this anstrates is otherwise sell the patentedexclusive invention to the licensee.
license.”) Although the Licensor did not The priorholders of the non-exclusive li-
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effectively destroyeda can besue, rather sublicenseto butstandingnocenses have
licensee; thus, notLicensor that Section 5.3 doesbythe thefromonly promiseahold

infringement. rightsued for of the to exclude.not be InternetAdthey will divest
agreesthe licenseeAgreement,Under the

now turns to whetherThe Courtpriorthemade inpromisesthebyto abide
Licensing Agreement”the “Exclusivegainsstillbutagreements,non-exclusive

prior to theby patentthe ownergrantedto ex-time forwardfrom thatrightthe
right todestroys InternetAd’sAgreementpatent.practicingfrom theall othersclude

above, pre-existingnotedexclude. Asthe exis-Therefore, finds thatthe Court
ex­preventlicenses do notnon-exclusivepre-notlicenses didof non-exclusivetence

arguesNA that one ofclusivity. Amadeusthe fullgrantingfromLicensorvent the
licenses, the Li­pre-existingthe Exclusiveto the licensee.right to exclude

peri­for aAgreement,cense was exclusive
Likewise, not6.2 doesSection

time, and therefore defeats Interne-­od ofexclude.rightthe full toa ofgrantdefeat
aversto exclude. DefendantrighttAd’sthepatenteethe to terminateright of“The

periodthe the wasduringthat licensefailureof thein the event licensee’slicense
exclusive, assignedcould havethe licenseenegate the sub-­does notperformanceof

pat­license in itsgrantedor an exclusiveof alltransferstantiality of the exclusive
thus, underInternetAd tookrights;entmake, use, licensedand sell thetorights

ofsubject anytoAgreement rightstheScandipharm,Inc. v.McNeilabproduct.”
from the holder of thislicensees who took431352, *3,94-1508,Inc., 1996 WLNo.

findslicense. The Courtprior exclusive(Fed.­19073, at *8U.S.App. LEXIS1996
wasAgreementLicensethat the ExclusiveCir.1996) F.2d(citing Vaupel, 944(unpub.)

licenseclearly to a non-exclusiveconverted875). 6.2, which InternetAd’sat Section
on Oc­amendment executedin the secondmake, use, patentthe isor sellright to

(See31, App. Supp.Def.’s intober 2001.to, condi­commercialsubject enumerates
49.) Ama­atReply to Mot. Summ. J.ofto retainlicensee must meettions that the

ofproofno that thedeus NA offers holderHowever, this sectionright.this exclusive
assignedlicense everpriorthe exclusiveright toInternetAd withprovidesalso the

any exclusive licensesrights grantedorlicense itsbefore thecure deficienciessuch
Patents; rather, Amadeus as­license. in NAa theconvert to non-exclusivewill

Li-­ so.only the have doneprotect that licensee couldThese conditions serts the
in and nopatents However,stake the evidence thatcensor’s financial Plaintiff offers

thethatchange parties’the intent bydo not the holdergrantedwassuch sublicense
Seegrant an exclusive license.Agreement Judson, thelicense.priorthe exclusiveof

*3,Inc., 431352, 19961996 WLMcNeilab Agree­Exclusive Licensegrantor of the
Thus,19073, atU.S.App. LEXIS *8-9. that, thement, duringin an affidavitstates

grantthe ofdoes not defeatSection 6.2 exclusive, he hasthe license wasperiod
exclusivity. companyknowledge that thepersonal

Agreementthe Exclusive Licenseholdingrightthecondition onotherThe
inany rights Patents[the]“did not licensemake, use, inven­patentedor sell theto

¶(Judson 5entity.” Aff.any personto or5.3,tion, the toallows LicensorSection
(Pl.’s Sur-reply Def.’sSupp. of toApp. ingrant a subli-­bring presumablyorsuit

F).)at Ex. When Interne-­J.Mot. Summ.in the Interne-­infringer eventcense to an
priortheAgreement,into thetAd enteredin moredo so. As discussedtAd fails to

license, no sublicensefrom whichexclusiveinbelow, limited circumstancethisdetail
into aconvertedhad beengranted,bring grantor wasLicensor can suitwhich the
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bylicense the second grantnon-exclusive amend- the of rights.” 944 F.2d at 875.
ment; priorsuch a non-exclusive license The court cited to Bell Intercontinental

exclusivity. States,does not defeat fur- Corp.This is v. United which states:
by the fact that Agree-ther evidenced the “That original agreementthe did not

grants rightsment license to assignee]InternetAd transfer to right[the the to sub-
“subject pre-existing,to those certain non- license significanceothers is without for

grants that byexclusive were made the asuch limitation ‘does not interfere with
prior theLicensor to Effective Date .. the full patent byuse of the assigneethe

(Def.’s(Agreement at 1 Mot. Summ. J. at ... assignorthe[and] retains no use of the
A) added).) Therefore,(emphasisEx. patentthe byfor himself reason of the limita­

anyCourt concludes that existinglicenses tion grantedsince he has the exclusive
prior Agreementto execution of the rights 1071,were assignee.’”to the 180 Ct.Cl.

(1967)and grant 1004,non-exclusive do not vitiate the 381 F.2d 1017 (quoting Roll­
exclusivity. Commissioner,of 634,man v. 244 F.2d 640

(4th Cir.1957)). The Court finds this rea­Accordingly, the findsCourt that the
soning persuasive. The Licensor’s reten­Agreement grants InternetAd the exclu-
tion of rightthe to veto sublicenses tomake, made, use, offer,sive right to have

parties appearsrelated to be a means topatentedor sell the invention.4
protect the Licensor’s financial interest in

patent. is,the Thatii. on the Licensor is safe­Restrictions Alienation
guarding anyitself negativefrom conse­AgreementThe at hand contains
quence of the grantlicensee’s decision to a(1)two restrictions on alienation: Li-­the

partysublicense to a with which the licen­censor’s consent must be anyobtained for
potentialsee has a conflict of interest.(2)agreement with a party,related and

situation,Other than unlikelythis Interne-­obtained,the Licensor’s consent must be
sublicense, restraint,tAd can without tounreasonably withheld,but not for an as­

theywhomever choose. Such a limitedsignment by the licensee to partya other
veto on sublicenses does not ongo­indicatethan the licensee’s affiliate. The Court
ing bycontrol the Licensor that wouldfinds these restrictions on alienability dis­
significantly diminish the licensee’s other­tinguishable from the cases which hold
wise exclusive right to sublicense.that on the rightrestrictions to sublicense

assignand fatal grantare to a of all sub­ respect rightWith to the to make
rights patent.stantial in a an assignment, the Federal Circuit has

thatFirst, paymentheld depends“[w]henregarding right grantthe to on thesubli-
censes, licensee’s performancethe commercial inAgreement onlyat hand there-

future,quires grantthe the of rightconsent of the the exclusiveLicensor in the to
make, use,event the licensee and sellgrant subjectseeks to a the licensedsubli-

partycense to a matter is significantlywith which the not bylicensee diminished
has an ongoing reasonablerelationship.business In conditions to assure that the

circumstances,all other the licenselicensee has remains with the chosen licensee.”
right Inc.,the sole grantto a 431352, **4-5,sublicense to third McNeilab 1996 WL

parties. In Vaupel, (cit­the court 19073,found a full 1996 U.S.App. LEXIS at *9-10
right to veto a 875).sublicense by ingretained the Vaupel, 944 F.2d at In more

onlyLicensor a “minor derogation cases,from recent the Federal Circuit has indi-

conclusion,4. Based on this the Court standingnotes has as an exclusive licensee to sue as
that, standingeven if InternetAd lacks to sue co-plaintiffa patentwith the current owner.

least,plaintiff,as the sole at the InternetAd
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pur-the licensor’sthereby extinguishingtorighttheonthat a restrictioncated
211 F.3d at 1250-ported rightthat a to sue. Seeargumentto theis fatalassign

slightlyare distin-all substantial The instant factsgranted 51.has beenlicensee
v. the inSee, Corp. Speedplay.Int'l from factse.g., Propat guishablerights.

(Fed.­1187, 1191-92, licensee hadInc., Speedplay,“In the exclusive473 F.3dRpost,
Cir.2007) 427 F.3d atSys., litigationeffective control over(citing completeSicom
979). However, finding decisions,case re­ patenteein each and the did not have

indica­assignto anrightthe the licensee’s decision torighton the to vetostrictions
rights have agreement.”that not all substantial under therightstion transfer its

un­transferred, case,Licensor had anthe InF.3d at 1192. thisPropat,been 473
to anits consentright to withholdfettered does not have the absoluteInternetAd

at473 F.3dPropat,Seeassignment. to sublicense because InternetAdright
979;975,at1191-92; Sys., 427 F.3dSicom toobtain the Licensor’s consent sub-must

1342;Dev., 248 F.3d atProp.Intellectual accordingly, ifparty;to a relatedlicense
Labs., this47 at 1132. UnderF.3dAbbott par-sue a relatedInternetAd chose not to

cannot unreason-the LicensorAgreement, grant partyto suchty, but instead wanted
assign-for anits consentably withhold sublicense, presum-the Licensor coulda

In-of the licensee.a non-affiliatement to ably withhold its consent to the sublicense
if itredress believedcould seekternetAd partyrelated inbring againstand suit the

unreasonably -withhold-the Licensor was failed to do so.the event InternetAd
Thus,assign. the Courttoing its consent However, matter, limit-a thispracticalas

right ap-toqualifiedthe Licensor’sfinds Li-that allow thecircumstance woulded
conditionaassignments reasonableprove in its own name isbringcensor to suit
financialthe Licensor’sprotectin toplace rightdestroy InternetAd’sinsufficient to

contract, and not a re-theinterest under ultimate controlInternetAd hasto sue.
Pat-in therightsproprietarytention of because,rightLicensor’s to sueover the

ents. Inter-party infringer,aeven with related
always againstinitiate suit suchcannetAdsum, Licensor retainsalthough theIn

afails to consent toif the Licensorpartyatoin limited circumstancesrightsnarrow
Thus, Licensor has nothesublicense.5under theremaining interestitsprotect

decisionwithout an affirmativeright to suere-finds that suchthe CourtAgreement,
sue, gives In-not to whichby InternetAdthealienability do not defeatonstrictions

litigationcontrol overultimateternetAdgrantto all sub-intentionparties’ overall
ulti-the licensee canBecausedecisions.the licensee.rights tostantial

the Licensorwhether or notmately control
Right to Sue name,iii. the Courtin its ownbrings suit

sue,right tohas the solefinds the licenseelimitedretains aThe Licensor
grantfavor of a of allleans inwhichInternetAdin the instanceright to sue

rights.substantialSpeedplaycitesdo so. InternetAdfails to
by athat a reservationpropositionfor the

by Li-Rights Retained theiv. Otherdoesin its own namebringto suitlicensor
censorgrantnotlicensor didindicate that thenot

evaluate vari­Finally, courtscanif the licenseerightsall substantial
as the licensor’slicense, rights, suchous otherinfringer aanygrant purported

at 1192.Propat, 473 F.3ddecisions.Propat, tiondistinguishable from whereis5. This
sue,Here, Li-to thechoosesif InternetAdrequired the con-to obtainthe licensee was

a decision.control to veto suchlitiga- censor has nolicensing andallof the licensor tosent
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suit, right compensation,toright join mary judgmentto based on lack of standing
consulted and informedright to be about inappropriate.is

decisions, rightand tolitigation approve
counsel, when evaluatingthe licensee’s IV. Conclusion

has grantedwhether a licensee been all
reasons,For the foregoing the CourtSee,in arights patent. e.g.,substantial

GRANTS Plaintiffs Motion for Leave toatPropat, (considering473 F.3d 1191 the
File an ComplaintAmended and DENIESright equityto anlicensor’s interest and
Defendant’s Motion Summaryfor Judg-right litigationto notice of decisions when
ment. Additionally, because Defendant’sdetermining that a licensee did not hold all
Motion to Dismiss was converted into arights patent);substantial in a Intellectual
Motion for Summary Judgment, the CourtDev.,Prop. 248 F.3d 1333 (taking into

asDENIES MOOT Defendant’s Motion torightaccount the owner’s to be consulted
Dismiss.litigation rightabout and litigation pro-to

determiningceeds when that the licensee It is so ordered.
held than all substantial rightsless in a

Labs.,patent); Abbott 47 F.3d at 1132
(considering the licensor’s right partici-to

counsel).pate anyin suit with its own
However, such factors are not dispositive,
but inonly weigh favor of anfinding exclu-
sive licensee with less than all substantial

(“Torights. Propat, 473See F.3d at 1191
TOWNSEND,Charles Trentsure,be the fact that a patent owner has

al., Plaintiffs,etright portionretained a to a pro-of the
necessarilyceeds ... does not defeat what v.

be awould otherwise transfer of all sub- The GOODYEAR TIRE AND RUBBER
rights patent.”).stantial in the The Court COMPANY, Defendant.

can factors,find no case where other not
No. 4:06-CV-486-A.coupled with the retention of ownership

rights sublicense,the rightsuch as to as- United Court,States Districtsign, suit,bring exclude,and led to a de-
Texas,N.D.that atermination licensee grantedwas

Fort Worth Division.thanless all substantial rights. When con-
sidering Agreementthe as a whole and the 27,March 2007.

above,reasons discussed the Court does
not find the Licensor’s retention of the
right approve counsel,to the licensee’s the
right proceeds,to the right to be informed
regarding litigation and licensing decisions,

join suit,or rightthe to significant enough
destroyto granta of all substantial rights

to InternetAd.

Accordingly, the Court holds that Inter-
netAd is an exclusive licensee with all sub-
stantial inrights the Patents and has
standing bringto this join-action without
der of patent Therefore,the owner. sum-


