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however, plaintiffs’does not findAccordingly, upon the facts evidencebased
brought convincing willinghave to the onplaintiffs now Court’s this issue so that it is

attention, itspart Supremethat of Memorandum to discard the Court’s formulation
August finding22ndOpinion and Order of in Roe. theAccordingly, Court finds that

plaintiff Akron ClinicWomen’s without compellingSection 1870.03 furthers the
standing challengeto Section 1870.03 of state protectioninterest in of maternal

therefore,shall be is,Ordinance Number 160—1978 vacat­ health and constitutional.
Reaching plaintiffs’the merits of theed. foregoing, plaintiffs’uponBased the

challenge, the Courtconstitutional finds “Motion For A New Trial Or In The Alter-
plaintiffs’1870.03constitutional andSection native isJudgment,”To Alter Or Amend

injunctiveforrequest declaratory and relief hereby granted in and inpart part.denied
regardin to it denied.shall be partThat of Court’sthe Memorandum

Wade, 113, 153,In Roe v. 410 U.S. 93 Opinion findingand Order Akron Women’s
705, (1973),S.Ct. 35 L.Ed.2d 147 the standingSu- challengeClinic without to Section

preme Court theheld that Fourteenth hereby1870.03 of Ordinance 160-1978 is
ofprotection aspectsAmendment’s certain Further, herebyvacated. 1870.03isSection

personal guaranteeof aprivacy included found to plaintiffs’be constitutional and
a woman whetherthat could decide to ter- request declaratory injunctivefor and relief

'unjustifiedher pregnancyminate without is hereby denied.
state interference. Inasmuch as the wom- IT IS SO ORDERED.

rightan’s to make an unencumbered deci-
concerningsion was found inabortion the

right” privacy,“fundamental of the Court
stated that with that rightinterference

justified bybe onlycould a “compelling
Roe, 155,state interest.” atsupra 93 S.Ct.

The recognized705. Court further that the
state had a valid ininterest maternal health

BRENNAN, Plaintiff,Francis P.protectionand the humanpotentialof life.
v.The state’s in potentialinterest human life

“compelling”was found to become at viabil- Grinding,HANGER, and SalMR. INC.
The inity. protectingstate’s interest ma- Inc., Defendants.

health, light presentternal “in the of medi-
(WCC).3567No. 77 Civ.knowledge,”cal towas found become “com-

pelling” approximatelyat the end of the Court,DistrictUnited States
163,Roe,first trimester. atsupra 93 S.Ct. D. New York.S.

passedat 731. Section was1870.03 in fur-
12,Sept. 1979.compellingtherance of this asserted state

Reconsideration, DeniedMotion forin protectinginterest maternal health from
21,Jan. 1980.close pregnan-the of the first oftrimester

cy. 1,1980.As Feb.Amended
Plaintiffs’ attack Section 1870.03

saying beyondthat although abortions the
of the pregnancyend first trimester of

settingsafer in hospitalwere a at the time
decision, longerof the Roe is nothat true.

presented inPlaintiffs evidence the form of
testimony support a findingand exhibits to

earlythat clinicalsecond trimester abor­
just earlytions are now as assafe second

Court,hospitaltrimester abortions. The
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research and development department,
being performedthese functions in the tool

department,and die with Brennan having
primary design responsibilities.

Hanger, (“Mr.Defendant Mr. Inc. Han-
ger”) corporationis a havingNew York its
principal Street,office at 20 Jones New
Rochelle, employsNew York. It approxi-
mately persons400 in the business of manu-
facturing selling plastic gar-and molded

hangers,ment which plantare made at its
Ringtown,in Pennsylvania. Lawrence Ro-

Kane, Dalsimer, Kane, Sullivan & Ku­ sen is its Chairman and Chief Executive
rucz, Hill, Santen,New City,York Van Officer minorityand a stockholder. It em-

Chicago,Steadman, C.,Simpson,Chiara & P. ploys a personssales force of six byheaded
ll., plaintiff; Kane,for David H. T.I­ Manager.Arnold Dubin as Sales

Santen,New City,York James Van Brett
(“SalGrinding,Defendant Inc.Sal Grind-Ill.,A. Valinquet, Chicago, of counsel.

ing”) is a corporation havingNew York also
Frank, C.,Bertram City,P. New York for Street,its principal office at 20 Jones New

defendants. Rochelle, New York. It 10employs to 15
persons manufacturingin the business of

OPINION hanger bars providingand custom metal
Rosen,CONNER, grinding services.Judge:District Lawrence who is

Hanger,Chairman of Mr. is President andThis allegedis an action infringementfor
sole Grinding.stockholder of ShortlySalof three patentsUnited States relating to

1975,after its Grindingformation in Salhanger bars upperwhich extend across the
purchased machinerycertain and other as-garmentends of shipping containers sup-to

Co.,sets of (“SalSal Metal Products Inc.port garmentthe hangers.
Metal”) which had been in the business ofThe patentsthree in bysuit were owned
manufacturing selling hangerand barsplaintiff (“Brennan”)Francis P. Brennan at

Dubin,since about 1950. Arnold who isthe trial,time the action was filed. Before
Manager Hanger,Sales onlyof Mr. is thethey assigned Products,were to Estad Inc.

employed by Grinding.salesman Sal His(“ESTAD”) accordinglywhich was added as
salary paid by Hangeris two-thirds Mr. anda party plaintiff.

by Grinding, althoughone-third atSal theThe byaction was tried the Court with-
present salarytime bythe checks are issued16,out a jury commencing January 1979.

Hanger. separateMr. He has businessThis Opinion incorporates the Court’s find-
cards employersfor the two and conductsings of pursuantfact and conclusions of law
correspondence Grindingfor Sal on its own52(a),to Rule F.R.Civ.P.
stationery.

The Parties garmentSome of the same manufactur-
buy garment hangersers Hangerfrom Mr.Plaintiff Brennan is an individual resid-

hanger Grinding.and bars from AtSalLisle,ing in DuringIllinois. the con-
booth,Hangertrade shows where Mr. has aception, design developmentand of the de-

hangerthe by Grindingbars made Sal aresuit,vices by patentscovered the in he was
displayed placard bearingunder a the nameof Engineering Corpora-President Brennan

Grinding, Hangerof(“Brennan per-Sal and the Mr.Engineering”),tion an Illinois
corporation engaged manningin the metal fabricat- sonnel the booth are authorized to
ing company separatebusiness. The had no receive orders therefor on behalf of Sal
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shipment handling garmentand of the con-although there was no evidenceGrinding,
actually received.any such orders were tainer.

respects, companiesthe two are elongated,In other hangerThe includes anbar
Grinding keepsseparate and distinct. Sal portionmain bar made of sheethorizontal

books, purchasing, paysdoes its ownits own shapemetal formed into the cross-sectional
taxes, ships un-payroll payrollits own and generallywith a horizontalof an inverted U

invoices,ladingof andder its own bills upper generallywall and vertical sidewalls
monthly statements to cus-issues its own thereof, enddepending from either side and

tomers, bank account andmaintains its own extending perpendicularlysupport members
its with factors.own accounts bar,opposite of the mainacross the ends

being ofsupport members formedthe endoccasion,at least one an order for SalOn
shape ofsheet metal into the cross-sectionalGrinding’s hanger erroneouslybars was ad-

deep inverted J with the stemHowever, a narrow andHanger.dressed to Mr. this was
mistake, the J secured to the ends of the main barsince Grind- ofan understandable Sal

Dubin,salesman, fitting grippingising’s only Arnold known and the hook over and the
managerin for Mr. opposedthe trade as the sales of theupper edges of two sidewalls

Hanger. container, corrugated pa-which is made of
perboard or like material.

patentsThe in suit cap stamped from sheetlockingThe is
shapemetal into the cross-sectional of apatentsThe three in suit are:

U, gener-inverted with awide and shallow
3,306,465patenta. United No.States approximatelyally upperhorizontal wall28,1967(“the patent”) February’465 issued upperthe as the wall of thesame widthassigneeEngineeringto Brennan as of independing lyingmain sidewallsbar and12,application MayBrennan on an filed

approximately planesthe same as the side-an entitled “Wardrobe1965 for invention
garment han-walls of the main bar. WhenMeans;”Hanger Cap LockingBar with
bar,gers place on the main the lowerare inEngineering reassignedlater theBrennan

locking capedges of the sidewalls of theBrennan;patent to
engage hangershooks of the and holdthe

3,613,898patentb. United No.States against the main bar.them down
19,(“the patent”)’898 issued October 1971

mainlocking capThe is secured to theJanuaryfiledapplicationto Brennan on an
by integral tonguesof struck outbar means14, “Cap1970 for an invention entitled

locking cap andupperof the wall of theHangerLocking Means for a Wardrobe
through openingsextending downwardlyBar;” and

punched upper wall of the main barin the
3,519,139patentc. United No.States surface.againstand bent over its under

7,(“the patent”) Julyissued 1970 to’139
pat-contribution of thesignificantThe22,applicationBrennan on an filed March

provi-to be theented invention is asserted1968 for an invention entitled “Wardrobe
expen-locking means which is lesssion of aHanger Bar.”

integralproduce, involving onlysive to
ma-tongues separatelyrather than the

PatentThe ’465 principal priorchined threaded studs of the
The invention device, crimped, welded orwhich must be

in asecured to the main barotherwisepatentThe ’465 is directed to means
use,simpler to em-separate operation, andtop hangerfor of the bar asecuring to the

separate wing nuts or otherploying nopre­locking capor whichhold-down bar
likely to be mislaid orpiecesloose which aregarment hangersvents the hooks of the

during lost.coming hangerfrom off the bar
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tonguesInfringement they projectwhen above the lock-
ing whencap they projectthan below the1 ofOnly patentClaim the ’465 is sued

bar,main is impededwhere access to themupon. margin.1It is set forth in in thefull
by garment hangers.the ofhooks the

GrindingSal has made and sold three
disputeThe only respecting infringe-thetypes arehangerof bars which accused of

ment 1 patent by anyof Claim of the ’465infringement patentsof the in suit: the
hangersof the three accused concerns theYorker,New the thePhilly Georgian.and 1) tonguesclaim recitations that the and

PhillyThe New Yorker and the are “three- openings upperare “formed between said
piece” is,hanger bars —that the main bar lockingwalls of said members and main

supportsand separatethe end are made of bar, 2)respectively,” tonguesand thethat
pieces only significantof sheet metal. The edgesare “offset underlie the ofto the

1)differences between the two are in the openings.” language clearly appliesThis
New theYorker ends of the main bar are inliterally only hangerto a bar which the
secured innerto the sidewalls of the end tongues locking capare formed on the and
supports, in Philly theywhile the extend downwardly through openingsextend in
through openings in the inner sidewalls of bar,the and arrange-main not the reverse

supportsthe end and are toattached the employedment in defendants’ accused han-
(thus bars,outer requiring gersidewalls notches in tonguesin which the are formed

on the barupper edges upwardlythe of main and extendthe sidewalls of the
through lockingin theopenings cap.garment the por-container to receive end

2)bar)tions of the inmain and the New However, partsthis reversal of does not
Yorker sup-the two sidewalls of each end lockingaffect the action. In both construc-
port another,parallelare to tions,one while in tongues openings cooperatethe and
the Philly performthe inner is to (holdingsidewall flared in- the same function down

locking cap) substantiallythe inwardly spacedso its is the sameedgethat lower from
way (by engagement integralof bendablethe greaterouter sidewall a distance than
tongues edgeson one element with the ofits upper end.

other)openings on tothe achieve substan-The Georgian one-pieceis a bar in which
tially (preventingthe same result move-supportsthe main andbar the end are hanger bar).ment of the hooks off the mainstamped single pieceafrom of sheet metal. The two are full functionalconstructions

All providedthree models are with a lock- equivalents. Mfg.Graver Tank v.& Co.
ing cap iswhich similar to that disclosed in Co., 605, 608,Linde Air 339 U.S.Products
the patent except’465 that it is secured to 854, (1950).70 L.Ed. 1097S.Ct. 94
the by tonguesmain bar struck out from nothing historyThere is in ofthe file the
the upper wall of the main andbar extend- application patentthe ’465 which wouldfor
ing through inupwardly openings the lock- preclude finding infringementa of under
ing cap. equivalents.the doctrine of

hangerAll of currentlythe bars bysold patentClaim is1 of the ’465 therefore
EngineeringBrennan are made inalso this infringed three of the accusedby all models

way, it hanger bars,because is much to assumingeasier bend the is valid.the claim

patent depending lying approximately1. Claim 1 of the ’465 side walls inreads as follows:
walls,planethe sidesame as said bar saidhanger porta-“A bar structure for use with a

bar;alonglying saidmember and over andmoving bearingble wardrobe andcarton for
affixingreleasably said membermeans forgarment therein,plurality hangersa of com-

prevent disengagementto said to of han-barprising:
gers suspended from said structure and com-U-shaped havingan inverted barmain an
prising mating tongues open-struck andoutupper dependingwall and walls forside re-
ings upperbetween walls of saidformed saidceiving supporting havinghangers andand

bar, respec-lockingmounting member and said mainoppositemeans at ends for the bar
carton; tively, tongues being toU-shaped locking offset underlieon an saida inverted

edges openings clampinghaving upper substantially the the themember an of forwall
upper lockingthe bar.”same width as said bar wall member to the mainand
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Ginsburg bymeans of and Field the benda-Validity
of wouldlocking Ungerble meanstonguepriorThe art

have time inventionbeen obvious at the theattacking validity pat-In the of the ’465
person having ordinary skillwas to amadeent, followingrely priorondefendants the

in 35 103.the art. §U.S.C.patents:United States
validityThe ofpresumptionpatenta. The 1940 United No.States

begin course with the statuto­We of2,215,695 Ginsburg the 1963to and United
valid,patentry presumption the isthat3,112,027 Field,patent No. to whichStates

the es­havingwith burden ofdefendantshanger garment shippingdisclose bars for
35tablishing invalidity.its 282.U.S.C. §locking capscontainers with secured thereto

prior upon byrelied theWhere the artby wingthreaded studs and nuts and
attacking validityin the of thedefendantsGinsburg,Inthreaded thereon. the thread-

more whichpatent is no relevant than thatcapstuds lockinged are mounted on the
by Patentwas and thecited considereddownwardly through openingsand extend

Office, effective.presumptionthis remainsbar, partsin the while themain in Field are
In­Ling-Temco-Vought, Inc. v. Kollsmanreversed, beingstudswith the threaded

263, (2d Cir.Corp., 372 F.2d 268strumentextendingmounted main andon the bar
1967).upwardly through openings lockingin the

cap. Field also discloses an alternative con- wrapperField wereBoth and Sitrin file
cap islocking not,struction in the held in Ungerwhich theAlthoughreferences. was

place by shaped clips squarishare Bergerwhich did cite thePatent Office examinerC—
pants by bicy-versions usedclips 1,968,121of the patent No. whichUnited States

clists, and over the ends of securingwhich extend prongsalso fordiscloses bendable
locking capthe and around and under the together clampingtwo members.metallic

sidewalls of the main bar. Unger significantly pertinentis not more to
TheBerger.the claimed invention thanpatentb. The 1964 United No.States

validityof remainspresumption therefore3,143,215 Sitrin, a hangerto which discloses
intact.havingbar tabs struck out from the main

extendingbar hnd upwardly stopsto form AppealsAccordingly, as the Court of
prevent sliding garmentwhich of the han- Championverythe recent case ofstated in

gers along mainthe bar. F.2dSpark Plug Gyromat Corp.,Co. 603v.
1979):(2d361 Cir.patentc. The 1934 United States No.

dispositive1,982,272 question is whetherUnger,to which discloses a file “[T]he
re-validity beenpresumptionthis of hastypefastener the familiar toof “ACCO”

* * *” 367).worker, (p.every generallywhich a buttedoffice in
flat, narrow, elongated member and abase

The test of obviousnesscap respectivelymember are secured at the
top paperbottom of a of sheets ofand stack Supreme repeatedlyThe has cau­Court

by tongues up-two whichintegral extend to com­tioned the lower courts “scrutinize
wardly endsfrom the of the base member patent propor­with abination claims care
through punched upper edgestheholes near ofdifficulty improbabilitythe andtioned to

through openingsof the sheets and in the finding assemblyin an of oldinvention
member,cap and which are bent over Super­P. Tea v.elements.” Great A. & Co.

against captheupperthe surface of mem- 147, 152,Equipment Corp., 340market U.S.
by lockpieces slidablyber and held down 127, (1950); see130,71 L.Ed. 16295S.Ct.

capmounted on the member. Pro, Inc., 273,v. 425 U.S.Agalso Sakraida
281, (1976).1532,96 47 L.Ed.2d 784Field, S.Ct.GinsburgEither or in combination
However, re­aptlyJudgeas Learned HandUnger,with show element theevery of

Co., 285 F.2dHowever, in Reiner I. Leonclaimed it marked v.combination. remains
denied,1960), 366 U.S.replacement 501, (2dof Cir. cert.to determine whether the 503

(1961).1918,wing locking 978,nut 6 L.Ed.2d 1268the threaded stud 81 S.Ct.and
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say “secondary“It that of oldis idle to combinations considerations as commercial
inventions; success,elements cannot be substan- long needs,felt but unsolved fail-

tially invention is for a ‘combi-every others,such ure of etc.” ofas “indicia obvious-
is say,nation’: to it consists of for-that ness or nonobviousness.”

assemblage.”mer in a newelements SupremeLater decisions of the Court
And, in a pat-in its most recent decision have ofsuggested that the issue obvious­

case,ent Appealsthe Court of similarly ness bemay reachingdetermined before the
stated: “secondary For example,considerations.”

“Most, all,if not inventions involve a Rock,in Anderson’s-Black v.Inc. Pavement
combination of old or known elements. Co., 57, 61,Inc.,Salvage 396 90U.S. S.Ct.

new,theIf inventions are use-[Citation] 305, 308, 24 (1969),L.Ed.2d 258 the Court
ful, nonobvious, theyand are patentable. stated:

personIf the of skill of oflevel a ordi- is, however, arguedfervently“It that the
nary pertinentskill in the art thatis such longcombination filled a felt want and
the between subjectdifferences the mat- enjoyedhas commercial success. But

sought patented priorter be theto and those matters ‘without invention will not
art towould not have been obvious that make P. Teapatentability’. A. & Co. v.
person, testthe for isnonobviousness 147,Supermarket Corp., 340 153U.S. [71Champion Spark Plug Gyro-met.” v.Co. S.Ct. 127].”

supra,Corp., p.mat at 372.
And in a to the denialdissenting opinion

procedure resolvingThe for issuethe of Corp.inof certiorari Roanwell v. Plantron-prescribed byobviousness is v.Graham ics, Inc., 1004, 1008-9, 538,429 U.S. 97 S.Ct.Co., 1, 17-18,John Deere 383 86U.S. S.Ct.
541, (1976), White,50 L.Ed.2d 617 Justice684, 694, (1966):15 545L.Ed.2d
joined Brennan,by Justice wrote:103, scope“Under the and content of§

“Although the heldCourt has thatdetermined;priorthe are to beart dif-
need, prior failure, and commercial suc-priorferences thebetween art and the

may, case, tip‘incess a close the scales inascertained;claims at are to beissue and
of patentability,’ Goodyearfavor Tire &the ordinary pertinentlevel of skill in the

Co.,Ray-O-VacRubber Co. v. 321 U.S.Against background,art resolved. this
275, 279, 593, (1944),64 S.Ct. 88 L.Ed. 721the obviousness or of thenonobviousness

consistently repeatedly reject-it has andsubject is sec-matter determined. Such
ed the claim that of inven-the standardondary asconsiderations commercial suc-

betion or nonobviousness can satisfiedcess, needs,long felt but unsolved failure
solely by ‘objective’these criteria. An-etc.,others,of might givebe toutilized

Rock, supra,derson’s-Black 396 atU.S.light surroundingto the circumstances
61, 305; Co.,90 S.Ct. & P. TeaGreat A.origin subject soughtthe theof matter to

127;153, Jungersenat340 U.S. 71 S.Ct.patented.be As indicia of obviousness or
Ostby Co., 560, 567,v. & Barton 335 U.S.nonobviousness, inquiries maythese have

269, (1949).69 93 L.Ed. 235 InS.Ct.relevancy.”
Co., supra,v. JohnGraham Deere wealreadyWe have principaldiscussed the

reaffirmed and basic test ofrefined the“background” scopeconsiderations —the
patentability firmlyand established theand priorcontent of the art differ-and the

proce-role in‘secondary’of factors theences priorbetween the art and the claim in
determiningdure for thewhen standardsuit. noThere was evidence of level ofthe

of nonobviousness is met:ordinary skill in the art other as re-than
** * * * *flected in priorthe art itself.

Graham,“Against background,” “Applyingthis this weGraham v. test in ex-
Deere, rejectedJohn directs tosupra, presslyus now deter- a claim thethat second-

mine arythe obviousness vel non of claimed thethe considerations could fill void left
matter,subject permissibly utilizing quitesuch by ‘exceedingly small non-tech-and
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productmay predictableother view as thein devicedifferences amechanicalnical
Id., routineer, if inven-particularly theold in the art’. of thewhich was [338 U.S.]

35-36, improvementminor inapparently86 684.” tion is anat S.Ct.
impact on thehaving little evidenta devicefor theAppealsofThis led the Court

difficulty is that itgeneral Anotherpublic.Corp. v. NewDigitronicsinCircuitSecond
distortingescape thehumanly possible tois740,Assn., Inc., 553 F.2d 748-­RacingYork

put the inventionhindsighteffect of577, Cir.),49, (2d cert.U.S.P.Q. 584193 —to
problemand view theentirely out of mind187,860, 54denied, 98434 S.Ct.U.S.

the solutionactually existed beforeas itspe­even more(1977)133 to stateL.Ed.2d
was known.cifically:

‘secondary’ considera-“Any theory that repeatedlyhasSupremeThe itselfCourt
given weight before a de-tions must be example,Foron these matters.commented

can be madeof obviousnesstermination decision in Diamondoft-quoted earlyin the
Pro,Agin v.was laid to rest Sakraida Co.,TireRubberv. ConsolidatedRubber Co.

282-83,Inc., at 96 S.Ct.supra, 425 U.S. 447,444, 55428, 434-35, 31 S.Ct.220 U.S.
1537. . . . (1911), stated:L.Ed. 527 the Court

******

patent lawthings, and the“Many
case, applicationin which“Only in a close illustrations, seem obvious af-abounds in

of nonobvious­subjectiveof the criteria done, and, light‘in thetheyter have been
producein 103 does not aness 35 U.S.C. § result,’ it is often aaccomplishedof the

conclusion, objective orfirm can these they long ‘elud-of wonder how somatter
‘tipbe used tosecondary considerations atof the discoverer and seted the search

patentability’.the scales in favor of of inventivespeculationsdefiance the
Plantronics, Inc., supra,Corp.Roanwell v. Knowledge theaftergenius.’ [Citation]541,1008, 97 at429 U.S. at S.Ct. [192 problems oncealways easy,event is and

J.,U.S.P.Q. (White, joined by Bren­at 66] difficulties, indeed, maypresentsolved no
nan, J., dissenting of certio­from denial having any,hadrepresented as notbe
rari), Goodyear Tire & Rubberquoting brought for-may beexpertand witnesses279,Co., 275,Ray-O-VacCo. v. 321 U.S. thing whichthe newward to show that593, U.S.P.Q.88 L.Ed. 72164 S.Ct. [60 thethe search ofseemed to have eluded386, that(1944). Because we hold388] easyandalways ready at handworld wasobvious,clearlyarethe claims made here

by merelya skillful attention.to be seensecondarywe need not examine consider­
inven-of thelaw has other testsBut theations.”

whatconjectures ofsubtletion than
actuallyhasIf the issue of obviousness yet was not.”might been seen andhave

reaching the “second-been resolved before
Tire Rubber Co. v.Goodyearalso &Seeconsiderations,” must have been de-ary it

279,Co., 275, 64 S.Ct.Ray-O-Vac 321 U.S.“background”the fac-cided on the basis of
(1944).593between thetors alone —the differences

wrote an even moreJudge Learned Handprior art and theclaimed invention and the
thecompelling statement tofamiliar andotherlevel of in the art —inordinary skill

Co., supra,v. I. Leonwords, decided on the same effect in Reinerit must have been
appraisal of 285 F.2d at 503-4:of the Court’s intuitivebasis

makinginingenuitythe of involvedlevel mistyis indeed“The test laid down
whether thatthe invention and its estimate whatto surmiseenough. It directs us

averageof one oflevel is within the reach personingenuity of arange ofwas the
competence. in an ‘art’ with‘having ordinary skill’

unfamiliar; and wetotallywhich we areinherent in thisof the difficultiesOne
bea standard canhow suchdo not seeunavoidably subjec-it isapproach is that

thetoexcept by recourseapplied at alla rare andjudge sees astive. What one
art, generalto theandinspiration, an- earlier work in thecreativefortuitous stroke of
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Co.,history of I. 501,the means available at the v. Leon 285 (2F.2d 504 Cir.
judgetime. 1960). Note,To on our own that this or alsoSee ofSubtests ‘Nonob-

was,that new assemblage of old factors viousness’: A ApproachNontechnical to
not,or was Validity,‘obvious’ is to substitute our Patent 112 U.Pa.L.Rev. 1169

(1964).ignorance inquiriesfor the acquaintance maywith the Such lend helpinga
which,subject of those hand to the judiciarywho were familiar with as Mr. Jus-

observed,it. tice Frankfurtersign posts:There are indeed some is most ill-fit-e.
exist;g. discharge technologicalted to thelonghow did the need dutieshow

upon by patent legislation.cast itmany way;tried to find the Mar-longhow did
States,coni Wireless Co. v.surroundingthe United 320accessoryand arts dis-

1, 60, 1393,means; U.S. 63 87close the S.Ct. L.Ed. 1731how immediately was
(1943). They may ‘guardthe also serve torecognizedinvention as byan answer
against slipping into use of hindsight,’those who used newthe variant?”

EquipmentMonroe Auto Co. v. Hecke-Lawrence,And in Norman v. 285 F.2d
Co., 406,thorn Mfg. Supply& 332 F.2d505, (2d 1960),506 Cir. decided the same

(1964),412 and to resist temptationthe today, he added:
priorread into the teachingsart the of“It is true that againcourts have and

the invention in issue.” 383 at 35-U.S.again repugnance recognizingevinced to 36, 86 atS.Ct. 703.patentableas readjustmenta trivial of
The Court Appeals Digitronicsof inexisting combination,elements into a new

Corp., supra, 748,553 F.2d at acknowledgedapparently insisting monopoliesthat
the Judgeforce of logic,Hand’s but correct-should be limited assemblagesto new of
ly noted effectivelythat it had repudi-beenold importantelements that are and im-

byated the latest Supremedecisions of theposing. dispositionThat will no doubt
Court:continue; it is hard to attach value to a

“Despite persuasivethe advocacy oftrifling gadgetmodification of a that has
Hand,Judge Learned Reiner v. I. Leonarisen on the surface of a stream of no-

Co., 501, U.S.P.Q. (2d285 F.2d [128 25]velties because it has found immediate
1960); LyonCir. v. Opti-Bausch & Lombthat,favor. only replyWe can while the

Co., 530, U.S.P.Q.cal 224 F.2d (2d[106 1]is,standard remains what it we can see
1955),Cir. this view representdoes notescapeno measuringfrom invention in

current law.”cases where all the elements of the new
Despite abiding Judgean conviction thatlong available,combination had been (1)

Learned Hand and the earlier decisions ofby whether longthe need had existed and
Supreme correct,the Court were this Courtdesired,been (2) whether,and when it

has no choice but pro-to follow the latestcontrived,was eventually widelyit was
Supremenouncements of the Court and ofexploited as a substitute for what had

Appealsthe Court of for the Second Circuit.gone before.”
However, this inquirydoes not end the orSupremeThe Court in v.Graham John

eliminate the difficulties adverted to above.Deere, supra, similarly recognized the de-
luding Thehindsight manifestly onlyinfluence of in invention is adetermin- rela-
ing tively improvementmodest in aobjec-obviousness and device ofthe value of the

specialized applicationsuch that the aver-tive factors by Judgereferred to Learned
age person probablyis not even aware of itsHand:

tempting simplyexistence. It is indeed tolegal“These inferences or subtests do
announce that the ofobviousness the inven-focus onattention economic and motiva-
tion is clear and that it is therefore unnec-tional rather than technical issues and
essary proceedto “secondaryto the consid-are, therefore, susceptible judi-more of
erations.”cial treatment than are the highly techni-

cal facts present patentoften in litiga- case,But in this onlywhere the evidence
tion. JudgeSee Learned Hand in Reiner group prior patents,of obviousness is a of
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expedient wasstrongly suggests that theby theeither consideredwhich wereall of
way.led theBrennanmore relevant than not obvious beforeor are noPatent Office

by thewere, approachansuchthose which toand well knownoldAlthough it was
nothing thanmoreamount toCourt would byclamping memberstogether twosecure

of obvious-judgmentof itsthe substitution meanstongues, suchthe use of bendable
Patent Office examiner.ness for that of the in an art analo-used beforehad not been

from such awould not shrinkThis Court The file fas-hanger bars. ACCOgous to
ofa firm convictionif it hadsubstitution Unger patent, istener, by theas shown

invention, but it doesof thethe obviousness thin-gauge metal —soveryofconstructed
circumstances, the can-the Courtnot. In beingthin, tongues, afterindeed that the

obviousness withoutnot the issue ofresolve over, by pieceslockare held downbent
bearing “sec-on theturning to the evidence intoalong capthe memberslidwhich are

considerations.”ondary tongues. Thebent-downposition over the
com-subjected anyto forcesis notfastenerfollowing:includes theThat evidence

which amagnitude to those toparable inin-1965, Engineeringwhen BrennanIn
duringsubjectedhanger bar isgarmenttobars, a newcomerhanger astroduced its

shipment and handling.competi-industry, principalitsgarmentthe
thethatSon, selling readilywas was not foreseeablewhich Ittor was H. Field &

so successfulprovedin the afore-type expedientshown whichhanger of the samebars
in thebe usedpatent No. art couldUnited in the file fastenerField Statesmentioned

sufficient-locking cap is se- sheet metal3,112,027, hangerin which the bar art —that
engaging support-threaded bar forwing rigidnuts to form aby lycured thick and

hangersthe mainupwardly garmentsfrom onprojectingstuds full ofing a container
bar waspatented fingersBrennan to servereadily bybar. When the thecould be bent

introduced, customers which, beingnumber of Field’s helda withoutan interlockas
patentField’s keepto it and some of lockpiece,switched wouldby separateadown

Engineeringto Brennanappliedlicensees hooks ofposition on thelocking capthe in
for licenses. stressesdespite the substantialhangersthe

subject-iscontainerimposed upon it as theofEngineering’s annual salesBrennan
mightwhichdistorting forcesed to the144,000 units inhanger increased frombars

shipmentin andforeseeably be encountered388,000 1968.1965 to in
handling.copied bywasThe Brennan construction

this caseare in“sign posts” thereWhatHardware &others, including Industrial
of non-obviousness.point in the directionallCo., Metal as well.perhapsTool and Sal

accepted a consentcompanyThe former theconsider whetherremains toThere
infringe-enjoining it from furtherdecree ’4651 of theby Claiminvention defined

ment. “synergism,” asquality oflacks thepatent
Inc.,Pro,Ag 425v.required by Sakraidarespectsquestion that in theThere is no

282, (1976); and273, 153296 S.Ct.use, U.S.ease ofof manufacture andeconomyof
Rock, Inc., supra, 396 U.S.Anderson’s-Blackhan-tongues of the Brennanthe bendable

61, 90 305.at S.Ct.themarkedly superior toger bar are
princi-wing nuts of thethreaded studs and massive con-causedThese decisions have

And if there werepal competitive device. patentof theamong memberssternation
doubt, performancestheir relativeany such create, judi-bybar, theyonlynot because

appear to have settledin the market would pre-fiat, new and differententirelycial an
the issue. aboveover andpatentabilityrequisite to

statutes, butpatentby theby those establishedemployedAlthough expedientthe
has no“synergism”the 'termextreme, becausethe fact alsosimpleis in theBrennan

applica-meaning orunderstoodyears generallyfor tocontinuedcompetitionthat the
chemistry andofthe fieldsshortcomings tion outsidesell a device with known
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TheIn mechanical Court concludespharmacology. the and elec- that defendants
fields, example,tronic for the combination have presumptionfailed to overcome the of

of always produceselements a result which validity of of patentClaim 1 the ’465 and
precisely equalis the sum of their respec-to that the claim is valid.

contributions;tive “synergism,” in the con- Alleged prior byand salemanufacture Sal
sense,ventional exists.never Metal

With a masterful demonstration of the
attempted proveDefendants to thatlogicallack of orstatutoryeither basis for a

the ’465 patentsand ’138 are invalid be­requirement synergism,of the Court of Ap-
cause hangerSal Metal made and sold barspeals for the Circuit RepublicSeventh in
incorporating the claimed longinventionsIndustries, Schlage Co.,Inc. Lockv. 592
before filing applicationsthe of thedates963, (7th 1979),F.2d 967-972 Cir. coura-
for patents.theseimposegeously declined to such require-a

ment for Evenpatentability. more recent- evidence, consistingThis entirely of oral
ly, Appealsthe Court of for the Tenth testimony based on unaidedthe recollection
Circuit, Corp.in Plastic Container v. Conti- witnesses,of unsupported bytwo any docu-

Oklahoma, Inc.,nental Plastics of 607 F.2d records,mentary many respectsand in con-
(10th suit,1979)885 notingCir. followed tradictory, wholly unconvincing.was

guidelinesthat the inestablished Graham v.
This obviouslydefense was an after-Deere, supra require that,John not“do for

thought. In interrogatories theywhich an-a combination of known elements to be
trial,swered six months before defendantsnonobvious, the byresult achieved the com-

identifywere anyasked to witnesses whobination must be synergistic.” Interesting-
provewould be prior byrelied on to use Sally, authority proposition,as for that Judge

Metal;Grinding or theirSal answers listedMiller of the United Court ofStates Cus-
no such witnesses. In their Notice of Priortoms and Appeals, sitting byPatent desig-

282,Art under 35 U.S.C. served one§nation, opinionrelied on his earlier for the
trial,month before defendants listed oneAppealsSecond Circuit in Champi-Court of

witness, Then,such Irene Swiderski. onlySpark Plug Gyromaton Corp., supraCo. v.
trial,one theyweek before served an372,p. although “synergism” require-at the

witness,listingamended anotice secondthere,ment was specificallynot discussed
AlthoughWilliam Dempsey. Dempsey’sbut merely listingomitted from a of the

testimony beenrequisites could have excluded forof patentability.
282, Court,non-compliance with Section thechoice,Left anywith this Court would

discretion,in the permittedexercise of itsenthusiastically join the Courts of Appeals
it.for the Seventh and Tenth Circuits in ex-

pressly synergismrepudiating require-the However, Dempsey’s testimony did not
choice,ment. Absent such the Court must conviction,carry particularly when con-

nevertheless attempt to construe the term lightsidered in of the entire record.
“synergism” wayin givesuch a as to it testimony equallySwiderski’s was uncon-logical meaning thewithin context of the vincing. repeatedlyShe contradicted her-construed,field of thusmechanics. As the self respecting the of events ondates which“synergism”Court finds require-that the

she fixing periodsrelied in when certainthebyment is met the invention described in
types hanger byof werebars made SalClaim 1 of the patent.’465 The several
Metal.elements of the combination coop-claimed

The evidence fell far short of the clearproduce highlyerate to a desirable new
requiredconvincing proofand for establish­result not theretofore obvious: a hanger

ing priorbar manufacture or sale. Barbedcheaperwhich is not toonly make but
Case, 275, 284-285, 12to Wireeasier use. This as close to Patent 143 U.S.“syner-seems

Hair,gism” get 443, (1892);as anyone will ever with S.Ct. 36 Rooteda me- L.Ed. 154
761, (2dchanical device. Toy Corp.,Inc. v. Ideal 329 F.2d 765
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curved63, outer surfaces of the corners of thedenied, 831,Cir.), cert. 379 U.S. 85 S.Ct.
(1964), I on13 L.Ed.2d 40 Deller’s Walker hooks.

81,(2d 1964),Patents 82.ed. §§
Validity

The ’898 Patent The claims in suit
The invention

patent, allthe ten theOf claims of ’898
allegedpatentThe covers an’898 alleged4 to be in-claims and 10 arebut
lockingshapethe of theimprovement in modelsfringed by all three aforementioned

cap. Grinding’s hanger bars.of Sal
cap is into referredstampedThe what is in theonly independentThe claimstwo

testimonypatentto in the claims and in the 6; 21 andpatent are ClaimsClaims
“W”-shape, but itsas a cross-sectional through dependent5 on 1 andare Claim
may accurately asshape be more described dependent7 10 are onthroughClaims

wide,including relatively por-a flat central 6.Claim
ridgeU-shapedtion with a small channel or

margin.21 is set forth in full theClaim ineach side.at
The the invention isnovelty of claimedadvantage shapeThe this isasserted for

portionconfined to the last which reads:permits locking bycap, simplythat it the
peripheraland the walls“the center wallsit,inverting to be used with both round-

portions the W-of the channellike ofsquare-hooked garmenthooked and han-
shaped locking beingmember dimen-hanger, thegers. With a round-hooked

hangersso onsioned as to each contactlocking cap positioned that the U-is so
the at locationsspacedcarrier membershaped open upwardlychannels and the

being adaptedwith the wallsperipheralprojections on the of therounded bottoms
hangers planes ly-to contact the withinhooksengage oppositechannels sides of the

theing inwardly of the outer surfaces ofportion capthewhile the flat central of
carrier member sidewalls.”theengages tops of the hooks.

substantially6 withClaim is identicalhangers,square-hookedWhen used with
portion1 theexceptClaim for terminalcap U-shapedthe is soinverted that the

which reads:open downwardly.channels The flat cen-
por-“the center and thewalls channellikeportion cap againsttral lies theof the flush

hooks, U-shaped lockingtions of the memberportion depend-flat of the while the
ing edges beingprojectof the channels —which so as to each contactdimensioned
slightly plane hangers spacedbelow the of the lower sur- on the carrier member at

portion engage portionface of the the be-flat central locations with the channellike—

releasably lockingaffixingpatent means1 for said2. Claim of the ’898 reads as follows:
preventtomember to said carrier memberhanger bearing plurali-“A structure for abar

disengagement hangers on said carrierof thety garment hangers comprising:of
member, comprising mating struckoutgenerally U-shapedelongatedAn inverted
tongues openings saidand formed betweenhavingcarrier a ofmember center wall a

locking saidcenter wall of said member andadapted engage hangerswidth to and side-
member, tongues beingsaid tocarrier offsetthereof;oppositewalls on sides

affixingedges openingunderlie of thethe forelongated generally lockingW-shapedan
member,locking member to carriersaid saidhavingmember a center wall of somewhat

peripheralthe and the walls ofcenter wallslesser width than said centercarrier member
W-shapedportions of thespaced portions the channellikewall and side channellike

locking beingdisposed toopposite having peripheral member so asdimensionedon sides
spaced hangerslocking on carrier memberwalls from said member cen- each contact the

spacedapproximately peripherallying wallster wall in the same at locations with theand
sidewalls,plane being adapted hangers withinas said carrier member said contactto the

locking being adapted planes lying inwardlyto lie overmember surfacesof outer[t]he
providing pluralitysaid carrier member and a theof carrier member sidewall.”

hangerssupportof areas for said carrieron
member and
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ing scribing “spacedthem asadapted hangersto contact the within from the center
planes inwardly oflying the outer sur- the locking lyingwall 15a and[of member]
faces of the carrier member sidewall planein approximately the same as the

locking disposed lib,when said member is in sidewalls lib of the membercarrier 11
portionspositiona first with the channel main[the bar].”

engaging adjacent portion of athe Although periph-Claim 1 describes these
curved and peripheralhook with the “beingas toadaptederal walls contact the

being adaptedwalls theto contact han- hangers planes inwardlywithin lying of the
gers planes lying outwardlywithin of the outer surfaces of the carrier member side-
outer ofsurfaces the carrier member wall,” show,drawingsthe clearly to the

lockingsidewall when said is dis-member peripheralthat thecontrary, walls contact
posed positionin an inverted second with hanger points lyingthe hooks outwardlyat
the peripheral engaging adjoin-walls the planesof the of the outer surfaces of the
ing portion aof flat hook.” of the mainsidewalls bar.

quotedThe portions of both claims were 1 clearly satisfyClaim does not the re-
suggestionadded at the of the Patent Of- quirement pointingof out“particularly and

fice examiner all the hadafter claims been claiming” alleged invention,distinctly the
rejected in of the priorview art. Unfortu- 112,byas established 35 and wouldU.S.C. §
nately, specificationpatentthe does not beprobably invalid for this reason if no
even relationshipmention the indescribed BinneyUnited v.other. Carbon Co. &

claims,portionsthese of the lessmuch dis- Co., 232-37,228,Smith 317 63U.S. S.Ct.
significance.close their functional 165, (1942).87 L.Ed. 232

The trial record is anylikewise devoid of particular6 does thisClaim not share
suggestion any plausible advantageof of deficiency, but both it Claim 1and suffer
contacting hanger pointsa round hook at the theyeven more serious defect that de-
lying of theinwardly outer surfaces of the relationshipscribe is nota which disclosed

bar, contactingsidewalls of the main or of a specificationin the and haswhich no dis-
square hanger pointshook at out-lying perceivable utility.closed or
wardly surfaces,of these and this canCourt

areBoth claims thus invalid because theadvantage.conceive no such
specification fails to thedescribe claimedhooks,theBecause of stiffness of the “full, clear,in andinvention concise exactfirmly engaging them any pointat above

byas 35requiredterms” further U.S.C.the upper ofsurface the main bar should
Carter-Wallace, Otte,Inc. v. 474112.§effectively them againsthold down the 529, 1972), denied,(2d547-48 cert.F.2d Cir.Engagingmain anybar. them at two
929, 2753, 37412 93 S.Ct. L.Ed.2d 156U.S.points spaced at oppo-substantial distances

(1973).site sides of the center line of barthe main
The are the stillclaims invalid for furthershould the reliability clamp-increase of the

theyrelationshipreason that the describe ising action, thisbut is true whether the
requireddemonstrably bynot “useful” as 35points slightlyof contact are either inside

101. I onU.S.C. Deller’s Walker Patents§or slightly theoutside outer surfaces of the
(2d 1964),ed. 85.§sidewalls of mainthe bar.

wrong withMoreover, nothingThere is a Pat­1Claim is with theinconsistent
suggestionent of claimspatent Office examiner’sdrawings and 6.with Claim The

patent application pendingfor inclusion in a“peripheral por-walls of the channellike
suggestsbefore him. But when he claimsW-shapedtions of the locking member” as

describing isrelationshipa which not dis­referred to in Claim 1 are inidentified the
drawingsspecification specificationin the or or isdrawings byand closedthe reference
disclosure,Theynumeral 15c. are shown in the draw- even at variance with their and

ing perceivableto outer orbe the sidewalls of the chan- which no disclosedaffords
nels; specification by advantage,the de- is clearlyconfirms this functional the claim
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hangers, of identicalgarment even thoseinvalid, only on aforementionednot the
type and source.non-compliance withgrounds of Sections

101, for the additionalbut112 and Patentprobably The ’139
applicant not himselfthat the “didreason The invention

subject sought pat-the matter to beinvent improve­patentThe covers an’139ented,” 102(f).required byas 35 U.S.C. § designedsupportendment in the members
case, sug-presentIn the the examiner’s resist­strengthen them to increase theirto

by theapparently uponwas seizedgestion gripup releasing theiropening andance to
avoidinghopeas his last of totalapplicant edges of theupper of the sidewallson the

applica-therejection and abandonment of orthe is handledcontainer when container
salvaging some remnant of cover- itstion and it out ofso as to tend to rackdropped

age. grasped proved rectangularhe a shape.The straw which normal
frail one indeed. of embossedimprovementThe consists

extending acrossor “notches”indentationsofdependentall of the claimsSince
wallupperof or “base”portionsend thetheincorporate reference thepatent bythe ’898

rib-likesupportsend and embossedof the1 and 6 whichsame features of Claims
extending“ridges” down-orprojectionsinvalid, inval-theyrender them are likewise

sup-along of the endwardly the sidewallsid.
being aligned with theports, projectionsthe

mergingupperon the wall andindentationsInfringement
upper of the endwith them at the corners

itupondependentClaim 1 and the claims supports.
valid,be if be-infringedwould not even

to affordThe indentations are assertedrelationshipthe is notcause described
advantage digging intothe additional ofin the use the accused Salachieved of

edges of of theupperthe the sidewallsGrinding hanger bars.
sliding of theto resistgarment container

6, infringed9 if7 and would beClaims sidewalls,along the with result-hanger bar
valid. garments.ing shifting crushingand of the

even ifinfringedClaim 8 would not be
Infringementvalid, three-pointbecause it calls for a con-

(round-locking capbetween the andtact patent,’139the eleven claims in theOf
hooked) garment feature nothangers. This in suit. Ofexcept 8 9 areall Claims and

apparent advantage overonly affords no suit, 2 are1 andonlyin Claimsthe claims
two-point contact it would be achievedbut All of the other claimsindependent claims.

fortuitously becauseonly sporadically dependent, directlyand orsuit are eitherin
2 areuniformityof the lack of of the outside on 1 andindirectly Claim 2. Claims

margin.3full inreproduceddiameters of the hooks of round-hooked in the

transverselypatent base wall to com-said extend1 and 2 of read as3. Claims the ’139
downwardlypletelyfollows: across said andbase wall

spacebar, side wallselongated into the said twohanger between“1. In a wardrobe an
adjoiningtherefrom, engagethereby deformablyhanger thesupporting hangers tobar for

upper edgeshaving support theof the and stabilizea central cartonaxis and an end
thereon,supportrespective the bar said sidefastened to each end said han- of eachof

having outwardly extendingger supporting hanger an emboss-for on the wallbar said bar
forming flanking ridge alignmentcorrugated a ina mentwalls of cardboard wardrobe

carton, strength-to-comprising improvesupport notches toa with said theeach said end
supports.”weightshaped of theinverted ratio endsheet-form member in an

adaptedhangerhaving beU-shaped configuration tobase In a bar structureand a “2.
bearing han-depending forin a wardrobe cartonwall and two side therefrom usedwalls

thereon, shapedspaced parallel relation, gers elongatedan channelwall ofin said base
support having pair spaced having top two sidesend of bar member a withsaid a

therefrom,opposite dependingdispersed of said two sidesnotches on eachtransverse
bar, edge,portionhaving anfreecross a lower with asides of the central axis of said

oppositesupport end ofbeing in attached to eachsaid transverse embossed endnotches
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the edgesrecitation thatGrinding’s hangerNew Yorker bar lower of the mainSal
infringes patent,1Claim of the ’139 assum- bar are each“curled towards other and

2,ing the claim is valid. Claim and all of lying substantiallyin the same horizontal
suit,other depend-the claims in which are plane,” relationshipa inpresent the New

it,on literallyent are not readable on the Yorker. 11 infringedClaim is likewise be-
New Yorker because Claim 2 recitesbar only locking capcause it the inadds held

upper supportthat the wall of each end is by tonguesplace bendable struck out theof
“planar” e., in Newflat —whereas the—i. bar extending upwardly throughmain and

depressionYorker this wall has a formed locking cap.holes in the
extending length,its fullalong appar-the

Claim 1 literallyis not readable on Salpurposeent of which is to stiffen endthe
hangerGrinding’s Philly style bars becausesupport against deformation in a vertical

claimthe recites that the. sidewalls of theplane.
supports depend upperend from the wallHowever, upperdepressedthe wall of the

relation,”spaced parallel“in whereas theequiva-New Yorker bar is the functional
supports Phillysidewalls of end ofthe theof planar upperlent the ofwall Claim 2.

divergentbar are not in-parallel but —thenothingis in historyThere the file of the
beingner sidewall whileinwardlyinclinedapplication patentfor ’139the which would

substantiallyouter isthe sidewall vertical.prevent findinga infringementof of Claim
2 under equivalents.the doctrine of Claim However, is no apparentthere functional

application1 of the as filed contained this advantage divergencethis of side-for the
limitation, preservedand it was in each of contrary,walls. Just the it seems haveto

replacedthe successor claims which it. No objectivedesign developmentbeen a in the
significance to it theduringwas attached hangerof most of the bars involved herein
prosecution. accordinglyThe Court finds keepto supportsthe sidewalls of the end

2, valid,assuming infring-that Claim it is is being awayfrom flared from the sidewalls
byed the New Yorker bar. rigidof the container to maintain firm and

dependentThe Claim 3 adds theonly This, indeed,engagement between them.
requirement pairof “at least a of said the purposewas stated of the indentations
transverse specifiesnotches” and that the ridges patent.and ’139of the

reinforcing“additional means” called infor bar, flaringPhillyIn the the outward of
Claim 2 outwardly ridgesincludes bowed sidewalls, least,outerthe at was not aflanking the transverse notches. The New

problem these con-because sidewalls areYorker clearly has these features alsoand
bar,to the of thedirectlynected ends maininfringes 3, assuming validity.Claim its

through openingswhich inextend the inner
4, 5, 7,Claim and Claims 6 areand which flaringsidewalls. And the inward of the

dependent it,upon infringedare not be- obviouslyinner was con-sidewalls not
requires “guidecause Claim 4 a notch” in theya problem,sidered because were inten-

edge wall,the upperouter side of the which tionally way.made that
the New Yorker does not have.

10, valid, infringed event,Claim if byif the New In Court notany the could
it 2 only interpretYorker because adds to Claim the 1 disregardClaim so as to the

member, extending edgesupportsaid bar thereineach end be- from said inner sidesaid
ing U-shaped edge,of an inverted cross-section said outer side additional rein-to an
having planar byupper portion forcing integrallyan bounded in innermeans formed said

edges op-oppositeinner and respectiveouter side and side and said outer at theside
posite edges, depending notch,end sidean inner ofends said transverse said transverse

edge,from the creatinginner side inner be-said side thenotch a tooth-like structure in
ing portionattached at a central to upper portionthereof planarof of theunderside the

member,elongated shapedsaid channel bar U-shaped adapted digto intomember that is
dependingan outer side from the outer side edge preventofthe the wardrobe carton to

edge, upper planar portionsaid endof said therealong.”hangerthe barmovement of
supports having at least one transverse notch



1230

patentboth sidewalls. The Brown et al.parallel,that the sidewalls arerequirement
beingof these ribs asestoppel. None the functionwrapperbecause of a file describes

strength to the carrieroriginallyof claims as filed contained to “serve to addthe
distor-preventAfter all the claims had undesirablesupportthis limitation. and to

unpatentable pri- en-rejectedbeen as over the under the various stressestion thereof
art, were rewritten to intro­or the claims countered in service.”

others,limitation, among and theduce this why the ribsapparentis no reasonThere
isclaims were allowed. Brennan therefore not add at least asof Brown et al. will
1 should beestopped to contend that Claim strength supportsend as themuch to the

scope it would have if theaccorded the of notch-patent’sBrennan combinationT39
Caprilimitation had not been added. Jew­ merging ridgeswith inupper walles in the

Carnegie JewelryInc. Enter­elry, v. Hattie Althoughthe the ribs of Brownsidewalls.
Ltd., 846,prises, (2d539 F.2d 851-52 Cir. the additionalperformet al. would not

1976). edgedigging upperof into the offunction
2,Claim and all of the other claims in to slid-the sidewall of the container resist

it,suit, dependentwhich are on are not along side-ing support member theof the
Phillyinfringed by theythe bar because wall, conceptthis was old and well known.

require that the inner sidewall be attached shown, example, byIt for the aforemen-is
bar,portionat a central to the mainthereof pat-al. Unitedtioned 1967 Field et States

whereas, mentioned, in thepreviouslyas 3,298,503, prongswhich discloses 34ent No.
Philly bar the ends of the main bar are upper wall which “cut intostruck from the
attached to outer sidewalls. The differ-the edgestopsidewall tothe double thickness

* * *functionally significant, onlynotence is shifting along side-prevent the
greatly strengthensbecause this the outer by 1969top edges,”wall and the Crane

sidewalls, the ends of thebut also because 3,421,614patent No. whichUnited States
main bar are received in notches in the topthe ofribs 68 which “bite intodiscloses

sidewalls,upper edges of the container hangerreinforced sidewalls” so that thethe
prevents sliding hangerwhich of the bar along onceslipbar will “not sidewalls[the]

along the container sidewalls and thus ren- installed.”
posi-wholly superfluousders the much less patent norNeither the Field et al. ’503

slight up-intive effect of the indentations patent’614 were citedthe Crane et al.
per resistingwall in such movement. application forduring prosecution of the

none ofThe Court thus concludes that However,patent. the examinerthe ’139
patent infringedthe byclaims of the T39 is prior patents Nos.cite Brennan’s owndid

Phillythe bar. 3,306,465 3,197,033 showing notchesasand
support member.upperin the wall of theGeorgianThe bar has neither indenta-

patentthe Brennan ’033The notches 23 ofridges supportstions nor in its end and thus
(1) pre-functioning only toare disclosed asclearly infringe any of the claimsdoes not

supports fromof the endvent the sidewallsof the patent.T39
is unclear—“turning” that means—what

Validity strength(2) toand to add “such additional
to use apossiblethat it isthe end channelspriorThe art

* * is*Theregaugethinner metalbyThe relied onprincipal prior patent
patent that thesuggestionno in the ’033validity ofattackingdefendants in the

sliding of the endalso resistnotches wouldthe 1944 Brown etpatent clearly’139 is the
of the contain-supports along the sidewalls2,357,309,patental. No.United States

er.garmentfor ahangerwhich discloses a bar
hand, pat-Brennan '465the other thesupports are Oncontainer in which the end

suit)in disclos-(one patentsof the hereentby projectionsreinforced embossed or
upperat the ends of thees indentationextending upper“ribs” across the wall of

prevent“to hori-along supportsthe endsupport downwardlyeach end and walls of
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sliding utilityzontal movement or of whichthe bar struc- 35 requiresU.S.C. 101 for§
12,12’.”ture along14 the walls patentability.The inden-

tations do no extend “completely across Nor does appearthe combination to in-
base, e., upper] wall” required byas[the] [i. anythingvolve beyond the most routine

Claim 1 nor “from edgeinner side to[the] skill.
edgeouter side of base wall” as[the] [the] There no “sign posts”are clear pointingrequired by they alignedClaim 2. Nor are in the direction of non-obviousness. There

ridgeswith the on the sidewalls of the end long-felt need,was no no unsuccessful ef-
support requiredas further by Claim 1. it,forts fillto not even any commercial

However, Field,prongsthe of et al. ’503 success attributable to the invention of
and Crane et al. ’614 fail satisfyto the patent.the ’139 onlyThe “secondary con-
language of the claims in these same re- mightsideration” which tend to show non-
spects. priorThus the art byrelied on apparentobviousness is the copying by Sal
defendants here is no more relevant Grinding.than But in view of the utter lack of
that bycited the Patent pre- significanceOffice. The combining singlein in a ele-
sumption validityof ment the twotherefore remains in- functions of reinforcement

and sliding,resistance to copyingtact. such
proves nothing other Grinding’sthan SalThe differences between the claimed inven-
remarkable independentlaziness and lack oftion and the prior art
thought.

noted,As already priorthe art teaches
All of the patentClaims of the ’139 inthe use of reinforcingformed ribs extend-

suit are utilityinvalid for lack of and foring continuously upperacross the wall and
obviousness.down the sidewalls of the supports,end and
Alleged Infringement by HangerMr.also teaches the use of indentations in the

upper wall digwhich into upper edgesthe urgePlaintiffs patentsthat the in
of the container suit infringedsidewalls to resist have beensliding only byof not Sal

hanger Grindingthe therealong. However, by Hanger,bar but also Mr. becausethere
of its assistance Grindingwas to Sal in thepriorno device in saleswhich indentations in
of hangerthe latter’s bars.the upper walls of supports merg-the end

ing ridges extendingwith down the side- 271(b) provides:35 U.S.C. §
performedwalls both functions of strength- actively infringe-“Whoever induces

ening the supports against flaringend ment of patenta shall be liable as an
resistingthereof and sliding hangerof the infringer.”

alongbar the container sidewalls. If Hanger personnelMr. actuallyhad
Obviousness of the invention written Grinding hangerorders for the Sal

bars, appearthere would to be no doubt thissignificantNo advantage in combining
inducingwould actively infringe­amount toboth singlefunctions in a element has been

ment plaintiff’s patentof those claims ofsuggested, appears.and none
However,infringed. previous­which are asprovisionThe productionin the dies of noted,ly the record does not reflect thatsurfaces forming separatefor ribs for

any such actuallyorders were bywrittenstrengthening and resistingindentations for Hanger personnel.Mr. And there can besliding would involve only negligible addi- infringementno active inducement of un­
cost,tional any.if And the effectiveness of infringementless actually Ling-­results.

separate elements in strengtheningboth Temco-Vought, Inc. v. Kollsman Instru­
and in resisting sliding would be at least as Corp., suprament at 270. Nor would the
great as singlethat of a perform-element display hangermere of the bars constitute
ing both functions. infringingan Knapp-Monarch“use.” Co. v.

find,Thus it impossibleseems to in Bren- (7thCorp.,Casco Products 342 F.2d 622 Cir.
nan’s combination of these old 1965),and well approval Ling-Temco-­with incited

element,known singlefunctions in a Vought, supra.the
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infringementThe concludes thatCourt
Hanger not established.by Mr. has been BASILICATO,Anthony AnthonyE. N. Ba­

silicato, Schaedler, AlphonseAnne L.
FeesAttorney’s Basilicato, Basilicato,Vincent David

argues theythat are enti­Plaintiffs Berti, Bowden, Cave,W.Bruce Alice
attorney’s againsttled to an award of fees Dometios,Daigle, George PhilipBemie

defendants because of defendants’ unsuc­ Esteban, Benjamin Estra and Gerald
attempt prove priorcessful to use and sale Lombardi

by hanger incorporatingbarsSal Metal of
v.by andthe features covered the ’465 ’139

Hanger’sMr.patents and because of “bad ALLIANCE OF THE­INTERNATIONAL
(albeit successful) attemptfaith” to avoid a ATRICAL STAGE EMPLOYEES AND

finding activelythat it had induced in­ PICTURE MA­MOVING MOTION
fringement. OF THECHINE OPERATORS UNIT­

CANADA;provides:35 U.S.C. 285 ED STATES AND and§
Kinsella, O’Sullivan,P.Thomas Gerald“The exceptional maycourt is cases

Welch, Jr., Gorlick,Arnoldattorneyaward fees to William M.reasonable the
prevailing party.” and Bertram L. Martus.

callingThis is not a case for such an Civ. No. N-79-117.
award. Plaintiffs were successful as to
only one patents Court,claim of one of the three United DistrictStates

patentsin suit. The other two claim fea- D. Connecticut.
trivial, any, signifi-tures of if commercial

1,Oct. 1979.cance, at least one of which was not even
patent specification,disclosed in the and

apparently was the brainchild not of Bren-
nan but of the Patent examiner.Office

attorney’sNeither costs nor fees are
awarded in party.favor of either

Summary

patent1 ofClaim the ’465 is valid and has
infringedbeen by Grinding’s New York-Sal

er, Philly Georgian hangerand bars.

patentAll of the claims of the ’898 are
6, 9, valid,invalid. Claims 7 and if would

infringed bybe Grinding’sall three of Sal
bars;accused hanger remainingnone of the

claims, valid, infringed byeven if would be
any hangerof the accused bars.

patentAll of the ofclaims the ’139 are
valid, 1, 2, 3,invalid. If Claims 10 and 11

infringed bybewould the New Yorker han-
bar;ger remainingthe claims would not

patentbe. None of ’139the claims of the
infringed by Philly bywould be the or the

bars,Georgian hanger ifeven valid.

infringement byThere has been no Mr.
Hanger and the action is dismissed as to it.


