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receivedties when no revenues are under
(“it§a contract. See Williston 37:24

partybe no less true of third bene-should
directly contracting par-than officiaries

that, promiseif a in terms condition-ties is
al, any rightsno one can acquire under it

Roedler,happens”);unless the condition
F.3d at into(inquiring “gov-255 1352 the

erning” purposes);statutes and their see
States,also Fisher v. 402United F.3d
(en banc)1167, (Fed.Cir.2005) (when1176

remedythe statute does “not afford the
claimed,” plaintiffthe has failed to state a
claim).

Neither statute nor contract affords the
remedy decision ofclaimed. The the

of isCourt Federal Claims

AFFIRMED.
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RADER, Judge.Circuit

(Par)Pharmaceutical, Inc.Par filed Ab-
(ANDA)Drug ApplicationNewbreviated

76-218, toseeking approvalNo. market
of ageneric glaucomaand sell a version

Xalatan. themedication called Because
Court for the Dis-United DistrictStates

Jerseytrict of did not abuse its dis-New
only No.findingcretion in U.S. Patent

(the5,422,368 patent) unenforceable’368
conduct, this af-inequitabledue to court

firms.

I.

diseaseGlaucoma is a chronic manifest-
by pressurefluid in theed an increased

eye, intraocular pressure.known as
medications,topicalincludeTreatments

surgery.oral and Xalatanmedications
by topicaltreats glaucoma application.

DrugThe Food & Adminis-United States
(FDA) Book,”“Orange registertration’s a

provides patents coveringthat ofnotice
Nichols,Blumenfeld, Morris,B.Jack thatdrugs, multiplename brand shows

Delaware,Tunnell, Wilmington,ofArsht & patents pat-Xalatan. Two ofcover these
plaintiffs-cross appellants.forargued (theents, 5,296,504Patent No. ’504U.S.

MaryellentheWith him on brief were patent) patent, collectivelythe ’368 areand
Smith,Noreika, II,Rodger D. and Leslie Corp.,owned by Pharmacia Pharmacia

on wasA. Of counsel the briefPolizoti. AB, EnterprisesPharmacia S.A. and Phar-
Rhoad, LLP,Dechert of Prince-Robert D. (Pharmacia).macia & Upjohn Co.

ton, Jersey.New
ANDA,for an ParrequirementsUnderPfadenhauer, Williams & Con-Glenn J.

6,notified on November 2001 ofPharmaciaLLP, DC,nolly Washington, arguedof for
its to market genericintent to seek aWith him on thedefendant-appellant.

responseInversion Xalatan. to thisofJessamynKesterbrief were John G. and
notice, filed suit onPharmacia DecemberP.S. Of counsel was AaronBerniker.
21, 2001 in District Court for thethe U.S.Maurer.

Jersey, alleging infringe-District of New
RADER, LINN, ment of Par’s ANDASCHALL, by virtue submis-andBefore

sion.1Judges.Circuit

Pharmacia,findings Universityimproper1. and licensed to haveThe district court's as to
inventorship inequitableand conduct with re- appealednot and thus are not addressedbeen

4,599,353 (thespect Patent No. '353to U.S. by opinion.this
bypatent), the Trustees of Columbiaowned
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trial, preferredofinfringement 13,14-dihydro-15-keto-20-At Par admitted ent
(theethylpatents, isopropyl 20-ethyland ’504 and did not esterthe ’368 PGF2a

compound)any invalidity defenses based on and thus failed to appreciateassert
Instead, the phenyl-substituted§art 112. Par benefits ofprior prosta-or 35 U.S.C.

glandins, asinequitable conduct such the claimed 17-phenylasserted that rendered
compound. supportedPharmaciapatents Specifically, argu-itsthe unenforceable.

§ment with a 37 C.F.R. 1.132alleged applicantsPar that the is- declarationpatent
(the declaration) comparing 17-phenyltheasued declaration and terminal disclaimer
compound 20-ethyl compound.to the Thisduring prosecution patentof the ’368 with
declaration includes inaccurate statementsan intent to deceive the Patent Office on a

the highlythat district court found materi-significance.of material After apoint
al.trial, onlythe district court foundbench

patent ineq-the ’368 unenforceable due to parties dispute accuracyWhile the the
Thus,uitable the ’504 patentconduct. re- declaration,of several statements in the

Corp.mained enforceable. Pharmacia v. paragraphs representative:9 and 10 are
Pharm., (D.N.J.Inc.,Par No. 01-6011 9. Thus at a 5 pg,dose of the 17-

(Final2004)July 6, Judgment). As not- phenyl compound shows a statistical-
ed, infringedPar that ithad conceded ly significant indecrease [intraocu-

Thus,patent.the ’504 the district court (IOP)pressure (p<0.05)lar after 8]
judgment for Pharmacia onentered hours, 20-ethylwhile the compound
patentthe ’504 and Par on the ’368for does not.
Id., slip appeal59.patent. op. at This p,10. ofdosagesEven at 45 the 20-

followed. ethyl compound not sta-does cause
tistically significant indecrease

II. IOP.
patent patentThe ’368 and the ’504 are Paragraph 10 with anconflicts article

siblings, simultaneouslyfiled on December declarant, Stjern-byco-authored the Dr.
8, 1992 as continuations of PatentU.S. fact, paragraphschantz. In 10 con-also

(theApplication 07/469,442 appli-No. ’442 Japaneseflicts with two articles cited in
cation). During prosecution of the ’368 Stjernschantz Stjern-that article. The

&patent, the U.S. Patent Trademark Of- article,schantz co-authored with Bahram
(PTO) 21,fice issued an October 1993 Of- Resul, Structure-Activitycarries the title

(the Action) includingfice Action Office Relationships Prostaglandin Analoguesof
rejections allegedtwo at the ofheart the Hypotensive Agents,Ocularas Current

inequitable conduct. Patents,inOpinion Therapeutic ap-and
(therejection StjernschantzThe first a art inprior pearedinvolved June 1993

article).103(a).rejection § Spe- Citingunder 35 two forJapaneseU.S.C. articles
cifically, rejected Stjernschantzauthority,the PTO various claims the article states

added)13,14-dihydro-15-keto-17~phe- (emphasis “[tjopicaldirected at that applica-
nyl-18,19,20-trinor p, 20-ethylof ofisopropyl compound]ester tion the[45PGF2a
(the 17-phenyl compound) statisticallyas obvi- a reduc-being significantcauses IOP

5,151,444lightin of appreciableous U.S. Patent No. tion without ocular side-ef-
(the contrast,patent). patentUeno Ueno dis- InThe fects.” the declaration states

group including 20-ethylclosed a of thecompounds compoundthe that does not cause
17-phenyl compound. response significantIn to this in IOPstatisticallya decrease
rejection, pat- |xg. patentPharmacia the 45 notargued applicantsUeno at The did
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article, the court foundStjernschantz article schantz districtoreither thebring
Stjernschantzto aarticles the attention that submitted declarationJapanesethe two

that he or havePTO. to the PTO knew shouldof the
misleading.known inaccurate andwasacknowledges the inconsis-Pharmacia

The district court held that this mislead-10, arguesbut thatparagraphintency
overcomingwas toing declaration crucialforeignhe aStjernschantz, wasbecause

rejection patentover the Uenothe PTO’snational, wrongthe verb tensesimply used
Based on thesehighlyand thus material.compound20-ethylin that thesaying

circumstances, the court inferreddistrictAccording to Phar-reduce IOP.“does not”
Having Stjernschantzintent. inten-found“did not”macia, not” withreplacing “does

ma-tionally misleading highlya andfiledonlyto thoselimit this statementwould
declaration,terial the district court foundby Stjernschantz,actually conductedtests

convincingclear that the ’368and evidenceconflicting bytestsincludingthanrather
inequita-due topatent was unenforceableThe court re-other researchers. district

Judgment, op.Final atslipble conduct.jected explanation.this
1.addition, paragraph 9 in the declara-In

inequitablePar asserted this con-also17-phenyl compoundthat thetion states
the aspatentduct tainted ’504 as well8particulara result after hours.shows

that, inrejectionthe secondBeyond patent.the at a ’368 Theparagraphthat adds
20-ethyl the Office Action discussed above formsgg, compound5 the doesdose of

theo-statistically significant inequitablenot a decrease the basis of Par’s conductshow
period. patent.in the(p<0.5) ry Specifically,in the same time on the ’504IOP

implicit suggestion in this lan-Despite rejectionthe second involved an obviousness-
Stjernschantz gga 5guage, type rejectionnever tested in view ofpatentingdouble

987,520 (which20-ethyl compound.of the applicationdose co-pending
eventually patent)matured into the ’504explana-againOnce Pharmacia has an

(which988,389applicationand co-pendingout thepointstion. Pharmacia that decla-
No.eventually matured into U.S. Patentshowingon theration focused that claimed

5,321,128). rejection,To overcome thispotentwas more17-phenyl compound
filed terminal disclaimers onPharmacia20-ethyl compound.than the Because a

Par,applications. Accordingthese totwodose,larger gg 20-ethyl45 of themuch
effectively com-these terminal disclaimerscompound, produced a smaller decrease in

patent the patent.bine the ’368 and ’504gg 17-phenyl compound,IOP than 5 of the
theory, inequitablethe conductUnder thisStjernschantz togoodhad reason believe
patent automaticallyon the toapplies’36817-phenyl compoundthat the was more

the ’504 as The district courtpatent well.potent 20-ethylthan art com-priorthe
rejected argument,this insteadfindingpound ggat 5 well.as Indeed evidence

occurringthat conduct in“any connectionatpresented trial confirms this common
patent cannot the ’504with the ’368 reachNonetheless,proposition. thesense dis-

patent.” Judgment, slip op.Final at 55.rejectedtrict court this be-explanation
Stjern-suggeststhe thatcause declaration findingstheappealedPar district court’s

(on doseggschantz conducted a test a 5 of appealedon the Pharmaciapatent’504 and
compound) he20-ethyl that in fact never findingsthe district court’s on the ’368

conducted. ap-court thepatent. This consolidated
jurisdictioncourt under 28peals.Based on the conflict the decla- This hasbetween

1295(a)(1)(1994).Stjern- §in 10 andparagraph priorration U.S.C.
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III onlyor looked to “potency”the discussion
in the declaration. The ofNotice Allow-conduct“[IJnequitable includes

anyance did not contain explanation thatmisrepresentationaffirmative of a material
the Examiner thus inquiry.limited his Infact, failure to disclose material informa­
sum, is,10paragraph as the district courttion, or submission of false material infor­

found,correctly highly material.mation, coupled with an intent to deceive.”
Textron, Inc., 1172,Molins v.PLC 48 F.3d highlyGiven the material nature of

(Fed.Cir.1995).1178 This court areviews misleadingthese statements and the fail­
inequitable fordetermination of conduct ure to a directly conflictingsubmit article

of andabuse discretion reviews the under­ by himself,co-authored the declarant the
lying of in­materialityfactual issues and district did clearlycourt not inerr infer­

Bristol-Myerstent for clear PLC,error. ring an intent to deceive. Molins 48
Inc.,Rarer, (“IntentSquibb Co. v. Rhone-Poulenc F.3d at proven1180 need not be

(Fed.Cir.2003).1226, evidence.”).F.3d “A326 1234 by direct The district court’s
district court its itsabuses discretion when analysis and conclusions wellwere rea­

clearlydecision is on find­ soned,based erroneous by evidence,supported the and cer­
fact,ings of onis based erroneous inter­ tainly do not constitute clear error. Semi­

law, orpretations clearlyof the is unrea­ Energyconductor Lab. Co. v. Samsung
sonable, arbitrary (Fed.Cir.­or fanciful.” Cybor Co., 1368,Elecs. 204 F.3d 1375

Techs., Inc.,Corp. 1448, 2000) (“Proofv. FAS 138 F.3d high materialityof and that
(Fed.Cir.1998) (en banc).1460 applicantthe knew or should have known

of materialitythat makes it difficult to
A. goodshow faith to overcome an inference

mislead.”); Critikon,of intentto toTurning patent,first the ’368 the Inc. v.
Access, Inc.,court in Becton Dickinsondistrict did not commit clear Vascularerror

1253, (Fed.Cir.1997) (“The120 F.3d 1256determining the underlying factual issues
more thematerial omission themateriality misrep­of and intent. 10 orParagraph
resentation, the lower ofStjernsehantzconflicts with the the level intentprior arti­

conduct,articles, required to establishsupporting Japanese inequitablecle and
versa.”). Thus,and vicewhich were never disclosed to the district courtthe PTO. On

acted within its inpoint materiality, findingthe of the discretionapplicants sub­
patentthe ’368 to ineq­mitted these in unenforceable duesupport pat­statements of

uitableentability prior stemmingconduct from the mis­over the sole art reference
leading nature of inupon by paragraphrelied 10 the dec­the Examiner. Thus these

such,misleading laration. As this court need notgo verydeclarations to the
reach the of inpoint novelty. paragraphof district issue whether 9prop­The court

erly supportsthe declaration also thehighlyfound 10 districtparagraph material.
1.56(b) findings.(2004);§ court’s37 C.F.R. see In­Bruno

dep. Aids,Living MobilityInc. v. Acorn
B.Serv., Ltd., (Fed.­1348,394 F.3d 1352-53

Cir.2005) 56(b)the(applying PTO’s Rule Because the district court acted
materiality).to determine findingwithin in theits discretion ’368

Contrary to patent inequitablePharmacia’s assertion unenforceable due to
against conduct,materiality, the record not courtdoes this also must address the

thatshow the Examiner consulted the districtonly findingcourt’s that the terminal
20,arguments April not, more,in the 1994 response disclaimer was without suffi-
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valid). example,For Pharmaciasumedpatentthe ’504 unenforcea-dent renderto
ap-on of forPar not asserted two sets maintenance fees—onepayswell. hasble as

’504 is unenforceablepatent patents.the ’368 ’504 If Phar-peal that each of the and
i.e.,theory;handsuncleangeneralunder a fee ondoes not the maintenancepaymacia

inequitable conductpatternthat ofa broad that wouldpatents, oversightof theone
inequitable conduct from onetransfers validitythe or enforce-have no effect on

Consol. Alumi-patent to another. See ability patent.the This individu-of other
Ltd.,Int’l F.2dCorp.num v. Foseco 910 terminally pat-ality disclaimedbetween

(Fed.Cir.1990)804, un-(discussing an812 than asomethingindicates moreents
arising from actionstheoryclean hands is required.terminal disclaimernaked

beforeduring prosecutionthat occurred
disclaimer in thisspecificThe terminalPTO). Instead, that athe Par asserts

patentsthat the two retaincase illustratesterminal disclaimer can bind two related
thelanguageattributes. The ofindividualinequitable con-patents together so that

in this emphasizesterminal disclaimer caseprosecuted patentaprocuringduct in later
validity apply separatelydoctrines willthatautomaticallywill infect an earlier issued

patents expirationto that sharethe two anreject-correctlypatent. The district court
added):(emphasisdateed that assertion.

disclaimer,making peti-In the aboveterminal disclaimer ties theIndeed “[a]
does disclaim terminaltioner not thethey onpatents together; expireaffected

in-any granted thepart patentof ononlythe date are enforceablesame and
that toapplicationstant would extendbyin aretheywhich ownedduring periods

expiration statutoryof the fullthe dateChisum,person.”the Donald S.same
as in 35 154 to 156term defined U.S.C.Patents, §on at 9-1079.04[5]Chisum

prior patent presently173 of asOrnum, and the(2003); In re 686 F.2dsee Van
disclaimer,1982) by any terminal(CCPA [shortened]937 the PTO’s(upholding

it later: expiresin the event thatrequirement). poli­Strongnon-alienation for
pay fee, heldjudicial this to a maintenance iscies dictated the creation of failure

unenforceable, by agoverning co-expirationthe and is invaliddoctrine found
sufficiently pat­ofco-ownership competent jurisdiction,related is statu-court of

Griswold, 1565, terminallyents. In re 53 C.C.P.A. torily disclaimed in whole or
(CCPA 1966) co-­(noting 1.321,365 F.2d 834 the allunder 37 CFR hasdisclaimed

ownership requirement is a creative solu­ bycanceled a reexamination cer-claims
potentialtion to suits from twoharassment tificate, anyor is in manner terminated

separate patents); Corp.Pharm. v.Ortho theprior expirationto its statuto-of full
(Fed.Cir.1992) (dis­Smith, 959 F.2d 936 byasry anyterm shortened terminal

requirement that acussing patenteethe disclaimer.
any patent protectiondisclaim extension of

thatlanguage patenteeThis shows the
applicationfor the later filed of two termi­

ofjustifiably expected individual treatmentnally Beyondapplications).disclaimed
beyond expirationtheirpatentsthe shareddate, however,expirationtheir twoshared

date.significant at­patentsdisclaimed maintain
case of this court does notThe lawPharm.individuality.tributes of Ortho

justifiableSmith, expectation.that ThisU.S.P.Q.2d 1977, disturbCorp. v. 18 1990-­
(Fed.­(E.D.Pa.1990), finding inequitableheld that a of91 F.2d court has959 936aff'd

Cir.1992) singlepatents by acquisitionin the of even a(noting tied a termi­ conduct
remainingindependently pre- patentnal are of a renders thedisclaimer still claim
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unenforceable, fact,patentclaims of that even and In patentenforceable. the ’504
inequitablethe taint of con­those without alreadyhad issued before the inequitable

Consultants,Kingsdownduct. See Med. conduct patentoccurred. The ’504 issued
Hollister, Inc., 867,Ltd. v. 863 F.2d 877 22, 1994; Stjernschantzon March execut-

(en(Fed.Cir.1988) in pertinent part)banc 20,' Thus,ed his declaration on April 1994.
(“When finally determineda court has that this court affirms the district court’s deci-
inequitable occurred inconduct relation to sion.

during prosecutionor claimsone more of
patent application, patentthe the entire is Ill

unenforceable.”);rendered Hewlett-Pack­
sum,In this court affirms the districtInc.,ard Co. v. &Bausch Lomb 882 F.2d

finding patentcourt’s that the ’368 is unen-1556, (Fed.Cir.1989) (inequitable1563 con­
forceable to inequitabledue conduct. Thisduring prosecutionduct that occurs of a
court also affirms the district court’s find-applicationreissue allrenders the claims
ing that ’504patentthe is enforceable andpatent,the including origi­of reissued the
infringed by Par.unenforceable).claims, law,nal This case

however, only inapplies pat­to claims one
Hewlett-Packard,ent. Even Parwhich COSTS

(i.e.,argued patents origi­involves two an Each party shall bear its own costs.
patent patent),nal and a reissue rendered

only in single patentthe claims the reissue
AFFIRMEDinequitableforinvalid conduct. Hewlett

voluntarily origi­Packard surrendered the
patent pro­nal in order to enter reissue

Hewlett-Packard,ceedings. 882 F.2d at
(discussing1564 the surrender of origi­an

patentnal initiate proceedings);to reissue
1.178(a) (2004) (re­§alsosee 37 C.F.R.

an toquiring originaloffer surrender the
orpatent originalstatement that the is lost ANDPACIFIC GAS COM-ELECTRIC

toor inaccessible initiate proceed­reissue Corporation,PANY and EPG &
Thus,ings). inequitablethis court’s con­ Plaintiffs-Appellants,

inequitableduct cases do not extend con­
v.duct in patent patentone to another that

acquired throughwas not con­culpable STATES, Defendant-Appellee.UNITED
words,Induct. other these simplycases

No. 03-5173.case,not theapplydo to facts of this which
separate patents.involves two United of Appeals,States Court

correctlyThe district court concluded Federal Circuit.
that the terminal disclaimer alone notdid

10,Aug. 2005.patentbind the ’368 the patentand ’504
together for purposes unenforceabilityof

to inequitabledue conduct. theBecause
record no inequitableshows conduct dur-

prosecution itself,ing of patentthe ’504
the district court did not abuse its discre-

in findingtion the ’504 patent to be valid


