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v.precedent. United Statesbinding
(11th Cir.2006).Dowd, 1244, 1253451 F.3d

did not err in enhanc-The district court
using priora con-ing Gonzalez’s sentence

alleged in the indictment orviction not
beyond ajuryto a reasonableproven

permittedpracticesuch isdoubt because
Almendarez-Torres.under

III. CONCLUSION
2L1.2(b)(l)(A)(ii)§ au-Because U.S.S.G.

for aa 16-level enhancementthorizes
conviction,of violence” the district“crime
in findingcourt not err Gonzalez’sdid

abettingaidingconviction for andprevious
therobbery applicationa bank warranted

to sen-of such enhancement Gonzalez’s
Furthermore, Gonzalez’s 50-monthtence.

procedurallyis and substan-sentence both
reasonable, constitu-tively and Gonzalez’s

to her sentence is merit-challengetional
less.

AFFIRMED.
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and Ricohpatent”);'955 that failed to
present evidence sufficient to create a ma­
terial issue of fact as to either direct or

infringement of Patent Nos.indirect U.S.
(“the 6,661,7555,063,552 patent”)'552 and

(“the by defendant-appel-­'755 thepatent”)
Quanta Inc.,Computer,Co. v.lees. Ricoh

(W.D.Wisc.2007)F.Supp.2d579 1110
Order”).(“Summary Judgment BecauseHuber,Rozendaal, Kellogg,John C.

applied legalthe district court erroneousDC,Hansen, Todd, Washington, arguedof
(1)assessing Quan­forstandards whetherhim on theplaintiff-appellant.for With

contributorily infringedta the '552 andHansen, E.were Mark C. Michaelbrief
(2) QSIpatents'755 and whether inducedJoffre, Richard H. Stern. Of counsel on

infringement patents,of the '552 and '755Kavrukov, Cooper &the brief was Ivan S.
summary judgmentthe court’sdistrict ofYork,LLP, NY.Dunham of New

onnoninfringement is vacated these is­
Paul,Garnett, Hastings,D. ofTerrence sues. The remainder of the decision is

CA, for Defendants-Angeles, arguedLos respects.affirmed in all
him onAppellees and Defendants. With

Yip,K. Peter J.the brief were Vincent BACKGROUND
Weid, Of counsel wereJayand C. Chiu.

in suit are directed to vari-patentsTheChen, Prince, Snyder,ToddHua Daniel
optical technolo-aspectsous of disc driveMurray.and Katherine F.

gy.1 opticalRecordable discs and disc
DVD-R)CD-R,(e.g., allow a userdrivesGAJARSA, LINN, and DYKBefore

data,permanentlyto record and rewritableJudges.Circuit
CD-RW,(e.g.,optical discs and disc drives

DVD-RW) record, erase,PER CURIAM. allow a user to
Recording speedsdata. areor overwritepatent infringementThis is a case.

a nominal stan-expressed multiplesas ofPlaintiff-appellant Company,Ricoh Ltd.
“IX IXspeed speed.”dard referred to as(“Ricoh”) appeals summary judg-from a

acorresponds havingto a disc linearspeeddismissing againstment all claims defen-
per1.4 secondvelocity of 1.2 to metersdant-appellees Quanta Computer Inc.

(“m/s”) beam,to while arelative the laser(“QSI”),(“QCI”), Quanta Storage, Inc.
velocitycorresponds4X to a linearspeedUSA,Quanta (“QCA”),Inc. andComputer

of to4.8 5.6 m/s.2(“NU”).Technology, Inc. On sum-NU
is directed to methodsmary patentthe district court ruled The '109judgment,

particu-aapparatuses generatingof Patent and forthat the asserted claims U.S. No.
(“the6,631,109 recordingfor informa-patent”) pulse sequenceare invalid for lar'109

obviousness; '109opticaltion to a rewritable disc.that the accused devices do
Rewritablepatentof col.3 1.66 to col.4 1.30.practicenot the methods the asserted

(“the6,172,955 on aoptical discs store informationclaims of U.S. Patent No.

lightused as the source for read-patents use both "disc” and 2. A laser is1. The asserted
ing writing optical Linear ve-and of discs.consistency, ex-"disk.” For we use "disc”

velocity particu-alocity to the at whichreferscept quotedwhere material differs.
passes the laserspotlar on the disc over

beam.
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material, usually“phase change” a metal the multi-pulse portion ahaving given
=alloy. t2/(t2 t3),Id. at col.l 11.17-22. writing, dutyWhen ratio z + and the tail-

a optical portionrewritable disc drive can thus end having pulsea fourth width
pulse sequenceuse a laser or write strat- t4 with the base level Pb endingand at

egy Pe;changeto the material from a rela- the erase level
tively crystalline aphase (having more or- setting velocitya linear of rotation of the

structure)atomic a relativelydered to medium at a controlled speed; and
amorphous phase (having a more disor- controlling the waveform when the lin-

structure),dered atomic and vice versa. velocityear of rotation of the medium is
Id. at eol.2 reading,11.8-15.When the la- in high-speedset a range from 5 tom/s
ser can regionsdetect these based on m/s,28 such that pulsethe first width tl
their properties.different reflective of portionthe front-end ranges 0.1 T to

The asserted method claims of the '109 IT and pulsethe fourth width t4 of the
patent specificcover a strategywrite for portion rangestail-end 0.2T to 1.3T.
making legible marks on phase-change op- Id. at col. 121.65to col. 13 1.28.
tical discs over a rangewide of disc

patentThe '955 is directed to methodsspeeds. Asserted claim 1 of the pat-'109
apparatusesand for formatting rewritableent states:

optical patentdiscs. '955 col.l 11.10-14.An optical recording method which rec-
For certain types recording modes,of aords a sequence of data blocks onto a
rewritable disc bymust be formatted di-layerrecording opticalof an recording
viding the recording area on the disc intomedium by emitting light to the record-

units,fixed-sized packets.called Id. ating layer of the medium and achanging
eol.2 11.14-19. If formatting occurs as aphase of a recording material of the
foreground process, opticalthe disc driverecording layer, comprising stepsthe of:

incapableis of performing read or write
applying lighta driving powersource to duringcommands the formatting period.
a light source to control emission of a Thus,Id. at col.2 11.22-29. patentthe '955
light recording layerbeam to the of the teaches formatting backgroundas a pro-
medium, the driving power including a cess, such that the background formatting
sequence spaceof mark portions,and can be interrupted carryto out a read or
each mark portion having a pulse width write command. The optical disc drive
that corresponds multipleto a peri-of a employs background formatting by misin-
od T of a write clock based on a write forming the host computer that it is not

method;data modulation busy formatting, allowing the host comput-
setting multi-pulsea waveform of each er to send read or write commands to the
mark portion of driving powerthe that drive. Id. at col.411.20-24.
includes a portion,front-end a multi-

Asserted claim 8 of the patent'955pulse portion and a portion,tail-end the
states:portionfront-end ahaving pulsefirst

A formatting method for formatting awidth tl high-powerwith a write level
disc,opticalrewritable beingdata re-Pw and starting middle-powerfrom a

corded opticalon said by usingdisc aPe,erase level multi-pulse portionthe
packet method,fixed write said format-including sequencea pulsesof write

ting method comprising stepsthe of:each ahaving pulsesecond width t2 with
the write level Pw and a pulsethird starting a formatting process for said
width Pb,t3 with a low-power base level optical disc a backgroundas process, the
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informationcontrollingfor anA methodsobeing performedprocessformatting
reproduction speed “f”recordingopticalof saidrecordingfill a area and/oras to

optical“n” of anspeeda rotationlength;a fixed andhavingby packetsdisc
recordingin an informationdisk usedaleast one ofof atenabling execution

device, opticalsaidreproductionand/orreproducingaandrecording process
tracks in thehaving pluralitya ofdiskformattingtheinterruptingbyprocess

spiral,circles or aform of concentricformattingtheresumingandprocess
repro-recordingsaid informationone of the and/orthe at leastafterprocess

tobeing adapted accessduction devicereproducingand therecording process
by lightof a beamsaid tracks meansended; andprocess is

disk, therebyopticalrotating saidwhiletheprocess afterformattingending the
information on oroptically record re-tohas beenbe formattedrecording area to

tracks,from saidinformationproducefixedhaving thepacketsby thefilled
steps of:thecomprisingsaid methodlength.

plurality11.34-50. apatent dividingcol. 13 said tracks into of'955
areannular blocks which dif-concentricappara-to anis directedpatent'552The

other;in eachferent radius fromvelocitycontrolling thefortus methodand
optical disc.anspinsa disc driveat which recordingsaid informationchanging

atspin discstypicallydrivesOptical disc inspeed “f” accor-reproductionand/or
(“CAV”)velocityangulara constanteither of a track to bewith the radiusdance

(“CLV”).velocity '552linearor a constant a manner that saidin suchaccessed
’thesystem,In11.19-24. a CAVpatent eol.l speedreproduction “frecording and/or

number of revolu-the samecompletesdisc a block but differentis constant within
time, onof whereregardlessper unittions depending on thesaid blocksas between

Id.positioned.isthe laser beamthe disc radii;block and
system, theIn a11.25-38.at col.l CLV “n” of saidspeedchanging said rotation

is constant rela-velocity of the disclinear fi(n-r)thatin such a manneroptical disk
beam, isthat the discthe laser suchtive to constant, “r” is the radius ofis where

is near thewhen the laserturning faster
track to be accessed.said

theand slower whenof the disccenter
col.91.3.col.81.48topatent'552of the disc.edgethe outeris nearlaser

use of a CLVat col.l 11.39-46.TheId. todirected methodspatentThe '755 is
capacity ofrecordingthesystem increases multiplediscs inwriting data to opticalof

compli-morerequiresdisc butopticalan Opticalpatent col.3 11.34-44.'755sessions.
disc drive.machinery opticalin thecated tostore the data betypicallydisc drives

invention of the11.15-36.Id. at col.2 The temporaryindisc aopticalto thewritten
this trade-offaddressespatent'552 Id. at col.lthe buffer.memory called

Zone-ofthrough the use Zone-CLV. candisc drives writeMany optical11.37-40.
CLV, patent,in the dividesclaimed '552as data isthan thea disc fasterdata to

zones, whereindisc into annularopticalan buffer, cause thewhich canby thereceived
linearconstantis recorded ateach zone knowncondition asgo emptybuffer to —a

arelinear velocitiesvelocity, but different In addi-at col.l 11.54-63.run.” Id.“buffer
patent'552 col.3zones.for differentused applicationtion, patent'755at the time the

11.5-68. technolo-filed, disc driveconventionalwas
ordisc trackthat an entirenecessitatedgypatent1 of the '552claimAsserted

Id. at col.lsinglein session.abe writtenstates:
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11.29-33.Buffer run could thus cause such manufactures optical disc drives. Like
a dummy QCI, QSIdrive to write nonsense or andata is OEM. It does not sell

consumers,disc, direct toto the which could but productscause read sellserrors
such opticalas disc drives toor render its U.S. cus-the disc unusable. Id. at col.l
tomers, including Technologies,NU who in11.47-52.The methods of patentthe '755
turn sell to QCIconsumers. also ownsproblem bysolve this allowing the write
more than percent Quantaten of Comput-operation pauseto when the buffer runs

USA,er Inc. (“QCA”),which is a Califor-low, which ensures dummythat no data is
nia company that repairs notebook com-recorded to the disc. Id. at eol.2 11.62-67.
puters for computerbranded companies.Asserted claim 1 of the patent'755
QCI, QSI, QCAand are hereinafter collec-states:
tively “Quanta.”identified as

A recordingmethod of opticalon an disc
Ricoh against Quantafiled suit NU,andmedia,recording said compris-method

accusing them directlyof indirectlyanding stepsthe of:
infringing patentseach of the in suit.3 On

transferring inputstored information to summary judgment, the district court
encoder;an (1)ruled that the asserted claims of the

transferring encoded information to a (2)patent'109 obvious;are the asserted
circuit;record claims of the patent'955 are not infringed;

causing inputan buffer to (3)contain less and issues of material fact exist as to
than a threshold amount of inputsaid whether the accused devices perform the
information; and methods of the asserted claims of the '552

and patents.'755 Summary Judgmentwhen inputsaid buffer contains less than
Order, 1116, 1118,579 F.Supp.2d 1121,atthe threshold amount inputof said infor-
1122. respectWith to whether the '552mation, pausing said transferring of said

patentsand '755 are infringed by Quantainformation,encoded to stop said record
NU,and the district court further ruledcircuit at a pointfirst on opticalsaid
(1) Quantathat does directlynot infringedisk recording media maintainingwhile

271(a)§under because it neither sells norinformation;said encoded and
(2)offers patentedto sell the methods;wherein said record circuit does not

NU does not directly infringe underanywrite run-out blocks paused.while
271(a)§ because presentedRicoh no evi-

patent'755 col.8 11.51-65. dence to show either that NU tested the
Quanta Computer (“QCI”)Inc. a largeis accused devices or that the tests it did

manufacturer of notebook computers. undertake were conducted in a manner
QCI not, however,does sell notebooks di- practicing the asserted claims of pat-these
rectly to consumers. It originalis an (3)ents; Quantaneither nor NU contribu-
equipment (“OEM”)manufacturer and 271(c)torily infringe §under because all
sells productsits to other companies for of the devices sold have substantial nonin-
retail marketing. QCI is a one-third own- uses; (4)fringing and individually QSI4

Quantaer of Storage, (“QSI”),Inc. which does not actively induce infringement un-

Quanta3. Defendant-appellees and appellees. Order,NU filed Summary Judgment 579
third-party against F.Supp.2dindemnification claims at 1112.

Taiwan, Ltd.,Philips Philips Optical Storage,
and Business Line Data. The district court 271(b)§4. Ricoh asserted a claim for active
dismissed these upon QSIclaims as moot the dis- againstinducement only. Summary
missal against Order,of Ricoh’s claims JudgmentDefendant- F.Supp.2d579 at 1124-25.
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271(b) in aput [e.g., optical disc]medium an is setRicoh failed to§ becauseder
high-speed range from 5 to 28create a mate-sufficient toforth evidence m/s m/s.”

However,col.13 11.24-26.QSI’s E.g., patentId. at '109fact as to intent.rial issue of
European patents expresslythe claim aAccordingly, the court dismissed1123-26.

Quanta “capable recordingand method of informationagainstall of Ricoh’s claims
speed rangea linear in a of 2.4 to 5.6judgment.final Ricoh atand entered aNU

11.49-50;p. p.EP '272 16 EPand we have '962timely appeal,a notice offiled m/s.”
range recording20 11.48-50.Because the ofpursuant to 28 U.S.C.jurisdiction

1295(a)(1). speeds European patentsdisclosed in the§
range bythe claimed the '109overlaps

disputedo not that thepatent, partiestheDISCUSSION
patent presumedclaims of the '109 areifSummary judgment appropriateis

Tech.,Corp. Alignv.obvious. See Ormcoanyissue as to mate-genuine“there is no
(Fed.Cir.2006)Inc., 1299, 1311463 F.3dis entitled to arial fact and ... the movant

(“Where overlaps arangea claimed withlaw.” Fed.as a matter ofjudgment
art,in arange priordisclosed the there is56(c); see also Anderson v. Liber-R.Civ.P.

presumption (citingof obviousness.” IronInc., 242, 247-48,477 106ty Lobby, U.S.
Inc.,Grip Sports,Barbell Co. v. USA 392(1986).2505, L.Ed.2d 202 A dis-S.Ct. 91

1317, (Fed.Cir.2004);F.3d 1322 In regrant summary judgmentof istrict court’s
(Fed.Cir.­Geisler, 1465,116 F.3d 1469deference, reapplying thereviewed without

1997))). however,presumption, “canThiscourt. Mi-standard as the districtsame
if it can be shown that thebe rebuttedInc.,Chem., Lextron, F.3dcro Inc. v. 318

awayart from the claimedprior teaches(Fed.Cir.2003).1119, deciding“In1121
range producesthe claimed newrange, orappropri-summary judgmentwhether was

(cita­Id. at 1311unexpectedand results.”ate, lightin a mostwe view the evidence
omitted). rejectedThe district courttionsparty opposingthe the motionfavorable to

testimony offered to rebutexpertRicoh’soppo-resolved in favor of thewith doubts
reasoning “plaintiffthatpresumption,theEndo-Surgery, Inc. v.nent. ...” Ethicon

priorthe artexplain... fails to how1309,Corp., 149 F.3d 1315SurgicalU.S.
away’ patentfrom its '109 or how‘teaches(Fed.Cir.1998).

‘new and unex­patent providesthe '109
” Summary Judgmentresults.’pectedI. The '109 Patent

Order, agree.at 1115. WeF.Supp.2d579
thatThe district court ruled

theattemptsRicoh to rebutappeal,are Onpatent1 and 4 of the '109claims
1 4of claims andEuropean prima facie obviousnesseither of Ricoh’sobvious over

'272”)(“EP by makingpatent purportedly'109EP and of thePatent Nos. 0898272
(“EP '962”).5 EP and EParguments that '272separateRicoh concedesEP 0737962

away rangefrom the of record-'962 teachpatents everydisclose limitationthat both
patent'109 andi.e., speeds byclaimed theingidentical laserof claims 1 and the4—

recording speedsrangethe of thestrategy except thatpulse sequence or write —
unex-by patent producesthe '109rotation of the claimedvelocitythe linear of“when

year prior filing date of theto theAlthough apparently relied than one5. the district court
issued,European patents the court with the districtpatent.on the as In consonance'109

patentcorrespondingproperly patentsnoted that the opinion, we cite to thecourt’s herein
applications prior art to the '109are the as issued.

publicationpatent by virtue of their more
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pected in view of the teachings invention”).results of the inventors of presentthe
EP '272 EP arguments, physicaland '962. Both This characteristic establishes an
however, upperfrom a limitsingle teaching speedstem in to the at which the

phase changeEP '272: material of opticalthe disc
recrystallized.can be p.EP '272 6 11.3-4“recrystallizationwhen the upper-limit

(defining recrystallization upper-limit lin-linear speed” recording layerof the ex-
speedear as “an upper limit linear speedm/s, recordingceeds 5.0 the layer cannot

of a beamlight which recordingscans thecompleteassume a amorphous state
layer whichat the recording layer can bewhen isinformation written therein.
recrystallized beingafter fused with theThus, satisfactory signal properties can-
application of light thereto,the beam andnot be obtained.
then cooled recrystallized”).and In con-p.EP '272 7 11.2-4.In briefingits to this trast, the asserted method claims of thecourt, Ricoh arguesthus that EP '272 patent'109 are strategieswrite comprising

“specifically states that its strategywrite specifieda sequence pulses,of laser not
does not at speedswork above 5.0 m/s.” limited to particularuse on a phase change

argumentsRicoh’s as to the teachings of medium. Ricoh explanationoffers no as to
EP '272 inappositeare recrys-because the why EP '272’s teaching particularof a

limit,tallization upper speed as bydefined type of medium limited to use below 5.0
'272,EP is effectiveness,unrelated to the criticize, discredit,would orm/s otherwise

at any speed, of the write strategy dis- discourage persona ordinaryof skill from“closed therein. ‘A mayreference be said using the write strategy of EP '272 at
to when aaway person ordinaryteach of (thespeeds beyond 5.6 upper limitm/s
skill, upon reference,reading the would be '272)by EPclaimed writingwhen opti-to
discouraged followingfrom paththe set cal media not limited to speeduse below a
out in reference,the or would be led in a of 5.0 Accordingly, genu-there is nom/s.

divergentdirection pathfrom the that was ine ofissue material fact EPthat '272 does
”bytaken applicant.’ Tech.,the Optivus not awayteach from using its disclosed

S.A.,Inc. v. ApplicationsIon Beam 469 write strategy, which is the same write
978, (Fed.Cir.2006)F.3d 989 (quoting In re strategy claimed in patent,the '109 in a

Kahn, 977,441 (Fed.Cir.2006));F.3d 990 high-speed range from 5 to 28m/s m/s.
Fulton,see also 1195,In re 391 F.3d 1201 Ricoh relies on this “teachingsame

(Fed.Cir.2004) (refusing to conclude that away” to support its assertions that the
prior art taught awaydisclosure from the speedlinear range of 5 to 28m/s m/s
claimed where theinvention disclosure did in the patentclaimed '109 an unexpectedis

“criticize,not discredit, or otherwise dis- result over the teachings EPof '272. As
claimed”).courage Here,the solution EP by Ricoh,noted Ormco does teach that the

'272 recrystallizationteaches that the up- presumption of can beobviousness rebut-
per-limit speed physicallinear is a charac- ted if “the range producesclaimed new
teristic of particular phasethe change me- unexpected results,”and 463 F.3d at 1311

i.e., optical havingdiscs specifica added),(emphasisdia— but arguesRicoh that
composition therein. EP '272 the rangeclaimed—disclosed is the new and unex-

“p. 6 11.7-9(stating ‘recrystalliza-that the pected result. In case,this Ricoh does not
upper-limittion linear speed’ of the record- dispute that EP '272 everydiscloses limi-

ing layer of opticalthe mediumrecording tation of claims 1 4and of the patent'109
is a novel value for characterizing the re- other than the aforementioned linear
cording medium, which bywas speed rangediscovered opticalof the medium relative
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in the accused devices thatany processclaimed writeexecuting thelaserto the
Accord-Rather, attempts argue background process.to as aRicoh startsstrategy.

summaryof thespeed grantedthe linear district courtincreasing ingly, thethat
some-patentin '109 is noninfringementmedium the as to all as-optical judgment of

theoverunexpected improvement patenthow an of the '955 becauseserted claims
'272,EP eveninstrategy disclosedwrite starts a for-none of the accused devices
the writeargue thatRicoh does notthough as amatting process opticalof an disc

theany way betweeninstrategy differs ap-atbackground process. Id. 1118. On
Ricoh hasTo the extent thatpatents.two arguesRicoh that the district courtpeal,

previously disclosedthat itsdiscovered requiringmistakenly read the claims as
higherin a linearstrategy is usefulwrite the entireformatting processthat the for

Ri-initially recognized,range thanspeed backgrounddisc must start as aoptical
a method execut-may free to claimcoh be Ricoh, however,It that hasprocess. is

that methodhigher speed unlessat thised mistakenly opin-the court’sread district
See, e.g., 35EP '272.obvious overis ion.

100(b) term(stating that the§U.S.C.
of a known claimInfringement“a new use of a methodincludes“process”

However, mere under- party performsthe a all of theprocess”). “occurs when
Res.,strategy of the '109that the write Inc. v.standing steps process,”of the BMC

L.P.,but 1373,useful in a fasterand EP '272 is 1379patent Paymentech, 498 F.3d
not thespeed range isoverlapping (Fed.Cir.2007),linear the dis­and Ricoh reads

facieprimathat can rebut aof resulttype opinion improperly apply­astrict court’s
the over-arising fromcase of obviousness particular,In Ricohing this standard.

development of theranges. Suchlapping in“comprising”the use of theargues that
“ordinaryofquintessenceart is theprior indefinite article “a” topreamble, plus the

common“ordinary skill andorskill” process,” indicatesformattingintroduce “a
innovation.patentablethansense” rather formatting method withan accusedthat

Inc.,v. 550 U.S.Int’l Co.KSR foreground stepsor more additionaloneTeleflexCf.
1727, 1742,398, L.Ed.2d 705127 167S.Ct. patentthe claims of the '955may infringe

(2007). judgmentthetherefore affirmWe process begins as along as at least oneas
district court.of the Although the use ofprocess.background

“raisespreamblein a claim’s“comprising”
II. The '955 Patent elements isthe list ofpresumptiona that

of the '955Each of asserted claims 8-12 nonexclusive,” of astepsthe enumerated
“starting astepthe ofpatent requires “all beclaim must neverthelessmethod

disc asformatting process opticalfor said in the claim for aas recitedpracticed
E.g., patent'955background process.”a Dots, Inc. v.infringe.” Dippin’toprocess

agree that aparties11.21-22.Thecol.13 (Fed.Cir.2007).1337, 1343Mosey, 476 F.3d
usedprocess, as that term isbackground analysis,under Ricoh’sAccordingly, even

differs from a fore-patent,in the '955 the back­alleged to meetprocessthe
pro-backgroundin that aground process claims 8-12 oflimitation ofground process

anyat time tointerrupted“can becess originate as amust itselfpatentthe '955
another, process tohigher priorityallow process.background

Summary Judgment Or-performed.”be
case, courtthis the districtInder, at 1117. The districtF.Supp.2d579

pre­Ricohonlythat the evidencefoundand conclud-examined the evidencecourt
patentof the '955infringementofevidence of sentedpresentedhad noed that Ricoh
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was two tests that Ricoh conducted. In patents through orthe sale offer for sale
tests,both opticalan disc drive started of software that thecauses accused drives

formatting foreground performthe disc as a topro- the claimed methods. The dis-
“[bjecausecess and trict courtformattinglater switched the a ruled that:to the

claims asserted in thebackground process. Summary patent'552Judg- and the
Order, patent'755F.Supp.2d writingment disclose methods for579 at 1116-18.

and recording rather anImportantly, presented [than]Ricoh actual de-no evidence
vice, proveto direct infringement, it is notprocessthat the formatting occurring in
enough plaintifffor to show a sale or offerthe background a processwas different
to sell anof accused device.” Id. at 1123than processthe that started as a fore-

NTP,(citing Motion,Inc. v. Research Inis,ground process. That the district court
Ltd., 1282, (Fed.Cir.2005)).418 F.3d 1321ruled that presentedRicoh had no evi-
In support NTP,of this reading of thedence that any process started as a back-
district court onrelied this opinioncourt’sground process. atId. 1117-18. Before
in Joy Flakt,Technologies, Inc.,Inc. v. 6court, similarlythis Ricoh fails to cite a

770,F.3d (Fed.Cir.1993),773 which statedsingle piece of to suggestevidence that the
that unequivocal“[t]he law is that the saleaccused devices two separateuse format-
of equipment perform processto a is not ating processes, one of which instarts the

of processsale the within meaningthe offoreground and the other of which starts in
271(a).”section Nevertheless, Ricoh ar-the background. Accordingly, we con-

gues that the sale of a method can beclude, court,as did the thatdistrict Ricoh
distinguished from the sale an opticalofhas presentfailed to evidence to create a

practicingdrive the method because thematerial issue of infringementfact as to of
software thatinstructions control the drivepatent.the '955
can separatedbe from the hardware that
actually carries out those instructions.III. The '552 and '755 Patents
Because NTP explicitly did not decide the

As to both the '552 patents,and the '755 question of whether a “method mayclaim
the district court thatruled there are ma- not be infringed under the ‘sells’ and ‘of-
terial issues of fact respectwith to wheth- tofers sell’ prongs 271(a),”of section 418
er the accused practicedevices the meth- 1320-21,F.3d at Ricoh invites this court to
ods of the claims. Summaryasserted provide an answer and hold that partya

Order,Judgment 579 F.Supp.2d 1121,at may directly infringe a method claim un-
Nevertheless,1122. the district court dis- 271(a)der §35 byU.S.C. offering to in-

missed Ricoh’s claims of infringement of patentedclude inmethods software sold as
the patents'552 and '755 against each of part of the accused devices.
Quanta NU,and ruling that Ricoh had The answer lies in the language of the
failed to create material issues of fact as to statute, and we therefore begin with its
direct or indirect infringement under the 271(a)text. Section of Title 35 sets forth
provisions 271(a)-(c).§of 35 U.S.C. Ricoh requirementsthe of a claim pat-of direct
appeals groundson the that the district ent infringement: “whoever without au-
court both misinterpreted and misapplied thority makes, uses, sell,offers to or sells
the statute. any patented invention, within the United

States importsor into the United States
A. InfringementDirect any patented invention during the term of

We first toturn Ricoh’s claims that patent therefor,the infringes patent.”the
Quanta directly infringed the '552 and '755 Ricoh thus argues that the issue in this
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“any patented invention” The cases notedcase is whether here make clear that
party carryingthat a who the actual“process,”includes such out of the instructions

process is that withinpatented processor offers to sell a which constitutes asells
271(a).meaning §court ininfringes patent.the As did the the of With this under­

NTP, mind,standing “process”we conclude that we need not defini- of in agreewe
tively question reasoningthis to conclude as a with the of NTP appli­answer that the

Quantathat did not sell or cation of conceptmatter of law the of a sale or offer of
by Ri- to carryingoffer to sell the invention covered sale the actual out of a se­

quencecoh’smethod claims. of actions is ambiguous. 418 F.3d
(“ acts,at 1319 process is a series of‘[A]

case, mistakenlyIn this Ricoh has concept appliedand the of sale as to those
thatprocessconfused software with a as ”ambiguous.’ (quotingacts is Minton v.

byinterpretedterm has been this court. Dealers, Inc.,Nat’l Ass’n Sec. 336 F.3dofrecognized, pro­As the court in NTP “a 1373, (Fed.Cir.2003))). Indeed,1378 the
nothingcess is more than the ofsequence Supreme recentlyCourt recognized that “a

comprised.”of which it is 418 F.3dactions patented maymethod not be sold in the
at court has stated that a1318. This also way Quan­same as an article or device.”
process doing something,“consists of and —Elecs., Inc.,Computer,ta Inc. v. LG
therefore has to be carried out or per­ -, 2109, 2117,U.S. 128 S.Ct. 170

Kollar, 1326,formed.” In re 286 F.3d (2008)L.Ed.2d (holding despite996 that
(Fed.Cir.2002). contrast,In1332 software difference, patentthis the doctrine of ex­

actions,a sequenceis not itself of but appliedhaustion to method uponclaims
rather it is a set of instructions that di­ embodyingthe authorized sale of a device

perform sequencerects hardware to a of claims). However,those al­because the
Corp.actions. See v. AT & TMicrosoft legedly infringing insale this case was the

1754,437, 1746,Corp., 550 U.S. 127 S.Ct. (i.e.,sale of software per­instructions to
(2007) (recognizing167 L.Ed.2d 737 that processform a than perform­rather the

instructions,software “the ofis ‘set known itself),processance of the we need not
code, computer per­as that directs a to process maydetermine whether a ever be”specified operations’form functions or give liabilitysold so as to rise to under

(quoting Fantasy Sports Props., Inc. v. 271(a).§ Accordingly, par­we hold that a
Inc., 1108,Sportsline.com, 287 F.3d 1118 ty that orsells offers to sell software

(Fed.Cir.2002))); Computer Dic­Microsoft containing perform pat­instructions to a
(5th ed.2002)tionary (defining489 “soft­ infringe patentented method does not the

ware” as “[c]omputer programs; instruc­ 271(a). Microsoft,§ 127 atunder S.Ct.Cf.work.”);tions that make Alanhardware that a(holding1753-55 as set of instruc­
(9thFreedman, Computer GlossaryThe tions, componentsoftware is not a aof

ed.2001) (defining “software” as “[i]nstrue-­ patented meaning ofdevice within the
computer.”). Despitetions for the its ar­ 271(f)§ until it machine-­is reduced to a

guments appeal, impliedlyon Ricoh itself copy).readable
acknowledges the distinction between a

271(a)§process perform pro­and instructions to a We next turn to Ricoh’s claims
cess in thatagainst allegesits statements to this court—“the NU. Ricoh NU direct-

Quanta’s ly bysoftware '552infringed patentsinstructions that control the and '755
separated testing upon receiptdrives can be from the hardware the accused devices

actually Quanta.that carries out instruc­ from The district court ruled thatthose
Appellant’s any specifictions.” Br. at 41. Ricoh “failed to adduce evi-
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any of products noninfringingdence that tested the in a Summary[NU] manner.
Order,infringing the Judgmentaccused of '755 and '552 F.Supp.2d579 at 1123-­
so,patents way held,or that it tested them in a that 24. This is the district court even

infringement.” though apparentlywould constitute Sum­ it assumed that the evi­
Order, dence,mary Judgment F.Supp.2d579 at in lightviewed the most favorable

Ricoh,appeal, argues1123. On Ricoh that the Quanta’sto indicated that drives
separatedistrict court mischaracterized the useevi­ hardware and embedded soft­

First,inagainst respects. performdence NU two ware modules to the patented
processes componentsRicoh issue with the district court’s and that thosetakes had

noninfringingnomerely purposesconclusion that NU “tests some of use. For of this
Second, appeal, weproducts, acceptits not all of them.” must as true Ricoh’s

Quanta’sevidence thatargues drives contain atpresentedRicoh that it evidence
separateleast some distinct and compo­sufficient to create material issues of fact

onlynents used perform allegedlyto theas to whether NU’s tests were conducted
infringing write In posture,in methods. thisinfringeda manner that the '552 and

presentsthis case thus an important, andpatents.'755 At summary judgmentthe
unresolved,previously question concerningphase, “partythe with the burden of proof

scope liabilitythe of contributoryfor in­‘provideon an issue must evidence suffi­
fringement, 271(c),§the construction ofcient, unopposed, prevailif to as a matter

” interpretationand the of theW, SupremeShertech, Inc.,of law.’ L & Inc. v.
Court’s decisions in Sony Corporation(Fed.Cir.2006)1311,471 F.3d (quot­1318 of

Studios, Inc.,America v. CityUniversalUSA,ing States,Saab Cars Inc. v. United
417, 104 774,464 U.S. S.Ct. 78 L.Ed.2d 574(Fed.Cir.2006)).1359, 1369434 F.3d After

(1984), and Metro-Goldwyn-Mayer Stu­reviewing depositionthe testimony of
dios, Grokster, Ltd.,Inc. 913,v. 545 U.S.30(b)(6) witness,Rule agreeNU’s we with

2764, (2005).125 S.Ct. 162 L.Ed.2d 781the district court that Ricoh has failed to
put forth evidence sufficient to create a The contributorydoctrine of infringe­
material issue of fact as to direct infringe­ longment predated the enactment of
ment of the and patents by'552 '755 271(c).NU. See,§ Holmes,e.g., Wallace v. 29

(No.74, (C.C.D.Conn.­17,100)F.Cas. 80
ContributoryB. Infringement 1871) (holding that the sale unpatent-­of an

We now turn argumentsto Ricoh’s ed componentburner intended for use in a
Quantathat contributorily infringed patentedthe lamp contributorilycombination

'552 patents byand '755 selling optical Co.,infringed); Mfg.see also Aro Inc. v.
disc drives adapted performto patent­ Co.,the Top Inc.,Convertible Replacement

recordinged methods. The 476,district court 6, 1526,377 U.S. 485-88 & n. 84 S.Ct.
held that though Quanta’s (1963).even drives 12 L.Ed.2d 457 partEnacted as of
might capablebe being 271(c)of used infringe 1952,to §the Patent Act of was de­

patentedRicoh’s processes by writing signed codifyto the contributory infringe­
discs, liabilitythere was no for contributo­ ment previouslydoctrine “that had been
ry infringement because the developeddrives were by judiciary.”the Dawson

capablealso of “substantial noninfringing Co.,Chem. Co. v. Rohm & Haas 448 U.S.
271(c)use” within the meaning 176, 179,§of 2601,be­ 100 S.Ct. 65 L.Ed.2d 696

they (1980).6 271(c)cause could also be used to read discs provides:Section

Although (1944),6. Corp.in Mercoid v. Mid-Continent SupremeL.Ed. 376 the Court cast
Co., 661, 268,Investment 320 U.S. 64 S.Ct. 88 doubt on the continued existence of the con-



1337

acomponent part productthat as of orwithin the ofto sell or sellsoffersWhoever
device.into the UnitedimportsorStatesUnited

ma-patentedacomponentaStates that,appears undisputedIt to be assum-of
chine, ormanufacture, combination found,infringement Quantaising direct

apparatusa material orcomposition, or 271(c)§ if import-be liable under itwould
process,patentedapracticinguse in within the United aed into or sold Statesfor

part of the inven-constituting a material microcontrollercomponent (say, abare
tion, especiallyto beknowing the same patent-routines to execute thecontaining

use in anadapted forespecially methods)made or that had no use other thaned
and not apatent,of suchinfringement of the '552 andpracticing the methods

commodity com-article orstaple speciallypatents. component,Such a'755of
nonin-substantialmerce suitable patented processfor in theadapted usefor

use, use,a contrib-be liable asfringing noninfringingshall and with no substantial
utory infringer. nothing else”“goodbe forplainlywould

infringement patented process.of thebutadded). of thelanguageThe(emphasis
Grokster, 932,at 125 2764545 U.S. S.Ct.the core notion thatincorporatesstatute

omitted).(internal quotation marksespecially de-componentwho sells aone
maypatentedin a inventionfor usesigned Quanta notIt thus follows that should
pro-contributory infringer,aliable asbe escape liability as a con-permittedbe to

stapleacomponent is notvided that the merely by embeddingtributory infringer
suitable for substantialarticle of commerce larger productin athat microcontroller

summarizednoninfringing aptlyuse. As additional, separable feature be-with some
Judiciary reportin the House Committee selling it. If wereimporting and wefore

271(c),§ofaccompanying the enactment otherwise, thelongthen so asto hold
contributory in-liability forproviding whole,a has a sub-resulting product, as

who makes“[o]nereflects thatfringement solely onnon-infringing use basedstantial
of aconstituting the heartspecial contributorya device lia-feature, nothe additional

supplies it to others presencemachine and the of apatented bility despiteexistwould
alone,implied) that,or to com-(specific plainlydirections if soldcomponentwith

rule,obviously appropriat-is such aliability.7the machine incur Underplete would
bypatentedthe invention.” intended Con-protectionthe benefit of of theing evasion

271(c)(1952).82-1923, § becomeenactingat 9 The in wouldH.R.Rep. gressNo.
toeasy. competitoror sells A who wishedstatutory language “offers to sell rather

infringe-would enablethe sell hardware thatimports... or into United States”
do sopatented process couldof an ment of aonly to the bare saleapplies not

contributoryliability forincurringto the sale withoutinfringing component, but also

doctrine, 271(c) messages. If a manufacturerto takeliability § was en- machinetributory
reinstatingexpress purpose infringing answering sells twothe of machineacted “for of an

device,contributory infringement as itofthe doctrine a stand-alone versionof theversions
developed by prior to Mer-decisionshad been telephone, con-with a built-inand a version

coid, overruling any invalida-blanketand of infringe they eitherdirectly when usesumers
in thethe doctrine that could be foundtion of message-takingpatentedcarry out theto

Mfg., U.S. atopinions.” Aro 377Mercoid however,logic,the dissent'smethod. Under
492, 84 S.Ct. 1526. only incurmanufacturer would contribu-the

answeringtory liability the stand-aloneforarbi-illustration of this7. Ricoh offers a useful
machine, iden-the version that isand not forhypotheti-atrary in its brief. Considerresult

telephone.afor the addition oftical butusing answeringpatented ancal method of
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ainfringement by selling device that sim­ 125 S.Ct. 2764. Pertinent to the present
ply the hardware practicingembedded for question, the explainedCourt that the sta­

patented processthe within other hard­ ple article of commerce doctrine codified in
performs process, 271(c)ware that also another § identify“was devised to instances

by combining enablingor the hardware in which it may presumedbe from distri­
with other hardware before it.importing bution of an article in commerce that the
Moreover, inonly person sup­the first the distributor intended the toarticle be used

(in above,ply examplechain the the manu­ to infringe patent,another’s mayand so
microcontroller)facturer who sells the justly be infringement.”held liable for that

could contributory infringe­be liable for Id. While presumption fully justifiedthis is
person boughtment. The who that in­ by the ansale of item that can be used

fringing component and assembled it into only infringe, “equivocalto the conduct of
something liabilityelse would face no for selling an item with substantial lawful as
contributory infringement, ifeven that well as giveunlawful uses” does not rise to
component good nothingwere for but in­ presumptionthe same of an intent in­to
fringement. importantly,And most no 932, 125fringe. Id. at S.Ct. 2764.

271(c)§ liability evercould be found
The Grokster Court thus made clearwhere an infringing component is both

purposethat the of the “substantial nonin-manufactured and assembled into some­
271(c)fringing exception §use” of is tothing byelse person. manythe same In

allow determination of instances where thesituations,of these only remedythe would
intent to infringe may presumedbe basedagainstbe productend users of the for
on the productdistribution of a that has andirect infringement. This result would be

932-33,unlawful use. Id. at 125 S.Ct.contrary Supremeto what the Court rec­
2764. When a manufacturer inincludes itsognized in Grokster as a fundamental pur­
product componenta that can only in-pose contributory infringementof liability:
fringe, the inference that infringement ismaybecause “it be impossible to enforce
intended is unavoidable. sellingWhile arights in protectedthe effectivelywork
potentially infringing product where eachagainst infringers, onlyall direct prac­the
component part thereof has a substantialtical go againstalternative to[is] the dis­

maylawful use “equivocal,”well be id. attributor of copyingthe device for second­
932, 2764,125 S.Ct. entirelyit is appropri-929-30,ary Grokster,liability.” 545 atU.S.
ate presumeto that one who sells a prod-S.Ct. 2764.125
uct containing a component that has noNothing Supremein the Court’s deci-
substantial noninfringing use in thatinsions Sony requiresGrokster or the
product does so with the intent that theresult the today,dissent would reach and
component will be infringe.used to Wemuch againstcounsels it. bothWhile of
are unable to read Grokster as suggestingthose contributorycases involved infringe-

271(c)that Congress §intended to elimi-ment under copyright rather than patent
nate presumptionthis in such cases wherelaw, the principles generallyare the same.
an infringing component togeth-is bundledFirst, Grokster,in the more recent deci-
er with something else.two,sion of the the Court was faced with a

Second,contributory infringement claim against noninfringingthe analysisuse of
the makers of peer-to-peer Sony simplyfile sharing speakdoes not to these facts.
software that widelywas In Sony,used to distribute Supremethe Court considered
and obtain copyrighted musical inworks whether a manufacturer of video cassette
an infringing 919-24,manner. 545 U.S. at recorders could be held liable for contribu-
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Hodosh, aplaintiffIn the heldplaced.werewhen the VCRsinfringementtory
a method of desensitiz-process patent oncopyrightedto recordby consumersused

containingcompositionteeth with aingmanner. 464 U.S.infringingin anworks
a manufacturerpotassium nitrate and sued419-21, Concluding that774.104 S.Ct.at

potassium toothpaste for contrib-of nitrateof andcapablewereat issuethe VCRs
Al-utory infringement. Id. at 1576.time-noninfringing privatewidely used for

toothpaste containingthough the accused(that is, recording pro-a televisionshifting
directlynotpotassium nitrate did itselflater), a substantial nonin-togram watch

patent,Hodosh’s method custom-infringeuse, that sale ofthe Court heldfringing
usingwhen theundisputedlyers did soconstitutepublicthe did notthe VCRs to

their teeth. Id. atpaste to desensitizecontributory infringement plaintiffs’of the
here, allegedAs is relevant the1576-77.456,at 104 S.Ct. 774.Id.copyrights.

theinfringer argued that the focus of
sug­itSony opinionin the isNowhere 271(c) noninfringing use in-§ substantial

accused of contribut­gested that the VCRs
ingredient potassi-on thequiry should be

specialized,containeding infringementto
nitrate, admittedly a stapleum which was

usedthat could becomponentsdistinct
article of commerce with numerous nonin-

couldinfringe. The accused VCRonly to uses, than on the tooth-fringing rather
ways: infringe copy­to ain twobe used as a whole. Id. at 1578. We statedpaste

“library” of broadcastby budding aright 271(c)§in that the focus of theHodosh
substantial,movies, noninfringingor in a the asinquiry toothpasteshould be on

program for laterway “time-shift” ato sold,” id., theactuallywas which“what
pro­uncopyrightedor to record anviewing acompellingunderstands as deter-dissent

443-446, 774.104 S.Ct.See id. atgram. Quanta’sof whether entire drivemination
recordingCritically, the same tuner and noninfringinghas substantial“as sold”
employedthe VCR would befeatures of reading of Hodosh divorcesuses. But this

noninfring-­infringing or thefor either the uponholding from the factsthe court’s
facts of thedisputedtheing use. Unlike focusingIn onwhich it was rendered.

(as inpresentedRicoh themcasepresent sold,” the courtactually Hodosh“what was
summary judg­forresponse to a motion argument that an otherwiserejected the

ment), re­Sony did not havethe VCRs automaticallymay es-infringing product
onlythat could becording components amerely because it containscape liability
distinctinfringe separable,andused to atingredient. Id.noninfringing staple

infringe.that did notcomponentsplayback (“At trial, for1578; at 1579see also id.
Thus, simply had no occa­Sonythe Court containing potassi-toothpasteexample, the

at issue here.questionto address thesion a far... to havemayum nitrate be shown
Sony or asare unable to read GroksterWe (ifusesrange noninfringingofnarrower

to the sale of arequiring ignorethe court purenitrate orpotassiumthan that ofany)
componentinfringingdistinctseparable, alone.”). hereThe dissenttoothpaste

together with a non-­it is bundledbecause it wouldwhat Hodosh forbad:would do
beingbefore distrib­infringing component by focusingiteminfringinginsulate an

uted. Itcomponent.noninfringingitsonly on
the in-on Ho­ from Hodosh thatSimilarly, the dissent’s reliance not followdoes

Co., component with substantialDrug 833 F.2d 1575 clusion of adosh v. Block
that con-productin a(Fed.Cir.1987), considering only noninfringingwheth­ usesin

only in-useful tocomponentscapable“as are tains otherQuantathe drives sold”er
should de-patent can orfringe processause is mis-noninfringingof substantial
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contributoryliability infringementfeat for We thus vacate the district court’s
271(c).§under As is the with Sonycase grant summary judgmentof of no contrib­

Grokster, questionand the before us was utory infringement and remand to the dis­
neither nor decided inpresent Hodosh. trict court proceedingsfor further on the

Quanta’smaterial issue of fact of whetherFinally, potential forthe induced
optical disc drives contain hardware orliability ininfringement these situations is

componentssoftware that have no substan­practical contributorynot a substitute for
noninfringingtial prac­use other than toinfringement liability. contributoryUnlike

methods,tice Ricoh’s claimed in whichinfringement, infringementinduced liabili­
contributory infringementease may appro­271(b)ty § requires proofunder that “the

priately be found.inducer an[has] affirmative intent to cause
infringement.”direct Med. Corp.DSU v.

(Fed.­Co., Ltd., 1293,JMS 471 F.3d 1306 C. Active Inducement
(enCir.2006) III.B);banc as to section see

Finally, we consider Ricoh’s claim thatCalco, Ltd.,Corp.also v.Water Techs. 850
QSI actively infringementinduces under(Fed.Cir.1988) (Section660,F.2d 668

271(b),§35 U.S.C. which states that271(b) requires “activelyinducer to have
actively infringement“[w]hoever inducesknowinglyand andaid[ed] anoth­abett[ed]

patentof a shall infringer.”be liable as aninfringement.”er’s direct (emphasis omit­
Specifically, QSIRicoh claims that inducedted)). SupremeThe Court in Grokster
infringement by its (e.g.,customers Hew-relationshipaddressed the between con­
lett-Packard, Dell, Gateway)and as welltributory infringement.and induced The
as the end-users of the drives. The dis-Court made clear that productthe sale of a
trict court granted summary judgment ofwith noninfringingsubstantial uses is with­
no groundsinducement on the that Ricohin a “safe harbor” for ofpurposes contrib­

presentedhad not evidence sufficient toutory infringement. The sale of such a
create a material issue of fact as to wheth-“safe productharbor” in and of itself can­

QSIer possessed requisitethe intent thatnot infringement.establish induced Rath­
patentsthe infringed.be Summary Judg-er, copyright patenteethe owner or must

Order,ment F.Supp.2d579 at 1124-26.show other “statements or actions directed
The district court considered severalGrokster, typesto promoting infringement.” 545

QSI’sof evidence of935, includingU.S. at 125 S.Ct. 2764. As discussed intent —
QSI’sbelow, product sheets,specificationit may mayor not the the factbe case here

QSIthatQuantathat fine byhas taken such acts tunes the firmware8directed used
at promoting the the accusedinfringing writinguse of its drives for to optical

(suchdrives advertising Zone-CLV,as their discsinfringing using a presentation that
writing capability providing QSI Dell,or gave instructions,instruction to website and

use),to infringingas and thus simpleshown an “the Quantafact that defendant
intent infringement.to induce But it is Storage ‘designs and sells’ the accused de-
incorrect to conclude as a general matter vices”—and concluded that this evidence

271(b)§that providewill a sufficient maysub­ QSI “mayestablish that have known
stitute liabilityfor for the sale of an in­ that its performcustomers would pat-the

271(c).fringing component §under methods, plaintiffented but adduces no

Order,8. “Firmware” mary Judgmentrefers to the software stored on F.Supp.2d579 at 1122.
QSI’schipsthe opticalin disc drives. Sum-
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firmed on the alternative basis that Ricohencouraged infringe-Quantathatevidence
requisite showingId. at 1125-26. has failed to make the ofby its customers.”ment

infringement.directcited the law ofanalysis, the courtIn its
“ [actively inducing, likecircuit thatthis us is whether RicohThe issue before

an affirmative act offacilitating, requires introduced evidence sufficient to cre-has” Tegal(quotingat 1125kind.’ Id.some Quanta’sate a material issue of fact as to
Co., F.3dElectron 248Corp. Tokyov. infringeits used tointent that drives be

(Fed.Cir.2001)).1376, 1379 thenThe court the method claims of the '552 and '755
inducement re­findingthat a ofreasoned andpatents. Again, we turn to Grokster

affirmative actsthat the identifiedquires the law of active induce-analysisits of
in some fashion to thecommunicatedbe Supreme beganment. The Court from

E.g., id. at 1125alleged infringer.direct
premisethe that when an article is suitable

Quanta tunes’(“Although defendant ‘fine use,noninfringing an evi-for substantial
CLY],respectwith to [Zonethe firmware in-dentiary showing that the defendant

no evidence that custom­plaintiff adduces
used for directtended that the article be

this,of so it is not clearers are informed Grokster,infringement required. 545is
encourage the customer tothis couldhow 935, Specifically,at 125 S.Ct. 2764.U.S.

The also relied onanything.”).do court
mayliability for active inducement be“that the ‘sale of lawfulpropositionthe

beyondgoesfound “where evidence a
means,by with the knowl­product lawful

product’s knowledgecharacteristics or the
unaffiliated, maypartyan thirdedge that uses, andmay put infringingthat it be to

itself,cannot, in and of constituteinfringe,
shows statements or actions directed to” 1122infringement.’ Id. atinducement of 10,Id. n. 125promoting infringement.” &

Holdings Corp. v. U.S.(quoting Dynacore
reasoning ap-(stating2764 that thisS.Ct.

1263, 1276 n. 6Philips Corp., 363 F.3d 271(b)).§plies to
(Fed.Cir.2004)). the reasons statedFor

... tostepsEvidence of active takenbelow, court’sconclude that the districtwe
infringement, such asencourage directapplicationan incorrect ofreasoning was

use or instruct-advertising infringinganthe law of active inducement.
use,infringingin aning engagehow to

ofInitially, findingwe note that a
prod-affirmative intent that theanshow

finding ofrequires a thresholdinducement showingainfringe,used to anduct be
findinga ofinfringementdirect —either encouraged over-infringementthat was

infringement orspecific instances of direct
find liabili-the law’s reluctance tocomes

neces­finding productsthat the accuseda merely a com-a defendant sellsty when
Brands, Inc. v.sarily infringe. ACCO

for someproduct suitable lawfulmercial
Co., 1307,F.3d 1313ABA Locks 501Mfrs. use.

(Fed.Cir.2007); at363 F.3dDynacore,
(internal936, quota-2764However, court Id. at 125 S.Ct.the district1275-76.

omitted). par-Ofmarks and citationof fact exist as tionthat material issuesfound
case, thento the Courtimportin­ ticular thisto what extent directto whether and

re-showinga of intentexamined whetherduring the normal usefringement occurs
accused indirectevidence that thequiredQuanta Summary Judgmentdrives.of

asuccessfully communicatedOrder, infringerat 1122. On thisF.Supp.2d579
allegedto theencouragementofrecord, reject Quanta’s argu­ messagewe therefore

athat suchsummary infringer and concludeddirectment that the district court’s
necessary:af- communication is notcan bejudgment of no inducement
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Co.,communi-messages explicitlyWhether the were this court onrelied Grokster
pointto the on this clarify specificcated is not record. to that in-intent to cause
message inThe function of the the theo- fringement requiredis for a finding of

ry prove byof is to a defen-inducement active inducement:
dant’s thatown statements his unlawful It must be established that the defen-

himpurpose disqualifies claimingfrom possessed specificdant intent to encour-
(andprotection incidentally pointto to age infringementanother’s and not

likely amongactual violators to be found merely that the defendant had knowl-
message).those who hear or read the edge allegedof the acts to constitute

out,Proving messagethat a was sent inducement. plaintiffThe has the burden
then, preeminentis the but not exclusive showingof that the alleged infringer’s
way of showing stepsthat active were infringingactions induced acts and that

purpose bringingtaken with the of he knew or should have known ac-his
acts,infringingabout showingand of tions would induce infringements.actual

infringing place by usingthat acts took (Fed.Cir.2006) (en1293,471 F.3d 1306
the device distributed. III.B)banc as (emphasisto Section in

(citation938,Id. at 125 S.Ct. 2764 omit- original) (quoting Manville Corp.Sales v.
ted). Accordingly, the district court erred Inc.,Sys., 544,Paramount 917 F.2d 553
to the extent that it discounted Ricoh’s (Fed.Cir.1990)). DSU Medical further re­

QSI’sevidence of intent failing pres-as to lied on Grokster to reaffirm sufficiencythe
QSIent evidence that communicated the of circumstantial prove specificevidence to

allegednature of its to in-actions direct (“intent. Id. proof‘While of intent is nec­
fringers. essary, direct evidence is not required;

Similarly, the court in discountingerred rather, maycircumstantial evidence suf­
”QSI presentationevidence that amade to (quotingfice.’ Corp.Water Techs. v. Cal­

Dell, which advantages co,touted the of Ltd.,the 660, (Fed.Cir.1988))).850 F.2d 668
Quanta drives, groundson thatthe the Moreover, both DSU Medical and Grok-­
presentation algorithmdisclosed an rather ster priorrelied on decisions of this court
than one of the claimed methods. The establishing specific maythat intent be
potential presentationrelevance of the is inferred from circumstantial evidence

First, presentationtwo-fold. the is rele- where a defendant has both knowledge of
vant QSIto the extent it pos-indicates the patent specificand intent to cause the

requisitesessed the intent that its drives acts constituting infringement. See
be used perform infringingto the methods. Materials,MEMC Elec. Inc. v. Mitsubishi
Second, presentationthe is relevant to the 1369,Materials Corp.,Silicon 420 F.3d

encouragedissue of whether it Dell to use (Fed.Cir.2005);4 Techs.,1378 n. Water
infringingthe drives in an manner. That 850 F.2d at 668-69 (inferring intent from

presentation maythe have failed to com- knowledge of the patent and control over
anymunicate information regarding the the manufacture infringingof the product

patented possibilitymethods or the of in- citing Chisum,and 4 Donald S. Patents
fringement notdoes render it irrelevant (1984)as 17.04[4][d],§ at 17-52 for prop­the

QSI’sevidence of intent. osition that “design infringingof product
may inducement”).constitute activeWe further conclude that the district

incorrectlycourt analyzed other circum­ outset,At QSIthe disputedoes not that
presented bystantial evidence Ricoh in it knowledgehad of the '552 and '755

Grokster,this case. In v.Corp. patents.DSU Medical ­ JMS Under Water Technol-
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See,Medical, Schlesinger atQSI may e.g.,there­ ods. Declarationogies, and DSU
271(b)§ if it had argues QSI’s specificunder 11. Ricoh thus thatfore be liable

infringement of theintent to causespecific patentsintent that the '552 and '755 be
inby the mannerpatents'755'552 and by actinfringed is shown this affirmative

are caused to be used.which the drives incorporating componentsof whose sole
MEMC, n. 4. Applica­420 F.3d at 1378See purpose operateis to cause the drives to in

analysis, recognizedble to this Grokster infringesmanner that the '552 anda '755
in­or diminishthat a failure to remove normalpatents under circumstances. To

productfeatures of a distributedfringing the extent that the drives do contain com-
party’sto a intent that thoseis relevant inponents separablewhich are fact from

infringement.for directfeatures be used implement noninfringingthose used to
12, 125 2764at 939 & n. S.Ct.545 U.S. functions, and to the extent that the com-

act,tothat evidence of a failure(noting purposedo not in fact have aponents
however, accompanied bybe othermust performance infringingthan the ofother

acts); also id.of affirmative seeevidence conditions,functions under normal use
(“[T]he13, 125 2764 distri­at 940 n. S.Ct. such evidence would create a material is-

givecan itself rise toproductbution of a regarding QSI’ssue of fact intent that its
that theliability where evidence shows infringeto the '552drives be used and

encouragedintended and thedistributor patents,'755 which could not be decided
infringe.”).used to Ricoh’sto beproduct summary judgment.on

allegedlyof theseparabilityfocus on the
Finally, although we have endeavored tononin-­functionality from theinfringing

underlegal principlesarticulate the whichQuantathe drivesfringing functionality of
Ricoh’s inducement claims should be ana-therefore,may, be relevant to whether
lyzed, we are unable to determine whetherQSI encouragea intent tospecifichad

inof material fact exist the firstissuesinfringement.another’s
instance. Because the court discounteddesignerparticular, QSI’sIn role as the

bases,purely legalon weRicoh’s evidenceoptical drives inand manufacturer of the
sufficiencyto the factual ofdecline assessmay an intent sufficient-question evidence
Quantait andimpactsthat evidence asfindinga of induce-ly specific supportto

summary judgment. Ac-motion forNU’sabove,As indicated Water Technol-ment.
claimRicoh’s inducementcordingly,a intent to causeogies specificinferred

QSI remanded for further con-against isinfringement from a defendant’s knowl-
fur-sideration consistent herewith. Weand control over theedge patentof the

remand, andnote that on the issuestherproductdesign manufacturingor of the
QSI’s of theproofs regarding inducementatinfringement.used for direct 850 F.2d

Dell)(e.g., maymanufacturer customersMoreover, recognizedGrokster668-69.
in-regarding itsbe different from thoseon how to en-providingthat instruction

customers, and theof end-useducementinfringingin an use an affir-gage “show[s]
may be different foroutcome on remandproductthat the be used tomative intent

groups.these936, 125 2764.infringe.” 545 U.S. at S.Ct.
case, QSI incorporatedIn has into itsthis

that theoptical drives software instructs CONCLUSION
steps.a ofperformhardware to series

court’sof theportionsThose districtonlythat the function ofRicoh asserts
(1)that hold that: the assertedjudgmentcomponentscertain software is to instruct
are invalid be-patentof the '109perform patentedits meth- claimsthe drives to
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pre-Ricoh has failed to rebut the portioncause must dissent as to that of the
(2)obvious; opinion judgment'and atsumption theythat are no Section III.B.

Specifically, disagree myI with colleagues’party infringes pat-the claims of the '955
decision to decide the difficult issue ofent has identified no for-because Ricoh
contributory infringement on the basis ofmatting process beginsthat aas back-
policy concerns without regarddue for theground process meaningthe ofwithin the

271(c)§text of 35 U.S.C. and am of the(3)claims; Quanta notasserted does di-
opinion majoritythat the makes three er-orrectly infringe patentsthe '552 '755

First,analysis.rors in majorityits the271(a)§ prohibit sellingbecause does not
ignores Quantathe fact that does not sellofferingor in-containingto sell software
or offer to sell the accused ascomponents,method;aperform patentedstructions to

271(c).§the term “sell” is used in Sec-(4) directly infringeNU does not theand
ond, majority optsthe for an over-inclusivepatents'552 or '755 because Ricoh has

271(c)§application directlyof that contra-presentfailed to evidence sufficient to cre-
Supreme guidancevenes Court on howaate material issue of fact on this issue

ought interpreted.this section to beHowever,are affirmed. the district
Third, the conduct to which majoritythegrant summary judgmentcourt’s of of no
objects designrelates to the and manufac-271(c)contributory infringement §under
ture of “components,” thoughevenby Quanta is vacated and remanded for

271(c)§ only addresses the act sellingof aproceedingsfurther on the material issue
component. reasons,For each of these Iof Quanta’sfact as to whether optical disc
dissent majority opinionfrom the as todrives contain hardware or software com-

III.B; summary judgmentSection of noponents that have no substantial nonin-
contributory infringement properwas infringing practiceuse other than to Ricoh’s
this case.Similarly,claimed methods. the district

271(c)First, § imposes contributory in­grant summary judgmentcourt’s of of no
“[wjhoeverfringement liability on offers to271(b)§inducement by QSIunder va-is

sell or sells within the United States orcated and remanded for consideration of
imports into the United States a compo­whether a material issue of fact exists with

machine,nent of a patented manufacture,respect QSI’s specificto intent that the
composition,combination or or a materialpatents infringed'552 or '755 bybe the

or apparatus for in practicing patent­use aQuanta’suse of optical disc drives.
process,ed constituting parta material of

AFFIRMED-IN-PART, VACATED- invention_”35 271(c).§the U.S.C. In
IN-PART, AND REMANDED-IN- case,this the asserted claims of the '552
PART and patents'755 are directed to methods

of writing opticaldata to discs. The dis­
COSTS trict court reasoned that the accused de­

vices, in addition to writing opticaldata toNo costs.
discs, were capable readingalso of data

discs,opticalfrom and the court concludedDissenting opinion byfiled Circuit
that the accused devices were thereforeJudge GAJARSA as to Section III B.
suitable for a substantial noninfringing

GAJARSA, Judge,Circuit dissenting as Quanta Inc.,use. Computer,Ricoh Co.v.
to Section III.B. (W.D.Wis.­1110,F.Supp.2d579 1115-16

2007)I agree mywith colleagues respect Order”).with (“Summa'i’y Judgment
reached,to the result judgmentand I Accordingly, Quantabut the court ruled that
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271(c)§language of ...contributorily infringe the '552 and the deals withdid not
appeal, actually byRicoh asserts the material sold the ac-patents. Id. On'755

wholly thereading bythe function is cused and uses made of it itsthat because
271(c)writing purchasers.function of the Section requiresfrom the ex-separable

i.e., Quanta patented onlycould have amination of the methodaccused drives —
lacking determiningthe inread-only drives or drives whether the material thesold

infringing patents1 actuallyaccused of the accused sells ma-features constitutes a
—Quanta liabilityavoid for contrib- partcannot terial the invention and is knownof

simply by putting thoseutory infringement by accused to be especiallythe made or
in Buttogetherfunctions the same box. adapted infringing patent.for use in the

of whether the hardware andirrespective party potassiumNeither here “sells” ni-
components Quanta’s trate,of drivessoftware and attemptedBlock’s limitation

separableconstitute abyidentified Ricoh staple/nonstaple inquiryof the to that
apparatus forcomponent or a material or ingredientmere would eliminate the

claims, itpracticing 271(c)-mandatedin Ricoh’s methoduse § inquiries relating to
Quantaundisputed that has neither of-is actuallywhether what was sold was a

componentsnor thesefered for sale sold partmaterial of the invention and
interpreted byas the term “sale” has been whether the thatseller knew what was

court.this actually especiallysold was made or
in infringementfor use of theadapted

holdingunmistakable of Hodosh v.The
patent.(Fed.­Co., Inc.,Drug 833 F.2d 1575Block

(footnoteHodosh,Cir.1987), in F.2d at 1578 omit-is that “offers to sell or sells” 833
added).271(c) ted) (emphasis present§ material the ac­ In therefers to “the

case,actually party componentsId. at 1578. In Ho-­ neither “sells”cused sells.”
dosh, adapted perform patentedwhether the of to writequestionthe was sale Ricoh’s

by They opticalsell disc drives ca-unpatented toothpaste, which was used methods.
discs,method, in apractice patented pable reading writingto a of nonin-consumers

manner, writing alleg-and in ancontributory infringement fringingwould constitute
271(c) majority’sby edly infringing§ if made a manner. Theunder the sales were

staple/nonsta-limitation of theparty patentee. party attemptedother than the One
component of theargued ple inquirythat such a sale would not consti­ to one mere

(1)by Quantasold re-contributory infringement opticaltute because disc drives
quires finding,factual astoothpaste staple inappropriatethe contained the article an

did the district court find nor doespotassium rejecting argu­nitrate. In this neither
ment, hold, major­ presented appealthe to us on dem-the court did not as the record

Quanta’s opticalin­ that disc drivesity suggests,here “that an otherwise onstrate
wholly separable infringing com-may automatically escape include afringing product

(2) theand would eliminateliability merely ponent;because it contains a non-­
271(c)-mandatedRather, toinquiry relating§infiinging staple ingredient.” the

actually sold was suit-languagefocused on the of the stat­ whether what wascourt
noninfringing use.ute and held that able for a substantial

perform-expert, Schlesinger, practical other than”liability T.E. have no use1. Ricoh’s
of T.E.circuitry, ance of those methods. Declarationstated that "the electronic firmware

elements, Oppositioncomponents Schlesinger Supportin of Ricoh’sand of the ac-other
Quanta Quanta’s JudgmentSummary at[allegedly perform to Motion forcused drives that

Declaration”).(hereinafter “Schlesingerpatents]and '755 11the methods of the '552
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Second, majority’s interpretation of intended the article to be usedthe distributor
271(c) inpublic infringe patent, maythe interest to another’s andsubjugates§ so

paten- justly infringe­devices to a be held liable for thatunpatentedaccess to
ment.”).realizing Accordingly,economic reward “where an article isintee’s interest

Sony ‘goodIn Corpo- nothing infringement,method. for else’ butpatentedfrom a
City inlegitimate publicv. Universal Stu- there is no interest itsration Americaof

dios, 417, 774,Inc., availability,104 in­464 S.Ct. 78 unlicensed and there is noU.S.
(1984), justice in or anSupreme presuming imputingL.Ed.2d 574 the Court intent

(citation omitted)infringe.”tocharge (quot­that “when a of contribu- Id.reasoned
Co.,entirelytory ingis on Canda v. Mich. Malleable Ironinfringement predicated

Cir.1903)).486, (6thcommerce that is 124 F. 489 As en­the sale of an article of
271(c),infringe patent, §a inby purchaserused the to sconced the doctrine of con­

tributorythatpublic infringementthe interest in access to article “absolves the
necessarily implicated.” equivocal sellingof anof commerce is conduct item with

440, uses,Id. at 104 S.Ct. 774. As to the bal- substantial lawful as well as unlawful
against liabilityandpublicance of that interest the limits to instances of more

“owner,patent pat-of a ‘theprivate right understandingacute fault than the mere
to owner a that productsent makes reward the some of one’s will be mis­statute[ ]

” atsecondary breathingconsideration.’ Id. 429 used. It leaves room for innova­
(quoting vigorousStates v. Paramount Pic- tion and a commerce.” atUnited Id.
tures, 158, 915,131, 932-33, 125334 68 S.Ct. 92 2764.U.S. S.Ct.

(1948)). Thus,L.Ed. to strike the1260 Despite Supremethe Court’s rationale
balance,appropriate the Court has stated contributoryof infringement that favors“ thoughthat the ‘sale of an article which public unpatented goods,access to the ma-

adapted infringing adapt-to an use is also jority adoptshere an over-inclusive inter-
uses, enoughed and lawful is nototherto. 271(c)pretation §of that fails to heed the

contributory infring-to make the seller a high particular,Court’s caution. In the” “ ‘[sjucher,’ that a rulereasoning would majority’s expansive interpretation of the” Sony,block of commerce.’the wheels phrase subjects“offers to sell or sells” not
441-42, (quoting464 at 774U.S. 104 S.Ct. Quantaonly contributoryto infringement

Co., 1, 48,Henry v. A.B. 224Dick U.S. 32 Dell,liability, anybut also HP and other
364, (1912),S.Ct. 56 L.Ed. 645 overruled Quanta’sreseller of drives. These resell-

on other Picturegrounds, Motion Patents majority’sers come within the reading of
502,Mfg.,Co. v. 243Universal Film U.S. 271(c)§ though onlyeven activitytheir is

(1917)).517, 416,37 S.Ct. 61 L.Ed. 871 (orunpatentedto sell an optical disc drive
Moreover, in anMetro-Goldwyn-Mayer computer system)even entire that has

Studios, Grokster, Ltd., functions,multiple onlyInc. v. 545 U.S. ofone which is
913, 2764,125 alleged practiceS.Ct. 162 L.Ed.2d 781 to Ricoh’s claimed meth-
(2005), case, Thus,although a copyright majoritythe Su- ods. whereas the seeks to
preme pur-Court that the inexplicitly only remedystated avoid situations which “the
pose of contributory infringement againstthe doc- would be end prod-users of the

uct,”presume optstrine was to an intent that a it captures everyfor a rule that
product infringe pat-be used to another’s seller in the chain of givencommerce for a

(“The932,ent. Id. at unpatented product.2764 doc- majority’s pro-125 S.Ct. The
trine identify posedwas devised instances into rule would burden the wheels of

maywhich it presumed givebe from distribu- commerce and would undue regard to
tion of an monopoly patentarticle in commerce that the the limited of the statute
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publicexpenseat the of the interests iden-
by Supreme Stephen GINGERY,tified the Court. Petitioner,W.

271(c)Third, § imposes contributory in-
v.

fringement liability solelybased on offer-
ing selling unpatented good,to sell or an DEFENSE,DEPARTMENT OF

(on face)majority’s analysisbut the is its Respondent.
by a concern fordriven activities other

No. 2007-3292.majori-than such For example,sales. the
ty my analysis 271(c),§takes issue with of

United States Court of Appeals,“Quanta may escape liabilitybecause as a
Federal Circuit.contributory infringer merely by embed-

ding largerthat microcontroller in a prod-
24,Dec. 2008.additional, separableuct with some feature

importing sellingbefore and it.” Nothing
271(c)§in can read as tobe directed the

activity embedding componentsnon-sale of
271(c)§in larger products. Rather is

onlyconcerned the salewith of either the
component largeror the product—-under

Hodosh,straightforward analysisthe of
(toQuanta componenthas not sold the the

exists),separableextent a component only
larger product. Similarly, majori-the the

271(c)ty §recognizes liabilitythat “no
infringingcould ever be found where an

component is both manufactured and as-
something bysembled into theelse same

271(c)§person.” Obviously, not im-does
pose liability manufacturing unpatent-for

components,ed and the majority’s efforts
target activityto provisionthis under a

solelyconcerned with an offer to sell or
sale misguided plain languageis under the
of the statute.

sum,In my judgment majori-is that the
ty’s analysis in Section III.B is flawed
according statute;to languagethe of the
the balance of interests contemplated by

statute,the as that balance has been ad-
by Court;Supremedressed the and the

types of activities to which the statute is
properly Iaddressed. would affirm the
district court for these reasons.


