
369

(3)delay, Inprosecutorial and that be- witnesses who testified at trial.
short, signsdelayunnecessary inthis there are no this caseCourtcause of

under the of was inthe indictment that conduct the defenseshould dismiss
any by bring-way impaired delay48(b), the the inF.R.Crim.P. On basisRule
ing addition,the trial. Inas the briefs defendant tohearing,of that as well

priorby parties, the was not incarceratedand affidavits submitted the defendant
sum,prior In I conclude that the in-to that de- to trial.I concluded trial the

any prej- dictment should not have been dismisseddemonstratedfendant had not
bringingany delaylapse of inof time be- because the de-udice on account of the

toof initial indict- fendant trial.tween return thethe
pretrialment and the that the hear-date motions will be denied.Defendant’s

ing conducted, approxi-was which was
mately began,a week his trialbefore

delayand that whatever inwas involved
lapse giventhat of thetime, failure of

any prejudice,todefendant demonstrate
explicable justified by manywas and the

pretrial bymotions filed the defendant
by necessity investigationand the for of
complex and voluminous records in-the

involved the case. four-factor testSee
LAMINEX, INC., andPlaintiffWingo,inelaborated Barker v. 407 U.S. Counter-Defendant,514, 2182,92 L.Ed.2d 101S.Ct. 33

v.(1972). Mar-See also United v.States
Identatronics, Inc.,Ronald C. FRITZ andion, 307, 455,404 U.S. 92 S.Ct. 30 L.Ed.

Defendants and Counter-Plaintiffs.(1971),2d 468 in which the Court held
No. 73 C 1554.Duethat the Process of the FifthClause

providesAmendment a forbasis dismis- Court,United States District
Onlyofsal an indictment if the defense Illinois,D. E. D.N.

prosecutorialcan atshow trial that de- 13,Aug. 1974.
lay rightprejudicedhas the to a fair
trial. Defendant’s motion was denied
prior Sep-to trial in a orderbrief dated

12,tember 1974.

Defendant inhas effect renewed his
point by arguingmotion at this that the
denying pretrialCourt erred in his mo-

tion to the indictment. Hedismiss has
made, only generalhowever, allegationa

erred,that the Court so and of-has not
any examplesfered from the trial that

would tend preju-to show hethat was
by any delay.diced After careful con-

trial,of thesideration events at I once
again conclude is nothat there evidence

prejudiced bythethat defendant was
any delay being broughtin to trial. As

supra,discussed, the defendant has dem-
prejudice bynoonstrated the unavaila-

bility of some of the other directors of
FNB. Moreover, there nowas evidence

any lapses part anyof memory on the of
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Philip Mayer, Wolfe, Hubbard,H.
Leydig, Osann, 111.,Chicago,Voit & Dal-

Shefte, Richards,bert Shefte &U.
Pinckney, Charlotte, C., Fritz L.N.
Schweitzer, Schweitzer,Mandeville &

plaintiffs.City,New York for
Dorn, Dorn,Thomas E. Kinzer & Chi-

cago, 111.,for defendants.

MEMORANDUM OF DECISION

HOFFMAN,J.JULIUS Senior Dis-
Judge.trict

presently patentThis is an action for
infringement in thewhich defendants

judgmentsdeclaratoryforcounterclaim
invaliditynoninfringement, patentof

unenforeeability.and
Previously complex:morethe wassuit

plaintiff ofasserted claims trademark
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competitioninfringement, and de- INFRINGEMENTunfair
practices;ceptive defendantstrade

infringementPatent a fact is­isalleged ofviolationscounterclaimed for
plaintiffsue on thewhich the has bur­issues, how-Thesethe laws.antitrust

proof by preponderanceof of theden aever, have resolved.1been
Webcor, Inc.,evidence. Becker 289v.Laminex,assignment,By Inc.way of (7th357, 1961),F.2d de­360 Cir. cert.

right, title, inter-andis the of allowner nied, 970, 445, L.Ed.368 82 S.Ct. 7U.S.patents in suit.in the twoest and to Gyromat Corp.(1962);2d H. G.398 v.
No.PatentUnited States Letters USPQ 326, (N.D.Co.,Fischer & 167 342issuing 24,3,417,497, 1968 onDecember Ill.1970).

Hannon,application F. isof Donaldan
plaintiff and sellsThe manufacturesplastic identifi-to laminateddirected a

completed andboth identification cardsLetters Pat-United Statescation card.
partially packscard for whichassembledissuing 26,3,413,171, Novemberent No.

by cus-final lamination is effected theDon-,application1968, ofon anlikewise
of Hannon ’171tomer under notice theHannon, processto aaid F. is directed

patents. patent no-Plaintiff’sand ’497manufacturingof that card.
used on its PIP core materi-tice is alsojurisdiction over theCourt hasThe al, not used on its overlaminatebut issubjectparties ofmatterand over the sepa-is soldthefilm when overlaminatecomplaint 28both the and counterclaim. rately. plaintiff three differ-The sellsprop-1338(a), is2201.U.S.C. Venue§§ possesses aEachcore materials.enterly laid in this district. 28 U.S.C. §§ vinyl plastic that is cov-central ofsheet1391(c), 1400(b). layer ther-a ofon eachered side with

beingdi- bonding resin,of moplasticPlaintiff the defendantsaccuses the resins
contributory,rect, in-inducement of polyethyleneand index ofmelteither with

fringement 7.0,Han- 3.7,of theof claims both index ofpolyethylene meltwith
patents. These acrylic copolymer polyethylenenon ’171 and ’497 ofor acid

uponcharges plaintiffdefendants’are based Theindex of 3.5.with melt
of“manufacture and identificationsale overlaminatedifferentalso sells three

Engineering having poly-Mar- layerCo. of materials,cards to Arnold ofaeach
engo, Illinois, andand the solicitation on one surfacematerial coatedester
acceptance bondingof for identificationorders resinsof threeone thewith

Schools,HighTownship seg-cards from Rich just notPlaintiff doesidentified.
Park, index,regate byRichton Illinois and Kankakee meltmaterialsits card

2Kankakee,of Illinois.”School District materialsthe core-overlaminatesellsbut
havingAlthough followingadmitdefendants anythe index com-meltin of the
to Ar-sold identification card materials :binations

Engineering havingnold soldCo. and
3.7-3.5the Rich Town- 3.5-3.5identification cards to 3.T-3.7

ship High 3.5-7.0Kankakee 7.0-7.0Schools and the 3.7-7.0
deny anyDistrict, they ofSchool that

essen-affordcombinationsincluding of theseAllacts, thetheir “the sale and
bondingtially andequal characteristicsassembly theof identification andcards

tamper-re-essentially equal in theirareof forsale materials identification
identifica-qualities as finishedinfringed sistantofhave claims eithercards”

tionpatent.3 cards.the or the’171 ’497

judg-entry54(b), finalofDuring trial, parties directedCiv.P.1. the decided to settle
respectby matters.all thesewith tomentthe issues raised the Second and Third

Complaintof the and“Causes of Action” Action,” Com-11, of“First Cause2. Par.2 the Amended OnCount of Counterclaim. plaint.Court,17, 1973, inDecember the accordance
pursuant 10,11, Amended Answer.3. Pars.and to Fed.K.with their wishes
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“forming 7,sold a In 1 andcard core sheet core.” ClaimsThe identification
composed stepcen-by of a this is recited as:the isdefendants

polyesterlayer pigmentedof whitetral forming“(a) includinga acore heat-aon withboth surfacesresin coated definingplasticsoftenable material atconsistingbonding layer ofof a blend bonding surface,”least onepolyethylene, 22.-approximately 67.8% 5, stepin Claim re-whereas the same isethylene acryliccopolymer andof6%
cited as:acid, dioxide whiteand titanium9.6%

“(a) forming havinga core a coretitan-pigment. of theBefore addition
sheet coated on both faces with apigment, blend consistsium dioxide the

bondingplasticethylene mate-heat-softenablepolyethylene andof 25%75%
ap- rial.”copolymer index ofand has a melt

pig-proximately of the9.9. Addition Here, perform stepdiddefendants not
melt The bond-ment lowers the index. (a), form, merely pur-in either but

ing layer core materi-of the defendants’ developed indepen-chased materialcorethermoplastic con-isal heat-softenable dently by Furthermore,others. sincetaining acrylic acid. Theless than 3% dependent upon 1,2-4 are ClaimClaims
ma-defendants also an overlaminatesold 5,dependent uponand Claim 6 is Claimlayercomposed ofterial of an outer the same beconclusion must reached as

polyester ofa blendcoated withclear to claims.thesecopolymerpolyethylene ofand75% 25%
Step 1, ’171,acrylic (b)acrylic acid, ofethylene Claim Hannon re-theand

quires provision protectivebeing for cover-Addi-less thanacid content 3%.
comprising protec-ings,completed each an outertionally, adefendants sold

layer bonding layerplastic card, tive and a of ther-identificationlaminated
“havingmoplasticjust material the samethe described.made from materials

bonding layer(rotary) melt index” as the on theinutilizedRoll lamination was
fashion,' (c)stopcore. In astep similar ofof thatfinal fabricationthe of

requires applicationthe ofClaim 5 outercardcard. also soldThe defendants
layerscomposedpacks, overlaminate ofsheetsfrom these same materials.made

thermoplastic “havingby ofpacks material sub-theThese were laminatedcard
stantially as thecustomer, by the same melt index”usually roll laminationa
bonding on the core. Theprocedure. materialIn of defendants’some the
bonding protec-layer melt index ofcompleted theof cardcards as in some their

byidentify- thetive used de-packs, overlaminate sheetsno individualthere was
hand,fendants, othering photo. on the is differentorindicia

bonding layers on thefrom ofthat the
core, since, earlier, the meltas discussedPatentHannon ’171

bonding layers is low-index of the core
infringement of methodDirect a presence pigment.by Thereered the of

least,patentprocess thatrequires, ator melt index ofno evidence that thewas
princi­infringer performed thethe have bonding layers bycomplete usedcorethe

processpal steps claims.of the See orthe was the same substan-defendants
Plastering Development v. PermaCenter bondingtially of thethatthe same as

939,F.Supp.Corp., 949371Glas-Mesh theylayers sheetsof the overlaminate
Engelhard Industries,1973);(N.D.Ohio appliesdifferentiationused. This

Corp., 324Inc. Instrumentalv. Research being6,equally 2-4 andto Claims 2-4
1963),(9th de­347, cert.F.2d 351 Cir. 1, upondependent upon 5.6 ClaimClaim

1220,nied, 923, 12 L.84U.S. S.Ct.377
patentthe Hannon ’171All claims of(1964).215Ed.2d whichina constructionare limited to

Step independent protective(a) byof en-of each claim “athe core is covered
partbeingexpression ofvelope,” apatent thistothe Hannon is directed’171
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developedindependentlyclaims, 1, 5, materials,independent and coreofeach the
by others,products which materials utilizedof theEach of the accused7.

defendants, however, coat­a core standard “off-the-shelf” heat-sealincludes
industryings employed packagingin thein area withthat coextensivesheet is

covering varietyfor end uses. An arms-­sheets. a ofoverlaminatethe
edges length purchaseHence, in does notthe core sheets this naturethe of of

infringement.exposed,products are ofconstitute inducementthe defendants’
envelope” Corp., 180thus, “protective is Amtron Inc. v. Nordsonand no

rotaryUSPQ (N.D.Ill.1973).27,formed. 29 The
identifica­laminators used to laminateContrary requirements in Claimto the

process Han-­tion the of thecards under'171, have2 the defendantsof Hannon
patent fornon also suitable’171 arecoveringprotective innever aused

laminating products other than identi­“grid printed on atwork” waswhich
laminating iden­fication forcards andbonding surfaces.least one of the

quite madetification cards unlike thoseshowing thethatThere was also no
patentsunder in suit. To establishthepolyester by intheclear defendantsused

infringementcontributory under the cir­thematerials wastheir overlaminate
case,of there must becumstances thisterephthalic“polyethylene glycol ofester

knowledgeconvincing evidence of both(c)by stepexpressly requiredacid,” as
special purposeof for a andmanufature5, Finally, es-’171. asof Claim Hannon

non-infringingthe absene of substantialby stipulated onevidencethetablished
271(c). this rec­uses. 35 U.S.C. On§composition of the overlaminatethe

ord, plaintiff con­the fails to establishdefendants,bonding bylayers used the
infringement.tributoryspeci-bonding layers not thearethose

acryl-copolymer polyethylene andfied of
acrylicacid, contentand have an acidic Hannon Patent’497

(b),by steprequiredof theless than 3% isresultif the sameEven7, ofClaim Hannon ’171. prod­device,by the accused aachieved
infringed onlyinfringement, patent de­if thattherefore uctDirect is

theclearly ofvice contains all the elementsnot been established.has
infringe.alleged Minne­it toclaims is

thebasis ofThe fundamental Mfg.Mining Permacel-­sota Co. v.&
patent requires patent holderthat alaw (7thLePage’s, 820,Inc., F.2d334 823

infringement be­establish acts of direct 1964); Sears, v.Roebuck & Co.Cir.
liability contrib­fore for inducement or Mfg.Mining Co., F.2d243Minnesota &

infringementutory found. Seecan be also,136, All(4th 1957);140 seeCir.
TopMfg. Co.,Aro v. ConvertibleInc. Mfg. Co., v. Weckes­Inc.States Plastic

336,Replacement Co., Inc., 81365 U.S. Co., Inc., F.Supp. 94,ser 99-100362
599, (1961), andL.Ed.2d 592S.Ct. 5 (N.D.Ill.1973).

TopMfg. Co.,Aro Inc. v. Convertible
independent476,Replacement Inc., 84 Each of theCo., 377 U.S.

patent in­1526, (1964). In the Hannonclaims of ’497S.Ct. L.Ed.2d 45712
specific outerany event, utterly cludes a recital of ande­herethe record is

“protective envelope” con­es­ of laminatedvoid of evidence be tothat could used
contributory appears inlimitationstruction. Thisortablish inducement of

9,infringement. (b) clausein 1 inof record clause Claims andThe evidence
(c) 14, in initialin­ in 5 and and theClaimsnot indicate that the defendantsdoes
paragraphany perform step accusedparty of in 11. TheClaimduced to the

however,products defendants, uti­“forming core,” principal step in of thea a
inevery ’171 lize that are coextensiveeach Hannon core sheetsand claim of the

sheets, sopatent. Rather, indicates area with the overlaminatethe evidence
edges coremerely purchased of the defendants’that the defendants that the
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ap­acid”;envelope terephthalicexposed is this limitationand noaresheet
pearsapplies (b) 1, clauseto in of ClaimclauselimitationThe sameformed.
(c) 5, (c)Han- Claimdependent of clause ofin the Claim andeach of claimsthe

products defend­de-patent. Thus, 14. The accused of theaccusedthenon ’497
layerincorporate polyesteren-“protective ants a clearnot contain thedoesvice

alleged overlaminate, noto in- for but evidencethevelope” it isof the claims
Furthermore, presentedevi- thisno been indicate thatfringe. has tothere was

polyester polyethylene glycola esterthat theor demonstrate isto indicatedence
defendants’, equiva­terephthalicflush-edge of acid even ancard, oras thesuch

having complete enti­plaintiff isa thereof. Since theis to a card lentequivalent
equivalence,presumptionthe toenvelope, in tled no ofprotective forthas set

readily Montenier, Inc.,patent. 123Graham v.’497 One could see JulesHannon
flush-edge F.Supp. 634, (N.D.Ill.1954),636 withoutconstructionthat asurmise

successfullypaper proof,core maintainbe for the it cannotnot suitablewould
byposition polyesterThe ex- usedthe that’497. thedescribed in Hannoncard

“Mylar”equivalentedges paperposed could ab-core is to theof defendantsthe
ofleading rapid specifieddete- 14ester in 1-8 andmoisture, Claimsto thesorb

exposed patent. ex­TheHannon ’497 samecard. Such theof therioration
2-4,splitting press applieslimitation to Claimsedges for theallowwould also

facilitating dependent upon 1,card, dam- andwhich Claimof mechanical arethe
although dependent uponage complete 6-8,en-Thus, Claims whichit. a to areto

Hannonfor thevelope would be needed Claim 5.
usedcard, norneededit is neither'497 Independent Han-9and ofClaims 1

all-plastic Fi-card.in defendants’the require, (d), thatnon in clause’497 each
significant thenally, thatto noteit is bondingthe the overlaminatematerial of

application Han-original theon which “hav-(envelope) be of materialsformed
based, No.patent is Serialnon ’497 ing substantially indexes.”meltidentical

product that373,664, a claimincluded applies ClaimsThis limitation toalso
“protectiveemploy limitedthedid not 1,2-4, dependent uponwhich are Claim

terminology theenvelope” in all ofused dependent10,to isand Claim which
originalThus, Claimpatented claims. upon the9. ofClaim The melt indexes

application calledfirst13 the Hannonin bonding layers coreof defendants’the
protective cover-merely for “an outer however, arematerial,and overlaminate

ing,” requiring cover-that thatwithout though nosame, there isnot the even
Original“envelope.”ing anconstitute precisetheevidence of record to indicate

of afacewas in theClaim cancelled bonding13 melt index of defendants’ core
rejection, com-prior ofart and no claim layer. layer abondingThis contains

scopeparable Ac-ever reasserted.was significant pigment, notquantity of
estoppedcordingly, as-plaintiff tothe is layerpresent bondingthe of defend-in

comparable scope, underofsert claims overlaminate, pigment, asants’ thisand
“file-wrappermany es-the decisions on earlier, index.discussed the meltlowers

Co., 383toppel.” Graham v. DeereJohn (d) the Hannonof ofClause Claim 5
684, 5451, 33, L.Ed.2d86 15S.Ct.U.S. patent requires polyethyl-’497 that the

(1966). “envelope” can-limitationThe layer polyethlenetheene on the core and
equivalent toignored, and is notnot be layer (envelope)theon overlaminatebyexposed-edge usedconstructionthe substantially identicalbe “ofmaterial

the defendants. prop-physicalcomposition,chemical and
the1,Independent 5, of the fact to14 erties.” Because of whichClaims and a

alluded,just corepatent expressly re­ that theCourt has'497 eachHannon
bonding layers coreenvelope materialquire on the defendants’usethe of an

dioxidepresenting shell material include titaniuman exterior surface 9.6%
presentglycol pigment in bond-“polyethylene of theester that isof notformed
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ing layers overlaminate, stipulated regardingthe sub- theof the The evidence
compositionidentity productschemical defendants’ revealsstantial of accused

by clearly products therequired notthis claim does none of thosethat includes
Further, “paper specifiedinexist the accused core in clausedevices. sheet”

(a)of record to show thethere is no evidence of Claim 5 of Hannon ’497. On
contrary, all-plas-layers in defendants’that the the usethese defendants an

products substantially orhave identical tic construction.
physical properties.equivalenteven indi-Finally, there is no evidence to

important property inphysicalOne made,cate that the defendants everhave
they obviously iswhich are different used, em-or sold an identification card

pres-opacity,that of is due to thewhich ploying grid superposed photo-a over a
bonding lay-pigmentence of the corein graph specified ofas in Claims 6 and 7

presenter bond-not in the overlaminate patent.the Hannon ’497
equal-ing layer. applyThese conditions Thus, clearlythe doesdevice accusedly 8,6, 7,to and de-Claims which are not thecontain the elements” of“allpendent upon Claim 5. alleged infringed.claims it is to have' everyEach and claim of the Hannon simple fact, products ofIn the accused

patent requires appli-expressly’497 the explicitlythe clearlydefendants are and
“identifying ofcation of indicia” to one product indifferent from the disclosed

bondingthe surfaces of coreeither the patent.the claims of the Hannon ’497
patentor the Fromoverlaminate. the The claims of Hannon not’497 have

specification, clear that “iden-it is this infringed.been
tifying theindicia” recital constitutes
individual, information whichvariable Range Equivalentsofmight subject tampering,be to as con-

suggestsplaintiff theThe thatcompany ortrasted with the overall
many might asfeatures which be citedgroup for tam-identification which no
distinguishing processes prod­the andpering anticipated.would leastbe In at

ofucts of defendants from the claimsprod-some of the defendants’ accused
patentsthe Hannon and should’171 ’497“identify-ucts, there are individualno

be de­discounted for the thatreasoning specified ofindicia” inas the claims
fendants have utilized elements whichpatent. Rather,the Hannon these’497

structurally proeedurally equiva­are andcarry only general group data.cards
pat­lent to the elements set inforth the

thatThere is no evidence to indicate was; however,ent claims. littleThere
bonding layerthe melt index of the core byequivalence,or no evidence of either

on the iscore material of the defendants way testimony documentation,of or and
specified“about the5” as in Claim 3 of hence, inadequatethere anis factual

patent.Hannon ’497 uponfoundation thewhich to invoke
doctrine.4, 8, 13,Claims 14 of the Hannonand

patent specifically require so, appear’497 theeach asEven fromwill
constitutingbonding validity,use of a material the discussion on the Hannon

polyethylene copolymer composed“a patentsof to’171 and ’497 are not entitled
polyethylene weight any rangeby equivalentsand to substantial of be­10%3%
acrylic layersbonding theyacid.” The used cause mi­constitute no more than
by crowded,the re-do not nordefendants meet modifications in a well-de­this
quirement. velopedInstead, fact,the defendants use art. In their claims must

layersbonding rangecomprise very ofbea blend restricted to narrowwhich a
polyethylene copolymer equivalents. Manufacturingof ofa Fife Com­with

ethylene (not acrylic panypolyethylene) Engineering Co.,v. 299and Stanford
acid, acrylic 223, (7th 1962);in iswhich the F.2dacid content 226 Cir. Wen

Tools,less than Products Inc. v. Portable Electric3%.
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commercially(7th plastic764, 766, Cir. un-Inc., material sold767F.2d367
Corporation, lay-“Mylar”1966); der the whichtrademarkv. BerklineLorenz

by(N.D.Ill.1963). ers are bonded to core laminaeF.Supp. Accord­ the215 869
polyethylene.”theingly, many between ofthe differences

processespatent accusedtheclaims and description inThe same is containedproducts wouldthe defendantsofand patent.the Hannon ’497givenhave to be effect.
specificationsThe of the Hannon ’171

patents apparentand also make it’497VALIDITY
“improvement”that the over the earlier

patents only pro-Hannon theconstitutesObviousness
coating thermoplasticvision for ofapresented has estab-The evidence

bonding sheet,resin thematerial on corefollowing:lished the
affording a construction in which thesuspen-(1) Except ofthe featurefor identifying printedindividual indiciaidentifying inindiciasion of (and photo suspendedpresent)a areif'material,bonding 1961thefused bondingthermoplasticin the material.2,984,030patents, No.Hannon

25,005,and their commer-and Re. pat-Both the andHannon T71 ’497
anticipateembodiments, ev-cial desirability usingmention ofents the

stepery element ofprincipal and (rotary)roll lamination to thefacilitate
suit;patents inthe havingcardssuccessful fabrication of

thermosplasticsuspendedindicia inAlthough(2) the Patent Examiner
bonding However, rollmaterial. lamina-showingprior artdid not find

manufacturingtors for identificationsuspendedidentifying indicia be-
using Mylar-polyethylenecards samethelayers thermoplas-oftween fused

in ’171overlaminate the Hannon andasbonding material, such a con-tic
patents already’497 known in thewerepresent;struction was

Lapham 3,163,104art from Patent No.
(3) patentsandThe Hannon T71 ‘497 others. ofand Roll laminators this kind

more than an ob-constitute no were toused make an identification card
aggregation priorof thevious corresponding structureswith the de-

art. 2,984,030inscribed the Hannon and Re.
25,005 patents.(1) relationshipstructuralThe close

cardbetween the basic identification testimony inventor,The of the Donald
inand illustratedstructure described Hannon,F. most illustrative of theis

2,984,030patents1961 No.the Hannon significantonlythatfact the difference
25,005 the identificationand Re. and processbetween the of man-commercial

that is fundamental tocard construction priorufacture of in thethe cards shown
patentsthe and ’497 isboth Hannon ’171 25,005 2,984,030art Hannon and No.Re.

“Background In-set forth in the of the patents process theand the of Hannon
portions specificationsvention” theof patent application’171 in suit is the of

pat-of of the Hannon T71 andeach ’497 thermoplastic (polyethylene)material
patentents. The Hannon ’171 describes to the the so thatsurface of core identi-

25,005the earlier Hannon in the fol-Re. fying subsequently applied toindicia
lowing terms: up suspendedthat surface end between

thermoplastic layers.fusedtwo In thepreferred“The disclosedcard in the
of thewords inventor:pa-patentreissue consists of a central

per photograph patentupon which a is “The reason thecore [’171]
product,identifying is . is itand indicia is a better thatmounted

printed. paper printingis has or the variable in-The core a—the[sic.]
layers floating lay-formationsandwiched two of a is between twobetween
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layerspolyethylene pat-it celluloid),of and once isers between two of the
argued:sealed, practically impossibleit to enteeis

chemicallyseparate mechani-either or suggestion“There is no remote of thecally by reheatingor the card.” concept printed maythat indicia be at
suggested plasticfromThe conclusion is an ofsame interface two materials

history applica- anyprosecution possibilityof thethe so as to obviate of al-
tamperingresulted issue of the Han- teration ortions that in with the securi-

original applica-patent. tyIn thenon ’171 of an identification card. It is not
tion, Office, suggestionresponse pro-to thethe Patent seen wherein the of

tectingAction, paint fading possiblyafter the first Official contained from can
following language: suggest concept preventingthe ofthe

tampering with an ID card. This is“The use roll lamination with theof especially appreciatesso when one thepresentedof materialscombination problems preventing blurringof ofprovideshere . . . a novel meth- imprinted polyethyl-the ink on themakingod of an identification card ene.”printing, effect, floatinginwith the
bondingin (2) priorthe but not dis-material The art several in-contains
by operation.torted the lamination ofstances identification card structures

The which,results are a card with[sic] in
sharp printing.and clear There in-is “ card,. . . in the finished alldiscoverydeed a here thatin one can

printed photographindicia and thetogether layersbond two of heat-soft-
disposed layersare between two ofprintingenable material onewith on

bondingthermoplastic material whichaffecting,or ofboth them without in togetherhave been heat bonded soany amount, claritynoticeable the and
identifyingthat the indicia are en-printedthe detail of the matter.”

bondingcased within the material.”
However, (Statementalreadyroll lamination was contained in the “Official

commerciallyandknown used for fi-the Letters Patent Document” for both
stepnal inlamination the patents.)manufacture the Hannon ’171 and ’497

priorof the art cards of the Hannon Re.
early exampleOne thisof construction25,005 2,984,030 patents. fact,and In

2,780,015patentis Whitehead No.roll lamination had been used commer- disclosing(1957), tamper-a laminatedcially purpose earlyfor that since as as protected pa-identification card with a
Moreover,1960. in at the ofleast card per bearing printedcore both identifica-

gridprinted2,984,030,Hannon a was signature.tion Theinformation and a
applied polyethylene coatingto the on core covered onis both sides with sheets

passed throughthe overlaminate and the thermoplasticof clear material. The
steplamination distortion.without card is laminated into one unit under

pressure. patentheat and Whiteheadconcerning sig-The statement the sole 2,780,015No. states:
priornificant difference between the art

discourage prevent“In order to orpatentsHannon and the Hannon ’171
thermoplas-mechanical removal of thepatent appliesalso to the Hannon ’497 ‘ paper backing,tic fromsheets the thepatent, havingthe inventor noted that backingpaper preferably impreg-isthe card structures of the two are iden- thermoplasticnated with a somaterial

duringFurthermore, prosecutiontical. paper backingas to bond the to the
the patent,of Hannon ’497 when faced pres-cover sheets when the heat and

rejection uponwith a based Van Clief appliedsure of tolamination are
patent 1^349,396 (showingNo. a label backingthe and cover sheets to render

paint positionedstructure components homogenous.”with luminous these
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commercially Addressograph.making by TheofIn the card Whitehead
identifyingpolyethylene inpatent 2,780,015, suspension ofcould indiciaNo.

thermoplastic plastic in Biddle-material is the same theas the fusedbe used
Addressographimpregnation of and it is cardfor the core card as in theboth

Theof structure of Hannon ’171 and ’497for formation the cover sheets. the
trimming op-patents. Furthermore,photoprinted White-indicia and the of the

suspended employed2,780,015 orare eration in the Biddle construc-head encased
flush-edgejustthermoplastic, producesin corre-fused as tion cardwithin a

by defendants,patents. sponding tothe ’171and ’497 used theHannon that
envelopea the kindrather than ofcardprior identification cardAnother art in Hannondescribed and claimed theidentifyingin indicia “sus-arewhich patents.’497’171andbondingpended” thermoplasticwithin

patent No.material is Whitehead (3) patentFor a to be val­(1958).2,835,993 aThis card includes subjectid, the betweendifferences itsthermoplastic formed from twocore priormatter and the art must be suchthermoplastic Two intermediatesheets. that, whole,as a of in­at the time thethermoplastic' the core andsheets overlie vention, subjectpatentedthe matterfacing inwardly.printedhave indicia personwould have been unobvious to athermoplastictwoThe card also contains ordinaryof skill in the art. 35 U.S.C. §thermoplasticcovers that have colored priora103. Where number of ref­artfacing inwardly in-toward thethreads suggest doing patenteeerences what theall-plastic cardtermediate Thissheets. done, patentthe ishas invalid for ob­is under andconstruction laminated heat mayviousness, and the bereferencespressure into afford a construction reachinginconsidered combination inprintedphoto, indicia,which a the and
such a conclusion. Armour Researchthermoplasticthe threads are all “sus- Co.,Foundation v. C. 170K. Williams &pended” thermoplasticin fused material. 871,F.Supp. (E.D.Ill.1959), aff’d885patent 2,835,993No.The Whitehead (7th 1960),F.2d 499280 Cir. cert. de­provide envelope;protectivedoes not a 811,nied, 690,365 U.S. 81 S.Ct. 5 L.Ed.flush-edgeinstead, incorporatesit con-a (1961), denied, 941,2d 691 reh. 366 U.S.bylike defend-struction that used the 1657, (1961);81 L.Ed.2dS.Ct. 6 852ants. Co.,Gyromat Corp. v. H. Fischer &G.

USPQ 326, (N.D.Ill.1970).priorexample 336A further of a art iden- 167
having printedcard indiciatification patents direct-two areThe Whiteheadphotographand fuseda encased within protectionly tamper forwithconcernedbondingthermoplastic material is Biddle plastic-coveredlaminated identification(1962),patent 3,068,140No. In the inEach a constructioncards. affords

patent, printed typewrittenandBiddle upidentifying “sus-indicia endwhichupon the ofindicia are inscribed surface layers ofpended” two fusedbetween
thermoplastica that has fold-sheet been thermoplastic resultThematerial. same

photographed over to form a core. A equal the Bid-effect inwithis achieved
aperturemay in onebe mounted in an Thus, thedle-Addressograph card.

transparentcore. ther-side the Twoof directlyexpressly indicat-prior andart
disposed op-moplastic sheets on theare tamper-protected identificationed that a

posite entiresides of the core. The identifyingprinteditsshould havecardtogether underis then fused“sandwich” thermoplas-twolocatedindicia between
pressure, the fusedafter whichheat and oflayers final laminationfused ontic

assembly size.trimmed to the desiredis encasedindicia areso thecard thatthe
“suspended indicia”plastic.patent ThisBiddle No. in theofThe construction

changesignificant inonlytheis3,068,140 sold featurewas andmanufactured
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steperypatents forth in the claims ofbasic set’497 rela-'171 andHannonthe
onlypatent, minor2,984,030 withthe Hannon ’171No.earlier Hannontive to the

Moreover, detail, and a25,005 patents. indifferences structuralRe.and
single differentiation,process thebringing together steps rolland ele-the old

art, techniqueclearly suggested, by used since 1960.the laminationments was
directly apparentbyvery from apurpose the This is mostindicatedfor the

comparison of Hannonof Claim 1 thepatentee.
patent of the Biddleand 3'171 Claimprocess inand claimeddescribedThe

patent:ev-patent andincludes eachthe Biddle

3,068,140BiddleHannon ’171
3Claim1Claim

assemblingforming an“The method ofprocess iden-of an“The
comprisingcomprising devicethe identificationcardtification

following steps:thesteps of:
cutting pluralityincludingforming into a(a) said sheetaa core

corresponding identification de-plastic ofmaterialheat-softenable
segmentsbonding comprisingdefining each anvicesur-at oneleast

portionface; and a corre-obverse-side
bearingsponding portion reverse-

data; folding of saidside each
segmentsidentification device to

dispose the obverse and reverse
portionsside inthereof back-to-
relation;back

disposing substantially(b) providing and second sheets offirst
coverings, transparent thermoplasticprotective each over theouter

oppositeprotective exposedcomprising ofan outer of eachsides
bonding segments;layerlayer a saidofand a

plastic materialheat-softenable
having saidthe index assame melt

plastic eachmaterial andcore
bondingbonding havinglayer a

surface;
onlyimprinting one side of a thin(c) applying to at leastindicia

bonding opaque base of thermo-at sheetone of the surfaces
generalbeing plastic with identificationof indicialeast some said

ink; reverseprovided printing for the obverve andby with data
pluralityand, of identifica-sides a of

devices, ob-tion the data for the
andverse reverse sides of each
being disposed pairedindevice

other;juxtaposed relation to each
coverings fusing transparentlaminating(d) to and the ther-the

moplastic por-provide protective en- sheets and the twoto athe core
heating segmentscompressingby of to-velope tions of each saidand

gethercoverings pressurethe there- under heat and tocorethe and
plurality protectedby uni-and form a ofroll laminationbetween

adhering tary indi-thereby protective identificationsaid devices
alongbonding planescovering visible of fusion.”to said thesurfaces

core.”
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foregoing comparison identifyingcourse, in whichin- tion indicia aretheOf
change suspendedsequence fused thermo-in for the between twocludes a

plasticclaim;patent layers, a wellsteps Biddle how- construction knowntheof
ever, patent exemplified byclaim does in the art as the White-Hannon '171the

performed patentsstepsrequire be head and the Biddle-Addresso-that thenot
Nor,sequence graphFurthermore, does the of rollsequence.in the card. use

following validitysave of the Han-critical; certainly, lamination theinis not
patent, patent,the non ’171 because this was thetheClaim 1 of Hannon ’171

techniquestep (c), normal manufacture thenprinted, before ofcore can be
being commerciallycoverings,“providing” protective artused in the andthe

having gridapplied(b). had been to cards astep
polyethyleneprinted on the of the over-

indo the materialsNor differences laminate. Roll lamination is irrelevant
appearing in thethe later claims of scopeimmaterial toand the of the Han-distinguishpatent proc-itsHannon ’171 patent.non The claims of Hannon’497pat-from Biddleess those of theclaims lamination;’497 do not mention roll

by inent. As stated the court Chenault they apply equally platen-laminatedto
F.Supp.Products,Farmv. Nebraska 138 Addressographcards such as the card.

(D.Neb.1956):772 Accordingly, in ofview the acknowl-
edged prior art, Hannon ’171 and ’497processsteps comprising the are“The

“obvious,” consequently,are and bothforthe essential features considera-
are invalid under the terms of 35 U.S.C.determining validityin of ation the

103.§process patent prior patent,over nota
particular material to which thethe

process applied particularis nor the Anticipation
by application.”substance obtained its novel,To be an invention mustF.Supp.138 at 784. anticipated by prior pat­havenot been a

1 Deller’s onent. Walker Patents 58lamination, §Roll “old” in art sincethe
1964).(2d1960, only part process ed.“step”is the of a

distinguishing patentthe Hannon ’171 3,279,826The Rudershausen et al. No.patent,claims from the Biddle and it May 27,(1966), 1964,applied dis-foran modificationconstitutes obvious composed ofcloses an identification cardbybased on the materials selected Han- core on both sidesa central sheet coatednon. layer preferablythermoplastic,a ofwith
single polyethylene,change identification dataFinally, component withthe

printed on outer the ther-expressly the surface ofindescribed the Hannon '171
coating.moplastic ispatents, compared This core sealedand ’497 as with the

Mylar-poly-envelopeinto an formed of2,984,030earlier Hannon No. and Re.
ethylene overlaminate,25,005 the final assem-patents, polyethyl-is the use of

paper poly- beingbly accomplished byene-coated as the core. But conventional
ethylene paperwas well known as a roll lami-methods which would include
coating portionas was disclosed in that ofnation. The basic card construction

Dictionaryof The Condensed Chemical patentthis of theis identical to that
1961)(6th Ed. the termdefinition of patents.Hannon ’171 and ’479

not cited to the Patent Examiner.
prosecutionIn of thethe Hannon ’171

processpatent, all of the in theclaimsThus, in the context of the
continuation-in-part application re-art, wereprior Hannon ’171 and ’497 consti­

adaptation jected beingtute merea of construc­the as obvious over a combina-
prior patents includingtion of the No.Hannon references the Ruder-tion of

2,984,030 25,005 beingpatent,and toRe. a construc- shausen et al. the latter



382

showingpurpose practicecited for the inof “two There is a be-difference
bonding layerspolyethylene print- tween and the Patentwith the courts Office

ing antedatingrespect anticipato-sealed between.” The Patent with toExam- an
apparently ryiner was unaware that the reference.

assignees pat-of the Rudershausen et al. proof upon“The burden of one whopatentent and the Hannon ’171 were
seeks to establish a date for inven­hisusingcommercially lamination,both roll prior applicationtion to that of hisand therefore cited additional references always heavyhas abeen deemed one.step.to show this regard great‘Courts the effort with

hand, jealousy, persuadedOn the other andin the must be withcontinua-
tion-in-part application certaintyfor a whichthe Hannon is seldom demanded

elsewhere;patent, reject- quite’497 the Patent Examiner as absolute as a
being fully case, practice perhapsed all anticipatedclaims as criminal in even

by the patent. MachineryRudershausen et more so.’al. United Shoe
Corp. Brooklyn Corp.,v. Heel 77WoodFrom a letter 28,dated November 264,263, USPQ (2dF.2d 25 298 Cir.1967, it is clear attorneythat Hannon’s 1935). See also Moline Plow Co. v.recognized that Rudershausen had 727,Co.,Rock Island Plow 212 F. 732“printed layersindicia between two of (7th 1914). Moreover,Cir. . . .polyethylene copolymer.” acceptance bythe the Patent Office of

bindingRule 131 affidavits not onIn iscontinuation-in-partthe applica-
validity pat­tions, a court. When the of ano distinguisheffort was tomade

challenged, patenteeent is the who as­the patent.Rudershausen et al. The
holdings applica­serts a date earlier than hisExaminer,of the Patent ob-

may rely customarytion not on theviousness in processthe case of the ’171
anticipation presumption validity arisingclaims and of fromin the ofcase

the claims,’497 were not patent,In-contested. the issuance of a but must
stead, in applications,both affidavits convincingproduce strong and evi­

purportingwere filed to show that Han- supportindence of the date claimed.
non had conceived and reduced devel-the Sperry Corp. Knapp-MonarchRand v.
opments of patentsthe ’171 and ’497 to Co., F.Supp. 762, USPQ756,193 127practice prior filingto the date of the (E.D.Pa.1961),193 modified on otherpatent.Rudershausen et al. On this ba- grounds, 344, USPQF.2d307 134 433sis, pursuantand provisionsto the of (3d 1962). proofburden ofCir. ThePatent 131,Office Rule the Examiner

pre-filingto establish a invention daterejectionsrescinded the that had been
infringementis far inmore severe anuponbased the pat-Rudershausen et al.

action than that under inRule 131 anent and applicationsallowed the for the
parte proceedingHannon expatents.’171 beforeand a Patent’497 Further-

more, from 6, 1968,a letter dated June Office examiner. Oelbaum v. The
appearit would Co., F.Supp. 594, 601,that Hannon Lovable 211deliberate- 136

ly delayed process USPQthe 58, aff’d,issuance (S.D.N.Y.1962),of his 63
(’171) patent (2dso 1022, USPQas to avoid a determina- 323 F.2d 139 60[322]

priority throughtion of 1963), denied,an Cir. 937interference cert. 376 U.S.
with Thus, (1964);Rudershausen et al. the var- see also Messler Unitedv.
ious 734,actions taken in Co.,the Patent Office States Rubber 148 F.2d 65
on patentee, USPQ (2dbehalf of Hannon,the 1945),indi- 145 Cir. cert. de­

nied,cate 22,that basicthe inventions of Hannon 326 U.S. 717 90S.Ct. L.[66
’171 and anticipated by 424], USPQ (1946).” Gy­’497 were Ed.the 67 359

Co.,patent, pat- Corp.Rudershausen et if that romat v. H. Fischer &al. G.
prior USPQ 326, (N.D.Ill.1970).ent is available as art. 167 331
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case, plaintiff Linder, 433,the cited. v. F.2dIn this Gaiser 253
proofheavy (C.C.P.A.1958).”inof 436its 325 F.2d athas not met burden

attempt con­ 331.its to establish Hannon’s
priorpracticeception reduction toand

Inasmuch as the critical featurethe Ruder­ofto date of referencethe
pertains allegedlyof the Hannon card toonlypatent. corrobo­Theshausen et al.

improved tamper protection, therebutrespectrating ex­testimony to thewith
testing accepta­nowas evidence of nor’497 iden­’171 andistence of the Hanon

ble corroboration of the inventor’s testi­applicationprior thetification cards to
mony anyas to how he had made cardspatentet al.the Rudershausendate of

they of, plaintiffor what were themadeattorney,patentee’s Mr.came from the
has failed to a reduction toestablishapparent the attor­thatFischer. It is
practice prior applicationofto the dateney construc­know whatdid not himself

patent.of Ac­the Rudershausen et al.saw,hein the cardsinvolvedtion was
cordingly, the Court is able to concludesimply accepted ofinstead, the wordbut

patentsthat the Hannon and’171 ’497maypracticepatentee. Reduction tothe
byfully anticipatedwere the Rudershau­upon the uncorroboratednot basedbe

patentsen et al. and hence are invalidtestimony As statedof an inventor.
under 35 U.S.C. 102.§Devel­by in PatentTidewaterthe court

Co.,opment F.2d 936v. 273Co. Gillette . But, plaintiffeven if the had
(4th 1960):Cir. antedatingbeen insuccessful this antici­

reference,patory the etRudershausenapply rulemust the established“[W]e
patental. andserves as both additionaltestimony withthat an inventor’s own

persuasive evidence that the limitedrespect to his invention and reduction
change suggested by Hannon and'171selfservingpractice ato constitutes

ordinary’497 was obvious to those ofgivenbedeclaration and cannot[sic]
skill in the in Allart. As stated Statesprobative if is uncontra-force even it

ManufacturingPlastic Inc. v. Wec­Co.convincing sup-unless it isdicted and (N.D.Co., F.Supp.Inc.,kesser 94362ported adequateby corroboration.” Ill.1973):
273 F.2d at 940.

developments“Contemporary by third
Furthermore, tothere was no evidence working recognizedparties in the art

any made toindicate that tests were patent inof the suit . . . are
tamper-resistantout thebear claimed subjectpersuasive evidence that the

testing,qualities cards,of andthese thein ofmatter of the claims issue
use,usually under conditions of isactual patent in thesuit was obvious within

meaningpart prac-toan essential of reduction of 103.”35 U.S.C. §
v. Com-tice. Cleeton Hewlett-Packard uponThis statement is based Felburn v.

1215, (D.F.Supp.pany, 343 1219-1221 Compa­The YorkNew Central Railroad
Op-Md.1972). expressed in FarrandAs (6th 1965),ny, cert.F.2d 416 Cir.350

States,tical v. 325 F.2d 328UnitedCo. 1063,denied, 935, 15383 86U.S. S.Ct.
(2d 1963):Cir. court, in(1966),L.Ed.2d 852 where the

considering publicationofprac- the effect ato‘reduction“What constitutes
priorqualifynot art undersubject which did asofthe mattertice’ has been

publication102,general thatis held the■many Section‘The ruledecisions.
evi­“crediblenevertheless constitutedunder ac-well thatestablished tests

development”necessary independentworking dence of anconditions aretual
regarded “persuasive thatpractice.’ aswhich itreduction toto establish

have348, wouldKruger Resnick, claimed invention beenF.2d 39 thev. 197
ordinary in thisskill994, to one ofPatents, there obviousand casesC.C.P.A.
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established,beenlatter elements havethis ef­To same350 F.2d at 425.art.”

no under SectionCorp. there awardPlas­ will befect, v. CosmoAmerlinesee
(N.F.Supp. 215, 285.Company, 227271tics

(7thaff’d,D.Ill.1967), Cir.407 F.2d 666 foregoing deci-ofmemorandumTheBrothers,1969); Popeil Inc. v. Schick require-satisfy thetois intendedsion(N.240,F.Supp.Electric, Inc., 251356 52(a) Federalof theRulements ofD.Ill.1972).
Procedure.Rules of Civil

FEESATTORNEY

general ruleThe American
attorney recoverable asare notthat fees

damages in of ancosts or the absence
providing thereforenforceable contract

cases,patentapplies to Fleischmann
Brewing Co.,Distilling Corp. v. Maier

720-721, 1404,714, 18386 87 S.Ct.U.S.
(1967), for statu­L.Ed.2d 475 save the Ray SMITH,Earl

tory provision an of reason­for award v.
par­attorney prevailingtoable fees the HOMES, INC., and CarolSAVANNAH

ty exceptional 35 U.S.C.in an ease. § Alexander, Russell,and Admin-Minnie
Thus, Congress’s inintent enact­285. istratrix for Estate of Kennie Russell.

ing permit thewas not tothe statute
attorney pat­recovery inroutine of fees SMITH,Ernestinecases, permit a court to awardent but to

v.extraordinary toin case so asfees an
HOMES, INC.,SAVANNAH et al.gross injustice.prevent Monolith Port­

Aluminum &land Co. KaiserMidwest v.
C., INC.,T. I. M. E.-D.(9thCorp., 288,Chemical 407 F.2d 294

1969). v.Cir.
RUSSELL,Minnie Administratrix for Es-

Certainly herethe defendants Russell,tate of Kennie et al.
“gross injustice.”no Thiswill suffer C-73-2255, 73-2341,Nos. C-73-2356.suggest thatrecord cannot be read to

individuallypatentee’s acts, orthe taken Court,United States District
together, were either fraudulent or the Tennessee,W. D. E. D.
product of- a calculated recklessness July 25, 1974.
about the truth constitute athat would

dutyserious breach of to the Patent Of­
fice.

ordinary“In for in-the usual and suit
fringement patent,of ina instituted
good prosecuted,vigorouslyfaith and

court,the in ofthe absence of evidence
harassingdilatory,or vexa-bad faith or

part plaintiff,tious tactics on the of the
attorneyshould not award fees theto

prevailing defendant.” 8 Deller’s Walk-
citing(2d 1973),er on Patents ed.760§

Michiganv. Hard-National Brass Co.
(W.D.Mich.Co., F.Supp.ware 14075

1948). adequatelyThe first clausestwo
and,case, thenone ofdescribe this since


